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Assignments  of  Patents, 

Section  4898  of  the  Revised  Statutes  provides  that: 

"Every  patent  or  any  interest  therein  shall  be 
assignable  in  law  by  an  instrument  in  writing-; 
and  the  patentee  or  his  assigns  or  legal  representa- 
tives may,  in  like  manner,  grant  and  convey  an 
exclusive  right  under  his  patent  to  the  whole  or 
any  specified  part  of  the  United  States.  An  as- 
signment, grant  or  conveyance  shall  be  void  as 
against  any  subsequent  purchaser  or  mortgagee 
for  a  valuable  consideration,  without  notice,  unless 
it  is  recorded  in  the  Patent  Office  within  three 
months  from  the  date  thereof." 

RECORD  BOOKS. 

In  order  to  comply  with  said  law  the  Patent  Office  has 
provided  books  for  the  record  of  such  assignments  as 
may  be  presented,  and  the  assignment  records  of  the 
Patent  Office  are  intact  from  1887  to  the  present  date. 
In  1836  the  entire  records  of  the  Patent  Office  were  de- 
stroyed in  a  fire,  and  that  is  the  reason  why  the  records 
of  assignments  prior  to  1837  are  not  in  existence. 

The  books  provided  for  the  record  of  assignments  are 
designated  "Transfers  of  Patents",  and  contain  500  pages 
each,  in  alphabetical  series,  numbered  from  1  to  94,  and 
therefore  the  designation  where  an  instrument  is  record- 
ed is  referred  to  by  letter  and  number,  as,  for  example, 
Liber  H  77;  W  76;  or  A  75,  etc. 

Since  1837  to  the  present  date  there  are  over  2470  of 
these  record  books.  It  would  therefore  be  an  endless 
task  to  make  a  search  of  these  volumes  to  ascertain  the 
title  to  a  patent;  so  it  was  necessary  to  have  a  separate 
index  in  which  searches  could  be  readily  made,  and 
such  books  were  provided  and  designated  "Digest  of 
Assignments",  in  which  there  is  an  index  of  each  instru- 
ment under  the  name  of  the  inventor  only,  and  conse- 
quently it  is  necessary  to  know  the  name  of  the  inventor 
of  the  particular  patent,  application  or  invention  under 
which  a  search  is  to  be  made,  in  order  to  make  such  a 
search. 


INDEXING  AND  BREWING. 

Prior  to  1870  these  indexes  were  made  from  party  to 
party,  as  are  records  of  transfers  of  realty,  but  it  was 
found  that  if  any  particular  paper  in  a  chain  of  title  was 
not  recorded,  all  subsequent  assignments  under  the  same 
patent  were  lost  in  making  a  search.  Therefore  in  1870 
a  special  appropriation  was  obtained  from  Congress  that 
new  indexes  might  be  made  under  the  name  of  the 
inventor,  and  such  indexes  and  digests  were  made  by 
the  clerks  of  the  Patent  Office  working  outside  of  Office 
hours,  and  in  due  time  a  full  set  of  digests  were  made 
and  were  accessible  to  the  public  for  searches,  and  aaid 
system  of  indexing  under  the  name  of  the  inventor  has 
been  carried  out  to  the  present  date. 

These  digests  contain  the  name  of  the  inventor;  the 
assignor  or  the  party  who  gives  or  grants  the  rights  in 
the  assignment;  the  assignee,  purchaser  or  beneficiary 
in  the  assignment;  the  date  of  the  writing;  the  date  of 
its  record ;  the  description  or  identification  of  the  inven- 
tion, application  or  patent  transferred  which  is  recited  in 
the  assignment  itself;  a  brief  description  or  digest  of 
the  interests  or  rights  transferred;  designation  where 
the  same  is  fully  recorded;  when  the  original  was  re- 
turned, and  to  whom.  This  digest  is  particularly  full 
and  clear,  being  a  brief  description  of  the  essentials  of 
the  instrument,  so  that  one  searching  the  records  may 
find  spread  upon  such  digest  a  condensed  description  of 
the  writing. 

Digesting  is  one  of  the  important  branches  of  the 
work  done  in  the  Patent  Office  and  its  value  is  inestima- 
ble. Into  this  work  enter  analysis,  analogy,  logic,  com- 
mon sense  and  office  precedent.  There  are  no  written 
rules  in  making  these  digests,  the  deeds  being  so  diverse 
as  to  render  rules  of  little  value.  Years  ago  the  digest- 
ing was  done  in  a  most  informal  manner,  being  little 
more  than  an  index,  but  for  many  years  past,  and  espec- 
ially since  the  inauguration  of  a  new  system  in  1898, 
of  briefing  on  sheets  preparatory  to  revision,  alteration 
and  copying  into  the  Digest  books,  it  would  be  difficult 
to  find  a  more  concise,  correct  and  accessible  record  and 
index  from  which  searches  can  be  made. 

These  briefs  are  copied  to  form  certified  "Abstracts 
of  Title"  for  use  in  the  courts,  and  are  constantly  being 


searched  by  attorneys  and  others  interested  in  patents, 
and  without  the  "Digest  of  Assignments"  their  work 
would  be  not  only  difficult  and  voluminous,  but  the  ex- 
pense thereof  would  be  very  largely  increased. 

At  the  present  time  there  are  478  of  such  Digests  of 
Assignments.  They  are  separated  alphabetically  in  the 
26  letters  of  the  alphabet,  to  contain  briefs  of  deeds  un- 
der the  initial  letter  of  the  surname  of  the  inventor.  Con- 
sequently in  making  a  search  you  would  ask  for  the  books 
under  the  initial  of  surname,  from  a  certain  date,  at 
least  two  years  prior  to  the  date  of  filing  the  application 
for  the  patent,  to  cover  the  term  that  the  application  may 
have  been  pending  and  to  obtain  access  to  any  assign- 
ments recorded  prior  thereto.  In  each  of  these  volumes 
is  a  separate  and  detachable  index,  and  this  index  is  made 
under  the  given  names  of  the  inventor,  and  under  the 
first  vowel  of  the  surname. 

SEARCHING. 

If  it  be  desired  to  ascertain  whether  any  assignments 
under  the  name  of  John  Wesley  Richardson  are  of  record, 
you  obtain  the  bodks  labeled  R,  turn  to  the  index  of  first 
name,  in  this  search  under  the 'letter  /  and  you  will  find 
thereunder  the  combinations  Ra,  Re,  Ri,  Ro,  Ru,  and  Ry, 
so  that  it  is  only  necessary  in  making  the  search  for  the 
name  of  John  Wesley  Richardson  to  look  under  the  com- 
bination Ri,  and  if  there  be  any  assignments  in  that  vol- 
ume under  said  inventor's  name,  the  number  of  the  page 
will  be  opposite  his  name,  and  if  the  name  John  Wesley 
Richardson  does  not  appear  in  this  combination  it  is  cer- 
tain that  no  assignments  from  him  or  under  his  patents 
are  of  record  in  said  bodk.  Surnames  beginning  with  a 
vowel  and  having  no  other  vowel  are  indexed  as  if  the 
initial  stood  for  the  first  letter  of  the  surname  and  also 
as  the  vowel,  as,  for  example,  Erp,  Olds,  etc.  will  be 
found  in  the  combination  E-e,  O-o,  respectively. 

It  will  be  apparent  that  searches  are  by  this  system 
of  indexing  materially  shortened,  and  that  the  informa- 
tion sought  is  particularly  accessible. 

Under  the  system  of  indexing  only  under  the  name 
of  the  inventor,  instruments  from  an  assignee  to  a  third 
assignee,  and  from  said  party  to  others,  will  be  found 
under  the  name  of  the  inventor,  and  not  from  party  to 
party,  as  before  mentioned. 


Following  the  regular  index  of  names  at  sole  invent- 
ors there  is  found  an  index  of  joint  inventor*,  together 
with  names  of  firms  and  corporations  that  are  registrants 
of  trade-marks,  labels  or  prints. 

Under  this  system  of  indexing  it  is  a  prerequisite 
that  each  deed  recite  specifically  the  full  name  of  the 
inventor  or  registrant  of  each  invention,  application,  pat- 
ent, design,  trade-mark,  label  or  print  affected  by  said 
writing,  that  a  definite  index  may  be  made  under  each 
name;  but  frequently  a  deed  that  should  be  recorded 
fails  to  contain  such  identification,  for  instance,  a  deed 
from  a  company  of  all  its  patents,  etc,  without  enumer- 
ating same. 

This  situation  necessitated  a  special  Index  for  such 
papers,  and  therefore  additional  indexes  were  prepared 
and  designated  "Irregular  Transfers". 

Instruments  that  do  not  recite  the  name  of  the  inven- 
tor or  registrant,  or  for  other  reasons  are  irregular,  are 
indexed  among  the  "Irregular  Transfers",  under  the 
name  of  each  person,  firm,  corporation  or  court,  etc., 
named  in  instrument,  and  in  making  searches  it  is  there- 
fore necessary  to  continue  the  search  in  this  index  of 
"Irregular  Transfers"  under  the  names  of  all  parties 
that  are  found  in  the  search  among  the  regular  deeds, 
in  order  to  have  access  to  such  unidentified  deeds  as  may 
have  been  made  and  recorded  by  any  of  the  owners  dis- 
closed by  the  search. 

There  are  of  record  in  the  Assignment  Division  of  the 
Patent  Office  all  sorts  of  instruments  in  relation  to  the 
title  to  inventions,  applications,  patents,  designs,  trade- 
marks, labels  and  prints;  such  as  assignments,  licenses, 
agreements,  liens,  mortgages,  shoprights,  decrees  of 
court  in  relation  to  title,  and  other  papers.  It  can  be 
readily  appreciated  that  from  such  a  variety  of  writings 
there  are  a  number  of  very  informal  writings  presented 
for  record,  and  much  difficulty  is  experienced  in  intelli- 
gently spreading  such  instruments  upon  the  digest  of 
assignments,  so  that  searches  therein  may  disclose  all 
papers  that  might  in  any  way  affect  or  relate  to  the  sub- 
ject matter  of  the  search. 

Searches  among  these  records  should  be  made  by  the 

examiners  when  applications  are  formally  abandoned 


and  when  interferences  ore  declared,  to  ascertain  in  the 
former  case  whether  or  not  the  consent  to  abandonment 
by  an  assignee  is  necessary;  and  in  the  latter  case  to  as- 
certain  the  address  of  assignee,  to  whom  notices  of  inter- 
ference may  be  mailed.  It  frequently  occurs  that  the 
recorded  assignment  does  not  recite  the  special  address 
of  the  assignee  and  in  such  cases  letters  should  be  ad- 
dressed to  assignee  in  care  of  the  attorney  who  forward- 
ed the  assignment  for  record. 

IDENTIFICATION    AND    PROPORTION    ASSIGNED. 

The  inquiry  has  often  been  made  why  there  cannot 
be  an  index  under  the  numbers  of  the  patents,  as  there  is 
in  most  all  other  record  offices  in  plat  books,  so  that  a 
person  might  at  once  see  who  owns  a  particular  patent ; 
but  the  answer  to  this  question  is  that  there  are  of  record 
in  the  Office  many  instruments  that  may  affect  title  indi- 
rectly or  equitably,  but  do  not  specifically  refer  directly 
thereto.  It  is  a  common  practice  for  inventors  prepara- 
tory to  even  making  an  application  for  patent  for  their 
inventions,  to  solicit  and  obtain  the  aid  of  capitalists,  and 
to  secure  the  latter  there  is  drawn  an  agreement  or  a 
transfer  that  the  whole  or  a  certain  portion  of  said  in- 
vention, after  it  becomes  a  patent,  will  be,  or  is  transfer- 
red to  the  party  furnishing  the  money  to  develop  the  in- 
vention. 

It  will  be  apparent  that  at  this  time  no  identification 
of  the  invention  is  possible,  inasmuch  as  the  invention  is 
probably  only  in  the  mind  of  the  inventor,  and  has  not 
even  yet  been  reduced  to  writing  in  order  to  apply  for 
a  patent,  and  therefore  there  is  no  data  or  other  means 
of  referring  to  the  invention  except  by  its  mere  name. 
If  such  an  instrument  be  found  of  record  the  courts  might 
hold  that  it  would  be  at  least  a  lien  or  an  equitable  trans- 
fer of  the  invention  that  may  become  a  patent,  but  should 
a  patent  be  granted  such  an  instrument  would  be  in  the 
nature  of  an  executory  contract  and  the  party  who  has 
put  up  the  money  for  the  development  of  the  invention, 
if  denied  a  legal  deed,  has  the  right  to  go  into  court,  if 
necessary,  and  compel  a  legal  transfer  from  the  inventor. 
In  a  number  of  transfers  in  which  an  inventor  assigns  a 
particular  patent  or  application,  specifically  identifying 
same,  there  is  also  transferred  "all  improvements  that  I 
may  make  thereon"  or  "all  improvements  which  I  may 
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make  in  the  same  class  of  invention".  This  has  been 
construed  to  grant  at  least  an  equitable  interest  in  any 
further  or  future  inventions  that  the  inventor  may  make, 
and  in  making:  searches  under  a  particular  patent  such 
writings  as  above  must  be  taken  into  consideration  and 
weighed,  in  order  that  the  rights  of  the  parties  men- 
tioned may  be  determined. 

Experience  in  the  Assignment  Division  of  the  Patent 
Office  has  made  me  appreciate  the  extreme  carelessness 
displayed  in  drawing  up  instruments  in  writing  affecting 
the  title  to  patents  or  applications.  In  fact  some  of  the 
papers  presented  for  record  show  evidence  of  almost,  I 
might  say,  criminal  carelessness.  No  sane  person  in 
drawing  up  a  deed  of  real  estate  would  fail  to  recite  the 
metes  and  bounds  of  the  property,  as  that  would  seem 
to  be  the  first  essential,  but  many  instruments  are  pre- 
sented for  record  in  the  Patent  Office  that  have  no  iden- 
tification whatever.  It  will  be  appreciated  what  an  as- 
signment would  amount  to  for  instance,  if  Thomas  A. 
Edison  should  transfer  an  electrical  invention  "for  which 
I  am  about  to  make  application"  without  any  other  iden- 
tification, inasmuch  as  Mr.  Edison  is  a  prolific  inventor, 
having  filed  many  applications  and  obtained  many  pat- 
ents for  improvements  in  electrical  subjects. 

Identification  of  the  application  or  patent  transferred 
is  of  the  utmost  importance.  The  rules  provide  that  if 
the  assignment  be  dated  subsequently  to  the  application, 
the  assignment  must  identify  the  application  by  date  of 
execution,  date  of  filing  or  serial  number  of  the  applica- 
tion, "so  that  there  can  be  no  mistake  as  to  the  particu- 
lar invention  intended" — Rule  26. 

If  the  application  and  assignment  be  executed  on  the 
same  date,  the  assignment  should  identify  the  applica- 
tion as  "executed  of  even  date  herewith",  that  there 
may  be  certainty  as  to  the  particular  invention  and  appli- 
cation affected. 

If  more  than  one  application  for  the  same  class  of  in- 
vention be  executed  upon  the  same  date,  care  should  be 
exercised  to  designate  each  by  some  arbitrary  symbol, 
that  each  may  be  perfectly  identified  if  it  be  desired  to 
assign  either  of  them.  Such  applications  might  be  des- 
ignated by  letters,  as,  for  example,  "Case  A",  "Case  B", 


"Case  C",  etc.,  or  by  numerals,  as,  for  example,  "Case  1", 
"Case  2",  etc 

In  the  decision  Ex  Parte  Williamson,  88  Official  Ga- 
zette, 2065,  the  Commissioner  says: 

"It  is  possible  that  the  assignment  mentioned 
above  has  reference  to  the  invention  covered  by 
application  No.  — ;  but  there  is  no  certainty  of 
this,  and  in  such  matters  the  Office  requires  cer- 
tainty and  not  mere  probability  to  justify  its  ac- 
tion." 

The  proportion  of  interest  transferred  should  also  be 
carefully  and  correctly  recited.  If  an  inventor  has  trans- 
ferred a  part  of  his  interest  to  one  party  and  desires  to 
sell  to  another  party  a  part  interest,  the  propor- 
tion to  each  should  be  designated  as  a  certain  part  of 
the  whole  and  entireinterest,  rather  than  as  a  portion  of 
"my  interest". 

If  two  transfers,  dated  on  the  same  date,  sell  to  each 
of  two  parties  "one-quarter  of  my  right,  title  and  inter- 
est", it  cannot  be  determined  which  writing  was  first 
executed,  thereby  transferring'  one-quarter  of  the  whole 
interest,  or  which  was  thereafter  executed,  thereby  trans- 
ferring one-quarter  of  the  remaining  interest.  If  each 
writing  transferred  "one-quarter  of  the  entire  right, 
title  and  interest?  the  proportion  assigned  to  each  would 
be  definite. 

BEQUEST  TO  ISSUE  PATENT  TO  ASSIGNEE. 

A  number  of  decisions  hold  that  an  assignment  of  an 
unpatented  invention  which  fails  to  make  a  request  that 
should  a  patent  be  granted  upon  the  application  trans- 
ferred, it  issue  to  the  assignee  for  his  interest,  is  merely 
an  executory  contract  and  does  not  transfer  legal  title. 

In  the  decision  Harrison  v.  Morton,  Court  of  Appeals 
of  Maryland,  83  Md.  476;  76  Official  Gazette,  1275,  before 
Judges  McSherry,  Bryan,  Page,  Russum,  Boyd  and  Fow- 
ler; Judge  Fowler  says: 

"It  follows  from  what  Chief  Justice  Taney  says 
in  Gaylor  vs.  Wilder  (10  How.  480),  that  prior  to 
the  issue  of  Letters  Patent  to  the  inventor  he  has 
an  imperfect  inchoate  right  to  its  use, which  he  may 
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perfect  and  make  absolute  by  taking  the  steps 
required  by  law,  acd  especially  by  having  Letters 
Patent  issued  to  him ;  or  he  may  by  an  assignment 
of  this  inchoate  right,  coupled  with  a  request  to 
issue  letters  to  his  assignee  in  compliance  with 
Rule  26  of  the  Patent  Office,  transfer  to  such  as- 
signee a  legal  title  to  such  invention.  The  legal 
title  passes  to  the  assignee  under  such  an  assign- 
ment, because  he  has  under  it,  as  the  inventor  had 
by  law,  the  right  to  secure  letters  in  his  own  name. 
But  the  only  way  in  which  such  letters,  which 
are  the  evidence  of  a  perfect  legal  title,  can  be 
secured  by  the  assignee,  is  by  request  of  the  in- 
ventor first,  and  of  his  assignees,  as  the  case  may 
be,  expressed  in  the  assignment  *  *  *  The 
general  rule  seems  to  be  that  an  assignment  with- 
out request  conveys  only  an  equitable  title." 

Therefore  in  all  assignments  of  pending  applications 
it  would  seem  to  be  absolutely  necessary  that  the  writing 
contain  a  request  that  the  Commissioner  of  Patents  issue 
any  patent  that  might  be  granted  thereon,  to  the  assignee 
for  his  interest.  About  seven  out  of  ten  assignments 
presented  for  record  contain  such  a  request,  and  when 
the  patents  are  granted  upon  applications,  the  assign- 
ments whereof  do  not  contain  such  a  request,  there  is 
invariably  a  complaint  that  the  patent  has  not  issued  to 
the  assignee,  but  such  complaint  is  too  late,  inasmuch  as 
the  rules  provide  that  the  request  must  be  "embodied  in 
the  assignment",  which  assignment  must  be  recorded  in 
the  Patent  Office  before  or  at  a  date  not  later  than  that 
on  which  the  final  fee  in  the  application  is  paid,  in  order 
to  have  the  patent  issue  to  the  assignee. 

In  the  past  year  or  two  the  Courts  have  held  that  when 
a  patent  is  granted  it  vests  in  the  assignee,  although  it 
may  be  issued  in  the  name  of  the  inventor,  and  it  is  not 
essential  to  such  vesting  of  the  title  that  the  assignment 
shall  contain  a  request  to  the  Commissioner  of  Patents 
that  the  patent  issue  to  the  assignee.  These  decisions 
are  Wende  vs.  Horine,  reported  in  191  Federal  Reporter, 
page  620;  and  Hildreth  vs.  Auerbach  et  al,  reported  in 
200  Federal  Reporter,  page  972. 

The  Office,  however,  has  not  followed  these  decisions 
in  the  granting  of  patents  owing  to  Rule  26  which  has 
not  been  abrogated  or  modified.    The  rule  provides  that 
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"the  patent  win,  upon  request  of  the  applicant,  embodied 
in  the  assignment,  issue  to  the  assignee ;  and  if  the  as- 
signee hold  an  undivided  part  interest,  the  patent  will, 
upon  like  request,  issue  jointly  to  the  inventor  and  the 
assignee;  but  the  assignment  in  either  case  must  first 
have  been  entered  of  record,  and  at  a  day  not  later  than 
the  date  of  the  payment  of  the  final  fee". 

Such  request  in  an  assignment,  to  issue  to  the  assignee, 
or  the  lack  of  such  request,  is  an  important  matter  in  the 
prosecution  of  an  application  where  the  assignee  inter- 
venes in  such  prosecution. 

The  assignee  of  an  entire  interest  in  the  invention  may 
not  revoke  a  power  of  attorney  given  by  the  applicant  and 
appoint  one  of  his  own  selection  where  the  assignment 
does  not  request  that  the  patent  issue  to  said  assignee. 
Such  an  assignment  conveys  merely  an  equitable  and  not 
a  legal  title.  This  holding  is  in  the  Commissioner's  de- 
cision Ex  Parte  Stanford,  Dec.  1908,  138  O.  G.,  527. 

In  the  decision  In  Re  Wetmore  and  Jenner,  155  O.  G., 
799  the  administratrix  of  a  deceased  applicant  was  held 
to  be  entitled  to  control  the  prosecution  of  the  applica- 
tion to  the  exclusion  of  the  assignee,  where  the  assign- 
ment did  not  contain  a  request  that  the  patent  issue  to 
the  assignee,  notwithstanding  the  fact  that  the  peti- 
tion accompanying  the  application  contained  such  a 
request. 

FORM  OP  ASSIGNMENT. 

A  great  many  assignments  are  filled  out  on  printed 
forms,  and  frequently  an  instrument  is  presented  in 
which  it  is  attempted  to  transfer  a  pending  application 
by  altering  a  blank  form  intended  for  the  transfer  of  a 
patent,  and  some  of  such  attempts  in  changing  the 
phraseology  of  the  writing,  or  in  filling  blanks,  are  ludi- 
crous. In  the  Office  Rules  there  are  certain  suggestive 
forms  for  assignments,  but  even  these  are  not  properly 
followed,  and  there  appear  of  record  among  the  assign- 
ment records  some  instruments  that  if  taken  into  court, 
would  receive  little  consideration.  Inasmuch  as  the  law 
does  not  provide  a  particular  form  for  assignments,  the 
Office  cannot  control  the  same,  and  has  no  authority  to 
withhold  them  from  record,  or  criticise  writings  except 
as  a  matter  of  courtesy,  which  sometimes  is  resented. 
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Of  course  in  assignments  of  applications  where  there 
is  a  request  to  issue,  the  Commissioner  of  Patents  is  au- 
thorized to  withhold  the  assignment  from  record  and  re- 
quire certain  identification  or  the  correction  of  informal- 
ities therein,  inasmuch  as  he  is  requested  to  act  thereon 
in  the  issuance  of  the  patent;  but  in  deeds  for  patents 
he  has  no  such  authority,  and  consequently  very  many 
instruments  are  spread  upon  the  assignment  records  of 
the  Patent  Office  which  are  utterly  worthless,  owing  to 
lack  of  identification  of  patents  affected. 

CONFLICTING  ASSIGNMENTS. 

Where  there  are  conflicting  legal  assignments  of  rec- 
ord under  a  particular  application,  the  senior  assignee 
is,  under  the  practice  of  the  Office,  allowed  to  intervene 
in  the  prosecution  of  the  application,  (Sparses  v.  Small, 
113  O.  G.  1970)  but  should  such  case  terminate  in  a  pat- 
ent said  patent  would  issue  to  the  inventor  "his  heirs 
or  assigns",  that  the  courts  might  determine  between 
the  contesting  parties  the  ownership  of  the  patent 
{In  Re  Moller,  108  O.  G.,  2144).  It  is  therefore  ques- 
tionable as  to  the  proper  practice  of  recording  assign- 
ments of  pending  applications. 

RELATION  OF  ASSIGNMENTS  TO  APPLICATIONS. 

What  then  is  the  relation  existing  between  the  assign- 
ment records  and  the  examination  of  applications  and 
the  granting  of  patents  thereon?  The  law,  the  rules  of 
practice  and  many  decisions  make  such  relationship  very 
close  and  intimate.  Section  4895  Revised  Statutes  pro- 
vides that  "patents  may  be  granted  and  issued  or  re- 
issued to  the  assignee  of  the  inventor  or  discoverer;  but 
the  assignment  must  first  be  entered  of  record  in  the 
Patent  Office",  and  this  section  taken  in  connection  with 
Section  4916  of  the  Revised  Statutes,  providing  for  the 
reissuing  of  letters  patent  "to  the  patentee,  or,  in  case  of 
his  death  or  of  an  assignment  of  the  whole  or  any  undi- 
vided part  of  the  original  patent,  then  to  his  executors, 
administrators,  or  assigns  for  the  unexpired  part  of  the 
term  of  the  original  patent"  necessitates  a  careful  exam- 
ination of  the  assignment  records  in  the  prosecution  of 
applications,  and  especially  of  reissue  applications.  These 
two  statutes  devolve  upon  the  Office  the  responsibility 


of  issuing  patents  and  re-issuing  patents  to  the  legal 
representatives,  or  to  the  assigns  of  the  inventor. 

ABSTRACTS  OF  TITLE. 

Rule  86  of  the  Rules  of  Practice  requires  that  a  re-issue 
application  must  be  accompanied  by  "an  order  for  a  cer- 
tified copy  of  the  abstract  of  title  to  be  placed  in  the 
file,  giving  the  names  of  all  assignees  owning  an  undi- 
vided interest  in  the  patent.  In  case  the  application  be 
made  by  the  inventor  it  must  be  accompanied  by  the 
written  assent  of  such  assignees".  If  there  be  not  filed 
with  the  application  an  abstract  of  title  as  required  by 
Rule  86  the  first  action  in  the  examination  of  the  reissue 
application  should  therefore  be  to  require  the  filing  of 
such  abstract,  to  ascertain  if  there  be  an  assignee  in  the 
patent,  and  to  require  the  assent  of  such  assignee  if  the 
same  be  not  already  in  the  petition. 

Frequently  when  reissues  are  granted  and  the  files 
are  forwarded  to  the  Assignment  Division  for  final  exam- 
ination and  for  the  purpose  of  continuing  the  abstract 
of  title  to  date,  it  is  noted  that  the  abstract  of  title  has 
never  been  ordered  nor  filed  with  the  application,  also 
that  the  assent  of  the  assignee  is  not  in  the  file,  necessi- 
tating the  return  of  the  application  to  the  examiner  and 
further  delay,  that  these  requirements  may  be  fulfilled. 

ADMINISTRATORS   AND   EXECUTORS. 

Prior  to  1909  when  an  inventor  died  during  the  pend- 
ency of  his  application,  the  practice  required  that  a  cer- 
tified copy  of  Letters  of  Administration  or  Letters  Testa- 
mentary be  filed  in  each  of  decedent's  applications  pending 
before  the  Office.  On  January  20th,  1909  Order  1792 
(reported  in  138  O.  G.,  970)  was  issued  requiring  the 
k  filing  in  the  application  or  the  recording  in  the  assign* 
,  j  ""Wit  records  of  the  authority  of  the  administrator  or 
executor  to  intervene  in  the  prosecution  of  the  applica* 
tion,  such  authority  being  evidenced  by  a  certified  copy 
of  Letters  of  Administration  or  Letters  Testamentary; 
and  for  uniformity  of  practice  the  Chief  of  the  Assign- 
ment Division  was  charged  with  the  duty  of  passing 
upon  the  sufficiency  of  such  authority. 
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On  October  22nd,  1909,  the  above  order  was  modified 
by  Order  1827  (reported  in  148  O.  G,  837)  requiring 
that  such  authority  "shall  in  all  eases  be  recorded  in  the 
assignment  records  of  this  Office",  and  also  providing 
that  a  reference  to  this  record  should  be  placed  in  each 
application  involved. 

Under  date  of  January  13th,  1910,  Order  1838  (re- 
ported in  151  O.  G,  453)  was  issued,  modifying:  the  two 
previous  orders,  providing;  that  "the  examiner  will  require 
the  recording  in  the  Assignment  Division  of  a  certifi- 
cate of  such  appointment,  or  a  certified  copy  of  Letters 
Testamentary  or  Letters  of  Administration  in  each  case 
before  finally  passing  the  case  to  issue";  and  under  date 
of  October  14th,  1913,  Order  2076  (reported  in  195  O. 
G.,  543)  provided  that  the  "allowance  of  the  application 
will  not  be  withheld  nor  the  application  withdrawn  from 
issue  if  the  executor  or  administrator  does  not  inter- 
vene; modifying  Order  1838. 

It  will  be  apparent  that  when  an  executor  or  adminis- 
trator intervenes  in  the  prosecution  of  an  application, 
or  when  it  is  suggested  that  the  inventor  is  dead,  the 
assignment  records  should  be  examined  and  if  the  proper 
authority  of  the  representative  of  decedent  be  not  found 
the  examiner  should  require  the  recording  of  the  proper 
authority  of  such  representative,  so  that  the  patent  when 
issued  would  issue  to  the  executor  or  administrator,  or 
his  assigns,  and  that  such  representative  might  ratify 
the  actions  in  the  case  by  the  attorney  after  the  death 
of  the  applicant. 

DIVISIONAL  APPLICATIONS,  ETC. 

Reissue  applications,  renewal  applications,  divisional 
applications,  reflled  applications,  substitute  applications 
and  continuation  applications  are  all  controlled  in  own- 
ership by  the  assignment  of  the  original  or  parent  case. 
As  far  back  as  1887  it  was  established  by  the  Gwvm»*  - 
stoawte-  decision  Puetz  vs.  Bransford,  39  O.  G.,  1083, 
that: 

"An  assignment  before  application  for  letters 
patent  'of  the  full  and  exclusive  right  to  the  in- 
vention as  fully  set  forth  in  the  specification'  car- 


G*<-*-£-2 


ries  with  it  whatever  patents  may  issue  upon  the 
divisions  of  the  application  required  by  the  rules 
of  the  Patent  Office." 

If  a  parent  case  be  assigned  the  renewal,  refiled,  sub- 
stitute or  contiuation  applications  are  also  affected  by 
said  assignment,  as  the  invention  is  owned  by  the  as- 
signee of  the  parent  case.  In  the  case  of  renewals  the  orig- 
inal file  wrapper  in  each  case  is  used,  and  as  the  as- 
signee's name  appears  indorsed  thereon  it  is  only  neces- 
sary to  verify  such  indorsement  with  the  assignment 
records;  but  in  the  case  of  divisional  applications  an  or- 
der was  issued  November  25th,  1896,  (Order  1111)  which 
is  applicable  also  to  refiled  applications,  substitute  appli- 
cations and  continued  applications,  providing  that : 

"The  examiner  will  make  an  entry  in  red  ink 
on  the  face  of  the  file  wrapper  *  *  *  of  the 
serial  number  and  filing  date  of  the  original  ap- 
plication. The  heading  of  the  printed  specifica- 
tion and  the  record  of  assignments  will  conform 
to  this  entry." 

This  order  was  reiterated  substantially  (providing  for 
a  different  place  on  the  file  wrapper  for  such  entry)  by 
Order  1832  on  December  3rd,  1909.  The  observance  of 
this  order  is  comparatively  uniform  throughout  the  Office, 
but  occasionally  an  application  is  not  so  indorsed, 
and  in  one  case  lately  a  Certificate  of  Correction  was 
necessitated  by  the  failure  of  the  examiner  to  make  the 
proper  indorsement  of  the  parent  case  upon  the  file  wrap- 
per of  the  divisional  case,  and  in  consequence  thereof 
the  patent  issued  to  the  inventor  when  it  should  have 
issued  to  the  assignee  of  record  in  the  parent  case. 

The  nomenclature  of  the  different  applications  that 
"have  been  carved  out  of"  the  original  case  or  contain 
only  the  same  invention,  has  become  somewhat  confused 
owing  to  the  decision  in  1910  Ex  Parte  Kruse,  157  0.  G., 
208,  which  is  the  foundation  for  designating  an  applica- 
tion as  a  "continuation  in  part"'. 

"A  subsequent  application  may,  however,  be  a 
continuation  of  an  older  application,  when  the  two 
have  common  subject  matter,  even  though  the 
later  application  may  contain  matter  which  is  a 
departure  from  that  which  is  described  in  the 
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original  application.  In  such  cases  the  applicant 
is  entitled  to  the  date  of  the  original  application 
for  the  subject  matter  which  is  common  to  both, 
and  to  the  date  of  the  latter  application  only  for 
that  matter  which  has  been  disclosed  therein  for 
the  first  time." 

The  question  of  ownership  or  title  was  not  under  con- 
sideration when  this  decision  was  made,  but  it  will  be 
evident  that  an  application  which  is  a  "continuation  in 
part"  and  contains  matter  not  common  to  both  cases, 
would  not  be  so  affected  by  an  assignment  of  the  parent 
case  as  to  warrant  the  Office  in  issuing  a  patent  upon 
such  an  application  to  the  assignee.  It  is  found  that  a 
number  of  such  "continuation  in  part"  applications  are 
erroneously  designated  "continuations"  only,  and  if  such 
error  be  made  in  the  indorsement  on  the  file  it  is  partic- 
ularly misleading  in  the  issuance  of  the  patent.  Care 
should  be  particularly  exercised  to  recite  the  fact  whether 
the  application  be  a  continuation,  or  only  a  "continuation 
in  part".  In  fact  it  is  believed  that  an  indorsement  on 
the  file  is  unnecessary  in  the  case  of  a  "continuation  in 
part",  such  notation  being  made  in  the  preamble  to  the 
specification  only,  and  therefore  should  not  appear  in 
the  heading  to  the  printed  patent,  nor  hare  any  consid- 
eration regarding  the  title  thereto,  in  the  issuance  of 
the  patent. 

Therefore,  it  is  most  earnestly  urged  that  the  examiner 
acquaint  himself  with  the  assignment  records,  especially 
when  such  records  have  bearing  upon  the  prosecution  of 
the  application  under  consideration,  and  any  aid  neces- 
sary for  the  examination  of  the  records  will  be  gladly 
furnished,  by  the  Assignment  Division. 
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Public  Use  or  Sale. 


The  term  "Public  Use  or  Sale"  in  its  relation  to  the 
grant  of  patents  under  the  Patent  Laws  of  this  country  is 
based  upon  Section  4886  of  the  Revised  Statutes,  which 
provides  that  the  invention,  in  order  to  be  patentable, 
must  not  have  been  in  public  use  or  sale  in  this  country 
for  more  than  two  years  prior  to  the  application  for  a 
patent.  Under  Section  4920  a  defendant  in  an  action  for 
infringement  may  plead  the  general  issue  and  prove  on 
trial  that  the  patentee's  invention  had  been  in  public 
use  or  sale  in  this  country  for  more  than  two  years 
before  his  application  for  a  patent. 

DEFINITION. 

The  first  thought  that  occurs  to  one  interested  in  this 
subject  is,  What  is  Public  Use  or  Sale?  Considering 
public  use  first,  I  should  say  that  the  practical  employ- 
ment in  public  of  a  complete  or  operative  invention 
would  be  a  good  definition.  In  the  first  place,  it  is  neces- 
sary that  the  invention  be  embodied  in  an  operative 
form— that  is,  it  must  be  so  complete  in  its  action  as  to 
exhibit  the  inventive  idea  involved  therein.  This  does  not 
necessarily  mean  that  it  be  mechanically  perfect  in  details, 
since  industrial  skill  can  be  relied  upon  to  cure  formal 
defects.  In  the  second  place,  it  must  be  practically 
employed.  By  this  is  meant  that  the  invention  must  be 
actually  used  in  the  ordinary  course  of  trade,  and  if  used 
efficiently  but  once,  it  is  regarded  as  practically  em- 
ployed. In  the  third  place,  it  must  be  open  to  the  public 
or  where  they  can  see  it  if  they  so  desire.  In  this  con- 
nection the  term  public  means  any  person  or  persons 
other  than  the  inventor. 

Sale  under  the  Statute  and  as  defined  by  decisions  is 
the  unconditional  disposal,  for  profit,  of  a  complete  or 
operative  invention. 


LEGISLATIVE  HISTORY. 

Under  Section  1  of  the  Patent  Act  of  1790*  it  was 
provided  that  the  "use"  by  any  one  before  the  grant  of 
the  patent,  was  sufficient  to  bar  such  grant.  Apparently 
pretty  harsh  treatment  and  very  discouraging  to  in- 
ventors, so  in  the  Patent  Act  of  1793  the  limitation 
"before  the  application"  was  introduced  into  Section  1, 
so  that  any  use,  after  the  application  was  hied,  did  not  . 
affect  the  grant.  This  was  the  law  until  the  Patent  Act 
of  1800,  Section  1  being  amended  by  the  inclusion 
of  the  specified  limitation,  "either  in  this  or  any  foreign 
country;"  so  that  any  use  in  this  or  any  foreign  country 
previous  to  the  application  was  a  bar.  In  the  Patent  Act 
of  1836,  Section  6,  appears  the  following:  "and  not,  at 
the  time  of  his  application  for  a  patent,  in  public  use  or 
on  sale,  with  his  consent  or  allowance,  as  the  inventor 
or  discoverer."  It  is  to  be  noted  that  in  this  act  the  use 
is  referred  to  as  "public"  and  that  "sale"  is  added  as  an 
additional  bar.  The  limitation  "with  his  consent  or 
allowance"  caused  no  end  of  trouble  in  the  courts,  and 
according  to  their  rulings  Section  7  was,  in  1839, 
amended  to  provide  that  no  patent  would  be  declared 
invalid  unless  the  prior  use  had  been  for  more  than  two 
years  prior  to  the  application.  In  the  Patent  Act  of 
1870,  Section  24  contained  the  following:  "and  not  in 
public  use  or  on  sale  for  more  than  two  years  prior  to  his 
application."  When  the  Statutes  were  revised  in  1874, 
Section  4880  contained  the  same  language  as  Section 
24  of  the  Act  of  1870.  In  the  Act  of  1897,  Section  4880 
was  amended  in  several  particulars,  and  it  will  be  noticed 
upon  reading  the  same  that  the  limitation  "in  this 
country"  appears  for  the  first  time  as  follows:  "and  not 
in  public  use  or  sale  in  this  country  for  more  than  two 
years  prior  to  his  application."  The  words  "in  this 
country"  was  not  one  of  the  amendments  incorporated 
at  that  time,  and  the  only  reason  apparent  for  their 
inclusion  is,  that  it  was  deemed  a  convenient  time  to 
make  this  section  harmonize  with  the  language  of  Section 
4920,  which  section  prior  to  the  revision  of  the  Statutes 
was  Section  61  of  the  Act  of  1870.  In  the  Appropriation 
Act  of  June  17,  1910,  the  sum  of  two  hundred  and  fifty 
dollars  was  appropriated  for  investigating  the  question 


of  public  use  or  sale,  and  for  expenses  attending  defense 
of  suits  instigated  against  the  Commissioner  of  Patents. 
In  this  connection  attention  is  called  to  the  fact  that 
Section  4886  employs  the  phrase  "in  this  country," 
whereas  Rule  24  of  the  Rules  of  Practice  uses  the  phrase 
"in  the  United  States." 

GENERAL  STATEMENT. 

No  definite  rule  exists  defining  what  is  public  use  or 
sale  under  the  Statute.  Only  by  previous  decisions  and 
the  circumstances  in  each  individual  case,  can  the  ques- 
tion what  or  what  is  not  public  use  or  sale  be  determined. 
For  instance,  a  single  instance  of  sale  or  use  proved,  may 
be  fatal.  It  is  not  necessary  that  a  number  of  persons 
use  it,  but  one  well-defined  case  of  public  use  is  just  as 
effectual  as  many.  A  single  unrestricted  sale,  proved, 
is  sufficient  to  establish  the  defense  of  prior  public  use 
and  sale.  The  sale  of  a  machine,  absolute,  unconditional, 
and  for  a  valuable  consideration,  is  public  use  or  sale 
within  Section  4886  of  the  Revised  Statutes.  An  inven- 
tion which  has  been  in  public  use  more  than  two  years, 
whether  with  or  without  the  inventor's  consent,  is 
abandoned.  Where  an  employee  invents  under  hire, 
and  employer  uses,  such  use,  if  for  more  than  two  years 
is  public  use.  If  an  inventor,  having  made  his  device, 
gives  or  sells  it  to  another,  to  be  used  without  limitation 
or  restriction,  or  injunction  of  secrecy,  and  it  is  so  used, 
such  use  is  public  use.  It  is  not  public  knowledge  of  an 
invention,  but  public  use  or  sale  which  precludes  an 
inventor  from  obtaining  a  valid  patent.  In  fact,  the 
following  extract  from  the  decision  in  Thomson-Houston 
ra.  Loraiu,  117  Fed.,  249,  54  C.  C.  A.,  281,  indicates 
dearly  some  of  the  points  to  be  considered  in  determin- 
ing the  question  of  public  use  or  sale: 

"It  is  contended  that  no  public  use  can  be  a  bar 
to  a  patent  unless  there  is  an  element  of  profit 
involved  or  unless  the  inventor  allows  the  inven- 
tion to  go  out  of  his  control.  The  object  of  evi- 
dence on  these  points  is  to  distinguish  between  a 
use  by  the  public,  a~s  in  Elizabeth  vs.  Pavement 
Co.,  97  U.  S-,  126,  for  the  purpose  of  experiment, 


and  a  use  by  any  part  of  the  public,  as  in  Egbert 
vs.  Lippmann,  104  U.  S.,  333,  which  is  not  ex- 
perimental. The  ultimate  question  is  not  whether 
the  public  used  the  invention,  but  whether  the 
use  was  directed  to  a  development  of  the  inven- 
tion or  test  of  its  practicability.  For  the  purpose 
of  proving  the  ultimate  fact,  evidence  as  to 
whether  the  inventor  derived  a  profit,  from  the 
use,  or  retained  control,  may  be  important,  but 
is  not  necessarily  conclusive." 

The  Supreme  Court,  in  the  Smith  &  Griggs  Mfg.  Co. 
vs.  Sprague  Administratrix,  41  O.  G-,  1037,  clearly 
.specifies  the  difference  between  public  use  and  sale  of  a 
perfected  invention,  and  experimental  use  of  an  incom- 
plete or  imperfect  invention.  The  court  held  that  a 
patentee  can  not  be  permitted  to  use.  for  profit,  a  ma- 
chine "which  embodies  a  perfected  invention"  for  a 
period  of  two  years  or  more  and  then  obtain  a  valid 
patent.  It  also  stated  that  the  use  of  an  invention  by 
the  inventor  himself,  or  by  any  other  person  "under  his 
direction"  by  way  of  experiment  and  in  order  to  "brinR 
the  invention  to  perfection,"  has  never  been  regarded 
by  the  court  as  such  public  use  as  under  the  Statute 
defeats  his  right  to  a  patent. 

Attention  is  also  called  to  the  Supreme  Court  decision 
in  the  celebrated  "driven  well"  case  of  Andrews  et  al.  vs. 
Hovey,  4!  0.  G.,  1162,  wherein  it  was  held  that  where 
the  purchase  or  construction  of  the  patented  article  took 
place  at  a  time  more  than  two  years  prior  to  the  appli- 
cation, whether  with  or  without  the  knowledge,  consent, 
or  allowance  of  the  patentee,  the  patent  is  invalid. 

In  the  Supreme  Court  decision  in  Root  vs.  Third 
Avenue  Railroad  Co.,  61  O.  G.,  1947,  the  court  held  that 
where  an  inventor  disclosed  his  invention  "to  a  company 
which  adopted  it  and  put  it  into  complete  and  practical 
operation  in  and  for  the  ordinary  purposes  of  "trade  and 
commerce,"  and  where  it  appears  that  the  inventor  "re- 
garded his  invention  as  complete  at  the  time  of  its  adop- 
tion by  such  company,"  such  use  for  more  than  two 
years  before  application  for  a  patent  is  public  use  within 
Section  4886,  and  not  "one  of  experiment." 

Attention  is  also  invited  to  the  following  quotations 


from  decisions  regarded  as  authoritative  on  this  subject, 
said  quotations  illustrating  principles  or  points  to  be 
taken  into  consideration  in  determining  public  use  or 
sale: 

"A  mechanical  invention  can  be  put  to  use  only 
when  embodied  in  a  concrete  machine,  and  it  is 
as  much  embodied  in  one  such  machine  as  in  a 
thousand.  Whether,  when  thus  put  to  use,  it  is 
put  'in  public  use,'  is  a  fact  to  be  determined,  not 
by  the  number  of  machines  in  which  it  is  so  em- 
bodied nor  by  the  length  of  time  they  are  run,  but 
by  the  extent  of  use  to  which  such  inventor  allows 
such  embodiment  to  be  put.  He  may  retain  his 
control  over  the  machine  which  embodies  such 
inventions  and  reserve  to  himself  the  right  to 
select  the  individuals  who  shall  use  it,  or  secure 
to  himself  right  of  access  to  it  for  the  purpose  of 
conducting  his  experiments;  but  when  he  parts 
with  such  machine  unreservedly,  so  that  thence- 
forth the  right  to  take,  and  hold,  and  use,  and 
sell  it  is  free  to  the  public,  that  machine,  and  the 
invention  it  embodies,  is  by  him  put  in  public  use, 
and  he  does  so  part  with  it  when  he  sells  it  under 
a  contract  which  not  only  allows  the  individual 
purchaser  to  use  it,  but  leaves  him  free  to  transfer 
machine  and  use  to  whom  he  will.  Whether  the 
purchaser  chooses  to  resell  it  or  not  is  immaterial; 
he  has  the  power  to  do  so  and  that  is  enough. 
If  the  inventor  wishes  to  keep  control  of  the  ma- 
chine which  embodies  his  invention,  to  secure  his 
own  access  to  it  for  examination,  and  to  keep  it 
in  the  friendly  hands  of  those  who  he  intends 
shall  aid  him  by  practical  experiment,  he  mus* 
make  such  restrictions  a  part  of  the  contract  of 
sale,  and  the  court  can  not  assume  them  to  exist 
in  the  absence  of  proof.  De  Lamater  vs.  Heath, 
58  Fed.,  414;  Egbert  vs.  Lippmann,  104  U.  H., 
333. 

"Some  inventions  are  by  their  very  character 
only  capable  of  being  used  where  they  can  not  be 
seen  or  observed  by  the  public  eye.  An  invention 
may  consist  of  a  lever  or  spring,  hidden  in  the 


running  gear  of  a  watch,  or  of  a  ratchet,  shaft, 
or  cog  wheel  covered  from  view  in  the  recesses 
of  a  machine  for  spinning  or  weaving.  Neverthe- 
less, if  its  inventor  sells  a  machine  of  which  his 
invention  forms  a  part,  and  allows  it  to  be  used 
without  restriction  of  any  kind,  the  use  is  a  public 
one  within  the  meaning  of  the  law.  So,  on  the 
other  hand,  a  use  necessarily  open  to  public  view, 
if  made  in  good  faith  solely  to  test  the  qualities 
of  the  invention,  and  for  the  purposes  of  experi- 
ment, is  not  public  use  within  the  meaning  of  the 
Patent  Law.  Elizabeth  vs.  Paving  Co.,  97  U.  S., 
126;  Shaw  us.  Cooper,  7  Pet..  092;  Egbert  iw. 
Lippmann,  104  U.  S.,  333. 

"The  inventor  built  and  set  up  and  licensed  to 
another  a  machine,  without  restriction  as  to 
secrecy.  Ijater  minor  improvements  wore  made, 
but  the  machine  was  a  successful  one  from  the 
start.  Held,  the  licensee  understood  its  mechan- 
ism and  its  manner  of  operation,  and  under  nc 
obligation  of  secrecy.  When  the  object  of  the  use 
is  the  perfecting  of  the  invention,  the  sale  of  the 
product,  if  strictly  incidental  to  an  experimental 
use,  is  not  public  use  under  Section  4880,  Revised 
Statutes,  and  will  not  defeat  a  patent.  A  use 
which  is  impliedly  excepted  out  of  the  prohibition 
of  the  statute  is  a  use  which  may  be  properly 
characterized  as  substantially  for  the  purpose  of 
experiment.  When  the  substantial  use  is  not  for 
that  purpose,  but  is  otherwise  public,  and  for 
more  than  two  years  prior  to  the  application,  it 
comes  within  the  prohibition.  Jenner  is.  Bowen, 
139  Fed.,  556." 

BURDEN  OF  PROOF. 

It  is  incumbent  upon  the  party  seeking  to  establish 
public  use  or  sale  to  do  so  not  only  by  a  preponderance 
of  evidence,  but  beyond  a  reasonable  doubt.  The  courts 
have  practically  agreed  that  it  must  be  established 
beyond  every  reasonable  doubt. 

Judge  Coxe,   in    Lalance    &.  drosjeau    Mfg.   Co.    ph. 


Haberman  Mfg.  Co.,  53  Fed.,  375,  stated  that  "he  who 
alleges  prior  use  must  establish  it  by  the  same  high  class 
of  testimony  which  a  prosecuting  attorney  is  required 
to  produce  in  a  criminal  cause.  If  the  evidence  is  sus- 
ceptible of  two  interpretations,  the  one  sustaining  and 
the  other  destroying  the  patent,  the  court  must  accept 
the  former." 

Also  from  the  same  judge  in  Brown  tig.-Zaubitz,  105 
Fed.,  242:  "In  order  to  reject  the  defense  {of  prior  use) 
it  is  not  necessary  for  the  court  to  find  the  testimony 
in  its  support  to  be  false;  it  is  enough  that  the  court  is 
unable  to  say,  with  reasonable  certainty,  that  it  is  true. 
If  there  be  a  fair  doubt  as  to  its  verity,  the  defense  falls 
and  the  patent  stands.  Because  of  the  high  character  of 
proof  required,  it  is  a  defense  that  seldom  succeeds. 
If  a  flaw  exists  of  sufficient  magnitude  to  admit  of  an 
honest  doubt,  the  entire  structure  must  be  condemned 
as  unsafe."  Also  last,  but  not  least,  the  Supreme  Court, 
in  the  Barbed  Wire  case,  143  U.  S.,  275,  said: 

"We  have  now  to  deal  with  certain  unpatented 
devices,  claimed  to  be  complete  anticipations  of 
this  patent,  the  existence  and  use  of  which  are 
proven  only  by  oral  testimony.  In  view  of  the 
unsatisfactory  character  of  such  testimony,  aris- 
ing from  the  forgetfulness  of  witnesses,  their 
liability  to  mistakes,  their  proneness  to  recollect 
things  as  the  party  calling  .them  would  have  them 
recollect  them,  aside  from  the  temptation  to 
actual  perjury,  courts  have  not  only  imposed 
upon  defendants  the  burden  of  proving  such 
devices,  but  have  required  that  the  proof  shall 
be  clear,  satisfactory,  and  beyond  a  reasonable 
doubt.  Witnesses  whose  memories  are  prodded 
by  the  eagerness  of  .interested  parties  to  elicit 
testimony  favorable  to  themselves,  are  not  usually 
to  be  depended  upon  for  accurate  information. 
The  very  fact,  which  courts  as  well  as  the  public 
have  not  failed  to  recognize,  that  almost  every 
important  patent,  from  the  cotton  gin  of  Whitney 
to  the  one  under  consideration,  has  been  attacked 
by  the  testimony  of  witnesses  who  imagined  they 
had   made   similar   discoveries   long   before    the 
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patentee  had  claimed  to  have  invented  his  de- 
vice, has  tende<l  to  throw  a  certain  amount  of 
discredit  upon  all  that  class  of  evidence,  and  to 
demand  that  it  be  subjected  to  the  closest 
scrutiny.  Indeed,  the  frequency  with  which  testi- 
mony is  tortured,  or  fabricated  outright,  to  build 
up  the  defense  of  a  prior  use  of  the  thing  patented, 
goes  far  to  justify  the  popular  impression  that  the 
inventor  may  be  treated  as  the  lawful  prey  of  the 
infringer." 

PATENT  OFFICE  PROCEDURE. 

The  Supreme  Court  of  the  District  of  .Columbia  in  Ex 
parte  von  Heffner-Alteneek  C.  D.,  1883,  page  139,  de- 
cided that,  under  the  law,  the  Commissioner  has  the 
authority  to  institute  an  inquiry  into  allegations  of 
public  use  and  sale  of  an  invention,  but  that  the  pro- 
ceeding upon  which  the  Commissioner  acquires  his 
knowledge  through  the  testimony  of  others  is  a  kind  of 
judicial  inquiry,  and  when  the  testimony  is  furnished 
by  those  in  adverse  interest,  it  becomes  practically  a 
contest  and  in  such  case  justice  requires  that  the  fate 
of  the  application  be  determined  by  proof  conforming 
to  the  law  of  evidence.  The  court  held  that  the  Commis- 
sioner had  no  right  to  reject  an  application  on  mere 
ex  parte  affidavits  taken  without  notice  and  cross- 
examination. 

A  party  desiring  to  establish  the  bar  of  public  use  or 
sale  against  an  applicant  for  a  patent  is  required  to 
present  his  proof,  usually  in  the  form  of  affidavits,  ac- 
companied by  a  petition  to  the  Commissioner,  which 
petition  must  set  forth  that  copies  of  the  petition  and 
proof  have  been  served  upon  the  applicant;  offer  to 
produce  the  witnesses,  and  to  bear  the  expenses  of  the 
office  in  conducting  the  investigation.  Siebert  vs.  Bloom- 
berg, C.  D.,  1906,  page  325. 

In  a  public  use  protest  the  facts  should  be  set  forth  as 
fully  as  possible,  so  that  the  office  may  pass  upon  the 
identity  of  the  machine  used  with  that  claimed  by  the 
applicant  and  upon  the  success  of  its  operation  in  deter- 
mining whether  proceedings  shall  be  instituted.  Cor- 
roborating affidavits  should  also  be  filed  if  other  wit- 


nesses  are  to  be  relied  upon.  Altogether,  the  protestant 
should  present  his  prima  facie  case  as  well  as  may  be  done 
by  affidavits,  so  as  to  give  the  applicant  opportunity 
to  oppose  the  institution  of  the  proceeding  and  t  .e  con- 
sequent delay  in  the  prosecution  of  his  application.  In 
re  Booth  Brothers,  C.  D.,  1907,  page  140. 

If  the  petition  is  in  proper  form,  the  papers  are  re- 
ferred to  the  Primary  Examiner  for  consideration  and 
report  as  to  whether,  in  his  opinion,  it  makes  out  a  prima 
facie  case  of  public  use  or  sale  such  as  would  bar  the 
grant  of  the  patent.  The  papers,  with  the  Examiner's 
report,  are  returned  to  the  Commissioner. 

If  the  Commissioner  holds  that  the  affidavits  warrant 
an  investigation  of  the  question  of  public  use  or  sale,  he 
will  call  upon  the  applicant  to  show  cause  why  public 
use  proceedings  should  not  be  instituted  and  give  the 
protestant  or  affiant  an  opportunity  to  be  heard  at  this 
preliminary  hearing  before  the  Commissioner.  If,  after 
this  hearing,  the  Commissioner  decides  to  investigate 
the  question,  he  will  issue  an  order  setting  a  time  for 
taking  testimony  to  prove  the  facts  set  up  in  the  affidavits. 
At  this  hearing,  of  course,  the  affiant  will  have  a  right  to 
be  heard,  and  at  the  taking  of  testimony  to  cross-examine 
witnesses  and  also  to  rebut  their  testimony  by  witnesses 
of  his  own.  Ex  parte  Van  Ausdale,  C.  D.,  1900,  page  74. 
The  testimony  having  been  filed  and  printed,  the  case  is 
taken  up  for  consideration  of  the  testimony  and  deter- 
mination of  the  question  whether  it  establishes  a  statu- 
tory bar  of  two  years  public  use  or  sale  prior  to  the  filing 
date  of  the  application. 

It  is  the  usual  practice  to  set  a  time  within  which 
briefs  may  be  filed  by  both  parties,  no  oral  hearing  being 
had. 

The  decision  in  this  proceeding  should  be  analogous 
to  that  rendered  by  the  Examiner  of  Interferences  in  an 
interference  case,  analyzing  the  testimony  and  stating 
the  conclusion  whether  it  establishes  that  the  protestants 
device  has  been  in  public  use  or  sale  in  this  country  more 
than  two  years  prior  to  the  date  of  the  application.  A 
copy  of  tliis  decision  should  be  mailed  to  both  the  pro- 
testant and  the  applicant.  It  the  bar  of  public  use  or  sale 
is  established,  an  ex  parte  action  will  be  made  rejecting 
the  claims  affected  thereby.    In  re  Henry,  C.  D.,  1909, 
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page  40;  In  re  Townsend,  0.  D.,  1913,  page"  55,  and 
Betts  vs.  Gerson,  C.  D.,  1913,  page  83. 

This  procedure  is  modified  somewhat  in  interference 
cases  where  one  or  more  interferences  are  suspended  by 
order  of  the  Commissioner  for  the  purpose  of  conducting 
public  use  proceedings,  the  protestant  being  or  not  being 
one  of  the  interfering  parties.  The  Examiner  should  then 
proceed  in  accordance  with  Rule  128.  He  should  obtain 
jurisdiction  of  said  interferences  and  fix  hearings  therein 
which,  in  accordance  with  the  rule,  should  be  inter  partes 
as  to  the  parties  involved  in  each  interference.  If  the 
bar  of  public  use  or  sale  is  established,  he  will  dissolve 
the  interferences  as  to  the  counts  affected  and  fix  the 
usual  limit  of  appeal  from  his  decision.  After  the  termi- 
nation of  the  interferences,  if  no  appeal  has  been  taken 
or  the  Examiner's  position  is  sustained  upon  appeal,  he 
should  reject  in  the  ex  parte  applications  any  claims 
affected.  The  protestant,  if  not  one  of  the  interfering 
parties,  is  not  entitled  to  an  oral  hearing,  but  the  Ex- 
aminer should  fix  a  time  within  which  he  may  file  a  brief, 
discussing  the  evidence  and  stating  what  he  thinks  it 
establishes.  Ms.  Dec.  Deere  &  Mansur.  Co.  us.  Clement 
W.  Michael  et  al.,  vol.  105,  page  96. 

Where  an  Examiner  holds  that  the  testimony  in  public 
use  proceedings  is  insufficient  to  warrant  the  rejection  of 
an  applicant's  claims,  his  action  will  be  reviewed  only 
where  such  obvious  error  appears  as  will  warrant  the 
supervisory  action  of  the  Commissioner.  Ex  parte 
Hartley,  C.  D.,  1908,  page  224. 

WHEN  AND  WHEN  NOT  INSTITUTED. 

It  is  the  well  established  practice  of  the  office,  re- 
iterated in  a  long  line  of  decisions,  that  an  interference 
in  which  testimony  has  been  taken,  will  not  ordinarily 
be  suspended  for  the  purpose  of  instituting  public  use 
proceedings.  The  determination  of  priority  by  means  of 
an  interference  already  established,  is  of  as  much  im- 
portance as  the  establishment  of  another  statutory  bar 
by  means  of  public  use  proceedings.  See  Thomson  and 
Unbehend  vs.  Hisley,  C.  D.,  1894,  page  43,  wherein  a 
number  of  previous  decisions  are  analyzed  by  Assistant 
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Commissioner  Fisher.  Also  Tyler  vs.  Arnold,  C.  D., 
1898,  page  172;  Perrault  i».  Pierce,  C.  D.,  1904,  page  73; 
Burson  vs.  Vogel,  C.  D.,  1907,  page  669. 

Where  an  interference  is  between  applicants  and  no 
testimony  has  been  taken,  and  the  public  use  if  estab- 
lished will  effectually  dispose  of  the  interference,  it 
should  be  suspended  for  the  institution  of  public  use 
proceedings.  In  re  United  States  Wood  Preserving  Co., 
C.  D.,  1910,  page  47. 

Also  in-  an  interference  between  an  applicant  and  a 
patentee  in  which  no  testimony  has  been  taken,  and  the 
bar  of  public  use  will  prevent  grant  of  patent  to  the 
applicant,  it  should  be  suspended  to  institute  public  use 
proceedings.  Sanford  Mills  vs.  Aveyard,  C.  D.,  1899, 
page  126,  and  Sarfert  vs.  Meyer,  C.  D.,  1902,  page  30. 

Where  an  applicant  responding  to  an  order  to  show 
cause  why  public  use  proceedings  should  not  be  insti- 
tuted against  his  application,  states  that  an  interference 
is  in  progress  involving  the  same  subject-matter,  his 
application  not  being  placed  therein  owing  to  the  prog- 
ress already  made  in  the  interference  when  he  filed  his 
application,  it  was  held  that  public  use  proceedings 
should  be  instituted,  because,  if  established,  it  would 
cause  all  proceedings  upon  the  applications  in  inter- 
ference and  that  of  the  applicant  to  terminate  with  the 
interference  now  pending.  In  re  Setter,  C.  D.,  1907, 
page  61. 

When  a  party  to  an  interference  files  a  motion  for  dis- 
solution, and  afterward  a  petition  to  the  Commissioner 
for  the  institution  of  public  use  proceedings,  the  petition 
is  not  considered,  on  the  ground  that  the  motion  must 
first  be  heard  and  determined.  Snyder  vs.  Woodward, 
C.  D.,  1911,  page  235. 

MISCELLANEOUS  ITEMS. 

When  a  court  has  ruled  that  an  applicant's  structure 
has  been  in  public  use,  in  view  of  evidence  in  possession 
of  the  office,  a  second  application  by  the  same  party  for 
the  same  device  can  be  rejected  on  the  ground  of  public 
use.   Ex  parte  Tournier,  C.  D.,  1904,  page  36. 

A  structure  alleged  to  have  been  in  public  use  need 
not  be  identical  with  that  disclosed  in  an  application,  if 
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certain  claims  of  said  application  read  thereon.  In  re 
Pittsburg  Brake  Shoe  Co.,  C.  D.,  1912,  page  78. 

Public  use  proceedings  are  not  instituted  to  determine 
whether  or  not  the  protestant  made  the  invention,  but 
to  determine  whether  the  invention  was  in  public  use 
more  than  two  years  before  the  filing  of  an  applicant's 
application.  Ex  parte  Wenzelmann  and  Overholt,  C.  D., 
1911,  page  218. 

Where  in  connection  with  a  petition  for  the  institution 
of  public  use  proceedings,  it  was  stated  that  petitioner 
became  aware  that  applications  were  pending  for  the 
invention  alleged  to  have  been  in  public  use  through  the 
application  of  a  party  to  which  it  legitimately  had  access. 
Held,  that  this  affords  no  ground  for  giving  one  of  the 
applicants  involved  in  the  public  use  proceedings  per- 
mission to  inspect  said  application  since  it  is  in  no  way 
relied  upon  by  the  petitioner.  In  re  Deere  &  Mansur. 
Co.,  C.  D.,  1912,  page  61. 

Where  after  a  decision  on  priority  has  become  final  in 
favor  of  G  and  public  use  proceedings  are  instituted,  the 
decision  on  priority  will  not  be  set  aside  in  view  of  the 
public  use  testimony.  The  matters  at  issue  in  an  inter- 
ference and  in  public  use  proceedings  are  different,  and 
the  testimony  taken  in  the  latter  can  not  be  held  con- 
clusive of  the  question  of  priority  of  invention.  Ex  parte 
Wenzelman  and  Overholt,  C.  D.,  1908,  page  4. 

The  question  whether  the  invention  in  issue  was  placed 
in  public  use  by  one  of  the  parties  to  an  interference  is 
not  one  which  can  be  raised  in  an  interference  proceed- 
ing, but  is  one  for  the  consideration  of  the  Commissioner 
of  Patents  on  the  final  allowance  of  the  patent.  Burson 
vs.  Vogel,  C.  D„  1907,  page  669. 

Where  public  use  is  shown  by  testimony  regularly 
taken,  its  effect  can  not  be  overcome  by  ex  parte  affi- 
davits, but  only  by  evidence  taken  in  the  regular  way. 
Ex  parte  Tournier,  C.  I).,  1904,  page  36. 

In  public  use  proceedings  a  stipulation  as  to  what 
a  witness  would  testify  if  called,  signed  by  counsel  for 
the  applicant  and  counsel  for  the  protestant,  is  not 
effective  unless  approved  by  the  Patent  Office.  Pro- 
ceedings of  this  character  are  not  to  be  regarded  as  a 
contest  between  the  protestant  and  an  applicant,  but 
as  an  investigation  on  behalf  of  the  public  by  the  Patent 
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Office.  The  approval  of  the  office  is  necessary  to  make 
an  agreement  affecting  the  merits  of  the  case  binding. 
Ex  parte  Kephart,  C.  D.,  1903,  page  137. 

A  motion  to  dissolve  an  interference  based  upon  the 
allegation  of  two  years  public  use  and  supported  by  ex 
parte  affidavits  should  not  be  transmitted  to  the  Primary 
Examiner  even  though  filed  within  twenty  days  after 
approval  of  preliminary  statements.  Ex  parte  affidavits 
as  to  public  use  can  in  no  case  furnish  ground  for  dis- 
solving an  interference  or  rejecting  claims.  Public  use 
must  be  established  by  testimony  taken  in  accordance 
with  the  rules  of  evidence.  Shrum  vs.  Baumgarten, 
C.  D.,  1903,  page  150. 

If  a  patent  is  issued  to  joint  inventors  and  more  than 
two  years  public  use  has  occurred  before  the  filing  of  a 
separate  application  by  one  of  the  joint  inventors,  said 
inventor  claiming  to  be  the  sole  inventor  of  the  device 
claimed  in  the  joint  patent,  the  public  use  is  a  bar  to  the 
grant  of  a  patent  to  the  sole  inventor.  Ex  parte  MacLay, 
C.  D.,  1889,  page  220. 
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The  German,  Austrian,  and  Hungarian 
Patent  Offices 

By 

JOHN  BOYI+E,  Jr.,  ■ 

Second  Assistant  Examiner  Classification  Division, 

AND 

TITUS  ULKE, 
Second  Assistant  Examiner,  Division  34. 


These  reports  on  the  facilities  and  methods  of  doing 
business  in  the  German,  Austrian,  and  Hungarian  patent 
offices  are  the  results  of  our  investigations  during  a  visit 
to  these  offices  in  the  summer  of  1914. 

No  attempt  has  been  made  to  make  these  reports  ex- 
haustive. In  order  to  do  so,  it  would  be  necessary  to 
spend  far  more  time  than  we  had  at  our  disposal  and  also 
to  repeat  much  that  has  already  been  published.  These 
are  therefore  only  observations  which  we  believed  might 
be  of  special  interest  to  those  familiar  with  our  own 
practice. 

Further  information  regarding  the  German  patent 
office  can  be  found  in  the  report  of  the  Investigation  of 
the  U.  S.  Patent  Office  made  by  the  President's  Commis- 
sion on  Economy  and  Efficiency,  1912. 

Of  the  three  offices,  the  German  holds  out  the  greatest 
interest  and  our  report  on  this  office  is  the  most  ex- 
haustive. 

In  all  of  the  offices  visited,  we  found  the  officials  ex- 
tremely cordial  and  attentive,  and  we  wish  to  express  our 
thanks  here  for  the  many  courtesies  shown  us. 


THE  GERMAN  PATENT  OFFICE. 

The  first  German  patent  law  was  passed  in  1877. 
nearly  a  century  after  the  passage  of  our  first  law.  At 
that  time  we  had  already  granted  nearly  200,000  patents, 
we  were  receiving  about  20,000  applications  a  year,  and 
the  examining  corps  consisted  of  eighty-eight  examiners. 
The  law  of  1877  was  amended  in  1891,  and  now  a  fur- 
ther amendment  of  the  law  is  before  the  Reichstag 
which,  if  passed,  will  become  effective  in  1916.  The 
German  system  is  a  combination  of  our  system  of  ex- 
amination and  the  English  system  of  opposition. 

Some  of  the  distinguishing  features  of  their  law  over 
our  own  are  as  follows: 

The  patent  is  granted  to  the  first  applicant  and  it  is 
immaterial  whether  the  applicant  is  the  first  and  original 
inventor  or  whether  it  is  an  individual,  firm,  partnership, 
or  corporation. 

The  question  of  validity  of  a  patent  is  decided  by  the 
patent  office.  In  an  infringement  suit,  the  court  has  no 
power  to  declare  the  patent  invalid. 

After  five  years  from  the  date  of  the  publication  of  the 
grant  of  the  patent,  the  validity  of  the  same,  as  lacking  in 
novelty,  can  not  be  attacked. 

Articles  of  food  and  medicine  are  not  patentable. 
Materials  produced  by  chemical  processes  are  not 
patentable,  but  the  processes  therefor  are  patentable. 

The  duration  of  the  patent  depends  on  the  payment  of 
an  annual  increasing  tax. 

The  full  term  of  a  patent  is  fifteen  years  from  the  date 
of  application. 

All  papers  that  are  received  in  the  office  are  stamped 
with  a  consecutive  number  in  the  upper  right-hand 
corner  together  with  the  date.  Inasmuch  as  the  date  of 
filing  is  of  great  importance,  great  care  is  taken  to  stamp 
the  papers  strictly  in  the  order  of  their  receipt. 

The  German  alphabetical  index  of  applications  under 
the  name  of  the  inventor  is  substantially  the  same  as  wc 
keep  in  our  application  division.  Their  method  of  as- 
signing new  applications  to  the  examining  divisions  is 
also  practically  the  same  as  with  us.  They  apparently  do 
not  have  the  same  extensive  conflict  of  opinion  as  to 
where  an  application  should  be  assigned  for  examination 


as  in  our  office.  When  such  a  case  arises,  it  is  submitted 
to  the  president  for  decision,  but  such  cases  are  com- 
paratively rare.  The  man  in  charge  of  assigning  new 
applications,  when  questioned  as  to  the  sufficiency  of 
their  classification  for  the  purposes  of  exact  assign- 
ment of  applications,  stated  that  it  was  hardly  satis- 
factory. He  stated  that  they  would  like  to  avail  them- 
selves of  the  American  classification,  but  did  not  seem  to 
be  able  to  make  it  fit  into  their  scheme,  in  all  cases. 

The  file  wrapper  has  a  pocket  on  the  inside  for  the 
receipt  of  the  drawing  and  also  for  a  sheet  on  which  is 
endorsed  various  informal  matters  by  the  examiners  as 
the  case  is  passed  around  among  them  for  various  pur- 
poses. The  drawing  is  smaller  than  ours,  to  wit:  21  by  33 
cm.  in  size,  within  the  border  lines,  and  the  only  signa- 
ture thereon  is  that  of  the  applicant.  The  serial  number 
and  classification  are  endorsed  on  the  back  of  the  draw- 
ing. All  papers  are  permanently  sewed  into  the  file 
wrapper.  A  tab  on  the  bottom  of  the  wrapper  carries  the 
application  number  so  as  to  facilitate  the  finding  of  the 
file.  The  first  sheet  contains  various  data  such  as  are 
found  on  the  face  of  our  own  file  wrappers.  The  usual 
papers  then  follow.  In  every  file  there  is  a  copy  of  the 
drawing  on  tracing  cloth.  There  are  two  copies  of  the 
specification  and  claims  in  the  file,  one  being  for  the  use 
of  the  public  when  the  case  is  laid  open  for  opposition 
and  which  is  subsequently  forwarded  to  the  printer. 
The  contents  of  the  file  are  kept  intact  by  placing  a  cloth 
strap  provided  with  a  buckle  around  the  same.  The  im- 
portant papers  in  a  file  such  as  a  rejection,  appeal  or  an 
allowance,  are  each  indicated  by  projecting  borders  of 
different  distinctive  colors  such  as  brown,  red,  green,  etc., 
so  that  any  desired  one  of  them  may  be  found  without 
delay  and  the  approximate  status  of  the  case  may  be 
determined  by  mere  superficial  inspection.  The  serial 
designation  consists  of  the  initial  letter  of  the  surname  of 
the  applicant  and  a  serial  number  thereafter,  there  being 
a  separate  series  of  numbers  for  each  letter  of  the  alpha- 
bet. The  clerical  work  of  handling  office  letters  is  differ- 
ent from  our  method.  Only  one  copy  of  the  official  letter 
is  written.  All  are  then  sent  to  the  mail  room.  A  press 
copy  is  made  on  a  special  machine  for  that  purpose. 


The  original  is  then  sent  to  the  applicant  and  the  press 
copy  put  in  the  file.  They  do  not  consider  necessary 
the  third  or  press  copy,  which  we  make.  Letters  for  any 
one  firm  are  collected  and  mailed  in  one  envelope.  Clerks 
have  a  definite  task  to  perform  each  day  and  are  sup- 
posed to  stay  until  they  have  finished  it.  There  are  no 
female  employees  in  the  office. 

The  routine  of  examining  applications  is  not  sub- 
stantially different  from  our  own.  Every  examiner  has 
in  his  own  room  the  patents  relating  to  his  special  art, 
both  domestic  and  foreign.  They  do  not  have  the  stiff 
mounted  copies  that  we  have.  All  copies  of  patents  for 
search  purposes,  foreign  and  domestic  (the  examiner's 
and  the  public's)  are  used  in  the  original  flexible  condition 
in  which  they  are  received  by  the  office.  They  do  not 
consider  seriously  the  idea  that  they  will  wear  out  too 
soon.  They  accordingly  avoid  the  inconvenience  and 
expenditure  of  a  large  amount  of  money  involved  in  the 
mounting  of  soft  copies  of  patents  for  search  purposes  as 
in  our  practice.  The  examiner  keeps  his  copies  in  a  paper 
portfolio. 

An  important  feature  of  the  action  of  the  examiner  is 
that  he  sets  a  time  in  which  the  applicant  must  reply. 
This  time,  which  is  entirely  within  his  discretion,  usually 
runs  from  three  weeks  to  two  months.  There  is  no  fixed 
limit  of  time  in  which  the  applicant  may  respond,  as  in 
our  law.  This  has  the  result  of  expediting  business.  The 
office  also  expedites  its  end  of  the  business  by  acting 
on  all  cases,  if  possible,  within  eight  days  to  a  month 
after  the  receipt  thereof. 

From  the  action  of  the  examining  division  rejecting  an 
application  or  from  its  action  in  an  opposition  proceeding 
there  is  only  one  appeal. 

We  attended  a  session  of  one  of  the  German  boards  of 
appeals.  It  was  presided  over  by  a  director  and  con- 
sisted of  three  to  five  members.  When  the  board  con- 
sists of  five,  two  of  them  are  legal  and  three  are  technical 
members.  In  the  sitting  at  which  we  were  present, 
all  of  the  men  were  of  mature  years.  There  are  a  number 
of  these  boards  of  appeals  which  may  be  in  session  at  the 
same  time.  The  membership  of  any  one  board  is  drawn 
from  forty  odd  members  and  is  not  of  fixed  personages, 


those  sitting  on  any  special  case  being  selected  on  account 
of  their  special  familiarity  with  the  art  to  which  the  case 
relates.  A  noticeable  feature  throughout  the  organiza- 
tion of  the  office  is  that  those  who  decide  questions  of  a 
technical  nature  must  be  specially  skilled  in  that  particu- 
lar art.  They  were  entirely  unable  to  understand  how  our 
board  of  appeals,  consisting  of  only  three  members, 
could  have  such  an  extensive  knowledge  of  the  arts  or  be 
physically  able  to  decide  the  technical  and  legal  ques- 
tions of  the  numerous  arts  that  might  come  before 
them.  The  idea  of  having  appeal  boards  comprising 
members  drawn  from  the  office  at  large,  and  not  of  fixed 
personages  and  those  best  skilled  in  the  particular  art 
seems  to  be  a  good  one. 

The  first  matters  brought  before  the  board  were  ones  of 
minor  importance,  and  accordingly  only  three  members 
sat.    The  following  were  some  of  the  matters  decided: 

1.  In  an  opposition  proceeding  relating  to  a  wireless 
telegraph  the  question  of  the  operativeness  of  the  device 
was  raised  by  the  opposer.  The  applicant  was  willing  to 
prove  the  operativeness  of  the  same  by  exhibiting  it  to 
the  office,  but  objected  to  the  presence  of  the  opposer  on 
the  ground  that  there  were  other  matters,  in  connection 
with  the  same,  which  he  desired  to  keep  secret.  The 
board  ruled  that  the  opposer  had  a  right  to  be  present  at 
the  exhibition  before  the  office,  and  that  if  there  were 
other  matters  which  the  applicant  did  not  wish  to  show  in 
connection  with  the  samej  then  he  should  cover  them  up 
or  build  a  separate  device  without  these  features. 

2.  A  paper  which  should  have  been  filed  within  a  cer- 
tain time  was  not  so  filed  on  account  of  intervening  holi- 
days. They  readily  gave  permission  to  file  the  paper. 
Our  impression  was  that  they  are  lenient  in  the  enforce- 
ment of  time  limits. 

3.  Access  to  certain  matters  relating  to  the  extent  of  an 
applicant's  business,  disclosed  in  some  official  papers 
that  would  ordinarily  be  accessible  to  the  public  were 
denied  to  the  petitioner  who  wished  a  complete  trans- 
script  of  the  record,  and  who  was  a  competitor  in  the 
business. 

These  questions  were  briefly  presented  by  legal  mem- 
bers of  the  examining  corps  and  decided  after  a  compara- 


tively  brief  discussion.  In  none  of  these  cases  were 
parties  represented  by  counsel.  In  this  manner  the 
board  expeditiously  disposed  of  over  a  dozen  cases  of  the 
above  type  in  less  than  half  an  hour. 

We  next  listened  to  a  very  important  opposition  pro- 
ceeding. The  parties  were  represented  by  an  imposing 
array  of  counsel  and  technical  experts,  at  least  twenty  be- 
ing present.  The  question  involved  was  principally  one 
of  patentability.  It  related  to  a  process  for  producing  a 
non-splitting  electric  insulator,  in  which  the  identity 
of  the  fibres  is  obliterated  by  coating  sheets  of  fibrous 
material,  foi  example,  paper,  with  a  coating  and  impreg- 
nating substance,  comprising  phenol  and  formaldehyde 
and  winding  it  under  pressure  into  a  solid  roll.  The  im- 
portance of  this  material  in  the  electrical  art  can  be 
judged  by  the  fact  that  it  is  a  competitive  article  of  our 
well  known  and  famous  Bakelite.  Briefly,  the  insulator 
consisted  of  some  fibrous  material,  such  as  paper,  which 
was  soaked  with  Bakelite  composition.  This  impreg- 
nated material  was  then  wound  under  heat  and  pressure 
into  a  roll.  The  resulting  article  very  much  resembled 
lignum  vitae  wood.  It  has  the  property  of  being  an 
especially  good  non-conductor  for  high  tension  currents 
and  is  also  weather  proof.  The  art  showed  it  was  old  to 
use  Bakelite  as  a  non-conductor;  that  it  was  old  to  use 
fibrous  material  saturated  with  resin  and  rolled  up 
as  in  this  case  for  a  non-conductor  {pertifax  process) ; 
that  it  was  old  to  saturate  a  fibrous  material  with 
Bakelite  and  form  the  same  into  blocks  by  pressing  a 
number  of  sheets  together  and  to  be  used  for  a  non- 
conductor. The  discussion  took  a  wide  range  and  at 
times  was  quite  warm.  We  were  very  favorably  im- 
pressed by  the  character  of  the  arguments,  the  power 
of  analysis,  and  the  logical  development  of  the  subject 
by  the  different  parties.  The  subject  was  presented  and 
handled  in  a  manner  that  would  do  credit  to  the  best  of 
our  own  attorneys.  It  was  urged  and  admitted  that  this 
article  filled  a  long-felt  want  in  the  trade  and  that  it  had 
replaced  nearly  aU  the  other  insulators  for  this  purpose. 
Statistics  were  given  showing  the  phenomenal  advance  in 
sales.  In  orally  stating  how  the  article  was  made, 
applicant's  attorney  went  into  much  more  detail  than  the 


written  specification  and  included  a  step  not  originally 
disclosed;  viz,  the  application  of  heat.  Opposing  counsel 
objected  on  the  ground  that  this  step  was  not  originally 
disclosed.  It  was  answered  that  this  step  should 
nevertheless  be  read  into  the  specification,  because 
it  would  be  obvious  to  any  one  skilled  in  the  art,  and 
in  making  similar  products  this  step  had  always  been 
found  necessary.  Applicant  further  urged  in  favor  of  his 
device  that  by  winding  the  impregnated  material  under 
tension  between  heated  pressure  rolls  the  solvent  ma- 
terial was  eliminated  much  more  effectually  than  was  the 
case  with  an  overlying  pack  of  flat  sheets  of  fibrous  ma- 
terial, with  the  coating  material  interposed  between  the 
sheets,  and  subsequently  subjected  to  heat  and  pressure, 
for  the  reason  that  the  escape  of  the  solvent  was  to  a  cer- 
tain extent  prevented  in  the  latter  case,  and  thus  the 
insulating  qualities  were  diminished  to  such  an  extent 
that  the  material  could  not  be  used  for  high  tension 
insulators.  The  answer  to  this  was  that  the  natural  re- 
sult of  using  this  old  winding  process  with  this  old 
composition  was  the  evaporation  of  the  solvent  formalde- 
hyde, and  the  advantage  gained  was  only  due  to  the  sub- 
stitution of  the  new  composition  for  resin  in  the  old 
winding  process.  The  applicant  answered  by  stating  that 
he  used  as  little  of  the  coating  composition  as  possible  and 
that  he  found  the  insulating  qualities  were  better  with  the 
least  amount  of  coating  composition  which  would  suffi- 
ciently transform  and  preserve  against  moisture  the 
fibrous  material,  whereas  in  the  prior  art  the  insulating 
qualities  were  attributed  to  the  coating  material.  While 
admitting  that  it  possessed  novelty,  the  opposers  asserted 
that  this  process  was  a  natural  development  of  the  art, 
and  that  the  Bakelite  people,  in  seeking  uses  for  their 
product,  would  ultimately  have  attained  the  same  result 
and  the  patent  office  should  be  liberal  in  allowing  the 
Bakelite  people  sufficient  time  in  which  to  develop  the 
uses  of  their  invention. 

We  have  gone  into  the  recital  of  this  case  in  consider- 
able detail,  particularly  to  show  how  far  advanced  the 
Germans  are  in  their  manner  of  thought  on  such  ques- 
tions. 

The  director  conducted  the  hearing  with  great  ability, 


permitting  the  parties  and  their  experts  to  be  fully  heard, 
but  nevertheless  avoiding  needless  talk  and  arguments, 
and  holding  the  discussion  within  well-defined  bounds. 
The  hearing  lasted  about  two  hours.  Counsel  then 
handed  a  written  copy  of  their  arguments  to  the  director 
and  then  all  withdrew  from  the  chamber.  The  board 
now  had  a  free  discussion  among  themselves  in  which  the 
technical  members,  by  diagrams  and  examination  of  the 
various  specimens,  elucidated  their  respective  positions. 
This  lasted  about  fifteen  minutes.  Thereupon  the 
board  was  ready  to  announce  its  decision.  Counsel 
for  the  parties  were  then  called  in  and  the  decision  was 
orally  announced,  affirming  the  opposition  and  denying 
the  patent.  The  expeditious  manner  in  which  this  very 
important  case  was  handled  by  the  board,  without 
having  to  read  a  mass  of  briefs  or  to  write  a  lengthy  deci- 
sion, was  in  strong  contrast  to  our  methods,  especially 
as  this  was  the  tribunal  of  last  resort,  the  decision  of  the 
Patent  Office  being  final. 

In  Germany  the  courts  are  never  called  upon  to  decide 
questions  of  granting  or  refusing  a  patent.  The  board  of 
appeals  is  provided  by  law  with  all  the  means  necessary 
to  reach  a  decision,  make  investigations,  hear  witnesses, 
experts,  etc.,  and  its  decision  is  final. 

If  the  decision  is  favorable  to  the  applicant,  the  speci- 
fication is  printed  and  the  letters  patent  are  sealed  and  a 
brief  of  the  patent  is  published  in  the  Imperial  Gazette, 
Patentblatt,  and  is  registered  in  the  Patent  Roll. 

Of  all  patent  applications  filed  in  Germany  about  9 
per  cent  are  passed  to  the  board  of  appeals,  and  of  this 
small  percentage  only  in  22  per  cent  of  the  cases,  or  in  less 
than  2  per  cent  of  the  total  number  of  applications,  is  the 
decision  of  the  primary  examiner's  division  reversed. 

Much  thought  has  been  given  at  various  times  in  our 
office  as  to  the  advisability  of  briefing  our  patents  as  in 
England  and  publishing  the  same  in  the  official  gazette,  * 
instead  of  the  first  five  claims,  as  at  present.  The  Ger- 
man office  has  gradually  drifted  away  from  the  laborious 
work  of  briefing.  Whereas  they  formerly  briefed  every 
patent  and  published  the  same  with  a  figure  of  the  draw- 
ing in  their  gazette,  they  now  publish  the  claims  instead 
of  the  brief.    Of  course,  on  account  of  the  character  and 


limited  number  of  claims  in  their  patents,  a  better 
conception  of  the  invention  can  always  be  formed  than 
by  our  Bystem,  where  only  the  first  five  claims  are 
printed. 

In  another  respect  they  have  also  given  up  briefing. 
The  Deutsches  Reportorium,  which  is  a  digest  of  all  pub- 
lished scientific  literature,  was  carried  on  by  them  from 
the  beginning  of  their  office  until  a  few  years  ago.  It  was 
then  taken  over  by  a  private  concern  and  published  as 
Fortschritte  der  Technik.  This  concern  found  that  the 
project  was  not  as  profitable  as  they  had  anticipated  and 
for  several  years  was  given  substantial  financial  assist- 
ance by  the  Patent  Office.  Lately  the  company  has  gone 
bankrupt  and  the  publication  has  been  suspended.  Over- 
tures made  to  the  office  to  again  take  up  the  work  have 
not  been  at  all  successful,  as  the  German  officials  evi- 
dently believe  there  is  more  work  to  it  than  they  care  to 
undertake.  A  form  of  briefing  which  they  Btill  perform, 
though  it  is  not  very  extensive  but  very  useful,  is  pub- 
lished in  one  of  their  gazettes.  A  brief  and  suggestive 
title  of  the  subject-matter  of  each  patent  is  formulated 
by  the  examiner.  These  titles  are  then  grouped  together 
under  the  leading  word  and  published  annually.  Thus 
anybody  interested  in  any  special  subject  can  get  ap- 
proximately all  the  patents  relating  to  that  subject  issued 
during  the  year  to  which  the  report  relates  by  merely 
looking  under  the  leading  word  of  the  group. 

The  attorneys'  or  public  search  hall  is  about  the  same 
size  as  our  own.  It  is  used  chiefly  for  clerical  work,  con- 
siderable being  necessary  in  connection  with  the  publica- 
tion for  opposition.  On  account  of  the  small  filing  fee  cf 
$5,  there  is  little  or  no  preliminary  examination  work 
done  by  attorneys  in  Germany.  The  search  hall  is  con- 
veniently located  near  the  main  entrance.  The  public 
copy  of  patents  is  kept  in  a  flexible  binder.  The  soft 
copies  of  patents  are  permanently  sewed  into  the  binder. 
On  the  outside  cover  is  a  label  showing  the  class  and  sub- 
class to  which  the  patents  therein  belong.  On  the  first 
page  is  the  "number  list"  of  the  patents  that  should  be  in 
that  subclass  and  binder,  a  very  desirable  feature  which 
we  do  not  have.  The  bundles  are  filed  in  pigeon  holes 
as  with  us.     There  is  a  hinged  closure  for  each  pigeon 
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hole.  On  the  outside  of  the  closure  is  the  class  and  sub- 
class number. 

The  scientific  library  is  very  much  superior  to  our  own. 
The  Reichstag  amply  provides  for  the  same  by  an  annual 
appropriation  of  $25,000.  It  is  in  charge  of  a  skilled  li- 
brarian and  from  the  character  of  the  topics  which  we  dis- 
cussed with  him,  he  impressed  us  as  being  a  man  of  con- 
siderable value  to  the  office,  especially  in  the  line  of  mak- 
ing readily  available  to  the  examiners,  information  they 
might  not  otherwise  readily  secure.  He  complained  to  us 
of  the  fact  that  he  had  been  unable  to  secure  from  our 
office,  the  number  lists  of  patents  in  all  the  classes  and  sub- 
classes. He  did  not  appreciate  that  the  composition  of 
the  classes  and  subclasses  in  our  office  was  continually 
changing  so  rapidly  that  the  publication  of  a  printed 
"number  list"  similar  to  their  own  would  soon  become  out 
of  date.  He  also  called  attention  to  the  fact  that  certain 
publications  of  our  office  could  not  be  secured  gratis, 
as  is  the  universal  rule  in  England.  All  foreign  patents, 
our  own  included,  are  now  bound  in  the  German  office 
in  serial  order  in  small  volumes  of  fifty  patents  each, 
thus  materially  reducing  the  size  and  labor  of  handling 
the  volumes.  The  facilities  and  equipment  of  the  library 
are  all  that  could  be  desired.  The  space  is  ample  for 
years  to  come.  Everything  is  scrupulously  clean  and  in 
good  order.  The  book  stacks  are  not  open  to  the  public. 
The  collection  of  modern  scientific  books  is  very  complete 
and  is  classified  according  to  the  modern  library  classifi- 
cation system.  The  collection  of  scientific  journals  and 
periodicals  is  very  extensive  and  is  easily  available  to 
the  examiners  and  public.  Two  copies  of  each  important 
periodical  are  ordered,  one  being  provided  for  the  special 
use  of  the  examiners,  who  are  interested  in  that  art. 

We  made  particular  inquiries  along  the  line  of  those 
features  of  the  German  law  that  were  essentially  different 
from  our  own. 

On  the  question  of  opposition  proceedings  there  seems 
to  be  a  consensus  of  opinion  in  favor  thereof.  Opposition 
is  deemed  to  be  especially  valuable  as  a  means  of  bring- 
ing to  the  attention  of  the  examiner  evidences  of  public 
use  that  would  otherwise  be  unavailable  to  him,  or  of 
literature. 
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The  law  provides  that  the  patent  shall  go  to  the  first 
applicant  and  this  applicant  does  not  have  to  be  an 
original  inventor.  Various  people  whom  we  interviewed, 
informed  us  that  they  are  not  satisfied  with  this  provi- 
sion. The  proposed  new  law  corrects  this  in  part  by 
giving  further  recognition  to  the  rights-of  the  inventor. 
Their  reason  for  not  giving  such  recognition  to  the  in- 
ventor hitherto  is  in  conformity  with  the  whole  spirit 
of  their  present  law,  which  aims  to  consider  the  industrial 
first  and  the  inventor  afterwards.  For  this  reason  the 
validity  of  a  patent  can  not  be  attacked  after  five  years 
from  the  date  of  the  publication  of  the  grant  on  the 
ground  of  lack  of  novelty.  This  provision  was  passed 
for  the  purpose  of  placing  industries  in  a  secure  posi- 
tion, and  relieving  them  of  the  uncertainty  that  must 
always  exist  with  respect  to  a  patent  whose  validity  can 
at  any  time  be  attacked.  Many  patentees  therefore  never 
start  a  suit  on  their  patent  until  after  the  termination  of 
the  said  five-years  period. 

The  courts  have  no  power  to  declare  a  patent  invalid 
in  an  infringement  suit,  there  being  a  special  proceeding 
instituted  in  the  patent  office  for  that  purpose.  When  an 
infringement  suit  is  brought,  and  a  close  reference  is 
found,  the  court  recognizes  it  by  interpreting  the  scope 
of  the  patent  in  view  of  the  reference.  When,  however,  a 
"dead"  reference  is  found  and  the  patent  can  not  be 
differentiated  therefrom,  the  court  then  resorts  to  a  legal 
fiction,  as  there  is  no  room  for  interpretation,  and  says 
that  no  such  reference  could  have  existed  at  the  time  the 
patent  was  granted,  and  so  holds  the  patent  absolutely 
valid. 

In  view  of  the  fact  that  the  patent  office  is  the  only 
place  where  the  validity  of  a  patent  can  be  attacked,  and 
that  annulment  proceedings  must  take  place  therein 
within  five  years  from  the  date  of  the  patent  and  in  view 
of  the  attitude  of  the  courts  in  their  disposition  to  inter- 
pret and  hold  the  patent  valid,  it  is  hard  to  find  any  fair 
basis  of  comparison  which  would  tend  to  show  whether 
Germany  grants  a  greater  or  less  number  of  invalid 
patents  than  we  do.  A  prominent  Berlin  attorney 
told  me  that  he  believed  that  we  had  granted  fewer 
invalid  patents  than  Germany. 


12 

The  German  system  of  classification  differing  from  our 
own,  the  German  examiners  of  course  find  references 
when  we  are  unable  to  do  bo,  but  the  same  system  will  also 
cause  them  to  miss  references  when  we  will  find  them. 

Another  instance  of  the  doctrine  of  security  to  the 
industries  first  is  found  in  the  principle  known  as  "Ge- 
werbsmasaigeGepflogenheit/'or  theobviousjdevelopment 
of  the  art.  While  we  grant  patents  for  every  slight 
advance  in  the  art,  thinking  that  it  encourages  and  is  for 
the  benefit  of  industry,  they  refuse  to  grant  them  on  the 
ground  that  it  hampers  industry.  When  a  patent  for  a 
fundamental  invention  has  been  granted,  they  refuse  to 
grant  a  patent  for  every  slight  improvement,  under  this 
doctrine,  on  the  ground  that  if  industry  is  given  sufficient 
time,  it  will  naturally  arrive  at  that  point. 

The  great  difficulty  of  securing  patents  in  Germany 
has  given  a  great  stimulus  to  the  filing  of  Gebrauchs- 
muster  applications,  to  the  extent  that  over  600,000  ap- 
plications have  been  filed  since  the  inauguration  of  the 
law  in  1891.  The  fee  is  small,  15  marks,  with  a  protec- 
tion for  three  years,  there  is  no  examination  as  to  novelty, 
and  many  people  who  do  not  care  to  spend  the  money 
for  a  patent  secure  protection  on  a  Gebrauehsmuster 
(utility  model). 

The  law  also  provides  for  annual  increasing  taxes  dur- 
ing the  life  of  the  patent.  Failure  to  pay  the  annual  tax 
causes  the  patent  to  lapse.  It  was  stated  to  us  by  a 
prominent  attorney  that  it  was  not  unusual  for  corpora- 
tions to  starve  out  a  poor  inventor  by  refusing  to  buy  the 
invention  in  the  hope  that  he  would  thereby  fail  to  pay 
the  tax  and  they  might  then  come  into  possession  of  the 
same  by  the  termination  of  the  monopoly. 

At  different  times  figures  have  been  quoted  showing 
that  the  German  office  rejects  a  much  larger  percentage 
of  applications  than  our  own  office,  the  conclusion 
thereby  being  drawn  that  the  German  examiners  either 
make  a  better  search  or  else  are  much  stricter  in  their 
ideas  of  patentability.  In  view  of  the  very  low  filing 
fee  of  20  marks  it  is  cheaper  to  file  an  application  than  to 
make  a  preliminary  examination.  Many  prospective 
applications  that  arc  eliminated  in  our  country  by  the 
preliminary  examination  by  attorneys  are  filed  in  Ger- 
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many.  It  would  seem  that  this  is  a  very  material  factor 
when  a  comparison  is  drawn  between  the  two  offices  on 
the  proportion  of  rejected  applications. 

On  the  question  of  designs,  there  seems  to  be  a  quite 
uniform  opinion  that  our  law  is  a  farce  so  far  as  the 
examination  system  is  applied  to  it.  The  German  officials 
point  out,  for  instance,  that  in  Switzerland  600,000  lace 
designs  have  been  filed  in  one  year:  of  what  value  would 
an  examination  made  by  us  in  such  a  line  amount  to, 
they  ask.  They  also  point  out  that  the  filing  fees  are 
too  high.  In  Germany  50  designs  can  be  protected  for 
one  year  for  one  mark.  There  are  200,000  designs  filed 
in  Germany  each  year.  The  reason  for  this  low  filing  fee 
is  that  out  of  the  immense  amount  of  material  filed,  it  is 
only  occasionally  that  a  successful  design  develops. 

In  the  trade-mark  division  they  have  a  name  index  for 
search  purposes  which  seems  quite  ingenious.  The  word 
Romola  will  be  indexed  under  the  vowels,  o,  o,  and  a; 
so  that,  in  searching  a  word  which  is  spelled  differently, 
but  has  the  same  phonetic  qualities  as  Pomola  or  Monola, 
reference  to  the  same  can  easily  be  found. 

Every  movable  piece  of  equipment  has  an  inventory 
number  stamped  or  printed  thereon. 

Records  of  assignments  are  kept  only  under  the  patent 
number  in  books  of  folio  size.  There  are  ten  numbers  on 
each  page  and  all  transfers  are  indicated  thereunder. 

Examiners  never  resign  from  the  office  for  the  purpose 
of  practicing  before  the  same,  as  such  a  practice  is  held 
to  be  ethically  bad.  The  office  closes  during  the  summer 
for  six  weeks.  Office  hours  are  continuous  from  9  to 
3  o'clock.  In  order  to  determine  the  efficiency  of  exami- 
ners they  have  established  a  system  which  is  worthy  of 
consideration.  Briefly  the  system  consists  in  giving  a 
weight  to  the  group  of  subclasses  assigned  to  an  examiner 
marked  on  a  basis  of  1.0,  and  in  accordance  with  the 
difficulty  of  that  group.  From  the  total  number  of 
actions  of  an  examiner  during  the  month  are  subtracted 
those  which  do  not  represent  any  work,  but  which  are 
merely  formal  actions.  The  remaining  number  is  mul- 
tiplied by  the  said  weight,  thereby  giving  a  more  equi- 
table basis  of  comparison  between  examiners  than  the 
number  of  cases  acted  upon. 
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The  office  is  not  doing  anything  toward  revising  its 
present  classification;  in  fact,  it  might  be  said  that  they 
are  reasonably  well  satisfied  with  the  same  as  it  now 
stands.  Applications  are  assigned  and  patents  are 
classified  in  accordance  with  the  particular  ulterior  use 
for  which  an  inventor  may  have  designed  the  invention 
and  set  it  forth  in  his  specification.  Accordingly,  if  any 
invention  was  stated  to  be  of  especial  use  in  connection 
with  an  automobile,  it  would  be  classified  in  the  class 
where  automobiles  are  found,  but  if  the  invention  was 
stated  to  be  of  use  in  a  railway  car  or  automobile,  then 
it  would  be  classified  in  the  class  where  railway  cars  are 
found  because  that  is  the  parent  class.  After  examination 
by  the  expert  on  railways  it  is  then  turned  over  to  the 
expert  on  automobiles  for  further  examination.  We 
asked  the  question,  if  an  inventor  should  not  care  to 
limit  the  use  of  his  invention  to  any  particular  industrial 
art,  but  alleged  for  it  a  most  general  utility,  how  they 
would  then  classify  the  same.  The  Examiners  stated 
that  they  would  require  him  to  specify  for  what  particu- 
lar use  he  had  designed  the  same,  and  on  that  statement, 
the  case  would  be  classified.  Thus  if  an  inventor  made 
an  improvement  in  saws  which  he  believed  to  be  of 
general  application,  he  would  be  required  to  state 
whether  it  was  to  be  particularly  used  for  meat,  wood, 
stone,  metal  or  for  surgical  purposes,  there  being  sepa- 
rate classes  for  each  type,  and  on  his  statement  the  case 
would  be  classified.  It  is  very  easy  to  classify  inven- 
tions in  this  manner  in  accordance  with  the  mental 
reservation  of  the  inventor,  but  it  is  not  so  easy  to  find 
them  later  when  a  different  and  a  heretofore  unsuspected 
ulterior  use  is  assigned  to  the  same  old  device.  We  can 
not  but  feel  that  the  German  system  of  classification 
would  be  inadequate  for  our  purposes. 

The  patent  office  is  quartered  in  a  modern  fire-proof 
building  which  was  finished  seven  years  ago.  The  sani- 
tation and  lighting  are  all  that  could  be  desired.  There 
is  no  thought  of  overcrowding  and  there  seems  to  be 
ample  space  for  years  to  come.  The  equipment  is  sub- 
stantial and  ample  but  nowhere  lavish.  Most  of  the 
examiners  have  a  room  to  themselves.  The  president 
of  the  office  has  living  quarters  in  the  building. 
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Taking  the  German  office  as  a  whole,  it  ia  well  up  to 
date  and  can  certainly  be  considered  as  being  in  our 
own  class.  Different  social  conditions  have  caused  what 
seems  to  us  peculiar  limitations  in  their  law,  but  it  is 
noticeable  that  they  are  gradually  drifting  in  our  direc- 
tion. The  personnel  of  the  German  office  is  quite  differ- 
ent from  our  own  force.  In  the  relationship  of  individuals 
there  is  a  distinct  smack  of  militarism,  preciseness  and 
subordination  to  superior  officers.  No  one  ever  thinks 
of  entering  the  room  of  an  examiner  without  first  knock- 
ing and  upon  entrance  there  is  much  formal  bowing  and 
handshaking,  and  the  same  procedure  takes  place  on 
exit. 

We  were  treated  with  great  cordiality  and  frankness 
by  all  the  officers  of  the  bureau.  They  called  attention 
to  the  fact  that  our  own  country  was  about  the  only  one 
that  had  not  made  an  investigation  of  their  office  in 
recent  years.  A  representative  of  the  Swedish  patent 
office  had  some  time  before  spent  five  weeks  there  inves- 
tigating their  methods  and  facilities.  We  felt  that  the 
short  time  we  spent  in  the  German  patent  office  did  not 
enable  us  to  get  much  more  than  a  bird's-eye  view. 

THE  AUSTRIAN  PATENT  OFFICE. 

The  Austrian  patent  law,  modeled  after  that  of  Ger- 
many, is  about  15  years  old.  Prior  thereto  the  govern- 
ment granted  privileges  or  monopolies,  some  public  and 
some  secret.  These  were  never  printed  but  copies  of  the 
same  are  in  the  examiners'  files.  The  law  contains  a  pro- 
vision that  no  patent  shall  be  granted  for  that  which  was 
formerly  covered  by  a  privilege.  It  is  seldom  that  a 
reference  is  found  among  them. 

(a,  The  personnel  and  procedure  is  substantially  the  same 
as  in  the  German  office.  The  office  consists  of  10  examin- 
ing divisions  having  each  10  or  12  men.  The  board  of 
appeals  consists  of  five  members  and  does  not  comprise 
fixed  personages.  The  office  is  divided  into  two  groups 
of  five  divisions  each.  When  appeal  is  taken  from  the 
decision  of  a  division  in  Group  A,  the  members  of  the 
board  of  appeals  are  drawn  from  Group  B.  When  there 
are  two  divisions  relating  to  the  same  general  art,  as 
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where  there  are  two  chemical  divisions,  one  division  is 
placed  in  each  group.  There  are  no  directors  to  assist  the 
Commissioner  here  as  in  the  German  office. 

The  method  of  keeping  the  references  for  search  pur- 
poses is  the  same  as  in  the  German  office,  except  that 
they  do  not  have  a  similar  loose  copy  for  public  search 
purposes.  All  public  searching  is  done  in  the  library 
through  the  bound  volumes  of  subclasses,  and  there  is  but 
little  of  it  done  apparently. 

The  Austrian  official  classification  is  much  the  same  as 
is  the  German,  but  not  so  finely  subdivided.  Nearly 
every  examiner,  however,  has  worked  out  a  private  and 
very  detailed  classification  for  his  own  purposes.  Suits 
for  infringement  are  brought  in  a  court,  the  members 
of  which  are  composed  of  regularly  appointed  jurists,  and 
having  in  addition  thereto  technically  trained  persons. 
The  latter  are  usually  college  professors,  doctors  of 
engineering  and  other  strictly  professions!  men,  but  they 
are  never  men  from  the  industries.  In  Austria  a  patent 
can  be  declared  invalid  at  any  time,  whereas  in  Germany 
it  can  not  be  declared  invalid  after  five  years  from  the 
date  of  publication  of  the  grant.  Austria  has  the  same 
provision  of  law  as  Germany  to  the  effect  that  when  a 
number  of  employees  contribute  ideas  to  an  invention, 
the  latter  shall  nevertheless  belong  to  the  employer. 
Just  why  they  are  unable  to  accept  the  doctrine  of 
joint  invention  in  the  above  case  is  hard  to  see. 

The  office  is  six  months  behind  in  its  work  and  there 
is  much  complaint  on  that  account.  Inasmuch  as  the 
law  provides  that  a  patent  shall  not  be  granted  if  the 
same  has  been  published  or  patented  at  the  time  of 
application,  they  do  not  act  on  any  application  until 
three  months  after  the  riling  date,  such  time  being  al- 
lowed for  the  receipt  of  foreign  patents  and  publications 
prior  to  that  date. 

Their  method  of  keeping  assignment  records  was  the 
best  we  have  found.  In  bound  volumes,  folio  size,  a 
whole  page  is  reserved  for  each  patent.  On  this  page 
are  recorded  all  transfers  of  the  patent.  In  addition 
thereto  there  is  an  alphabetical  card  index  of  all  assignees. 
Each  card  shows  the  number  of  the  patent  involved. 
There  were  over  100  cards  under  the  head  of  United 
Shoe  Machinery  Company  alone. 
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The  working  clause  is  in  effect  in  Austria,  but  is 
seldom  invoked  and  usually  only  against  very  important 
patents.  We  were  informed  that  the  Mergenthaler 
patent  was  revoked  for  non-working.  The  question  of 
reciprocal  rights  with  our  country  on  that  question  does 
not  concern  them  greatly  because  there  are  few  Aus- 
trian applicants  for  U.  S.  patents,  compared  with 
American  applicants  for  Austrian  patents.  Fixing  the 
price  at  which  a  patented  article  shall  be  sold  is  not 
forbidden.  The  only  price-fixing  that  as  prohibited  by 
law  is  where  there  is  an  agreement  to  raise  the  price. 

There  is  now  before  the  Austrian  parliament  a  new 
law  covering  designs,  whether  they  are  artistic,  as  with 
us,  or  utilitarian,  as  with  the  German  Gebrauchsmuster. 
The  law  does  not  attempt  to  distinguish  between  the 
two  and  protection  is  to  be  had  wholly  by  registration, 
as  in  Germany. 

The  facilities  and  equipment  of  the  office  are  wretched. 
The  office  is  scattered  through  six  rented  buildings  all 
of  which  are  poorly  lighted  and  in  an  unsanitary  condi- 
tion.   The  office  furniture  is  also  meagre  and  poor. 

The  library  is  quite  extensive,  but  is  also  poorly 
housed.  They  do  not  have  the  modern  library  classifica- 
tion, although  the  one  they  have  is  quite  efficient:  All 
foreign  patents  are  bound  in  volumes  of  100  each. 

The  personnel  impressed  us  as  being  of  a  high  order. 
We  surmise  that  their  handling  of  a  case  would  be  as 
intelligent  and  thorough  as  that  of  the  German  or  our 
own  office.  There  is,  however,  a  great  difference  in  the 
general  atmosphere  of  the  office.  The  military  preeise- 
ness  and  bearing  of  officials  so  conspicuous  in  the  German 
office  is  nowhere  apparent  here.  They  have  the  same 
free  and  easy  manners  as  one  finds  in  our  own  office. 

THE  HUNGARIAN  PATENT  OFFICE. 

The  Hungarian  Patent  Office,  at  Budapest,  is  fairly 
comfortably  housed  in  a  substantial  stone  building  of 
four  stories  and  basement,  the  approaches  to  the  various 
rooms  leading  from  galleries  surrounding  a  central  court. 

Under  the  Hungarian  law  of  July  7, 1895,  now  in  force, 
any  new  invention  capable  of  being  utilized  industrially 
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can  be  patented.    A  patent  will  not  be  granted,  however, 
for  an  invention: 

1.  The  working  of  which  is  contrary  to  law,  an  ordi- 
nance or  to  public  morals. 

2.  Which  relates  to  arms  for  war  purposes,  explosives, 
ammunition,  fortifications  or  ships  of  war  necessary  for 
increasing  the  belligerent  power  of  the  army  or  navy,  pro- 
vided the  Minister  of  Commerce  enters  an  opposition 
against  the  granting  of  such  patent  within  two  months  of 
the  proposed  date  of  publication. 

(Note:  Paragraph  2  will  probably  be  eliminated  in  the 
proposed  new  law,  for  its  effect  is  to  prevent  the  grant- 
ing of  valuable  patents.) 

3.  For  scientific  theorems  or  more  principles. 

4.  For  articles  serving  for  human  and  animal  nourish- 
ment, for  medicines  and  articles  produced  by  chemical 
processes,  although  the  process  itself  employed  in  making 
such  articles  may  be  patented. 

An  invention  is  not  regarded  as  new  if  at  the  time  of 
filing  the  application: 

1 .  It  has  been  made  so  known  by  printed  publi- 
cations or  other  reproductions,  that  it  can  be  used 
by  persons  skilled  in  the  art. 

2.  It  has  been  made  so  known  by  public  work- 
ing or  by  exhibition  that  its  employment  by 
persons  skilled  in  the  art  has  been  rendered  pos- 
sible, excepting  that  an  exhibitor  at  an  official 
exhibition  is  given  an  allowance  of  six  months  if  he 
states  that  he  intends  to  file  an  application  for  a 
patent  on  the  article  exhibited. 

3.  It  has  formed  the  subject-matter  of  a  prior 
patent. 

The  invention  is  regarded  as  novel,  notwithstanding 
prior  publication  or  working,  if  a  term  of  100  years  has 
elapsed  between  the  time  of  its  last  publication  or  work- 
ing and  the  date  of  application. 

Whether  an  official  publication  published  in  a  foreign 
State  deprives  the  patent  of  novelty  is  determined  by 
treaties  made  with  such  State. 

Applications,  as  soon  as  they  are  received,  are  given 
a  time  seal,  indicating  the  exact  moment  of  their  receip  , 
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and   also  a  serial   number.      Every  application   must 
contain: 

1.  The  name,  profession,  and  residence  of  the  applicant 
and,  if  he  resides  abroad,  also  the  name  and  residence 
of  his  representative  residing  in  Hungary. 

2.  The  title  of  the  invention  sought  to  be  patented  by 
its  general  designation: 

3.  The  declaration  that  the  applicant  is  the  inventor  of 
the  matter  sought  to  be  patented,  or  that  he  is  the  suc- 
cessor {ayanl  cause)  of  the  inventor,  and,  in  the  latter 
case,  the  application  must  contain  the  name,  profession, 
and  residence  of  the  inventor,  and  also  designate  the  docu- 
ment by  which  the  applicant  supports  his  rights  as 
applicant. 

The  application  must  be  accompanied  by  a  receipt  of 
the  Public  Treasury  indicating  that  the  application  fee, 
20  crowns,  or  $4,  has  been  paid,  and  a  duly  authorized 
power  of  attorney,  if  the  application  is  filed  by  a  repre- 
sentative of  the  applicant. 

The  description  of  the  invention  must  be  in  duplicate 
and  be  placed  in  a  sealed  envelope  on  which  the  title  of 
the  invention  and  the  name  and  residence  of  the  applicant 
are  noted.  If  the  applicant  be  the  successor  of  the  in- 
ventor, the  document  determining  the  succession,  assign- 
ment or  transfer  must  accompany  the  application. 

Drawings  must  be  in  duplicate,  the  main  drawing  on 
white  and  smooth  design  paper,  and  the  copy  on  tracing 
cloth,  and  at  least  the  former  be  executed  in  black 
India  ink. 

The  specification  or  description  must  comply  with  the 
following  requisites: 

1.  It  must  enable  persons  skilled  in  the  art  to 
make  the  invention  on  the  basis  of  such  descrip- 
tion without  any  amplification  thereof;  in  par- 
ticular, the  description  must  not  contain  any 
misleading  statements  or  ambiguities  nor  must  it 
keep  secret  anything  relating  to  the  means,  mode 
of  working  or  the  particular  operations  necessary 
for  successfully  carrying  the  invention  into  prac- 
tice, nor  must  it  name  means  or  devices  which  are 
more  expensive  or  have  not  the  same  effect. 

2.  It  must  enumerate,  in  one  or  more  claiming 
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clauses,  what  is  considered  as  new  and  what  the 
applicant  wishes  to  have  protected  by  patent.  If 
there  be  two  or  more  claiming  clauses  and  the  sub- 
stance of  the  invention  does  not  consist  in  the 
matters  separately  pointed  out  in  the  several 
claiming  clauses  but  in  the  entirety  of  the  matters 
pointed  out  in  all  of  the  claims  or  in  groups  of  such 
claims,  this  circumstance  must  be  particularly 
stated.  Defects  of  the  claims  can  not  be  remedied 
by  other  parts  of  the  specification. 

3.  It  must  be  accompanied  by  such  drawings  as 
are  necessary  for  its  comprehension  and,  if  re- 
quired, by  models  or  samples. 

4.  It  must  bear  the  signature  of  the  applicant 
or  his  representative. 

Up  to  the  time  of  publishing  the  application,  applicant 
may  make  alterations  or  amendments  of  the  description 
and  claims.  The  effect  of  such  changes  upon  the  priority 
of  the  application,  however,  is  determined  by  the  office. 

The  examining  staff  comprises  sixteen  "Patent  Judges" 
of  whom  twelve  are  technical  examiners  or  judges  and 
four  are  jurists  without  special  technical  training. 
Together  these  persons  constitute  two  "Main  Examining 
Divisions"  ("Anmelde  Abteilungs-Divisionen").  No 
examination  of  an  application  as  to  novelty  is  made, 
however,  prior  to  its  publication  and  only  then  when  the 
granting  of  the  patent  is  opposed,  and  only  with  regard  to 
the  supposedly  anticipatory  patents,  literature  or  cases  of 
prior  use  cited  by  the  opposer. 

Each  application  is  assigned  according  to  the  official 
class  to  which  it  belongs,  by  the  Assistant  Commissioner 
to  an  examiner  expert  in  such  class,  who  conducts  the 
correspondence  and  finally  reports  to  a  board  ("Anmelde 
Abteilung")  consisting  of  three  judges:  two  technical 
examiners,  and  one  jurist.  These  decide  whether  or  no 
the  formalities  required  by  law  have  been  complied  with 
and  if  the  application  is  ready  for  publication.  Upon  a 
favorable  decision  the  application  is  published  ("aus- 
gelegt"  or  "aufgeboten"),  and  exposed  to  public  ex- 
amination for  a  period  of  two  months.  In  case  of  an  un- 
favorable decision,  appeal  lies  to  a  board  of  five  judges. 
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known  as  the  judicial  board  ("Richterliche  Instanz")i 
composed  of  members  different  from  those  sitting  in  the 
Anmelde  Abteiiung,  and  now  comprising  three  jurists 
and  two  technical  examiners.  (Note:  the  constitution  of 
this  board  will  probably  be  changed  by  the  new  law  to 
three  technical  members,  and  two  jurists),  whose  deci- 
sion is  final. 

As  stated  above,  if  the  Anmelde  Abteiiung,  or  in  case 
of  an  appeal,  the  judicial  board,  considers  the  application 
to  be  in  due  order  and  finds  that  a  patent  may  be  granted, 
it  orders  the  application  to  be  published  and  thus  allows 
opposition  proceedings,  if  any,  to  be  instituted. 
'  On  request  of  the  applicant,  however,  the  publication 
may  be  postponed  for  a  period  not  exceeding  six  months 
from  the  date  of  the  decision  to  publish;  a  request  for  a 
delay  of  not  exceeding  three  months,  must  be  granted  by 
the  office.  From  the  day  of  publication,  the  specification, 
drawings,  samples,  or  models  are  open  to  public  inspection. 

Within  two  months  of  the  day  of  publication,  opposi- 
tion may  be  entered  against  the  granting  of  the  patent  re- 
quested. The  opposition  papers  must  be  filed  in  the 
Patent  Office  in  duplicate  and  contain  all  the  reasons 
assigned,  but  based  only  on  the  following  propositions: 

1.  That  the  invention  is  not  patentable  in  the  meaning 
of  the  law  as  above  defined. 

2.  That  the  description  does  not  fulfill  the  require- 
ments pointed  out  above  as  to  the  specification,  and  3, 
that  the  invention  does  not  lawfully  belong  to  the  appli- 
cant. 

In  the  cases  falling  under  heads  1  and  2,  opposition 
may  be  entered  by  any  person,  but  in  case  of  3  only  by 
the  party  injured  or  by  his  successor. 

The  opponent  is  not  bound  at  present  to  pay  appli- 
cant's costs,  but  this  will  probably  be  changed  by  law, 
so  as  to  force  the  opposer  to  pay  if  his  objections  are 
found  to  be  untenable. 

The  application  fee  for  a  patent  or  patent  of  addition 
(improvement),  is  20  crowns  (about  $4),  and  the  fee  for  a 
permissible  alteration  of  the  specification  is  10  crowns,  or 
$2.  During  the  possible  life  of  a  patent  (fifteen  years), 
taxes  or  annuities  increasing  in  amount  from  40  crowns 
for  the  first  year  to  500  crowns  for  the  fifteenth  year  have 
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to  be  paid,  according  to  the  desired  duration  of  the 
protection.  On  a  patent  running  for  the  full  term  2820 
crowns,  or  about  $564,  must  be  paid.  The  annuities  are 
due  yearly  in  advance,  and  may  be  paid  yearly  or  for 
several  years  or  for  the  whole  term  at  once.  If  the  first 
year's  tax  is  not  paid  within  sixty-one  days  of  the  day  of 
publication,  the  application  is  considered  as  being  with- 
drawn. Additional  fees  are  required  for  delayed  pay- 
ments. Inventors  who  furnish  certificates  of  poverty  are 
granted  respites  for  certain  fees  or  taxes.  Besides  the 
above  taxes  and  fees,  a  fee  of  20  crowns  is  required  in  the 
following  cases: 

1.  On  filing  an  appeal  (refunded  if  successful). 

2.  On  bringing  an  action  for  revocation  or  annulment 
of  a  patent. 

3.  On  filing  a  request  that  the  office  determine  the 
scope  of  an  existing  patent,  and, 

4.  On  registering  an  assignment  of  a  patent.  Special 
stamps  must  be  affixed  to  most  papers  filed,  but  are  not 
e  acted  in  the  case  of  opposition  papers,  so  as  to  stimulate 
such  action,  for  the  office  does  not  examine  an  applica- 
tion on  its  merits  before  opposition  is  brought. 

Suits  for  annulment  on  the  ground  that  the  patent  is 
invalid  or  for  revocation  (i.  e.,  "Nichtigkeits-erklarung," 
or  "Entziehung  eines  Patentes"),  on  the  ground  of  non- 
working  for  three  years,  begin  in  the  office  before  the 
judicial  board  ("Richterlichc  Instanz")-  Suits  for  revoca- 
tion are  very  uncommon,  however,  only  two  cases  having 
been  decided  in  nineteen  years.  Appeal  lies  in  both  in- 
stances to  the  "Patent  Senat,"  consisting  of  a  juristically 
trained  presiding  officer  (President)  appointed  outside  of 
the  office,  together  with  three  noted  University  professors 
or  leading  experts,  and  three  supreme  court  judges. 

Infringement  suits  ("Patent  Verletzungen")  are 
brought  in  a  "Strafgericht"  (Criminal  Court),  and  are 
appealable  to  a  "Landesgericht"  (Circuit  Court),  and 
from  thence  to  the  "Reichsgericht"  (Supreme  Court). 

A  very  interesting  procedure  is  that  by  which  a  manu- 
facturer or  other  person,  who  fears  that  he  may  be  in- 
fringing a  patent,  may  file  a  petition,  or  request,  accom- 
panied by  a  fee  of  20. crowns,  with  the  Patent  Office,  ask- 
ing that  the  latter  determine  the  scope  of  the  patent  that 
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he  may  be  infringing,  so  as  to  avoid  annoyance  by  in- 
fringement suits. 

The  office  then  looks  into  the  question  but  determines 
only  the  negative  position. 

If  the  office  holds  that  the  petitioning  manufacturer  or 
other  person  does  not  infringe  the  patent  named,  the 
owner  of  the  latter  is  barred  from  bringing  suit  against 
him  for  infringement  of  such  patent. 

Under  the  proposed  new  law,  re  articles  made  by  a 
patented  chemical  process,  if  the  article  is  apparently 
infringed,  the  burden  of  proof  rests  upon  the  apparent 
infringer  to  prove  that  his  article  was  made  by  a  different 
chemical  process. 

About  6,000  patents  are  granted  in  Hungary  yearly, 
printed  in  the  Hungarian  language,  the  total  number 
issued  to  date  being  about  65,000.  Our  office  receives  one 
copy  of  these  patents,  which  are  bound  in  volumes  of 
100  each,  and  are  kept  in  our  library. 

September  24,  1914. 
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Application  and   Scope  of  Order  No. 
20J0. 


When  an  application  is  filed  which,  in  the  opinion 
of  the  Examiner  is  a  division  of,  a  continuation  of,  or 
a  substitution  for  a  previously  filed  application,  but 
which  contains  no  reference  to  such  prior  application, 
the  Examiner  will  make  a  proper  reference  to  the  prior 
application  in  the  record  and  an  appropriate  entry  upon 
the  face  of  the  file  wrapper. 

This  is  the  substance  of  Order  No.  2010,  October  18, 
1912,  as  modified  by  Order  No.  2071,  September  19, 1913. 

In  Order  2071  divisional  applications  are  njt  men- 
tioned specifically,  but  as  they  are. merely  a  species  of 
continuing  applications  the  scope  of  the  order  is  the  same 
as  Order  2010. 

It  is  not  difficult  to  recognize  a  divisional  application. 

The  rules  of  practice  disclose  clearly  the  nature 
of  a  divisional  application,  but  they  do  not  define 
substitute  applications,  and  continuing  applications. 
Such  information  must  be  drawn  from  the  decisions. 

These  questions  may  present  themselves  on  any 
Examiner's  desk,  any  day,  and  each  one  should  be  pre- 
pared to  take  the  proper  acticn,  and  make  the  proper 
endorsement  on  the  file. 

The  requirement  is  so  just,  it  is  surprising  tc  realize 
it  is  of  such  recent  origin. 

It  is  the  simplest  way  by  which  the  complete  records 
of  the  prosecution  of  such  applications  can  be  lawfully 
thrown  open  to  the  public  after  patents  issue  thereon. 

However,  from  the  organization  of  the  Patent  Office 
until  June,  1903,  it  was  possible  for  an  applicant  to  prose- 
cute an  application  until  it  was  ready  for  issue  or  allowed, 
make  and  file  a  clean  copy  of  the  contents  of  the  patent- 
able file,  then  abandon  the  parent  application  and  receive 
a  patent  from  this  office  which,  as  far  as  the  records  open 
to  the  public  showed,  was  passed  to  issue  without  a  criti- 
cism, or  the  citation  of  a  reference. 

1—2778 


The  great  injustice  to  the  public  of  such  a  proceeding 
was  generally  recognized  by  the  examining  corps,  com- 
mented upon  frequently  and  greatly  deplored,  but 
there  was  no  authority  in  the  rules  or  in  the  decisions 
for  preventing  such  an  abuse. 

These  tactics  were  employed  so  frequently  that, 
instead  of  being  the  exception,  they  became  the  settled 
practice  of  some  attorneys  and  were  resorted  to  every 
time  they  had  a  client  who  was  willing  to  pay  ancther 
filing  fee,  and  the  expense  of  preparing  the  clean  applica- 
tion. 

The  circumstances  which  resulted  in  establishing 
the  present  practice  arose  in  this  manner: 

Lewis  and  Unger  filed  an  application  claiming  the 
invention  of  a  process  for  cutting  steel  plates.  Some 
of  the  claims  of  that  application  were  finally  rejected 
and,  on  appeal  to  the  Board  of  Examiners-in-Chief, 
the  final  rejection  was  sustained.  They  then  filed 
two  new  applications  disclosing  and  claiming  the  same 
invention.  Some  of  the  claims  in  these  two  applica- 
tions were  finally  rejected,  but,  upon  appeal  to  the 
Board,  the  rejection  was  overruled  and  the  claims  were 
allowed.  The  Examiners-in-Chief  suggested  that  all 
the  claims  be  incorporated  into  a  single  application. 
Lewis  and  Ungef  adopted  the  Board's  suggestion.  All 
the  claims  were  placed  in  a  single  case,  and  that  case 
was  passed  to  issue.  Thereupon,  after  notice  of  allowance 
the  objectionable  practice  of  filing  a  new  and  clean 
record  was  resorted  to,  and  a  new  apphcation  was  filed 
which  was  a  literal  copy  of  the  allowed  case,  but  made  no 
reference  to  the  prior  applications  and,  of  course,  elimi- 
nated all  amendments,  rejections,  appeals,  consolida- 
tions, etc.,  and,  on  the  day  after  that  application  was 
filed,  a  formal  abandonment  of  the  allowed  application 
reached  the  office.    It  was  as  follows; 

"We  hereby  abandon  the  prosecution  of  the 
above  entitled  application,  without  abandoning 
the  invention  described  and  claimed  therein,  as 
we  are,  today,  forwarding  to  the  Patent  Office, 
for  filing,  another  application  covering  substan- 
tially the  same  subject-matter." 


It  is  apparent  that,  from  the  filing  of  the  first  or 
parent  application  to  the  issuing  of  the  patent  on  the 
fourth  application  there  would  have  been  a  continuous 
unbroken  line  of  live  applications,  describing  and 
claiming  the  same  invention,  securing  to  the  patentees 
all  the  benefits  which  accrued  from  the  filing  date  of 
the  parent  application,  which  should  be  open  to  public 
inspection,  but  all  of  which  would  have  been  concealed 
excepting  the  last  one — the  clean  copy  of  the  previously 
allowed  application — if  the  old  and  vicious  practice  of 
getting  a  clean  record,  as  it  was  called,  had  not  been 
stopped. 

This  was  such  an  extreme  example  of  withholding 
information  most  valuable  and  necessary  and  to  which, 
in  consideration  for  the  grant  of  the  patent,  every  one 
interested  or  concerned  was  entitled,  that  it  was  sub- 
mitted to  the  Commissioner  of  Patents  by  the  Primary 
Examiner  for  instructions  as  to  the  action  which  should 
be  taken.  The  question  being:  Shall  the  application  be 
allowed  without  some  reference  to  prior  abandoned  ap- 
plications for  which  it  was  substituted? 

June  24,  1913,  Commissioner  Allen  handed  down 
the  decision  which  is  the  foundation  of  the  present 
practice. 

Briefly  stated  the  reasons  and  conclusions  in  Ex  parte 
I^wis  and  Unger,  C.  D.,  1903-303  are: 
■  The  claims  were  allowed  by  the  Board  of  Examiners- 
in-Chief.  There  is  nothing  in  the  new  application  to 
show  that  fact.  If  the  case  be  passed  to  issue  with- 
out a  reference  to  the  prior  cases  it  would  appear  that 
it  was  allowed  without  the  citation  of  a  single 
reference.  The  date  of  filing  printed  in  the  patent 
would  be  misleading  because  the  last  application  was  a 
continuation  of  the  prior  applications.  The  language 
of  the  letter  of  abandonment  is  such  that  it  is  clear 
applicants  intend  to  retain  all  the  benefits  resulting 
from  the  prior  applications  but  they  wish  to  conceal 
those  applications  from  the  public.  This  would  mis- 
lead and  deceive  the  public  as  to  the  record  date  to 
which  the  patentees  were  entitled.  The  office  can  not 
knowingly  permit  the  patents  issued  to  contain  a  false 
suggestion  of  fact  which  may  mislead  the  public.  Neither 
should  the  office  conceal  from  the  public  the  proceedings 


which  lead  to  the  grant  of  a  patent.  All  such  proceed- 
ings should  be  cpen  to  the  public.  /(  is  held  that  the 
present  application  should  not  be  allowed  without  a  refer- 
ence to  the  prior  applications  and  that  there  should  be 
endorsed  upon  the  file  wrapper  a  .statement  that  it  is  a 
continuation  of  those  applications. 

In  January,  1905,  Ex  parte  Taylor,  Jr.,  C.  D.,  1905-45, 
was  decided. 

This  was  a  case  where  an  application  was  allowed 
and  forfeited  and  a  new  application  was  filed  for  the  same 
thing. 

It  was  held  that  notice  of  the  first  case  should  be  in- 
cluded in  the  second. 

In  April,  1905,  Ex  parte  Britt,  C.  D.,  1905-156,  was 
decided. 

In  this  case,  an  application  was  prosecuted  to  al- 
lowance, but  was  allowed  to  become  abandoned,  and 
thereafter  a  new  application  was  filed  for  the  same 
invention,  and  containing  the  allowed  claims.  It  was 
held  that  there  should  be  a  reference  in  the  new  appli- 
cation to  the  abandoned  application- 
Give  careful  consideration  to  this  case.  The  first 
application  was  abandoned — totally  dead,  yet  a  refer- 
ence to  it  was  required  in  a  subsequently  filed  applica- 
tion by  the  same  applicant  for  the  same  invention.    . 

This  ruling  was  probably  based  on  the  holding  of  the 
Supreme  Court  of  the  United  States  that  if  a  party 
choose  to  withdraw  his  application  for  a  patent,  and  file  a 
new  application  for  the  same  subject-matter  the  two 
applications  are  to  be  considered  parts  of  the  same 
transaction.    Godfrey  vs.  Eames,  1  Wall.,  317. 

These  three  decisions  established  the  practice  upon 
which  Order  No.  2010  was  based. 

To  correctly  apply  the  order,  we  must  be  able  to 
tell  when  applications  are  divisions  of,  continuations 
of,  or  substitutes  for  previously  filed  applications,  be- 
cause when  an  application  is  a  continuation  of  or  a  sub- 
stitute for  an  earlier  application  the  record  made  in  the 
parent  application  should  be  as  mucli  open  to  the  in- 
spection of  the  public  as  the  record  in  the  patented  file. 
/»rcDoman,  C.  D.,  1905-101. 


Taking  up  the  question  of  divisional  applications, 
which  are  a  species  of  continuing  applications : 

It  is  fundamental  that  a  proper  divisional  applica- 
tion does  and  can  contain  only  matter  carved  out  of  the 
original  case.  Ex  parte  Henry,  C.  D.,  1893-88,  64 
O.  G.,  299;  Ex  parte  Kruse,  C.  D.,  1910-119. 

The  addition  of  unessential  details,  such  as  braces 
for  a  frame,  does  not  affect  the  status  of  an  application 
as  far  as  the  question  of  its  being  properly  divisional 
is  concerned.  Phelps  vs.  Hardv  vs.  Gatman  &  Stern,  77 
O.  G-,  631,  C.  D.,  1896,  70. 

Nor  does  a  mere  enlargement  or  extension  of  a  certain 
feature,  whereby  no  additional  function  or  capability  is 
given  the  apparatus,  prevent  a  case  from  being  a  divi- 
sional application.  Ex  parte  Kayser,  C.  D.,  1898-65; 
S3  0.G.,915. 

But  where  an  application  contains  matter  divided 
out  of  a  prior  application  and  also  contains  other  matter 
it  is  not  a  divisional  application.  Ex  parte  Hicks,  C.  D., 
1903, 148;  104  O.G.,  309. 

In  fact  where  there  is  any  departure  from  the  dis- 
closure of  the  alleged  parent  case,  the  application  can  not 
be  referred  to  as  a  division  thereof.  Ex  parte  Kruse,  C  D., 
1910-119;  157  0.  G.,  208. 
Turning  now  to  continuing  applications; 
For  an  application  to  be  a  continuation  of  another  such 
as  to  warrant  giving  to  the  second  the  benefit  of  the 
first  filing  date,  the  proceedings  relating  to  the  two 
must  be  merged  into  a  single  proceeding.  There  must 
be  a  connection  between  the  two  which  is  warranted  by 
law.    Sarfert  vs.  Meyer,  C.  D.,  1902-30. 

The  rule  of  continuity  rests  broadly  upon  the  subject- 
matter  of  the  invention  and  not  upon  the  specific  em- 
bodiment.   Latterhead  vs.  Hanson,  C.  D.,  1904-646. 

Hence  an  application  may  be  a  continuation  of  an 
older  application  when  the  two  have  common  subject- 
matter  even  though  the  later  application  contains  mat- 
ter which  is  a  departure  from  that  shown  and  described 
in  the  original  application.  Ex  parte  Kruse,  C.  D.,  1910- 
119;  Lorimer  et  al.  vs.  Keith  et  al.,  205  O.  G.,  1555; 
Godfrey  vs.  Eames,  1  Wall.,  317;  Cain  vs.  Park,  C.  D., 
1899-278;    Latterhead    vs.    Hanson,    C.    D.,    1904-646; 


Lotz  vs.  Keniiev,  C*.  D.,  1908-467;  Von  Recklinghausen 
m.  Dempster,  C.  D.,  1910-365:  Field  re.  Colman,  C.  D., 
1913-450;  Ex  parte  Luten,  CD.,  1913-165. 

An  application  filed  to  take  the  place  of  another  appli- 
cation subsequently  abandoned  is  a  continuation  of  the 
parent  application.  Lewis  and  Unger,  C  D.,  1903-303. 
In  re  Doman,  C  D.,  1905-101 ;  In  re  Vacuum  Specialty 
Co.,  C  D.,  1909-88. 

So  is  a  new  application  filed,  by  an  executor,  during 
the  ufe  of  the  parent  application.  Ex  parte  Smith,  C.  D., 
1888-24. 

But  an  application  disclosing  and  claiming  subject- 
matter  disclosed  in  a  patent  granted  prior  to  the  filing 
of  such  application  can  not  be  considered  as  a  continuance 
of  the  prior  application,  since  after  the  application  ha.-* 
eventuated  into  a  patent  there  is  nothing  left  pending  be- 
fore the  Patent  Office  upon  which  it  could  act  or  to  which 
the  later  application  could  attach.  Wainwright  vs. 
Parker,  C  D.,  1909-379;  In  re  Spitteler  and  Krische, 
C.  D.,  1908-374. 

Neither  can  a  second  application  be  a  continuation 
of  a  first  or  earlier  application  by  the  same  inventor 
unless  it  contains  the  same  invention.  Green  vs.  Hall  vs. 
Siemens  vs.  Field,  C  D.,  1889-110;  Ex  parte  Luten,  C.  D., 
1913-165;  Field  vs.  Colman,  C.  D.,  1913-450. 

Likewise  applications  by  joint  applicants  can  not  be 
continuations  of  applications  filed  by  sole  applicants,  and 
vice  versa;  because  the  applicants  in  the  two  cases  are 
different  entities.  Arnold  vs.  Vaughn,  and  Cabot  vs. 
Arnold  and  Fisher,  C.  D.,  1904-78. 

Furthermore  when  an  application  is  abandoned  for 
failure  to  prosecute  or  otherwise,  a  second  application 
thereafter  for  the  same  subject-matter  is  not  a  continu- 
ing application.  Hien  tw.  Pungs,  C.  D.,  1894-92.  Carty  i». 
Kellogg,  C.  D-,  1895,  83;  Ex  parte  Britt,  C.  D.,  1905-150. 

The  decision  of  the  Supreme  Court  of  the  United 
States  in  Smith  vs.  The  Goodyear  Dental  Vulcanite  Co., 
C.  D.,  1877-171  does  not  establish  a  doctrine  contrary 
to  the  last  statement. 

In  that  case  Smith  filed  an  application  in  1855, 
prosecuted  it  until  some  time  in  1856,  and  then  did 
nothing  until  1864,  eight  years  afterwards,  when  he  filed 


a  new  application  for  the  same  invention,  and  the  court 
held  the  second  application  was  a  continuation  of  the 
first.    The  explanation  is: 

Abandonment  for  failure  to  prosecute  was  not  enacted 
as  a  part  of  the  patent  law  until  1870.  Consolidated 
Patent  Act  of  1870,  sec.  32,  16  Statutes  at  Large,  p, 
198;  R.  S.,  4894. 

In  the  order  under  consideration  three  species  of 
applications  are  named— divisional,  continuous,  and 
substitute. 

It  is  believed  that  the  attention  already  given  to  the 
first  two  is  quite  sufficient  to  enable  one  to  establish 
their  identity  easily  and  certainly.  *  However,  the  fore- 
going statements  based  on  various  decisions  bearing 
on  the  subjects  are  sufficient  authority  for  the  following 
definitions  for  the  terms  divisional  application  and  con- 
tinuous application. 

A  divisional  application  is  an  application  carved  out  of 
a  prior  application,  which  dees  not  vary  materially  from 
the  disclosure  in  the  parent  application.  It  must  be  filed 
by  the  person  who  filed  the  parent  application  or  by  his 
legal  representative  white  the  parent  application  is  pend- 
ing. 

A  continuous  application  is  an  application  filed 
subsequently  to  another  application,  while  the  prior 
application  is  pending,  disclosing  all  or  a  part  of  the 
subject-matter  of  the  prior  application  and  containing 
a  claim  to  subject-matter  ommon  to  both  applications, 
both  applications  being  filed  by  the  same  inventor  or 
his  legal  representative.  Putting  it  in  a  simpler  way 
a  continuous  application  is  one  which  is  entitled  to  the 
filing  date  of  a  prior  application  for  a  constructive 
reduction  to  practice. 

But  when  the  subject  of  substitute  applications 
is  taken  up  for  consideration  no  line  of  decisions  giving 
examples  and  definitions  is  found. 

Divisional  applications  and  continuing  applications 
have  been  called  substitute  applications.  In  fact  the 
term  appears  to  be  loosely  applied  to  any  application 
which  takes  the  place  of  a  prior  application.  Ex  parte 
Lewis  and  Unger,  C.  D-,  1903-303;  Ex  parte  Taylor,  Jr. 
C.  D.,  1905-45;  In  re  Doman,  C.  D.,  1905-101. 


As  far  as  now  appears,  all  cases  in  which  endorse- 
ments on  the  file  wrappers  are  necessary  to  carry  out  the 
spirit  and  the  letter  of  Order  2010  can  be  classified 
as  divisional  applications  or  continuing  applications 
excepting  the  single  species  represented  by  Ex  parte 
Britt — cases  in  which  a  period  of  abandonment  inter- 
venes between  the  filing  of  the  first  application,  and  the 
filing  of  the  second  application.  During  such  period  of 
abandonment  no  live  case  is  before  the  office. 

Doubtless  the  Commissioner  had  in  mind  this  type 
of  cases  when  he  introduced  the  word  "substitute." 

Therefore,  all  applications  affected  by  Order  No. 
2010,  which  are  neither  divisional  applications  nor  con- 
tinuing applications,  should  be  termed  substitute  ap- 
plications in   the  endorsement  upon   the  file  wrapper. 

This  being  the  case,  the  conclusion  necessarily  fol- 
lows that  Order  No.  2010  is  comprehensive  enough  to 
cover  every  instance  where  the  public  is  entitled  to  ex- 
amine the  complete  record  of  the  proceedings  in  the 
Patent  Office  leading  to  the  issuing  of  a  patent  when  such 
record  is  not  all  in  the  patented  file;  and  that  one  or 
another  of  the  three  terms — divisional,  continuous,  and 
substitute — will  clearly  designate  every  case  in  which 
the  public  has  such  a  right . 


"///'* 


Some  Consideration  of  the  Term  Com- 
bination. 


The  purpose  of  this  paper  is  to  present  an  inquiry  into 
the  use  of  the  term  Combination  as  it  is  applied  in  Patent 
Law  to  different  agroupments  or  assemblages  of  parts 
or  elements;  to  endeavor  some  consideration  of  the 
different  agroupments  to  which  the  term  Combination 
is  applied,  and  to  suggest  certain  applications  of  the  term 
to  each. 

For  any  consideration  of  Combination,  a  definition 
of  that  which  is  meant  by  the  term  becomes  of  first  im- 
portance, and  it  is  in  the  search  for  definitions  that  the 
differences  in  opinions  relative  to  the  term  become  most 
apparent. 

On  investigation,  definitions  for  Combination  are  found 
to  vary  from  that  most  limited  and  specific  definition 
given  by  the  Supreme  Court  decision  in  Pickering  vs. 
McCullough  to  that  definition  which  finds  some  accept- 
ance and  vogue  in  advanced  practice  and  in  which  com- 
bination is  set  forth  as  "An  inventive  assemblage  of 
parts."  This  definition,  however,  is  better  framed  to 
include  the  many  different  adjudicated  cases  of  combi- 
nation than  to  afford  aid  for  its  specific  application,  as 
it  supplies  no  determining  factors  and  is  much  too  broad 
to  be  of  any  practical  assistance. 

Turning,  then,  as  we  must,  to  the  court  decisions  for 
definitions  for  Combination  we  find  in  decisions  of  the 
Supreme  Court  in  the  cases  of  Hailes  vs.  Van  Wormer, 
Rickendorfer  vs.  Faber,  and  Pickering  vs.  McCullough 
the  following  statements  of  that  which  is  combination: 

In  Hailes  vs.  Van  Wormer,  Mr.  Justice  Strong  said: 

All  the  devices  of  which  the  alleged  combination 
is  made  is  confessedly  old.  No  claim  is  made  for 
any  one  of  them  singly  as  an  independent  inven- 
tion. It  must  be  conceded  that  a  new  combina- 
tion, if  it  produces  new  and  useful  results,   is 


patentable,  though  all  the  constituents  of  the 
combination  were  well  known  and  in  common  use 
before  the  combination  was  made.  But  the  results 
must  be  a  product  of  the  combination,  and  not  a 
mere  aggregate  of  several  results  each  the  com- 
plete product  of  one  of  the  combined  elements. 
Combined  results  are  not  necessarily  a  novel 
result,  nor  are  they  an  old  result  obtained  in  a 
new  and  improved  manner.  Merely  bringing  old 
devices  into  juxtaposition,  and  then  allowing  each 
to  work  out  its  own  effect  without  the  production 
of  something  novel  is  not  invention. 

.  In  Rickendorfer  vs.  Faber,  Mr.  Justice  Hunt  announced : 

The  combination  to  be  patentable  must  produce 
a  different  force  or  effect  or  result  in  the  combined 
forces  or  processes  from  that  given  by  their  sepa- 
rate parts.  There  must  be  a  new  result  produced 
by  their  union;  if  not  so,  it  is  only  an  aggrega- 
tion of  separate  elements. 

In  Pickering  vs.  McCullough  combination  is  given  its 
most  specific  definition  in  the  statement: 

In  a  patentable  combination  of  old  elements  all 
the  constituents  must  so  enter  into  it  as  that  each 
qualifies  every  other. 

To  draw  an  illustration  from  another  branch 
of  the  law,  they  must  be  joint  tenants  of  the  do- 
main of  the  invention,  seized  each  of  every  part, 
per  my  et  per  tout,  and  not  mere  tenants  in  com- 
mon, with  separate  interests  and  estates. 

The  combination  must  form  either  a  new  ma- 
chine of  a  distinct  character  and  function,  or 
produce  a  result  due  to  the  joint  and  co-operating 
action  of  all  the  elements,  and  which  is  not  the 
mere  adding  together  of  separate  contributions. 
Otherwise  it  is  only  a  mechanical  juxtaposition, 
and  not  a  vital  union. 

This  last  definition  in  Pickering  vs.  McCullough  was 
found,  however,  entirely  too  limited  and  specific  to  per- 


mit  of  general  application,  and  the  criticism  taken  from 

Walker  on  Patents  is  given: 

"If,  instead  of  an  extract,  the  whole  opinion  bo 
read,  in  connection  with  the  authorities  which  are 
cited  in  it,  it  may  be  readily  perceived  that  the 
substance  of  the  doctrine  intended  to  be  affirmed 
is  that  a  combination  to  be  patentable  must  pro- 
duce a  new  and  useful  result  as  the  product  of 
combination,  and  not  a  mere  aggregate  of  several 
results,  each  the  complete  result  of  one  of  the 
combined  elements. ' '  And  that :  "  If  it  were 
essential  to  a  valid  patent  for  any  combination 
whatever  that  the  mode  of  operation  of  every 
element  included  in  the  combination  should  be 
changed  by  each  of  the  others,  it  would  have  been 
impossible  to  sustain  several  combination  patents 
which  have  in  fact  been  upheld,  as,  indeed,  it 
would  be  difficult  to  conceive  of  any  mechanical 
combination  which  would  be  both  possible  and 
patentable." 

As  a  summation  of  the  accepted  definitions  of  that 
which  comprises  a  patentable  combination,  the  following 
is  quoted  from  paragraph  33  of  Walker: 

"To  make  a  valid  claim  for  a  combination,  it 
is  not  necessary  that  the  several  elementary  parts 
of  the  combination  should  act  simultaneously. 
If  those  elementary  parts  are  so  arranged  that  the 
successive  action  of  each  contributes  to  produce 
some  one  practical  result,  which  result,  when 
attained,  is  the  product  of  the  simultaneous  or 
successive  action  of  all  the  elementary  parts, 
viewed  as  one  entire  whole,  a  valid  claim  for 
thus  combining  those  elementary  parts  may  be 
made." 

In  all  of  these  definitions  we  find  Combination  deter- 
mined and  defined  by  result,  and  no  generally  employed 
definition  of  Combination  can  be  discovered  in  which 
the  production  of  a  so-called  single  and  unitary  result 
is  not  required  as  a  determining  factor. 

With  Combination  thus  defined  by  result,  the  fact  is 
most  illuminative  that  on  any  attempt  to  illustrate  by  a 


concrete  application,  an  instance  is  selected  presenting 
the  idea  of  a  chemical  compound,  taken  either  as  a 
composition  of  matter  or  as  a  process  or  method  for  the 
production  for  the  compound.  Generally  such  an  in- 
stance is  selected  as  the  production  of  vulcanized  rubber 
by  the  Goodyear  process.  And  here,  considered  either  as 
a  compound  or  as  a  method  or  process,  we  have  an  ideal 
and  perfect  illustration  of  Combination  defined  by  result — 
an  illustration  which  will  answer  even  the  most  specific 
limitations  of  the  full  definition  of  Combination  as  stated 
in  Pickering  vs.  McCullough,  as  the  parts  or  elements, 
raw  rubber  and  sulphur,  enter  into  the  combination  so 
that  each  is  seized  as  joint  tenants  of  the  entire  domain 
of  the  invention;  and  the  combination  is  easily  found  to 
produce  a  single,  new  and  useful  result,  the  vulcanized 
rubber. 

But  when  we  attempt  to  apply  the  definition  of  Com- 
bination to  a  machine,  the  application  halts  at  result. 
What  is  the  result  of  a  machine?  Is  it  the  function  or 
operation  of  the  machine,  or  is  it  its  product?  And  what 
is  the  difference,  if  any,  between  the  function  or  operation 
of  a  unitary  machine  and  that  which  we  term  its  inherent 
law  of  action  by  which  it  is  defined  and  distinguished 
as  a  unitary  machine? 

In  Webster  Loom  Co.  vs.  Higgins  the  result  is  defined 
as  the  greatly  increased  effectiveness  of  the  machine. 

On  attempting  analysis,  we  find  the  words  "increased 
effectiveness"  to  be  distinctly  relative,  implying  a  refer- 
ence to  another  construction  and  a  change  from  the 
same,  the  increased  effectiveness  being  a  direct  result 
of  the  change,  but  not  the  result  of  the  co-operation  or 
interaction  of  the  parts  or  elements  of  the  machine. 
The  increased  effectiveness  may  aid  in  the  determination 
of  invention,  but  can  not  be  easily  applied  as  a  test  as  to 
whether  or  not  the  parts  co-operate.  If  so  applied  as  a 
test  for  co  operation  to  the  claims  of  the  Richard's 
patent,  No.  308,905,  the  test  of  increased  effectiveness 
could  well  be  answered  affirmatively,  yet  such  claims 
in  Richards  vs.  Chase  Elevator  Co.,  71  O.  G.,  1450,  a 
Supreme  Court  decision,  were  held  to  be  for  a  pure  aggre- 
gation. 

A  yet  greater  difficulty  in  the  determination  of  Com- 
bination by  result  is  encountered  in  the  application  of 


the  term  to  a  second  class  of  machines,  comprising  asso- 
ciations and  assemblages  of  devices  or  elements  which 
do  not  possess  the  inherent  law  of  action  characterizing 
a  unitary  machine,  and  of  which  an  illustration  is  afforded 
in  the  case  of  the  Burdett-Rowntree  Mfg.  Co.  vs.  Standard 
Plunger  Elevator  Co.,  cited  in  Krell  Auto  Grand  Piano 
Co.  vs.  Story  and  Clark,  206  O.  G.,  316. 

In  this  case  the  assemblage  comprised  an  elevator  car, 
an  electric  motor  in  the  basement  of  the  building,  call 
hells,  floor  bells,  and  door  signals,  and  in  reference  to 
which  the  court  stated: 

By  the  grouping  and  arrangement  that  are  said 
to  be  merely  aggregation,  it  seems  plain  that  an 
intimately  related  whole  has  in  fact  been  evolved, 
in  which  each  part  has  been  made  more  effective 
to  accomplish  the  common  object,  and  in  which  th« 
increased  efficiency  is  due  to  the  new  relation  of 
each  part  to  the  others.  The  total  result  is  cer- 
tainly greatly  improved  in  the  several  particulars 
already  referred  to;  and,  while  it  is  not  a  tangible 
product  that  has  been  improved,  the  new  method 
of  operation  produces  a  clearly  perceptible  ad- 
vance in  the  art.  Elevators  with  one  point  con- 
trol arrangement  of  signals  and  motor  are  oper- 
ated more  rapidly,  more  easily,  more  safely,  and 
more  efficiently,  and  greatly  improved  operation 
seems  to  be  a  new  and  beneficial  result  produced 
by  a  new  combination  and  arrangement  of  known 
elements. 

Associations,  assemblages,  or  agroupments  of  devices 
of  the  above  class  do  not  possess  the  law  of  action  found 
in  a  unitary  machine,  but  yet  are  termed  machines  that 
they  may  be  held  within  the  limits  of  the  statutory 
classes  for  which  patents  may  be  granted;  and  to  permit 
the  application  of  the  term  Combination  to  this  class  of 
devices,  the  intervention  of  the  operator  has  been  brought 
in  where  necessary  to  secure  co-operation  of  the  elements 
to  produce  that '  result  which  has  been  termed  the  in- 
creased efficiency  or  the  greatly  improved  operation  of 
the  assemblage. 

In  view  of  the  difficulties  thus  encountered  in  the 


application  of  the  term  Combination  defined  by  result, 
it  may  be  of  interest  to  inquire  whether  there  may  not 
exist  other  paths  to  the  allowance  of  claims  for  Combi- 
nation than  as  defined  in  the  production  of  a  single  and 
unitary  result. 

May  we  not  consider  the  restriction  of  the  term  Com- 
bination by  result  only  to  claims  for  processes  and  for 
compositions  cf  matter;  the  use  of  the  term  Combination 
by  Law  of  Action  for  claims  for  unitary  machines,  which 
operate  in  proper  relation  and  sequence,  and  the  use  of 
the  term  Combination  by  Space  Relation  for  assemblages 
and  associations  of  devices  comprising  the  so-called 
machines  of  the  second  class,  if  thereby  any  clarification 
of  thought  as  to  the  application  of  the  term  combination 
is  to  be  obtained? 

Clearly  the  more  definite  the  rule,  the  more  certain 
is  the  determination  of  the  results  of  its  application  in 
any  particular  case.  Hence,  if  by  such  definitions  of 
Combination  a  more  certain  test  is  enabled  in  each  par- 
ticular application,  certainly  some  warrant  is  to  be 
found  for  the  suggestion,  and  it  only  remains  to  be 
determined  by  actual  test  whether  the  application  of 
the  term  Combination  as  above  defined  is  of  value. 

In  the  practical  application  of  such  suggested  combi- 
nations, claims  for  combinations  by  result  would  be  con- 
sidered, as  now,  by  the  result  attained. 

Claims  for  unitary  machines  or  for  pluralities  of  parts 
of  the  same,  comprising  Combinations  by  Law  of  Action, 
would  be  considered  relative  to  the  questions  of  novelty, 
utility  and  invention  in  the  light  of  the  law  of  action  of 
the  parts,  and,  if  no  new  law  of  action  should  be  developed, 
the  fact  would  be  evident  that  the  parts  or  elements 
changed  were  but  the  mechanical  equivalents  of  like 
parts  in  the  anticipatory  mechanism. 

In  claims  for  assemblages  comprising  Combinations 
by  Space  Relation,  the  novelty,  utility  and  invention 
should  be  found  in  the  change  in  the  configuration  or 
relative  agroupment  of  the  parts  or  elements  to  permit 
of  their  association  and  assemblage  in  the  relation 
claimed. 

A  particular  illustration  of  that  relation  intended  by 
the  phrase  Combination  by  Space  Relation  is  afforded  by 
devices  of  that  class  or  order  comprehended  by  the  term 


Compound  Tools.  Devices  of  this  class  present  asso- 
ciations of  different  tools  or  implements  in  which  great 
ingenuity  involving  invention  is  displayed  in  making 
changes  or  modifications  of  one  or  both  of  the  devices 
or  implements  to  permit  them  to  be  brought  together, 
yet  the  changes  are  entirely  in  form  and  are  without  any 
change  in  function  or  result. 

The  application  of  the  test  of  Combination  by  result 
to  compound  tool  construction  is  found  in  Rickendorfer 
vs.  Faber,  the  well-known  case  of  the  application  of  a 
piece  of  rubber  serving  as  an  eraser  to  one  end  of  a  lead 
pencil;  and  the  decision  naturally  found  no  Combination 
for  the  production  of  a  result. 

If  viewed  as  a  Combination  by  Space  Relationship, 
the  inquiry  would  have  been  directed  to  the  determina- 
tion of  the  degree  of  change  in  shape  or  adjustment  of 
the  parts  to  permit  them  to  be  associated,  and  the  inter- 
action of  the  two  devices  in  co-operation  to  a  novel  and 
unitary  result  could  have  been  disregarded. 

As  a  clear  concept  of  the  conditions  for  the  applica- 
tion of  the  term  Combination  is  so  essential  in  the  practice 
of  this  office  for  the  proper  determination  of  patentability 
and  for  the  analysis  of  claims,  any  attempt  to  throw  addi- 
tional light  on  the  subject  may  be  of  value.  This  paper 
is  therefore  submitted  in  the  hope  that  at  least  the  matter 
may  be  opened  to  discussion  and  the  expression  of  other 
thoughts  thereon. 


VW 


6 


Functional  Statements  in  Claims. 


In  Coming  vs.  Burden  (1853),  15  How.,  252,  the  court 
said: 

It  is  for  the  discovery  or  invention  of  some 
practical  method  or  means  for  producing  some 
beneficial  result  or  effect,  that  a  patent  is  granted, 
and  not  for  the  result  or  effect  itself. 

In  the  case  of  O'Reilly  vs.  Morse  (1853),  15  How.,  62, 
involving  the  settlement  of  some  of  the  most  important 
principles  of  patent  law,  Chief  Justice  Taney  said: 

Whoever  discovers  that  a  certain  useful  result 
will  be  produced  in  any  art,  machine,  manu- 
facture, or  composition  of  matter,  by  the  use  of 
certain  means,  is  entitled  to  a  patent  for  it; 
provided  he  specifies  the  means  he  uses  in  a  man- 
ner so  full  and  exact,  that  any  one  skilled  in  the 
science  to  which  it  appertains,  can  .  .  .  pro- 
duce the  result  he  describes. 

In  Curtis  vs.  Piatt  (1863),  cited  by  Robinson  under 
section  90,  the  court  declared: 

In  all  discoveries  of  ourse  there  are  two 
things.  .  .  .  There  is  an  object  to  be  achieved 
and  a  means  of  achieving  that  object.  .  .  . 
No  novelty  iB  required  as  to  the  object;  the  novelty 
may  be  in  the  means  for  effecting  the  object 
whether  old  or  new. 

There  are  innumerable  decisions  to  the  same  tenor, 
and  they  are  all  summarized  by  Robinson  (sec.  90), 
in  one  statement: 

Judged  by  this  test,  it  is  apparent  that  an 
invention,  considered  in  itself,  is  neither  an  end 
nor  a  combination  of  both  means  and  an  end, 
but  is  the  means  for  the  attainment  of  an  end. 


This  determination  of  what  constitutes  invention  is 
not  based  upon  the  express  terms  of  any  statute  or  rule  of 
practice,  but  arises  solely  from  analysis  of  the  mental 
processes  accompanying  the  inventive  act.  It  is  a  natu- 
ral consequence  of  the  conditions  limiting  the  field  in 
which  the  creative  faculties  can  operate.  Thus,  Section 
4888  of  the  Revised  Statutes  provides  that  an  applicant 
for  a  patent  "shall  particularly  point  out  and  distinctly 
claim  the  part,  improvement,  or  combination  which  he 
claims  as  his  invention  or  discovery."  Rule  37  gives 
effect  to  this  provision  of  the  statutes  by  stating,  "The 
specification  must  conclude  with  a  specific  and  distinct 
claim  or  claims  of  the  part,  improvement,  or  combina- 
tion which  the  applicant  regards  as  his  invention  or  dis- 
covery." There  is  nothing  in  the  precise  terms  of  these 
provisions  which  limits  the  claims  to  an  expression  of  the 
means  by  which  the  invention  performs  its  office.  But  a 
study  of  what  comprises  the  essence  of  an  invention  will 
at  once  make  clear  why  the  language  of  the  law  is  ample 
and  conclusive  basis  for  the  doctrine  enunciated. 

FUNCTIONAL  CLAIMS  AND  WHY  THEY  ARE  DE- 
FECTIVE. 

The  idea  of  invention  involves  two  mental  acts — the 
perception  of  a  need  and  the  conception  of  the  means  to 
satisfy  it.  Monopoly  in  invention  is  predicated  upon  a 
creative  production,  upon  something  that  had  no  prior 
existence.  The  perception  of  a  need  is  not  an  act  of  the 
creative  faculties — it  is  common  property.  No  exclusive 
merit  attaches  to  any  one  who  merely  lecognizes  that  a 
long-felt  want  exists  or  who  merely  recognizes  that  that 
want  should  be  satisfied.  But  one  who  conceives  the 
means  by  which  the  need  is  satisfied  exhibits  at  once  the 
inventive  or  creative  faculty.  So  while  there  is  no  ex- 
press language  in  the  statutes  confining  the  sphere  of 
invention  to  an  exhibition  of  means,  yet  the  term  "inven- 
tion" logically  and  inevitably  excludes  from  its  con- 
sideration any  other  construction. 

This  perception  of  a  need,  or  the  result  or  effect  of  the 
invention,  is  when  claimed  termed  "functional,"  and  as 
must  be  readily  seen  is  beyond  the  pale  of  patentable 
protection. 


As  simple  as  this  proposition,  baldly  stated,  is,  much 
difficulty  has  arisen,  both  in  the  courts  and  in  the  Office, 
in  applying  it.  In  its  most  elementary  form,  it  is  readily 
recognized,  as  when  expressed  participially,  as  for  in- 
stance in  the  example  given  in  ex  parte  Simonds  (C.  D., 
1870,  23),  for  producing  a  certain  change  in  the  opera- 
tion of  a  cutting  press,  or  in  Sickles  vs.  The  Falls  Co. 
(2  Fish.,  202),  for  imparting  a  peculiar  movement  to 
parts  of  a  machine.  Not  only  do  claims  of  this  kind  cover 
a  mere  result,  but  they  are  additionally  defective  in  that 
one  of  the  statutory  classes  of  invention  is  not  indicated 
from  these  terms,  as  from  this  language  it  is  impossible 
to  determine  whether  the  invention  relates  to  a  machine 
or  a  process. 

A  very  good  example  of  a  mechanical  claim  which  was 
held  to  be  defectively  functional  is  treated  in  the  case  of 
ex  parte  Bullock,  127  O.  G.,  1580.  The  claim  reads  as 
follows : 

In  a  device  of  the  class  described,  means  for 
transferring  clothes-carrying  rods  from  one  posi- 
tion and  depositing  them  upon  a  suitable  sup- 
port, substantially  as  described. 

Here  is  presented  but  a  single  element,  defined  by  the 
term  "means"  followed  by  a  statement  of  function.  Not 
a  single  structural  support  for  the  statement  of  func- 
tion is  given,  and  the  claim  covers  all  possible  means  for 
effecting  a  desirable  operation,  no  matter  by  what  other 
means  the  same  purpose  may  be  accomplished,  and  in 
spite  of  how  obvious  the  necessity  for  the  need  may  be. 
Claims  in  this  form  are  much  more  numerous  than  those 
given  in  the  first  example,  but  need  occasion  no  greater 
difficulty  in  recognition  or  disposal. 

A  mere  difficult  kind  of  determination  is  presented 
when  the  claim  includes  features  other  than  and  besides 
direct  assertion  of  function.  Such  a  claim,  cited  in  In  re 
Gardner,  140  O.  G.,  258,  reads  as  follows: 

In  combination  in  a  vapor-register,  a  dial  upon 
which  are  marked  pressures  and  heat  characteris- 
tics and  a  device  for  automatically  indicating  on 
said  dial  simultaneous  pressures  and  heat  charac- 
teristics. 


While  apparently   this   claim  setB   forth  features  in 
terms  of  means  in  addition  to  those  purely  asserting  an 
effect,  a  closer  examination  of  the  claim  will  disclose  that 
the  actual  invention  is  broadly  and  merely  for  a  device  for 
automatically  indicating  certain  characteristics.     Such 
a  means  limited  only  by  a  statement  of  its  purpose  would 
cover  all  apparatus  for  effecting  that  purpose,  and  on  the 
ground  that- 
One  can  not  describe  a  machine  which  will  per- 
form a  certain  function  and  then  claim  the  func- 
tion itself  and  all  other  machines  that  may  be 
invented  by  others  to  perform  the  same  function— 

the  court  held  the  claim  invalid.  From  these  considera- 
tions it  may  readily  be  seen  why  it  is  that  this  kind  of 
claim  is  fundamentally  defective.  The  courts  have  never 
permitted  a  monopoly  in  invention  so  broad  as  to  exclude 
all  other  endeavors  towards  the  same  end,  and  have  al- 
ways been  jealous  to  safeguard  the  public  against  the 
assertion  of  such  an  unnatural  monopoly  by  consistently 
holding  invalid  patents  for  a  principle  of  nature  or  for  a 
function  or  result.  These  kinds  of  claims  are  also  de- 
fective in  view  of  section  4888,  R.  S.,  where  it  is  provided 
that  the  invention  must  be  particularly  pointed  out  and 
distinctly  claimed.  It  is  clear  that  an  invention  which 
is  set  out  without  limitation  or  without  a  declaration  of 
means  to  support  its  statement  of  function  is  not  so  ex- 
plicitly stated  as  to  conform  to  the  spirit  of  this  act. 

FUNCTIONAL     CLAIMS     PARTIALLY     RECITING 
STRUCTURE. 

A  claim  which  recites  some  structure  or  means  in  addi- 
tion to  function,  but  not  enough  to  support  the  function, 
falls  within  the  same  application  of  this  rule.  They  are 
invalid  and  should  be  rejected.  See  Ex  parte  Bitner,  140 
O.  G.,  256.  The  determination  of  claims  of  this  type 
requires  the  exercise  of  judgment  and  a  comparison  with 
the  state  of  the  art,  similarly  as  in  questions  involving 
patentability,  and  can  not  be  made  from  a  mere  inspec- 
tion of  their  language.  Greater  latitude  is  permitted 
in  primary  inventions  than  in  improvements,  both  in  the 
expression  of  the  invention  and  in  the  construction  of  the 
claims. 


ADJUNCTIVE    FUNCTIONAL    EXPRESSIONS. 

Claims  particularly  difficult  of  treatment  are  those 
containing  adjunctive  functional  statements,  such  as  the 
familiar  "whereby"  clauses.  If  these  clauses  are  inter- 
preted as  entering  into  the  combination  and  as  words  of 
limitation,  the  claims  including  them  should  be  treated 
like  those  referred  to  in  Ex  parte  Bitner,  supra.  It  be- 
comes then  a  matter  of  determining  whether  or  not  there 
is  sufficient  structural  support  for  the  statement  of  func- 
tion. These  claims  are  also  objectionable  on  account 
of  their  ambiguity,  as  they  can  be  construed  to  include 
or  exclude  the  elements  inferred  from  the  "whereby" 
clause.    See  Ex  parte  Hoge,  173  O.  G.,  1081. 

While  frequently  functional  claims  are  indefinite 
because  of  the  breadth  of  the  functional  expression,  the 
objection  of  indejiniteness  is  a  distinct  ground  of  com- 
plaint. Such  objection  may  be  one  of  form,  as  explained 
in  Ex  parte  Bitner,  or  may  go  to  the  merits,  and  con- 
stitute a  reason  for  rejection,  as  in  the  case  of  In  re 
Blackmore,  140  O.  G.,  1209.  The  tendency  appears  to  be 
in  the  direction  of  making  Section  4888  controlling  in 
treating  claims,  and  rejecting  all  claims  which  do  not 
adequately,  definitely,  and  clearly  specify  the  invention. 

PERMISSIBLE   OR   NECESSARY  FUNCTIONAL 
EXPRESSIONS. 

It  is  well  settled  that  where  a  claim  distinctly 
specifies  a  certain  structure  which  is  adapted  to 
perform  a  particular  function  there  is  no  objection 
to  setting  it  out  in  the  claim.  Ex  parte  Holder, 
107  O.  G.,  833. 

In  fact,  it  is  necessary  on  many  occasions,  to  require  the 
inclusion  of  expressions  of  function  in  order  to  make 
clear  the  co-operative  relationship  between  the  means 
stated,  and  a  claim  is  frequently  more  definite  and  ex- 
plicit when  such  functional  explanations  are  included; 
always  provided,  of  course,  that  the  structure  is  dis- 
tinctly specified. 

While  we  have  seen  that  statements  of  function  in 
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claims  are  not  only  unobjectionable  if  used  for  explana- 
tory purposes  but  are  frequently  desirable,  yet  for  ap- 
parent reasons  patentability  can  not  be  predicated  upon 
such  statements.    So — 

Where  the  claims  in  an  application  are  drawn  to 
cover  a  mechanical  structure  capable  of  perform- 
ing several  functions  and  the  claims  differ  from 
each  other  only  in  the  statements  of  function  at- 
tributed to  the  device,  Held,  that  the  claims  are 
substantial  duplicates,  for  upon  the  elimination  of 
the  statements  of  function  each  claim  would  cover 
the  same  combination  of  elements.  Ex  parte 
Jacobson,  107-1378. 


COMBINATION  CLAIMS. 

In  discussing  the  question  of  functionality  so  far, 
we  have  been  considering  the  legal  effect  of  a  claim  when 
the  actual  invention  is  directed  to  an  element,  i.  c,  is  ad- 
dressed to  a  single  statement  of  function  or  is  expressed 
in  terms  of  a  single  "means"  or  "mechanism"  limited 
'only  by  a  statement  of  function.  Such  claims  we  have 
seen  are  fatally  defective  and  are  only  saved  by  the  courts 
by  reading  into  them,  and  restricting  the  monopoly  to, 
the  specific  means  disclosed  in  the  description.  But 
where  the  real  invention  is  a  valid  combination,  any 
element  or  elements  therein  may  be  expressed  in  terms  of 
"means"  qualified  only  by  a  statement  of  function,  or  as  a 
performance  or  mode  of  operation  qualified  the  same 
way.  There  is  an  important  distinction  to  be  observed 
here,  as  claims  for  a  combination  are  vitally  different 
from  those  addressed  to  an  element.  A  combination 
is  primarily  based  upon  a  relationship  subsisting  between 
co-operating  subsidiaries,  and  any  language  identifying 
the  individual  entities  entering  into  the  combination  is 
adequate  so  long  as  the  co-operative  effect  is  clearly  indi- 
cated. The  vital  defect  in  a  functional  claim  is  its 
breadth,  but  inasmuch  as  a  patentable  combination  may 
be  made  up  entirely  of  concededly  old  elements,  the 
breadth  in  which  any  element  may  be  set  forth  offers 
no  objection.    The  courts  and  the  office  have  uniformly 


upheld  claims  of  this  character.    As  stated  in  Young  vs. 

Eick,  113  0.  G.,  547: 

The  use  of  the  word  "means"  limited  by  a  state- 
mer.t  cf  function  has  long  been  recognized  as  the 
proper  method  of  stating  an  element  of  a  com- 
bination claim. 

In  Leeds  &  Catlin  Co.  us.  Victor  Talking  Machine  Co., 
140  O.  G-,  1089,  the  United  States  Supreme  Court 
declared  that  a  claim  in  which  one  of  two  elements  read 
"a  reproducing-stylus  shaped  for  engagement  with 
said  record  and  free  to  be  vibrated  and  propelled  by  the 
same,"  set  forth  a  valid  combination,  although  there  is 
no  question  here  of  the  functional  character  of  the  lan- 
guage used  and  of  the  defectiveness  of  any  claim  which 
was  wholly  confined  to  the  one  element  thus  expressed. 

The  same  tribunal  in  the  famous  Paper  Bag  case 
(see  136  O.  G.,  1297),  held  valid  a  claim  every  element  of 
which  recited  means  in  terms  of  function,  because  a 
"working  relation"  was  expressed  by  the  combination. 
So  in  Morley  Sewing  Machine  Co.  vs.  Lancaster,  47 
O.  G.,  267,  where  three  functionally  stated  elements  were 
set  forth  in  broad  combination,  the  claims  were  held 
valid  by  the  court  and  dominated  a  considerably  differ- 
ent device  because  the  latter  could  only  be  operated 
through  the  performance  cf  the  claimed  functions. 

Claims  of  this  character  can  not  be  treated  without  a 
close  scrutiny  of  their  intent  and  without  a  knowledge  of 
the  art.  If  the  claim  actually  covers  an  exhausted  com- 
bination, the  broad  assertion  of  function  in  any  sub- 
stituted means  can  not  save  it,  of  course,  from  the 
operation  of  the  practice  governed  by  Ex  parte  McNeill, 
100  O.  G.,  1976— or  if  the  claim,  by  divesting  it  of  ad- 
junctive and  superfluous  elements  and  language,  be- 
comes reduced  to  a  naked  assertion  of  function,  it  comes 
within  the  operation  of  the  rule  in  Ex  parte  Bullock,  127 
O.  G.,  1580,  which  states  that: 

Where  tne  claim  is  not  for  a  combination  of 
which  the  "means"  for  the  purpose  mentioned  is 
an  element,  but  is  merely  means  for  an  element 
and  covers  all  possible  means  for  accomplishing  a 
certain  function  regardless  of  structure.  Held, 
that  the  claim  is     .     .     .     functional. 


PRODUCT  CLAIMS. 

Functional  claims  may  be  in  the  form  of  either  appara- 
tus or  process  and  the  test  for  determining  whether  a  func- 
tionally stated  element  covers  the  whole  invention  or  ex- 
presses a  unit  in  a  combination  is  the  same  for  both 
classes  of  invention.  But  claims  for  a  product  are  not 
generally  deemed  subject  to  the  defect  of  functionality. 
A  claim  for  "a  process  for  hardening  wrought  iron,"  or  for 
"a  means  of  promoting  combustion  in  a  furnace,"  is 
evidently  functional  and  invalid.  But  a  claim  for 
"ductile  tungsten,"  or  probably  "tempered  copper"  cr 
"pliable  glass"  appears  to  be  valid  as'  to  form.  Ap- 
parently, the  rule  that  a  claim  can  not  be  expressed  in 
terms  of  an  idea  of  public  need,  that  there  can  not  be  a 
monopoly  in  an  abstract  result,  does  not  extend  to  the 
classes  of  invention  covered  by  articles  of  manufacture 
and  compositions  of  matter.  At  any  rate,  I  have  not 
been  able  to  find  any  decision  denying  the  inventor  of  a 
new  product  protection  as  extensive  as  the  breadth  of  any 
terms  of  novelty  he  can  apply  to  it.  A  claim  for  a  "saw 
with  hardened  teeth"  has  been  upheld  by  the  courts. 
But  there  is  an  idea  of  means  involved  here,  even  if  the 
language  may  be  interpreted  as  tantamount  to  an  ex- 
pression of  a  result  desired.  In  its  broadest  aspect  how- 
ever, such  as  given  in  the  illustration  of  "pliable  glass," 
the  assertion  of  end  to  the  exclusion  of  means  is  just 
as  insistent  as  in  the  case  of  the  broadest  functional  proc- 
ess or  mechanical  examples.  Possibly,  if  the  question 
in  this  aspect  is  ever  determined  by  the  courts,  or  if  we  are 
able  to  find  a  court  decision  covering  this  point,  we  may 
be  able  to  reconcile  this  apparent  diversity  in  the  prac- 
tice. 

PRODUCT   CLAIMED   BY  ITS   METHOD. 

This  type  of  claim,  strictly  speaking,  does  not  come 
within  the  theme  of  this  paper,  but  on  account  of  a 
family  resemblance  to  a  certain  kind  cf  claim,  herein- 
after to  be  treated,  a  passing  reference  to  it  is  thought 
pertinent. 

With  the  exception  of  unusually  rare  instances,  an 
article  can  not  under  our  law,  be  claimed  through  its 
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method  of  manufacture.  If  novelty  is  thus  established, 
the  invention,  if  any,  resides  in  the  method  and  not  in  the 
article.  The  product  is  the  result  or  function  of  the 
process,  and  the  evident  attempt  is  to  broaden  the 
monopoly  and  narrow  the  application  of  the  art.  The 
physical  characteristics  of  the  product  not  being  named, 
the  search  is  ccnfined  to  a  narrower  class  of  inven- 
tions, although  the  field  attempted  to  be  occupied  will  be 
broadened  by  claiming  the  invention  in  a  higher  class. 
Like  the  corresponding  type  of  claims,  designated 
"function  of  the  apparatus,"  claims  of  this  kind  are  ad- 
dressed to  the  wrong  statutory  class  of  invention;  and 
if  saved  by  the  courts  are  restricted  in  scope. 

"FUNCTION  OF  THE  APPARATUS." 

There  is  probably  no  term  which  has  been  so  abused 
in  patent  practice  or  about  which  so  much  confusion 
exists  as  to  its  proper  application  than  this.  Its  use  has 
been  condemned  by  several  authorities,  but  inasmuch 
as  it  represents  a  dcctrine  which-has  formed  the  basis 
of  many  decisions  in  the  courts  and  the  Office,  it  is  proper 
to  consider  it  here. 

A  claim  fcr  the  "function  of  an  apparatus"  is  a  claim 
for  a  mechanical  invention  in  the  guise  of  a  process.  It 
represents  an  attempt  either  to  broaden  out  the  inven- 
tion or  to  extend  the  monopoly  by  a  second  patent.  It 
differs  from  a  functional  claim  in  that  it  does  not  merely 
set  forth  the  broad  aim  or  effect  wanted;  it  actually  may 
specify  the  invention  with  all  the  particularity  desired. 
But  it  asserts  the  wrong  invention— it  widens  it  out  (by 
assigning  it  to  the  wrong  class)  to  the  extent  that  a  proc- 
ess is  broader  than  a  machine. 

Every  machine  and  many  articles  of  manufacture  are 
capable  of  being  specified  in  terms  of  mode  of  operation  or 
manner  of  use.  Thus,  a  pail  is  an  open-topped  recep- 
tacle having  a  cylindrical!}'  disposed  wall  and  a  plane 
bottom  closure.  Its  normal  function  is  to  hold  a  liquid 
or  some  like  material.  It  operates  in  doing  so  by  sur- 
rounding the  material  with  a  cylindrical  wall  and  bottom 
closure.  This  is  an  extreme  example,  but  illustrates 
readily  the  principles  involved.  To  claim  the  pail 
as  a  means  of  holding  a  liquid,  or  its  use  as  a  process 
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of  holding  a  liquid,  is  to  claim  its  function.  To  claim 
it  as  a  process  of  supporting  a  material  by  surrounding  it 
cylindrically  and  stopping  it  at  its  bottom  is  to  claim  the 
manner  of  use  or  operative  effect  of  the  pail.  The  lan- 
guage here  alleges  a  process,  but  an  inspection  of  the  real 
invention  shows  that  it  is  a  mechanical  device.  If  the 
pail  were  used  to  transfer  material  in  some  peculiar  man- 
ner or  to  pour  it  in  a  unique  way,  the  operation  might 
then  form  the  subject-matter  of  a  legitimate  process 
claim. 

A  claim  for  the  "function  cf  the  apparatus"  is,  then, 
one  setting  forth  the  operative  effect  or  mode  of  operation 
of  a  machine  in  the  language  of  a  process  when  the  actual 
and  only  invention  present  is  a  machine.  Such  claims 
are  defective  and  should  be  rejected.  Ex  parte  Simonds, 
44  0.  G.,  445;  Dederick  vs.  Cassell,  20  O.  G.,  1233; 
In  re  Weston,  940.  G.,  1786;  and  Expanded  Metal  cases, 
143  0.  G-,  8.63.  But  the  modus  operandi  of  a  machine 
may  form  the  basis  of  an  inventive  process.  There 
is  no  doubt  that  a  claim  for  a  mechanical  process,  even  if 
best  carried  out  by  a-  machine,  may  be  perfectly  valid. 
See  Paper  Bag  and  Expanded  Metal  cases,  already 
noted.  So  the  form  of  the  claim  offers  no  ready  solution 
determinative  of  this  problem.  It  becomes  solely  a 
question  of  fact  and  a  matter  of  judgment  involving  a 
knowledge  of  the  art,  and  resolves  itself  down  to  a  simple 
determination  whether  there  is  an  invention  for  a  process 
present,  or  not.  The  claim  should  be  examined  free  frem 
its  relation  to  the  particular  mechanism  disclosed  and 
solely  in  accordance  with  the  principles  governing  the 
determination  of  process  inventions.  "A  process  is  a 
mode  of  treatment  of  certain  materials  to  produce  a  given 
result."  This  is  the  classic  definition  uttered  from  the 
Supreme  Court  bench,  and  by  it  most  process  inventions 
may  be  classified.  If  the  alleged  method  answers 
to  this  and  other  tests  of  the  different  definitions  of  a 
process — if,  for  example,  a  hammock  is  to  be  woven, 
or  a  blank  shaped,  or  paper  folded  into  bags — and  the 
steps  are  detailed  in  terms  of  manipulative  or  equivalent 
operations,  a  true  process  results  even  if  the  same  can  be 
effected  only  by  machinery.  See  Westinghouse  vs. 
Boyden  et  ah,  S3  0.  G.,  1067. 
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But  if  the  alleged  method  can  not  stand  the  test  of  the 
application  of  the  definition,  if  it  is  dependent  upon  the 
operation  of  a  specific  machine,  and  an  examination  of 
the  art  and  the  disclosure  show  that  the  invention  is 
actually  for  the  machine,  then  the  claim  is  invalid  as  for  a 
"function  of  the  apparatus." 

DIVISION  INVOLVING  "FUNCTION  OF  THE  AP- 
PARATUS" CLAIMS. 

As  stated  in  Ex  parte  Steinmetz,  117  O.  G.,  901 :      : 

Division  should  not  be  required  between  claims 
to  an  apparatus  and  alleged  process  claims  which 
cover  the  mere  function  or  operation  of  the  appara- 
tus. 

Apparently,  we  have  here  an  exception  to  the  general 
rule  that  division  is  a  question  paramount  to  that  upon  the 
merits  of  the  individual  claims.  (See  Ex  parte  Alminana, 
100  O.  G.,  1331.)  But  a  closer  inspection  reveals  the 
fact  that  there  is  but  one  statutory  elass  of  invention  set 
forth  in  cases  of  this  kind,  inasmuch,  as,  from  a  considera- 
tion of  process  claims  of  the  character  defined,  we  have 
seen  that  the  actual  invention  behind  their  language 
must  of  necessity  reside  in  the  apparatus,  and  not,  as 
alleged,  in  the  process.  As  stated  in  the  body  of  the 
decision  in  Ex  parte  Steinmetz,  noted,  "a  machine  and 
the  mere  function  of  the  machine  can  hardly  be  said  to 
constitute  separate  and  independent  things."  The  de- 
fective assertion  of  the  invention  becomes  then  matter 
for  rejection  and  not  a  basis  upon  which  to  form  an  ac- 
tion to  divide.  This  proper  practice  is  set  forth  in  Ex 
parte  Frasch,  117  O.  G.,  1166,  as  follows: 

Held,  that  in  many  cases  the  question  of  divi- 
sion between  process  and  apparatus  claims  will  be 
simplified  by  consideration  of  the  question  whether 
the  process  claims  cover  the  mere  function  or  op- 
eration of  the  apparatus,  and  if  they  do  cover  the 
mere  function  or  operation  of  the  apparatus  dis- 
closed and  claimed  they  should  be  rejected  as  not 
covering  proper  processes  and  division  should 
not  be  required. 


CONCLUDING  REMARKS. 

The  tendency  of  the  practice  appears  to  be  in  the 
direction  of  simplicity,  to  give  applicants  a  reasonable 
latitude  of  expression,  and  to  free  the  consideration  of  the 
claims  of  undue  technicalities.  The  instances  where 
simple  inventions  are  baldly  claimed  in  terms  of  func- 
tion are  very  rare.  More  and  more  does  it  appear  to  be 
the  tendency  to  make  Section  4888  of  the  Revised 
Statutes  controlling  as  the  test  for  judging  the  sufficiency 
with  which  the  invention  is  claimed.  Does  the  claim 
mark  out  the  limits  of  the  invention  in  plain  and  clear 
language,  in  language  so  definite  that  it  can  be  under- 
stood, so  explicit  that  its  scope  can  be  defined?  If  so, 
the  invention  is  properly  expressed  in  probably  ninety- 
nine  cases  out  of  one  hundred,  and  the  state  of  the  art 
does  the  rest.  The  same  state  of  the  art  will  undoubtedly 
dispose  of  the  same  proportion  of  claims  suspected  of 
being  directed  to  the  "function  of  the  apparatus."  It  is 
only  necessary  in  this  instance  to  guard  against  issuing 
two  patents,  one  on  the  apparatus  and  the  other  on  the 
method,  where  the  claims  respectively  differ  only  in  the 
substitution  of  the  word  "means"  for  the  word  "method," 
for  the  courts  will  declare  the  later  patent  void  for  double 
patenting.    See  In  re  Creveling,  117  O.  G.,  1167. 
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Mechanical  Methods. 


The  term  "art"  as  used  in  the  patent  law  is  intended 
to  include  "methods"  and  "modes"  of  operation  as  well 
as  "processes." 

Mr.  Justice  Grier,  in  delivering  the  opinion  of  the  court 
in  Corning  vs.  Burden  (15  How.,  252),  said: 

"A  process  eo  nomine,  is  not  made  the  subject 
of  a  patent  in  our  act  of  Congress.  It  is  included 
under  the  general  term  'useful  art.'  An  art  may 
require  one  or  more  processes  or  machines  in 
order  to  produce  a  certain  result  or  manufacture. 
.  .  .  But  where  the  result  or  effect  is  produced 
by  chemical  action,  by  the  operation  or  applica- 
tion of  some  element  or  power  of  nature,  or  of  one 
substance  to  another,  such  modes,  methods,  or 
operations,  are  called  processes.  A  new  process 
is  usually  the  result  of  discovery;  a  machine  of 
invention." 

As  stated  in  Cochrane  vs.  Deener,  C.  D.,  1877,  242; 
.110.  G.,  687;  97  U.S.,  780: 

"A  process  is  a  mode  of  treatment  of  certain 
materials  to  produce  a  given  result.  It  is  an  act,  or 
a  series  of  acts,  performed  upon  the  subject- 
matter  to  be  transformed  and  reduced  to  a  differ- 
ent state  or  thing.  .  .  .  The  process  requires 
that  certain  things  should  be  done  with  certain 
substances  and  in  a  certain  order;  but  the  tools 
to  be  used  in  doing  this,  may  be  of  secondary 
consequence." 

The  terms  "process,"  "method,"  and  "mode"  are,  to  a 
certain  extent,  used  interchangeably  in  the  domain  of  in- 
vention and  discovery;  although  the  best  usage  would 
seem  to  indicate  that  the  term  "process"  should  be  used 
when  it  is  intended  to  refer  to  an  operation  including 


some  chemical  or  other  similar  elemental  action  or  the 
action  of  an  agency  of  nature. 

The  terms  "method"  and  "mode"  are  employed  more 
accurately  where  the  operation  intended  to  be  defined, 
is  mechanical  and  the  various  elements  and  parts  suffer 
no  change  in  composition. 

The  Supreme  Court  held  in  Risdon  Iron  and  Locomo- 
tive Works  i».  Medart  et  al.,  C.  D.,  1895,  330: 

"It  may  be  said  in  general  that  processes  of 
manufacture  which  involve  chemical  or  other 
similar  elemental  action  are  patentable,  though 
mechanism  may  be  necessary  in  the  application 
or  carrying  out  of  such  process,  while  those  which 
consist  solely  in  the  operation  of  a  machine  are 
not." 

In  this  case,  after  discussing  the  cases  of:  Mowry  vs. 
Whitney,  I  O.  G.,  499,  14  Wall.,  620;  Cochrane  vs. 
Deener,  C.  D.,  1877,  242;  Tilghman  vs.  Proctor,  C.  D., 
1881,  163;  O'Reilly  vs.  Morse,  15  How.,  62;  New  Process 
Fermentation  Co.  vs.  Maus,  C.  D.,  1887,  402;  Bell  Tele- 
phone case,  C.  D.,  1888,  321,  and  American  Bell  Tele- 
phone Co.  vs.  Dolbear,  C.  D.,  1883, 160,  the  court  said : 

"It  will  be  observed  that,  in  all  these  cases,  the 
process  was  either  a  chemical  one,  or  consisted 
in  the  use  of  one  of  the  agencies  of  nature  for  a 
practical  purpose. 

"It  is  equally  clear,  however,  that  a  valid 
patent  can  not  be  obtained  for  a  process  which  in- 
volves nothing  more  than  the  operation  of  a  piece 
of  mechanism,  or,  in  other  words,  fopthe  function 
of  a  machine." 

It  may  be  remarked  that  this  discussion  of  the  Su- 
preme Court  followed  a  number  of  decisions  which  it  had 
rendered  in  dealing  with  mechanical  methods  and  proc- 
esses as  follows: 

In  Downton  vs.  The  Yeager  Milling  Co.,  1883,  434, 
25  O.  G.,  697,  it  held  a  mechanical  process  of  "manu- 
facturing middlings-flour"  unpatentable  over  references, 
but  it  does  not  appear  to  have  considered  it  as  relating 
otherwise  to  an  unpatentable  process. 


In  Eames  vs.  Andrews  et  al.,  C.  D.,  1887,  378,  it  held  a 
"process  of  constructing  wells"  to  be  patentable  and  the 
patent  to  have  been  infringed.  In  Hoff  et  al.  vs.  The  Iron 
Clad  Manufacturing  Co.,  C.  D.,  1891,  332;  55  O.  G., 
139,  it  was  decided  that  claim  1  for  a  "method  of  forming 
the  body  of  a  coal-hod  or  other  similar  vessel,"  and  claim 
2  for  an  "article  of  manufacture,"  made  by  such  method, 
had  not  been  infringed,  and  while  some  doubt  was  ex- 
pressed as  to  patentability  over  references,  nothing  was 
said  as  to  the  unpatentability  of  a  mechanical  method. 

In  Hoyt  vs.  Home,  C.  D.,  1892,  435,  the  following 
claim  for  a  purely  mechanical  method  was  held  to  be 
valid  and  infringed: 

"The  improvement  in  beating  rags  to  pulp  in  a 
rag  engine  having  a  beater-roll  and  bed-plate 
knives,  consisting  in  circulating  the  fibrous  ma- 
terial and  liquid  in  vertical  planes,  drawing  the 
same  between  the  knives  at  the  bottom  of  the  vat, 
carrying  it  around,  and  over  the  roll  and  deliver- 
ing it  into  the  upper  section  of  the  vat,  sub- 
stantially as  described." 

In  Weatherhead  et  al.  us.  Coupe  et  al.,  C.  D.,  1893,  203, 
this  quoted  claim  was  held  to  be  for  the  function  of  a 
machine,  but  it  was  not  intimated  in  the  opinion  that 
mechanical  methods  were  unpatentable: 

"The  improvement  in  the  method  of  stretching 
hides,  which  consists  in  dragging  the  hide  over  a 
stretcher,  and  also  over  a  friction  table  or  beam, 
by  means  of  a  revolving  roller,  to  which  the  hide 
is  secured,  as  described,  whereby  as  the  hide 
is  passed  over  the  table  or  beam,  the  thicker 
portions  of  the  hide  are  detained  or  made  to  lag 
by  pressure  applied  to  such  thicker  portions,  to 
increase  at  such  points  the  friction  between  the 
hide  and  the  table,  substantially  as  specified." 

Risdon  vs.  Medart  was  followed  in  a  few  years  by 
Westinghouse  vs.  Boyden,  C,  D.,  1898,  444,  170  U.  S., 


537,  in  which  Mr.  Justice  Brown  delivered  the  opinion 

of  the  court,  saying  among  other  things: 

"Risdon  Locomotive  Works  vs.  Medart  and 
other  cases  assume,  although  they  do  not  ex- 
pressly decide,  that  a  process  to  be  patentable 
must  involve  a  chemical  or  other  similar  elemental 
action,  and  it  may  be  still  regarded  as  an  open 
question  whether  the  patentability  of  processes 
extends  beyond  this  class  of  inventions.  Where  a 
process  is  simply  the  function  or  operative  effect 
of  a  machine,  Corning  vs.  Burden,  Risdon  Loco- 
motive. Works  vs.  Medart,  and  other  cases  are 
conclusive  against  its  patentability ;  but  where  it  is 
one  which,  though  ordinarily  and  most  success- 
fully performed  by  machinery,  may  also  be  per- 
formed by  simple  manipulation — such,  for  in- 
stance, as  the  folding  of  a  paper  in  a  peculiar  way 
for  the  manufacture  of  paper  bags  or  a  new 
method  of.  weaving  a  hammock — there  are  cases  to 
the  effect  that  such  a  process  is  patentable,  though 
none  of  the  powers  of  nature  be  invoked  to  aid  in 
producing  the  result  (Eastern  Paper  Bag  Co.  vs. 
Standard  Paper  Bag  Co.,  C.  D-,  1887,  537,  41 
O.  G.,  231,  30  F.  R.,  63;  Union  Paper  Bag  Ma- 
chine Co.  vs.  Waterbury,  30  F.  R.,  389;  Travers  vs. 
Am.  Cordage  Co.  C.  D.,  1895,  125,  70  O.  G.,  277, 
64  F.  R.,  771);"  and  Mr.  Justice  Shiras  stated 
in  his  dissenting  opinion:  "I  can  not  assent  to 
what  is  perhaps  rather  intimated  than  decided 
in  the  opinion  of  the  court — that  what  is  called  a 
'process,'  in  order  to  be  patentable,  must  involve  a 
chemical  or  other  similar  elemental  action." 

After  Westinghouse  vs.  Boyden,  above  referred  to,  in 
which  the  majority  opinion  said  in  effect  that  it  is  still 
an  open  question  whether  claims  to  mechanical  methods 
are  patentable,  came  the  decision  The  Expanded  Metal 
Co.  vs.  Bradford  et  al.,  and  The  General  Fireproofing 
Co.  vs.  The  Expanded  Metal  Co.,  C.  D.,  1909,  521.  The 
claim  in  the  patent  in  suit  read  as  follows: 

"The  herein-described  method  of  making  open 
or    reticulated    metal    work,    which    consists    in 


simultaneously  slitting  and  bending  portions  of 
a  plate  or  sheet  of  metal  in  such  manner  as  to 
stretch  or  elongate  the  bars  connecting  the  slit 
portions  and  body  of  the  sheet  or  plate,  and  then 
similarly  slitting  and  bending  in  places  alternate 
to  the  first  mentioned  portions,  thus  producing 
the  finished  expanded  sheet  metal  of  the  Bame 
length  as  that  of  the  original  sheet  or  place,  sub- 
stantially as  described." 

The  most  pertinent  paragraph  of  this  opinion  is: 

"We  therefore  reach  the  conclusion  that  an 
invention  or  discovery  of  a  process  or  method  in- 
volving mechanical  operations,  and  producing  a 
new  and  useful  result,  may  be  within  the  pro- 
tection of  the  Federal  statute,  and  entitle  the 
ioventor  to  a  patent  for  his  discovery." 

In  Corning  vs.  Burden,  Mr.  Justice  Grier  said : 

".  .  .  It  is  when  the  term  process  is  used 
to  represent  the  means  or  method  of  producing 
a  result  that  it  is  patentable,  and  it  will  include 
all  methods  or  means  which  are  not  effected  by 
mechanism  or  mechanical  combinations. 

"But  the  term  process  is  often  used  in  a  more 
vague  sense,  in  which  it  can  not  be  the  subject  of  a 
patent.  Thus  we  say  that  a  board  is  undergoing 
the  process  of  being  planed,  grain  of  being  ground, 
iron  of  being  hammered  or  rolled.  Here  the 
term  is  used  subjectively  or  passively  as  applied 
to  the  machinery  operated  on,  and  not  to  the 
method  or  mode  of  producing  that  operation,  which 
is  by  mechanical  means,  and  the  use  of  a  machine, 
as  distinguished  from  a  process. 

"In  this  use  of  the  term  it  represents  the 
function  of  a  machine,  or  the  effect  produced  by  it 
on  the  materials  subjected  to  the  action  of  the 
machine.  But  it  is  well  settled  that  a  man  can  noi 
have  a  patent  for  the  function  or  abstract  effect 
of  the  machine,  but  only  for  the  machine  which 
produces  it." 


It  will  be  observed  that  the  court  did  not  directly  say 
that  methods  "which  are  effected  by  mechanism  or  me- 
chanicl  combinations"  are  not  patentable. 

In  the  case  of  Ex  Parte  Shippen,  C.  D.,  1875,  126, 
decided  by  the  Commissioner  of  Patents,  the  claim  was  as 
follows : 

"The  improvement  in  the  art  of  manufacturing 
wooden  shoes  by  machinery,  hereinbefore  set 
forth,  which  consists  in  cutting,  shaping,  and  bor- 
■  ing  the  blank  by  submitting  it  successively  to  the 
operation  of  mechanism  substantially  such  as  set 
forth." 

The  following  quotation  from  that  decision,  although 
the  holding  be  by  a  minor  tribunal  and  prior  in  point  of 
time,  appears,  in  view  of  the  Expanded  Metal  case  to  set 
forth  in  apt  language,  the  present  attitude  of  the  courts 
and  the  Office: 

"What  is  set  forth  is  a  well-defined  order  of  me- 
chanical operations.  The  successive  steps  are  all 
adapted  to  each  other,  and  the  operation  per- 
formed on  the  block  at  one  step  fits  it  to  receive 
the  operation  to  be  performed  upon  it  at  the  next; 
and  although  the  operation  is  wholly  mechanical, 
and  requires  a  peculiar  set  of  instruments,  yet  the 
order  in  which  the  successive  operations  are 
performed  is  not  inherent  in  the  machinery. 

"The  function  of  a  machine  is  that  operation 
which,  when  set  in  motion,  it  inevitably  per- 
forms. Thus  it  is  the  function  of  a  grinding-mill 
to  comminute  whatever  is  passed  through  it,  of  a 
lathe  to  give  shape  to  bodies  placed  in  it,  or  of  an 
auger  to  bore.  But  where  the  operation  of  the 
machine,  or  of  a  series  of  machines,  is  supple- 
mented by  some  new  method  of  operation  not 
contemplated  in  the  construction  of  the  machine, 
and  not  the  inevitable  result  of  its  operation,  and 
the  new  method  subserves  a  new  and  useful  pur- 
pose, it  may  amount  to  a  patentable  process, 
even  though  the  operation  depend  necessarily 
upon   the   machinery.     Such   was   the  process 


claimed  in  the  Voelter  patent  sustained  by  the 
court  (5  Fish.,  p.  340),  in  which  the  mill  or  stone 
upon  which  the  wood  was  to  be  reduced  to  fibre 
was  old,  and  the  novelty  consisted  in  placing 
the  wood  in  such  a  way  that  the  fibre  was  torn 
transversely— the.  change  in  which  the  invention 
consisted  being  solely  in  the  method  of  using 
the  machine,  which  method  was  not  contem- 
plated originally  in  making  the  machine,  did  not 
necessarily  result  from  its  operation,  required  evi- 
dent invention,  and  produced  a  new  and  improved 
result." 

The  opinion  of  the  Court  of  Appeals  of  the  District  of 
Columbia,  in  the  decision  In  re  Weston,  C  .D.,  1901,  290, 
94  O.  G.,  1786,  intimates  that  Risdon  vs.  Medart  seems 
to  have  been  misunderstood  by  some  courts  and  by  the 
Patent  Office,  as  restricting  the  patentability  of  processes 
to  those  which  involved  chemical  or  other  elemental 
action,  and  further  states:  "But  we  deem  it  unneces- 
sary to  go  into  that  consideration;  for  we  find  no  real 
antagonism  between  the  two  cases;"  that  is,  between 
Risdon  vs.  Medart  and  Westinghouse  vs.  Boyden. 

Whether  there  be  an  apparent  conflict  between  the  two 
decisions  or  not,  a  discussion  of  it  becomes  immaterial 
in  view  of  the  Expanded  Metal  case. 
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This  article  is  not  intended  as  an  exhaustive'or  com- 
parative exposition  of  the  theory  of  processes,  which 
task,  it  is  to  be  hoped,  will  later  be  taken  up  in  an  au- 
thoritative manner  by  some  one  of  our  seniors  in  the 
service.  What  has  been  aimed  at  here  is  to  refresh  our 
memories  by  means  of  a  brief  sketch,  with  a  few  homely 
examples,  of  some  of  the  familiar  basic  principles  of  the 
process  claimed  from  the  standpoint  of  patentability. 

What  is  a  process?  The  answer  is  not  easily  found, 
although  there  are  many  definitions.  Robinson  states 
in  Vol.  I,  sec.  159,  that: 

"An  art  or  process  is  an  act  or  series  of  acts 
performed  by  some  physical  agent  upon  some 
physical  object  and  producing  in  such  object 
some  change  either  of  character  or  of  condition." 

In  Cochrane  vs.  Deener,  11  O.  G.,  687,  it  is  said  that: 
"A  process  is  a  mode  of  treatment  of  certain 
materials  to  produce  a  given  result;  it  is  an  act 
or  series  of  acts  performed  upon  the  subject- 
matter  to  be  transformed  and  reduced  to  a  dif- 
ferent state  or  thing." 

As  stated  in  Hopkins  on  Patents,  Vol.  I,  page  45 — 
"where  a  result  or  effect  is  produced  by  chemical 
action,  by  the  application  of  some  element  or 
power  of  nature,  or  of  one  substance  to  another, 
such  operations  are  called  Processes.  One  may 
discover  a  new  and  useful  improvement  in  the 
process  of  tanning,  dyeing,  making  water-proof 
cloth,  vulcanizing  India  rubber,  smelting  ores, 
etc.,  irrespective  of  any  particular  form  of  ma- 
chinery or  mechanical  device."  This  is  a  process. 

To  these  definitions  there  are  certain  limiting  prin- 
ciples, as  laid  down  in  the  decisions,  which  form,  in  the 
majority  of  cases,  uniformly  logical  and  consistent  pre- 
cedents for  our  guidance.  As  to  the  seemingly  contra- 
dictory decisions,  we  must  remember  that  the  doctrine 


of  stare  decisis  does  not  always  find  sympathy  here;  and 
furthermore,  that  our  old  rule  of  law  that  "decisions — 
not  dicta — make  precedents"  is  observed  as  much  by  its 
breach  as  otherwise.  And  fortunately  so,  since  after  all 
every  patent  case  stands  upon  its  own  merits,  and  each 
one  of  our  guiding  decisions  may  be  entirely  misleading, 
if  interpreted  in  any  broad  sense  apart  from  the  peculiar 
facts  connected  with  that  case.  Hence,  our  judicial 
authorities,  by  decisions,  and  where  necessary  by  obiter 
dicta,  as  our  inventive  world  progresses,  are  constantly 
changing  the  illogical  and  unethical  practices  which  are 
not  consistent  with  our  broadening  ideas  of  patenta- 
bility. 

Therefore,  in  our  consideration  of  an  application  for  a 
process,  where  the  decisions  appear  inconsistent,  we 
must  examine  the  case  under  the  searching  rays  of  the 
one  great  question:  Is  this  process  new,  and  if  not,  has  a 
new,  useful  and  unobvious  result  been  obtained"}  Then,  a 
logical  application  of  a  few  guiding  principles,  in  the  en- 
deavor to  do  justice,  will  generally  determine  whether 
the  claim  is,  in  form  and  subject-matter,  patentable. 

Processes  have  been  classified  as: 

(a)  Those  involving  chemical  or  other  elemental 
action. 

(b)  Mechanical. 

A  chemical  process  is  clearly  and  uniformly  held 
patentable.  See  Westingkouse  vs.  Boyden  Co.,  C.  D., 
1898,  443;    Ex  parte  Rogers  and  Winslow,  87  0.  G.,  699. 

As  to  the  mechanical  process,  the  decisions  hold  that 
if  the  process  consists  of  a  mere  function  or  principle 
of  a  particular  mechanism,  and  it  does  not  appear  that 
it  can  be  carried  out  by  hand  or  by  any  other  form  of 
mechanism,  it  is  not  patentable.  The  machine  alone, 
and  not  its  method  of  operation,  should  be  claimed. 
See  In  re  White,  136  O.  G.,  1771;  Expanded  Metal  Co. 
vs.  Bradford,  143  O.  G.,  863.  See,  also,  Denning  Wire 
and  Fence  Co.  vs.  American  Steel  and  Wire  Co.,  169 
Fed.  Rep.,  793,  in  which  it  is  stated  that: 

"The  phrase  'functions  of  a  machine'  is  denned 
as  that  power  or  property  of  the  machine  of  acting 
in  the  specific  manner  designed  or  intended  by 
its  construction;  in  other  words,  that  which  the 


machine  is  designed  to  do,  as  distinguished  from 
the  machine  itself  and  from  the  prcduct  of  its 
action  on  something  external  to  itself." 

There  was  a  great  doubt  as  to  whether  a  process  is 
patentable  if  it  could  be  practiced  by  several  mechanical 
instrumentalities,  so  that  it  existed  as  an  invention  inde- 
pendently from  any  particular  machinery.  This  point  was 
finally  settled  by  Mr.  Justice  Day  in  Expanded  Metal 
Co.  vs.  Bradford,  214  U.  S.,  366,  in  which  he  held  that 
such  a  mechanical  process  is  patentable,  if  a  new  and 
useful  result  is  obtained,  any  expressions  in  Corning  vs. 
Burden,  15  Howard,  252;  Risdon  Iron  and  Locomotive 
Works  vs.  Medart,  358  U.  S.,  68,  to  the  contrary  not- 
withstanding.  See,  also,  Cochrane  vs.  Deener,  94  U.  S., 
780. 

The  machinery  to  perform  the  process  may  be  old,  or 
it  may  be  new  and  patentable.  If  the  machinery  is  old, 
but  is  operated  in  a  new  way  to  produce  a  new  and  un- 
expected result,  the  process  is  patentable. 

Of  the  rules,  covering  processes  in  general,  we  have: 

(I)  As  stated  in  Househill  Co.  vs.  Neilson,  1  Webster 
Patent  Cases,  673,  a  principle  can  not  be  the  subject  of  a 
valid  patent,  but  as  applied  it  may  be  the  subject  of  a 
patentable  invention.  Robinson  (Vol.  I,  sec.  135)  states 
that: 

"A  principle  is  some  natural  power  or  energy 
which  operates  with  uniformity  under  given  cir- 
cumstances, and  may  thus  be  contemplated  as 
obedient  to  law."     ... 

A  principle  covers  every  mode,  apparatus  or  process 
that  accomplishes  the  result.  See,  for  example,  Tilgh- 
man  vs.  Proctor,  19  O.  G.,  859. 

In  O'Reilly  vs.  Morse,  15  Howard,  112,  the  eighth 
claim  of  Morse  on  the  telegraph  was  construed  to  be  for 
the  use  of  an  electric  current  for  marking  signs  at  any 
distance,  i.  e.,  to  be  for  the  exclusive  use  of  one  of  the 
powers  of  nature  for  a  particular  purpose  and  hence  void. 

See,  also,  American  Bell  Telephone  Co.  vs.  Dolbear, 
23  0.  G.,  535,  which  states  that  the  discoverer  of  a 
natural  force  or  scientific  fact  can  not  have  a  patent  for 


that;  but  he  may  patent  a  process  by  which  he  makes 
use  of  a  certain  effect  of  one  of  the  forces  of  nature.  In 
other  words,  the  principle  that  heat  will  decompose  sub- 
stances can  not  be  patented,  as  involving  merely  the  use 
of  a  natural  force,  but  the  process  involving  the  decom- 
position of  marble  into  lime  and  carbon  dioxide  by  the 
application,  of  sufficient  heat  thereto  might  be  patent- 
able. This  involves  the  specific  application  of  a  principle. 

(II)  Along  the  same  lines  we  find  that  a  mere  process 
carried  out  by  nature  alone  is  not  patentable.  But  a 
patentable  process  may  be  had  where  a  force  of  nature 
is  put  into  operation  under  a  certain  specified  condition 
and  then  used  for  a  practical  purpose,  as  shown  by  the 
decision  in  Cameron  Septic  Tank  Co.  vs.  Village  of 
Saratoga  Springs,  159  F.,  453,  which  involved  the  process 
of  purifying  sewage  consisting  in — 

"subjecting  the  sewage  under  exclusion  of  air, 
of  light  and  of  agitation  to  the  action  of  anaerobic 
bacteria  until  the  whole  mass  of  solid  organic 
matter  contained  therein  becomes  liquefied,  and 
then  subjecting  the  liquid  effluent  to  air  and 
light." 

This  claim  was  not  considered  to  cover  a  mere  process 
of  nature. 

(III)  Similarly,  it  is  clear  that  a  process  must  cover 
more  than  a  mere  operative  theory.  See,  for  example, 
Manhattan  General  Construction  Company  vs.  Helios 
Upton  Co.,  135  Fed.  Rep.,  785. 

(IV)  It  goes  without  saying  that  a  process  must 
possess  some  utility.  See  Rembert  Roller  Compress  Co. 
vs.  American  Cotton  Co.,  129  Fed.  Rep.,  355. 

(V)  A  claim  should  be  either  to  a  manufacture  or  a 
process,  not  merely  to  the  use  of  a  thing.  See  Ex  parte 
Mayall,  1873,  C.  D.,  134;   Ex  parte  Averell,  11  Gourick, 

.  2,9. 

In  (fte  case  of  Morton  vs.  N.  Y.  Eye  Infirmary,  2 
Fisher,  320,  it  was  held  that  "the  use  of  ether  as  an 
anesthetic  was  invalid." 

(VI)  "Where  a  process  is  capable  of  being  carried 
out  by  a  variety  of  apparatus,  the  validity  of  the  claim  is 


not  affected  by  the  want  of  novelty  in  the  apparatus,  if 
this  process  is  new  and  produces  a  new  result." 
New  Process  Fermentation  Co.    vs.   Maus, 
C.  D.,  1887,  402,  122  U.  S.,  413. 

(VII)  "A  claim  for  a  process,  to  whatever  substance 
known  or  unknown  it  may  be  applied,  is  too  broad." 
Bailey  Washing  and  Wringing  Machine  Co.  vs.  Lincoln, 
4  Fisher,  379. 

Obviously,  the  claim  must  be  limited  to  some  art 
involving  a  particular  material  or  group  of  analogous 
materials.  For  example,  the  process  of  heating  a  sub- 
stance to  1,000  degrees  centigrade  to  melt  it,  and  then 
crystallizing  it  by  cooling  to  800  degrees  could  be  applied 
neither  to  water  nor  to  platinum.  The  process  is  neces- 
sarily limited  in  scope  to  a  few  particular  materials, 
and  should  not  be  claimed  in  any  broader  application. 

Of  course,  one  may  claim  his  invention  as  broadly  as 
the  limits  of  the  art  allow,  provided  the  claim  is  not 
broader  than  the  original  disclosure,  which  disclosure, 
in  turn,  must  be  sufficiently  clear  that  one  skilled  in  the 
art  may  be  able  to  utilize  the  same.  (Rule  34.)  For  ex- 
ample, in  Eisenstein  vs.  Fibiger,  160  Fed.  Rep.,  686,  a 
method  involving  coating  canes  with  varnish  and  sub- 
jecting to  a  temperature  of  240  to  300  degrees  for  not 
less  than  3  hours  was  held  void,  because  the  limits  of 
temperature  stated  were  so  wide  apart  that  the  process 
could  not  be  carried  out  throughout  the  whole  range 
claimed;  hence,  the  claim  was  too  broad  in  the  sense 
of  being  inaccurate,  vague  and  indefinite.  This  rule  has 
been  followed  in  The  Incandescent  Lamp  Patent  Case, 
159  U.  S.,  465,  and  In  re  Dosselman  et  al,  167  0.  G.,  983. 

(VIII)  "A  patentable  process  claim  must  include  all 
steps  necessary  to  produce  the  stated  or  any  useful 
result."  In  re  Creveling,  117  O.  G.,  1167. 

As  stated  in  this  decision,  the  claim  "appears  to  be 
neither  a  broad  statement  of  the  essence  of  the  invention, 
nor  a  statement  of  a  segregable  part  thereof,  in  itself 
novel  or  capable  of  producing  a  useful  result.  It  is,  upon 
its  face,  a  claim  purporting  to  cover  a  method  but  lacking 
one  of  the  steps  which  is  essential  to  the  carrying  out  of  the 
alleged  method." 


This  seems  to  be  clear,  following  the  precedents  of  the 
decisions  covering  claims  to  structure.  Each  claim  must 
define  an  operative  process,  however  broadly  stated. 
For  example,  in  making  a  battery  plate  involving  the 
four  steps  of  pasting  lead  oxide  on  a  grid,  treating  it  with 
sulphuric  acid,  drying  it  and  then  electrolyzing  as  a 
cathode  in  a  suitable  bath  to  form  a  spongy  lead  elec- 
trode—if these  four  steps  are  all  essential  steps  in  making 
the  electrode,  then  the  first  two  steps  alone,  for  example, 
are  not  patentable,  since  a  finished  and  useful  product 
is  not  produced  thereby. 

Of  course,  one  is  entitled  to  subprocess  claims  where 
they  can  be  properly  drawn.  As  stated  in  Ex  parte 
Oxnard  et  al,  C.  D.,  1899,  page  170: 

"An  applicant  may  properly  in  one  case  have 
claims  covering  the  principal  or  essential  steps 
of  his  process,  and  other  claims  including  these 
steps  together  with  other  specific  step3  which  are 
not  absolutely  necessary  to  the  performance  of 
the  process,  but  which  add  to  its  efficiency  or 
make  its  operation  more  perfect." 

In  this  case,  claim  1  omitted  the  intermediate  step, 
in  a  process  of  making  sugar,  of  "agitating  and  reducing 
the  temperature."  Applicant  contended  that  the  omitted 
step  was  not  essential  to  the  performance  of  his  process, 
although  it  was  an  improvement  and  rendered  the  process 
more  practical.  On  this  ground,  the  Examiner's  require- 
ment for  division  between  claims  1  and  2  was  overruled. 

Similarly,  in  the  example  covering  the  making  of  a 
battery  plate,  referred  to,  if  the  step  of  drying  the  plate 
is  not  essential,  but  merely  works  toward  greater  effi- 
ciency and  a  better  product,  it  may  be  left  out  of  a  broad 
claim.  The  claim  without  this  additional  step  covers  a 
complete,  useful  and  operative  invention  by  itself,  and 
therefore  is  a  true  subprocess  claim  under  the  specific 


(IX)  This  hypothetical  claim  suggests  a  difficulty, 
that  of  setting  forth  structure  in  a  process  claim.  As  a 
rule,  a  process  claim  should  be  expressed  independently 
of  the  specific  structure  of  the  article  treated  and  inde- 
pendently of  the  structure  of  the  apparatus  in  which  the 


process  is  carried  out.  So  far  as  the  steps  of  the  process 
are  concerned,  it  is  clear  that  it  is  immaterial  whether 
the  battery  grid,  or  plate,  is  made  of  woven  lead  wire 
gauze  or  of  a  reticulated  lead  plate  made  up  of  V-shaped 
bars  cast  together;  since  these  steps  of  pasting,  treating 
with  acid,  drying  and  electrolyzing  can  be  carried  out 
with  the  one  electrode  structure  as  well  as  with  the 
other.  Similarly,  if  the  claim  specified  "applying  the 
lead  oxide  paste  with  a  trowel  and  treating  the  electrode 
with  acid  in  a  rubber  lined  wooden  tank,"  it  would  be 
objectionable.  These  structures  have  no  patentable 
relation  to  the  process  steps.  See  ex  parte  Crecelius, 
116  O.  G.,  2531. 

For  example,  it  is  held  in  ex  parte  Ach,  97  0.  G.,  2411, 
that: 

"It  is  better  form  in  a  method  claim  to  state 
that  a  mixture  is  heated  at  a  moderate  tempera- 
ture than  to  state  that  the  same  is  heated  over 
a  water  bath."  See,  also,  In  re  Luten,  143  0.  G., 
1110. 

This  rule  can  not  always  be  applied,  however,  in  indi- 
vidual cases,  especially  in  mechanical  processes.  Here 
the  best  we  can  say  is  that  whatever  structure  is  essential 
should  be  set  forth  to  the  minimum  extent  and  only  in 
the  broadest  possible  terms,  since  no  patentability  is 
involved  over  the  broad  proposition  in  specifying  par- 
ticular structure. 

(X)  A  troublesome  question  is  that  of  Analogous 
Arts.  The  rule,  simply  stated,  seems  to  be  that  a  process 
claim  in  an  application  is  anticipated  by  a  patent  for  a 
similar  process  in  an  analogous  art.  See  Ansonia  Brass 
and  Copper  Co.  vs.  Supply  Co.,  58  O.  G.,  1694;  Lovell 
Manufacturing  Co.  vs.  Gary,  147  TJ.  S„  623. 

The  rule  is  clear,  but  its  application  is  difficult.  The 
sweeping  statement  has  been  made  that  an  old  process 
applied  to  new  material  is  not  patentable.  That  this 
statement  is  too  broad  may  be  seen  from  the  decision 
in  Tilghman  vs.  Morse,  1  O.  (?.,  574,  to  the  effect  that 
"Driving  cattle  off  a  railroad  track  with  a  blast  of  sand 
does  not  anticipate  sand  blasting  for  cutting  purposes." 

The  decisions  along  this  line  seem  confusing  until  we 
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approach  our  basic  question — does  such  an  application 
of  an  old  process  in  this  new  art  involve  inventive  skill — 
by  first  asking  what  is  the  purpose  or  the  result  to  be 
obtained  in  this  new  field?  If  a  new,  useful  and  unobvious 
result  is  obtained,  a  patent  should  be  granted.  To  make 
this  clear,  we  might  consider  a  few  guiding  decisions. 
For  example:  There  is  no  invention  involved  in  the 
cleansing  of  chewing  gum  by  the  same  process  used  for 
cleansing  rubber.  These  are  analogous  materials.  Adams 
re.  Loft,  4  Banning  &  Arden,  495. 

On  the  other  hand,  in  Tannage  Patent  Co.  vs.  Zahn, 
70  Fed.  Rep.,  1003,  a  process  of  manufacturing  leather 
was  held  to  be  not  at  all  analogous  to  a  similar  process 
for  treating  and  dyeing  fabrics. 

In  the  former  case  (Adams  vs.  Loft)  the  only  process 
was  that  of  cleansing  some  thing,  the  nature  of  the  thing 
being  immaterial,  since  the  results  in  the  two  operations 
were  the  same.  In  the  latter  case  it  was  held  that: 

While  the  process  of  tanning  hides,  abstractly 
considered,  involving  "saturating  with  acid,  and 
then  converting  this  into  an  oxide  by  chemical 
reduction"  must  always  be  the  same  chemical 
operation,  it  does  not  follow  that  there  is  no 
different  process  involved  when  this  operation  is 
applied  to  different  materials  to  accomplish  dis- 
similar results. 

In  accordance  with  these  decisions,  we  find  the  follow- 
ing processes  held  unpatentable: 

No  invention  is  involved  in  making  artificial 
tooth  crowns  by  the  well-known  process  of  strik- 
ing up  metals  by  means  of  a  die,  such  as  used  in 
making  thimbles,  eyelets,  etc.  Rynear  Co.  vs. 
Evans,  83  Fed.  Rep.,  696. 

The  method  of  casting  stove  covers  is  un- 
patentable over  a  similar  method  for  casting 
wheels,  shovels,  etc.  The  process  is  merely  that 
of  casting,  irrespective  of  what  is  formed  thereby. 
Ex  parte  Little,  C.  D.,  1869,  page  25. 

Painting  on  canvas  with  a  spray  anticipates 
such  on  china.  Fry  vs.  Rockwood  Pottery  Co., 
101  Fed.  Rep.,  723. 


A  process  for  coating  carbon  paper  anticipates 
the  same  applied  to  photographic  bromide  films. 
Eastman  Co.  vs.  Getz,  84  Fed.  Rep.,  458. 

A  method  of  filling  vessels  with  soda  water 
anticipates  the  same  applied  to  beer.  Golden 
Gate  Mnfg.  Co.  vs.  Newark,  130  Fed.  Rep.,  112. 

The  difference  between  a  process  of  blue 
tempering  wire  clock  bells  and  the  process  of  blue 
tempering  furniture  springs  is  at  most  a  difference 
in  the  articles  to  which  the  process  is  applied, 
and  is  not  a  difference  in  process.  Lovell  Mnfg. 
Co.  vs.  Cary,  62  O.  G-,  1821.  See,  also,  Howe  vs. 
Abbott,  2  Story,  190;  Brown  vs.  Piper,  91  V.  S., 
37;  Penn.  R.  R.  vs.  Locomotive  Truck  Co.,  110 
V.  S.,  490. 

On  the  other  hand,  we  find  a  class  of  decisions  holding 
certain  processes  patentable  and  supporting  the  theory 
of  Ansonia  Brass  &  Copper  Co.  vs.  Supply  Co.,  58  0.  G., 
1694.  It  was  held  in  this  decision  that: 

"If  an  old  process  be  put  to  a  new  use  which  is 
not  analogous  to  the  old  one,  and  the  adaptation 
of  such  process  to  the  new  use  is  of  such  character 
as  to  require  the  exercise  of  inventive  skill  to 
produce  it,  such  new  use  will  not  be  denied  the 
merit  of  patentability." 

Similarly,  a  process  applied  to  a  new  object  and  pro- 
ducing a  new  and  previously  unknown  result  is  patent- 
able. See  Mowry  vs.  Whitney,  14  Wallace,  620. 

The  process  of  regulating  electric  lights  does 
not  anticipate  a  similar  one  for  controlling  the 
speed  of  electric  cars.  Electric  Car  Co.  vs.  Nassau, 
91  Fed.  Rep.,  142. 

If  the  adaptation  of  an  old  process  to  a  new  use 
is  of  such  character  as  to  require  the  exercise  of 
inventive  skill,  it  may  be  patentable.  Smith  vs. 
Nichols,  21  Wallace,  112. 

This  case  held,  it  might  be  noted,  that  merely  making 
a  more  perfect  article  or  a  change  only  in  form,  propor- 
tion or  degree  or  the  substituting  of  equivalents  does  not 
involve  invention. 
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From  these  two  lines  of  decisions  we  are  safe,  I  believe, 
in  deducing  that  an  old  process  is  patentable  where  ap- 
plied in  a  new  art  to  produce  a  new,  useful  and  unob- 
vious  result.  But,  where  the  processes  differ  merely  in 
the  nature  of  the  material  acted  upon,  and  no  new  result 
is  produced,  patentability  is  not  involved.  Hence,  if  by 
any  accidents  of  classification,,  patents  covering  non- 
analogous  arts  should  be  found  together,  that  is  no 
reason  for  rejecting  an  application  in  one  art  upon  a 
patent  in  the  other  art,  although  they  involve  the  same 
process  steps,  if  there  is  a  difference  in  result  between 
the  two  cases.  If  a  patent,  for  example,  for  a  rotary 
dasher  churn  has  become  located  in  the  class  involving 
the  absorption  of  impurities  from  a  gas,  an  application 
for  the  latter  claiming  the  process  of  washing  a  gas  in  the 
spray  of  a  suitable  solution,  produced  by  a  dasher 
arrangement,  and  covering  a  similar  structure  to  the 
churn  and  apparently  the  same  process,  namely,  that  of 
agitating  a  liquid,  should  not  be  rejected  on  the  patent, 
because  of  the  entirely  different  functions  and  results 
obtained  in  the  two  processes,  one,  that  of  making  butter 
from  milk,  the  other,  that  of  removing  impurities  from 
a  gas. 

For,  in  the  initial  analysis  of  a  claim,  one  determines 
primarily  the  function  or  purpose  of  the  process,  what 
result  is  to  be  accomplished.  Then,  in  the  effort  to  judge 
the  patentability  of  the  claim  the  main  question  is  not, 
are  the  steps  of  the  process  met  by  the  patent  reference, 
but,  even  if  the  steps  disclosed  in  the  application  are 
apparently  identical  with  those  in  the  patent,  do  the  two 
processes  accomplish  the  same  results,  and  would  a  knowl- 
edge of  the  process  in  the  patent  lead  one,  skilled  in  the 
art,  to  carry  out  the  process  of  the  application  for  the 
purpose  stated,  without  exercising  the  inventive  faculty?  . 

( XI)  Aggregation  of  Processes : 

"The  addition  of  one  well-known  process  to 
another  well-known  process  does  not  constitute 
invention  unless  some  different  or  better  result 
is  produced  than  that  which  had  been  previously 
obtained."  Mond  vs.  Duell,  Commr.  of  Patents, 
91  O.  G.,  1437. 
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In  ex  parte  Harris,  168  O.  G.,  1033,  claims  for  pre- 
paring, storing  and  dispensing  a  beverage  were  considered 
aggregational,  since  each  of  the  steps  was  complete  in 
itself  and  independent  of  the  others.  In  the  case  of  Mond 
vs.  Duell,  cited  above,  applicant  claimed  the  lixiviating 
of  roasted  zinc  ores  by  caustic  soda,  thus  producing  a 
zincate  solution,  combined  with  a  specific  process  of 
electrolytically  depositing  zinc  on  an  electrode  from  a 
zincate  solution.  So  far  as  anything  set  forth  in  the  claim 
was  concerned  the  zincate  solution  made  by  treating 
the  ores  might  well  have  been  employed  in  many  kinds 
of  processes,  and,  again,  the  zincate  solution  of  the 
second  process  could  have  been  made  by  any  suitable 
method  other  than  the  one  specified. 

The  court  hinted,  however,  that  a  claim  properly 
drawn,  tying  together  these  different  steps  to  produce 
a  unitary  and  continuous  process  with  a  useful  and  novel 
result  would  be  patentable.  And  it  must  be  said  that  it 
is  more  often  faulty  construction  of  a  claim  than  any 
defect  in  the  inventive  idea  that  results  in  claims  being 
rejected  as  covering  an  aggregation  of  processes.  Hence, 
a  hint  thrown  out  by  the  Examiner  to  this  effect  will 
often  result  in  the  granting  of  a  good  patent.  In  that 
case  of  Mond  vs.  Duell,  applicant  probably  had  invented 
a  patentable  process  involving  the  manufacture  of 
metallic  zinc  from  the  ore  by  the  use  of  caustic  soda  and 
the  regeneration  of  the  soda  with  the  formation  of 
chlorine  as  a  by-product,  all  neatly  combined  in  a  uni- 
tary process;  bvi  the  claim  did  not  say  so.  As  shown  by 
Bate  Refrigerating  Co-  vs-  GiUett,  9  F .  R.,  387,  to  add  old 
processes  to  obtain  a  better  result  is  patentable.  Simi- 
larly, omitting  a  step  with  new  results  may  make  a  new 
process.   See  Lawther  vs.  Hamilton,  42  0.  G.,  487. 

{ XII)  "An  accidental,  unutilized  anticipation  of  a 
process  is  not  a  reference."  Tilghman  vs.  Proctor,  102 
V.  S.,  707. 

In  Carnegie  Steel  Co.  vs.  Cambria  Iron  Co.,  99  0.  G., 
1866,  it  was  stated  that: 

"Where  patentee's  process  of  mixing  molten 
metal  drawn  from  several  blast  furnaces  includes 
retaining  at  all  times  a  substantial  quantity  of 
molten  metal  in  the  mixer  and  this  step  is  what 


12 

adds  value  to  the  process  and  makes  it  a  success. 
Held,  not  anticipated  by  mixing  devices  in  which 
the  metal  might  be  retained  when  the  users  did 
not  contemplate  such  use  or  understand  its 
advantages." 

In  order  that  a  process  be  anticipated  by  a  prior  patent 
for  a  mechanism,  it  is  not  only  necessary  that  the  prior 
patent  might  have  been  used  to  carry  out  the  process, 
but  that  such  use  was  either  contemplated  or  would  have 
occurred  in  the  ordinary  mechanical  operation  of  the  device. 
In  the  decision,  In  re  Moulton  and  Jones,  191  O.  G.,  588, 
it  is  held  that : 

"A  method  of  condensing  steam  is  unpatent- 
able  over  a  prior  patent  showing  a  condenser, 
in  which  the  several  steps  of  the  process  are  car- 
ried out,  where  applicant  has  discovered  only  the 
underlying  principle  of  the  device." 

In  such  a  case — 

"the  first  patentee  is  entitled  to  his  mechanism 
for  every  use  of  which  it  is  capable,  even  though 
he  did  not  foresee  all  of  them."  See  the  decision 
in  New  Process  Fermentation  Co.  vs.  Koch,  29 
O.  G.t  535. 

(XIII)  "If  the  process  is  no  more  than  the 
necessary  or  obvious  manner  of  effecting  the 
product,  the  product  alone  is  patentable."  Ex 
parte  Trevette,  97  O.  G.,  1173. 

If  the  claims  are  accordingly  in  the  wrong  form  the 
Examiner  may  suggest  to  applicant  that  the  claim, 
although  expressed  as  a  process  is  nothing  more  in  fact 
than  an  improperly  worded  claim  for  the  product. 
Although  any  discussion  of  the  questions  of  election 
and  joinder  of  invention  will  not  be  attempted  here, 
it  may  be  noted  that  if  the  claim  was  not  in  the  wrong 
form  and  applicant  had  elected  to  prosecute  the  process 
claim,  then  he  has  bound  himself  by  the  election  and 
can  not  shift  over  to  the  article  or  apparatus  in  sup- 
port of  this  statement,  see  Ex  parte  Aberli,  91  0.  <?., 
2371. 


SPECIFICATION. 

( XIV)  Finally,  it  should  be  stated  that  applicant 
need  not  disclose  every  mode  or  all  the  types  of  apparatus 
that  he  may  employ,  but  he  should  set  forth  clearly  and 
completely  some  one  particular  mode  or  apparatus  by 
which  the  process  can  be  carried  out.  See  Tilghman  vs. 
Proctor,  12  Otto,  707. 

"If  a  process  has  been  described  without  the 
disclosure  of  any  known  means  to  accomplish 
the  result,  and  inventive  skill  would  be  required 
to  determine  such  means,  then  no  patentable 
process  is  involved."  Downton  vs.  Yeager  Milling 
Co.,    17   O.    G.,    906. 

CONCLUSION. 

In  concluding  this  article,  it  is  considered  sufficient 
merely  to  repeat  the  one  important  principle,  which  under- 
lies basically  the  whole  theory  of  the  process  claim: 

A  process  claim  is  patentable  if  it  covers  a  new  process, 
whether  the  result  is  new  or  old;  but,  if  the  process  steps 
are  old,  the  claim  is  not  patentable,  unless  a  new  and  useful 
result,  unobvious  to  those  skilled  in  the  art,  is  obtained. 

With  this  in  mind,  a  logical  and  conscientious  applica- 
tion of  the  few  theories,  as  outlined  here,  will  surely  not 
■work  any  injustice,  either  to  the  inventive  world  or  to 
the  general  public. 


*w* 


Pertinent  Decisions  and  Orders  Relating 

to  Some  of  the  Rules  of  the 

Rules  of  Practice. 


This  paper  is  intended  to  cover  a  few  pertinent  de- 
cisions and  Commissioners'  orders  relating  to  certain 
of  the  Rules  of  Practice.  I  have  by  no  means  made  an 
exhaustive  search  of  all  the  decisions  bearing  on  the 
rules  to  which  I  refer.  My  object  is  mainly  to  bring  to 
your  attention  decisions  that  were  rendered  before 
Underwood's  Digest  was  published,  decisions  and  orders 
that  bear  on  questions  arising  in  the  examination  of 
applications  for  Letters  Patent.  Some  of  the  rules  v:ere 
given  their  present  form  in  view  of  these  decisions.  All 
the  decisions  and  orders  cited  set  forth  what  I  consider 
good  practice. 

Rule  5.  "An  assignee  of  the  entire  interest  of  an  in- 
vention is  entitled  to  hold  correspondence  with  the  office 
to  the  exclusion  of  the  inventor." 

There  is  but  one  decision  that  bears  on  this  rule  to 
which  I  wish  to  call  attention,  namely,  Ex  parte  Baker, 
Commissioner's  MSS-,  vol.  41,  1889,  page  289.  In  the 
Baker  case  the  Examiner  had  required  the  power  of 
attorney  given  by  the  inventor  to  be  ratified  by  the 
assignee  of  the  entire  interest  of  the  invention  before  the 
office  would  further  recognize  the  attorney  in  the  prose- 
cution of  the  application.  In  considering  this  question 
on  petition,  Commissioner  Mitchell  said: 

"Unquestionably  the  assignee,  under  Rule'  5, 
is  entitled  to  hold  correspondence  with  the  office 
to  the  exclusion  of  the  inventor,  whenever  he 
asserts  that  right;  but  the  office  ordinarily  acts 
upon  the  presumption  that  the  assignee  of  the 
whole  interest  will  assert  his  right,  unless  he  is 
willing  to  be  represented  by  the  attorney  of  the 
inventor.  Until  the  assignee  does  assert  this  right 
it  is  the  practice  of  the  office,  to  be  deviated  from 


only  in  exceptional  cases,  to  recognize  a  corre- 
spondingly exclusive  right  on  the  part  of  the 
attorney  for  the  inventor." 

Rule  6.  "When  there  has  been  an  assignment  of  an 
undivided  part  of  an  invention,  amendments  and  other 
actions  requiring  the  signature  of  the  inventor  must  also 
receive  the  written  assent  of  the  assignees." 

In  considering  this  rule  I  find  that  there  are  five  in- 
stance's in  which  amendments  and  other  actions  require 
the  signature  of  the  inventor  and  therefore  the  written 
assent  of  the  assignee  of  an  undivided  part  of  an  inven- 
tion. They  are  concessions  of  priority,  abandonment  of 
an  application,  disclaimer  to  avoid  an  interference, 
application  for  reissue,  and  power  of  attorney. 

Another  feature  worthy  of  consideration  in  connection 
with  Rule  6  relates  to  an  assignee  of  an  undivided  part 
of  an  invention  within  and  throughout  a  specified  part 
of  the  United  States.  This  assignee  is  not  such  as  would 
come  under  Rule  6,  as  was  fully  discussed  in  Ex  parte 
Funston,  C.  D.,  18S9,  page  223. 

Funston  was  the  assignee  of  an  undivided  part  of  the 
invention  throughout  a  specified  part  of  the  United  States 
in  two  applications  of  David  Savage.  Funston  asked  that 
he  be  allowed  to  join  with  Savage  in  the  prosecution  of 
the  applications.  It  may  be  of  interest  to  hear  what 
Commissioner  Mitchell  said  on  this  point: 

"Considerable  discussion  has  been  indulged  in 
as  to  what  constitutes  an  assignee  and  the  mean- 
ing of  the  word  in  the  different  rules,  and  Funston 
insists  that  he  is  such  an  assignee  as  could  main- 
tain suit  for  infringement  of  his  patent  right  if  a 
patent  had  been  granted  to  Savage,  and  that  con- 
sequently he  should  be  allowed  to  prosecute 
jointly  with  Savage.  Reflection  upon  this  point 
in  the  case  must  make  it  clear  that  it  would  not 
be  policy  to  allow  any  one  but  an  assignee  who 
is  the  owner  of  an  undivided  part  of  the  entire 
invention  to  prosecute  an  application,  owing  to 
the  great  confusion  that  would  necessarily  result; 
for  if  it  should  be  held  that  any  assignee  of  the 
right  to  an  undivided  part  of  the  invention  within 


and  throughout  some  specified  part  of  the  United 
States  could  prosecute  an  application,  where  could 
the  line  ever  be  drawn  with  certainty.  An  in- 
ventor might  assign  an  undivided  half  of  his 
invention  to  a  different  person  in  each  of  the  dif- 
ferent States,  each  one  of  whom  would  be  such  an 
assignee  as  would,  upon  the  construction  put 
upon  Rule  6  by  Funston's  attorneys,  be  entitled 
to  prosecute  an  application.  Such  a  state  of  affairs 
was  not  contemplated  or  intended  to  be  brought 
about  by  the  framers  of  Rule  6." 

Rule  8.  "A  double  correspondence  with  the  inventor 
and  an  assignee,  or  with  a  principal  and  his  attorney,  or 
with  two  attorneys,  can  not  generally  be  allowed." 

I  need  take  but  a  minute  of  your  time  to  refer  to  but 
one  decision  in  reference  to  this  rule,  namely,  Ex  parte 
Jewett,  C.  D.,  1887,  page  17.  In  this  case  two  principal 
attorneys  were  appointed  by  the  applicant,  one  resided 
in  San  Francisco,  CaL,  and  the  other  in  this  city.  The 
applicant  failed  to  designate  which  one  the  office  should 
hold  correspondence  with.  In  discussing  this  point, 
Commissioner  Hall  set  forth  the  practice  as  follows: 

"Simply  as  a  matter  of  practice,  it  would  be 
well,  undoubtedly,  where,  like  the  present  case, 
one  independent  firm  located  in  some  other  city 
and  another  independent  firm  located  in  this  city 
are  each  and  both  nominated  as  principal  attor- 
neys, for  the  office,  in  the  absence  of  any  direction 
or  indication  of  the  intention  or  wishes  of  applicant 
or  of  the  attorneys  themselves,  to  conduct  its 
correspondence  with  the  resident  firm." 

Rule  14  relates  primarily  to  information  and  advice  to 
be  given  by  the  office  in  response  to  inquiries  about  sub- 
ject-matter not  pending  before  the  office.  However,  the 
part  that  concerns  us  is  found  in  the  last  three  lines  of 
paragraph  1,  and  is  as  follows: 

"nor  can  it  act  as  an  expounder  of  the  patent  law, 
nor  as  counsellor  for  individuals,  except  as  to 
questions  arising  within  the  office." 


This  part  of  the  rule  has  been  construed  as  giving  the 
Examiner  ample  authority  to  advise  an  applicant  con- 
cerning questions  of  novelty  which  he  has  disclosed  in 
his  application  but  has  failed  to  claim.  I  wish  to  quote 
briefly  from  two  decisions  to  bring  out  what  two  Com- 
missioners, for  whose  opinions  1  have  the  highest  regard, 
considered  good  procedure  under  this  part  of  Rule  14. 
The  first  one  is  Ex  parte  Donovan,  C.  D.,  1888,  page  100. 
This  case  came  before  the  Commissioner  on  petition 
from  the  action  of  the  Examiner  refusing  to  enter  an 
amendment  presenting  a  new  claim  which  applicant  con- 
tended that  the  Board  of  Examiners-in-Chief  had  recom- 
mended in  their  decision  on  an  appeal.  Commissioner 
Hail,  in  considering  the  refusal  of  the  Examiner  to  enter 
the  amendment,  said: 

"The  rules  of  the  office  .  .  .  point  out 
that  at  all  times  in  the  investigation  of  an  appli- 
cation and  in  the  progress  of  appeals  it  is  the  duty 
of  each  tribunal  having  jurisdiction  of  the  case 
to  see  to  it  that  the  inventor  shall  secure  a  patent 
for  whatever  patentable  matter  may  be  shown  in 
his  application.  As  has  been  frequently  stated 
by  me  in  decisions,  the  office  must  put  itself  in 
the  attitude  of  a  friend  and  not  of  a  litigant  with 
the  applicant,  and  see  that  he  secures  every  right 
that  belongs  to  him. 

"Now,  unquestionably,  if  under  Rules  68  and 
139  it  is  the  duty  of  the  Examiners-in-Chief  and 
the  Commissioner  to  suggest  and  recommend  in 
order  that  an  applicant  may  receive  letters 
patent  for  subject-matter  not  involved  in  the 
appeal,  it  must  be  the  duty  of  the  Primary  Ex- 
aminer in  the  examination  of  the  case  made  by 
him  to  point  out  and  recommend  the  same  thing. 
I  do  not  mean  by  this  that  it  is  the  duty  of  the 
Examiner  to  become  an  agent  or  an  attorney  far 
the  applicant,  but  I  think  in  all  cases  when  he  is 
satisfied  or  believes  that  the  application  contains 
patentable  matter  which  is  not  claimed,  it  is  his 
duty  to  advise  the  applicant  briefly  and  specifi- 
cally, precisely  as  the  Examiners-in-Chief  and 
the  Commissioner  are  authorized  to  do,  as  above 
stated." 


The  other  decision  is  Ex  parte  Bailey,  C.  D.,  1890, 
page  123,  by  Commissioner  Mitchell,  wherein  the  same 
point  arose  as  in  Ex  parte  Donovan.  The  Commissioner 
said: 

"As  to  the  second  point,  the  Examiner  states 
that  Rule  14  is  distinct  and  reflects  the  settled 
practice  in  stating  that  the  office  can  not  act  as 
counsellor  for  individuals.  Rule  14  makes  an 
exception  'as  to  questions  arising  within  the  office.' 
The  cases  are  not  relatively  numerous  in  which 
unsought  advice  should  be  tendered,  but  where 
advice  is  asked  there  is  no  reason  why  it  should  not 
ordinarily  be  given.  The  correct  practice  is  laid 
down  by  Commissioner  Hall  in  Ex  parte  Dono- 
van, C.  D.,  1888,  100,  and  I  desire  to  emphati- 
cally express  my  concurrence  in  the  views  set 
forth  in  that  case." 

Rule  19.  "Substitution  or  association  can  be  made  by 
an  attorney  upon  the  written  authorization  of  his  prin- 
cipal ;  but  such  authorization  will  not  empower  the  second 
agent  to  appoint  a  third." 

I  wish  briefly  to  refer  to  but  one  decision  in  connection 
with  this  rule,  namely,  Ex  parte  Ranks,  C.  D.,  1887, 
page  7.  In  the  Ranks  ease  an  associate  attorney  was 
appointed  by  the  applicant  without  the  consent  of  the 
principal  attorney.  In  considering  the  appointment  the 
Commissioner  held  that  an  associate  attorney  can  not 
be  nominated  by  an  applicant  without  the  consent  of  the 
principal  attorney.  If  this  were  permitted  it  would 
probably  result  in  confusion  in  the  prosecution  of  the 
application.  The  regular  course  would  be  for  the  prin- 
cipal attorney  to  nominate  his  associate  upon  the  written 
authorization  of  his  client.  The  nomination  of  an  asso- 
ciate attorney  made  by  an  applicant  without  the  eon- 
sent  of  the  principal  attorney  can  not  be  recognized  or 
acted  upon. 

Rule  34.  "The  specification  is  a  written  description 
of  the  invention  or  discovery  and  the  manner  and  process 
of  making,  constructing,  compounding,  and  using  the 
same,  and  is  required  to  be  in  such  full,  clear,  concise, 
and  exact  terms  as  to  enable  any  person  skilled  in  the  art 


or  science  to  which  the  invention  or  discovery  appertains, 
or  with  which  it  is  most  nearly  connected,  to  make,  con- 
struct, compound,  and  use  the  same." 

The  first  decision  to  which  I  wish  to  call  your  atten- 
tion is  Ex  parte  Kerr,  C.  D.,  1884,  page  27.  The  case  was 
before  the  Commissioner  on  petition  to  have  the  Ex- 
aminer's objection  that  the  specification  was  not  full  and 
sufficient  withdrawn.  The  decision  is  interesting  merely 
by  reason  of  the  Commissioner's  interpretation  of  the 
meaning  of  the  words  "skilled  in  the  art,"  which  were 
as  follows: 

"The  solution  of  this  question  turns  upon  the 
interpretation  which  should  be  given  the  words 
'persons  skilled  in  the  art.'  By  these  words  1  do 
not  think  is  meant  persons  who  excel  their  fellows 
in  particular  arts  or  sciences  in  which  they  are 
skilled,  but  merely  men  who  have  ordinary  or 
fair  information  in  that  particular  line." 

The  next  point  I  wish  to  refer  to  in  considering  Rule 
34  is,  in  my  opinion,  an  important  one;  that  is,  the  de- 
scription of  constructions  in  specifications  that  are  not 
shown  on  the  drawing.  In  my  experience  as  an  assistant 
Examiner  I  found  that  in  at  least  50  per  cent  of  the  appli- 
cations I  examined,  the  specifications  thereof  described 
modifications  not  illustrated  on  the  drawings.  Since 
examinations  are  made  mostly  by  "an  inspection  of  the 
drawings,"  applicants  should  be  required  to  illustrate  on 
the  drawings  all  modifications  described  in  the  specifica- 
tion or  cancel  the  description  thereof.  This  practice  is 
fully  warranted  and  clearly  set  forth  in  Ex  parte  Witty 
and  Caffrey,  C.  D.,  1884,  page  26,  in  which  Commis- 
sioner Butterworth  said: 

"Whether  a  particular  modification  described 
in  the  application  is  simply  a  mechanical  equiva- 
lent it  may  sometimes  be  difficult  to  determine. 
Counsel  is  aware  that  examinations  are  con- 
ducted, in  the  main,  by  an  inspection  of  the  draw- 
ings. It  is,  therefore,  not  only  proper,  but  neces- 
sary, that  each  drawing  shall  disclose  as  fully 
as  possible  the  invention,  and  also  the  substantial 


modifications  thereof,  in  order  that  two  patents 
may  not  be  issued  for  the  same  thing,  thus  doing 
injustice  to  the  public  and  to  the  patentees." 


Another  point  in  connection  with  Rule  34  may  be 
briefly  referred  to  by  reference  to  two  decisions  wherein 
a  reference  in  the  specification  to  a  co-pending  applica- 
tion for  a  full  disclosure  of  the  construction  was  held  not 
to  be  sufficient. 

The  first  of  these  decisions  is  Ex  parte  Borgfeldt, 
C.  D.,  1889,  page  199.  The  drawings  in  the  Borgfeldt 
application  disclosed  a  machine  and  the  claims  covered 
a  process.  The  description  was  not  sufficient  to  give  a 
clear  understanding  of  the  machine.  Applicant  under- 
took to  overcome  an  objection  to  this  effect  by  a  refer- 
ence in  the  specification  to  a  co-pending  application 
which  fully  described  the  machine.  Commissioner  Mit- 
chell, in  commenting  on  this  point,  said : 

"The  Examiner  is  correct  in  holding  that  a 
reference  to  a  contemporaneously-pending  appli- 
cation for  a  fuller  description  is  not  permissible. 
It  can  not  .  be  assumed  that  the  application 
referred  to  will  mature  into  a  patent." 


The  second  decision  is  Ex  parte  Chadwick,  C.  D., 
1891,  page  169.  The  Chadwick  application  was  for  an 
improvement  on  a  machine  disclosed  in  a  pending  appli- 
cation filed  by  another  inventor.  Reference  was  made  in 
the  Chadwick  application  to  the  co-pending  application 
for  a  full  disclosure  of  certain  parts  of  the  machine. 
On  this  point  Commissioner  Mitchell  said: 

"Descriptions  contained  in  pending  applica- 
tions are  not  portions  of  the  prior  art.  Such  appli- 
cations may  become  abandoned  by  failure  to 
prosecute,  they  may  become  forfeited  by  reason 
of  nonpayment  of  final  fee,  or  for  other  reasons 
they  may  never  mature  into  a  patent.  The  office 
can  not  act  upon  the  assumption  that  applica- 
tions will  necessarily  mature  into  patents,  and 
Rule  36  is  not  satisfied  by  a  refeience  to  pending 


applications  for  the  parts  which  'necessarily  co- 
operate with'  the  specific  improvement  for  which 
a  patent  is  asked." 

Another  point  of  interest  which  may  be  briefly  referred 
to  in  connection  with  Rule  34  is  the  practice  laid  down 
in  Ex  parte  Lewis  and  TJnger,  C.  D-,  1903,  page  303. 
Lewis  and  TJnger  filed  two  applications,  as  joint  in- 
ventors, and  prosecuted  claims  in  both  to  final  rejection. 
On  appeal  to  the  Board  of  Examiners-in-Chief  the  Ex- 
aminer was  reversed  as  to  certain  claims  in  both  appli- 
cations and  the  board  recommended  that  all  the  patent- 
able claims  should  be  embodied  in  one  of  the  applica- 
tions, which  recommendation  was  complied  with  and  the 
Examiner  passed  the  application  to  issue.  The  appli- 
cants then  filed  a  new  application  containing  the  allowed 
claims,  but  did  not  make  a  reference  therein  to  the  prior 
applications.  The  next  day  applicants  abandoned  the 
prior  applications.  The  Examiner  required  applicants 
to  insert  a  reference  in  the  specification  of  the  new  appli- 
cation identifying  the  prior  applications.  On  petition 
from  this  requirement  Commissioner  Allen  said : 

"It  is  clear  from  the  letter  of  abandonment 
.  .  .  that  the  applicants  intend  to  retain  all 
benefits  which  may  result  to  them  from  their 
prior  applications;  but  they  apparently  wish  to 
conceal  that  matter  from  the  public  until  it  be- 
comes necessary  to  use  it.  In  other  words,  the 
result  is  that  after  the  patent  is  issued  they  may 
use  the  applications  for  their  own  benefit  if  the 
occasion  required;  but  the  public  is  deprived 
of  the  right  of  using  whatever  there  may  be  in 
the  record  of  those  applications  to  the  prejudice 
of  the  rights  of  the  patentees.  The  public  will 
furthermore  be  deceived  and  misled  as  to  the 
record  date  to  which  the  patentees  are  entitled." 
"When  the  patent  is  granted,  all  proceedings 
leading  to  its  grant  should  be  public  property. 
The  rule  of  secrecy  no  longer  applies  to  those 
proceedings." 


The  Commissioner  in  the  following  paragraph  set 
forth  and  instituted  the  practice  as  follows: 

"It  is  held  that  the  present  application  should 
not  be  allowed  without  a  reference  to  the  prior 
applications  and  that  there  should  be  indorsed 
upon  the  file  wrapper  a  statement  that  it  is  a 
continuation  of  those  applications.  This  indorse- 
ment should  take  the  place  of  that  usually 
indorsed  upon  divisional  applications." 

In  Ex  parte  Taylor,  Jr.,  C.  D.,  1905,  page  45,  the  cir- 
cumstances were  a  little  different  from  those  in  Ex  parte 
Lewis  and  Unger.  The  Taylor  application  was  allowed 
and  forfeited  and  a  new  application  was  filed  for  the 
same  construction,  presenting  the  sole  claim  of  the 
forfeited  application.  The  Commissioner  held  that  the 
new  application  was  a  continuation  of  the  first  applica- 
tion and  that  the  new  application  should  contain  a  notice 
of  the  first  application,  for  the  reasons  set  forth  in  Ex 
parte  Lewis  and  TJnger. 

Another  decision  bearing  on  this  point  is  Ex  parte 
Kruse,  C.  D.,  1910,  page  119.  In  the  Kruse  application 
a  part  of  the  disclosure  was  for  the  same  subject-matter 
as  the  disclosure  in  a  previous  application  to  the  same 
inventor.  The  Commissioner  in  this  case  held  that  a 
subsequent  application  is  a  continuation  of  a  prior  appli- 
cation, when  the  two  have  common  subject-matter  as  in 
this  case- 
Commissioner  Moore  found  that  attorneys  were  some- 
what careless  in  amending  cases  in  accordance  with  the 
practice  laid  down  in  the  last  three  above  referred  to 
decisions.  Frequently  applications  were  found  to  be 
otherwise  in  condition  for  issue  and  the  requirement  of 
the  insertion  of  a  reference  in  the  specification  identify- 
ing the  parent  application  or  the  application  of  which 
the  present  application  is  a  continuation  had  not  been 
complied  with.  Consequently  another  action  on  the  part 
of  the  office  insisting  on  the  requirement  of  the  insertion 
of  the  reference  in  the  specification  was  necessary.  So 
in  order  to  facilitate  the  work  of  the  office,  the  Com- 
missioner, on  October  10,  1912,  issued  Order  No.  2010, 
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which  sets  forth  the  practice  to  be  followed  in  case3  of 

this  character,  and  is  as  follows: 

"When  an  application  is  filed  which  in  the 
opinion  of  the  Examiner  is  a  division  of,  a  con- 
tinuation of,  or  a  substitute  for  a  previously  filed 
application  but  which  contains  no  reference  to 
such  prior  application,  the  Examiner  will  require 
applicant  to  insert  the  proper  reference  to  the 
prior  application  in  the  specification.  If,  when  the 
case  is  otherwise  in  condition  for  allowance,  this 
requirement  has  not  been  complied  with  nor 
shown  to  have  been  improperly  made,  the  proper 
reference  to  the  prior  application  will  be  made  by 
an  Examiner's  amendment,  and  the  application 
passed  to  issue  forthwith." 

This  order  was  modified  by  Commissioner  Ewing 
September  19,  1913,  by  Order  No.  2071,  which  is  as 
follows: 

"When  an  application  is  filed  which  in  the 
opinion  of  the  Examiner  is  a  continuation  of  or 
a  substitute  for  a  previously  filed  application,  the 
Examiner  will  not  require  applicant  to  insert  a 
reference  to  the  prior  application  in  the  specifi- 
cation, it  being  regarded  as  sufficient  if  this  refer- 
ence appears  somewhere  in  the  record  of  the 
application.  The  Examiner  will  make  the  appro- 
priate entry  upon  the  face  of  the  file  wrapper. 
The  heading  of  the  printed  patent  will  conform 
to  this  entry," 

There  are  many  contingencies  sure  to  arise  under  this 
order  that  have  not  been  settled  by  any  decision  as  yet 
published.  For  example,  suppose  an  applicant  file3  a 
parent  application  containing  two  inventions,  he  then 
divides  and  files  a  second  application  containing  me  of 
the  inventions  plus  new  matter,  should  any  entry  thereof 
be  made  on  the  file  wrapper  of  the  parent  application? 
The  second  application  being  only  a  continuation  in 
part  of  the  parent  application. 

Just  one  more  reference  involving  Rule  34,  which 
relates  to  the  filing  of  substitute  specifications.    The 
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practice  relative  thereto  is  found  in  Ex  parte  Orewiler, 
C.  D.,  1911,  page  100.  This  case  came  before  the  Com- 
missioner on  petition  from  the  action  of  the  Examiner 
in  refusing  to  enter  and  consider  a  substitute  specifica- 
tion. In  declining  to  grant  the  petition,  Acting  Com- 
missioner Billings  said: 

"There  is  a  grave  objection  to  the  filing  of  sub  ■ 
stitute  specifications  in  that  such  action  requires 
the  office  not  only  to  examine  the  substitute 
specification  to  determine  whether  it  is  in  proper 
form  and  meets  the  requirements  of  the  law,  but 
also  to  carefully  compare  the  sams  with  the 
original  disclosure  in  order  to  determine  whether 
new  matter  has  been  inserted  therein." 

One  can  hardly  fail  to  realize  what  a  saving  of  labor 
this  practice  establishes,  especially  when  you  take  into 
consideration  heavy  machine  cases. 

Rule  37.  "The  specification  must  conclude  with  a 
specific  and  distinct  claim  or  claims  of  the  part,  improve- 
ment, or  combination  which  the  applicant  regdrds  as  his 
invention  or  discovery." 

A  paper  of  considerable  length  could  be  written  relative 
to  this  rule  by  reason  of  the  many  decisions  of  the  Com- 
missioners. However,  I  shall  refer  only  to  one  question 
which  I  have  found  frequently  arises  in  the  examination 
of  applications,  and  that  is  the  use  of  alternative  phrases 
or  terms  in  claims. 

One  or  two  of  the  Commissioners'  decisions  seem  to 
warrant  the  use  of  alternative  terms  when  the  terms  are 
equivalents.  However,  the  majority  of  the  decisions 
discourage  their  use.  It  seems  to  me  to  be  good  practice 
not  to  allow  alternative  terms  in  claims  at  all,  for  if  the 
terms  are  equivalents  only  one  is  necessary  and  if  they 
are  not  equivalents  they  render  the  claim  indefinite. 
If  this  practice  is  followed  there  would  be  no  possibility 
of  the  question  of  indefinite  ness  arising  in  any  litigation 
in  which  the  patent  may  become  involved.  In  connec- 
tion with  this  subject  I  wish  to  call  attention  to  four 
decisions,  which  seem  to  me  to  warrant  the  practice 
herein  stated. 

In  Ex  parte  Holden,  C.  D.,  1903,  page  442,  the  words 
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"rods  or  wires"  were  used  in  claim  2  to  designate  certain 
parts  of  the  apparatus.  Commissioner  Allen  said: 

"The  applicant  does  not  disclose  two  structures 
to  one  of  which  he  applies  the  term  'wires'  and  to 
the  other  the  term  'rods,'  but  applies  both  terms 
to  the  same  structure.  The  apparent  alterna- 
tiveness  is  one  of  language  merely  and  not  of 
structure.  If  both  of  these  terms  describe  the 
structure  correctly,  there  is  no  reason  for  objecting  - 
tr-  the  phraseology  'wires  or  rods.'  " 

While  the  alternative  phrase  used  was  held  to  be  per- 
missible, the  decision  warrants  the  practice  above  indi- 
cated. For  if  the  "alternativeness"  is  one  of  "language 
merely"  then  either  one  of  the  words  used  is  sufficient 
to  give  applicant  full  protection  and  all  possibility  of 
criticism  is  avoided. 

In  Ex  parte  Cook,  C.  D.,  1890,  page  81,  the  applicant 
used  in  the  claims  the  expressions  "brush  or  equivalent 
cleaning  device"  and  "brushes  or  equivalent  cleaning 
devices."  In  discussing  this  point  Commissioner  Mitchell 
said: 

"In  his  first  four  claims  applicant  does  not  em- 
ploy comprehensive  designating  language  appli- 
cable alike  to  all  the  forms  of  the  device.  If  the 
applicant  can  devise  some  one  form  of  expression 
which  comprehends  the  patentable  novelty  which 
is  common  to  all  of  the  forms  and  styles  shown 
and  described,  he  is  clearly  entitled  to  employ 
that  expression  to  cover  the  generic  invention, 
and  also  to  claim  specifically  whichever  of  the 
specific  forms  he  may  elect  to  cover  and  protect. 
An  inventor  is  always  entitled  to  equivalents — ■ 
that  is  to  say,  to  devices  which  operate  in  sub- 
stantially the  same  way  to  accomplish  substan- 
tially the  same  result  in  a  combination.  In  the 
present  case  if  the  applicant  desires  nothing  more 
than  the  benefit  of  the  law  of  equivalents,  the 
expression  'or  equivalent  cleaning  device'  is 
surplusage.  If  he  desires  some  advantage  beyond 
that  which  the  law  of  equivalents  gives  him,  he 
is  seeking  more  than  can  properly  be  accorded  to 
him." 
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In  Ex  parte  Caldwell  and  Barr,  C.  D.,  1906,  page  58, 
petition  was  taken  to  the  Commissioner  from  the  Ex- 
aminer's objection  that  the  terms  "a  mixing  compart- 
ment containing  a  quantity  of  coke  or  the  like,"  In  claim 
2,  and  "a  casing  containing  a  mass  of  coke,  brick,  or  the 
like,"  in  claim  3,  were  indefinite.  In.  denying  the  petition 
Commissioner  Allen  said: 

"It  is  always  objectionable  to  use  in  the  claims 
words  of  description  which  are  alternative  in 
form,  and  this  is  true  even  where  it  appears  from 
consideration  of  the  whole  case  that  the  words 
are  not  intended  to  convey  alternative  or  incon- 
sistent ideas.  Where  possible,  some  terms  of 
description  should  be  used  which  are  generic." 

In  Ex  parte  Phillips,  C.  D.,  1908,  page  195,  the  phrase 

"asbestos  or  its  equivalent"  was  used  in  the  claim.  Acting 

Commissioner  Billings,  in  criticising  the  phrase,  said: 

"The  objection  to  the  use  of  the  expression 

'or  its  equivalent'  is  believed  to  have  been  prop- 

•    erly  made.  It  is  objectionable  to  use  terms  which 

are  alternative  in  form,  and  where  possible  some 

terms  of  description  should  be  used  which  are 

generic." 

Rule  40.  "The  specification  must  be  signed  by  the 
inventor  or  by  his  executor  or  administrator.  .  .  . 
Full  names  must  be  given." 

It  is  only  necessary  to  dwell  on  this  rule  for  a  minute 
as  the  practice  is  laid  down  and  well  defined  in  Ex  parte 
Gentry,  Commissioner's  Order  No.  600;  Ex  parte  Clark, 
C.  D.,  1906,  page  339,  and  Commissioner's  Order  No. 
2018. 

In  Ex  parte  Gentry,  C.  D.,  1888,  page  115,  the  Ex- 
aminer had  objected  to  the  applicant's  signature  to  the 
specification  which  was  signed  "N.  Kate  Gentry"  as 
being  incomplete.  In  affirming  the  action  of  the  Exami- 
ner, Commissioner  Hall  said: 

"The  law  knows  but  one  Christian  name.  The 
middle  names  are  mere  matter  of  ornament  or 
of  social  distinction,  and  it  is  well  settled  that  an 
omission  of  the  middle  name,  or  of  the  initial  of 
the  middle  name,  is  wholly  immaterial." 
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In  order  to  make  the  practice,  as  laid  down  in  Ex 
parte    Gentry,    uniform,    Commissioner    Mitchell,    on 
June  4,  1890,  issued  Order  No.  600,  which  is  as  follows : 
"When  the  full  first  name  of  the  applicant  does 
not  appear  either  in  his  signature  or  in  the  pre- 
amble to  the  specification,   the  Examiner  will, 
in  his  first  official  letter,  require  an  amendment 
supplying  the  omission,  and  he  will  not  pass  the 
application  to  issue  until  the  omission  has  been 
supplied,  unless  an  affidavit  shall  have  been  filed 
setting  forth  that  the  full  first  name  is  the  one 
originally  given  by  him." 

In  Ex  parte  Clark  it  was  held  that  when  different 
forms  of  applicant's  name  appeared  in  the  preamble 
and  signature  to  the  specification,  one  of  them,  a  corrup- 
tion or  nickname,  an  affidavit  should  be  furnished  setting 
forth  applicant's  correct  name.  If  the  incorrect  form 
is  in  the  preamble,  correction  should  be  made  by  amend- 
ment. 

In  order  to  avoid  unnecessary  delay  in  passing  applica- 
tions to  issue,  Commissioner  Moore,  on  November  11, 
1912,  issued  the  following  order: 

"Order  No.  2018.  Supplementing  Order  No. 
600.  In  applications  otherwise  ready  for  allow- 
ance, where  the  first  name  of  the  applicant  is 
disclosed  in  the  record  but  does  not  appear  in 
the  preamble  to  the  specification,  the  Primary 
Examiner  will  insert  first  Christian  name  of  the 
applicant  by  amendment  to  the  preamble,  on 
form  No.  2254." 

Rule  42  relates  to  applications  presenting  claims  for 
separate  and  independent  inventions.  It  involves  the 
very  interesting  question  of  division  and  affords  subject- 
matter  on  which  a  book  could  be  written.  As  my  time 
limit  will  not  admit  of  an  extended  consideration  of  any 
one  question  owing  to  the  scope  of  the  matter  I  have 
undertaken  to  cover,  I  shall  refer  to  one  line  of  practice 
only  which  may  properly  fall  under  this  rule,  and  that  is 
the  practice  which  relates  to  genus  and  species  claims. 
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The  practice  relating  to  genus  and  species  claims  was 
clearly  laid  down  for  the  first  time  in  Ex  parte  R.  N. 
Eagle,  C.  D.,  1870,  page  137,  and  has  been  the  settled 
practice  from  that  date  to  the  present  day.  It  may  be  of 
interest  to  note  that  the  practice  relating  to  genus  and 
species  claims  is  the  only  practice  with  which  I  am 
familiar  that  has  stood  undisturbed  for  so  long  a  time. 
In  Ex  parte  Eagle,  the  subject-matter  of  the  specifica- 
tion was  a  tin  blacking  box,  having  resting  on  the  top  of 
the  blacking,  to  act  as  a  follower,  a  foraminous  plate, 
there  being  several  forms  of  the  plate  shown  and  de- 
scribed. The  four  claims  of  the  application  were  broad 
enough  to  cover  all  the  forms;  in  other  words,  they  were 
generic  to  all  the  figures  of  the  drawing.  The  Examiner 
required  the  applicant  to  limit  his  application  to  a  single 
species.  In  considering  this  requirement,  Commissioner 
Fisher  said: 

"The  applicant  describes  a'  new  genus,  to  wit, 
a  box  provided  with  a  follower.  He  may  fairly 
describe  several  species  of  the  genus,  and  may 
take  any  claim  that  is  generic  in  its  character 
and  included  them  all.  In  addition  to  this,  as  the 
genus  can  only  be  illustrated  by  at  least  one  of 
the  species,  he  may  select  one  of  the  embodiments 
of  his  invention  for  specific  claims;  but  he  can 
not  found  one  claim  on  one  species,  and  a  second 
on  another,  and  a  third  on  another,  and  so  on." 

If  any  one  desires  to  go  further  into  this  question 
attention  is  called  to  the  decision  of  Acting  Commissioner 
Doolittle  in  Ex  parte  Rowland,  C.  D.,  1877,  page  120, 
and  that  of  Commissioner  Paine  in  Ex  parte  Heaton, 
C.  D.,  1879,  page  95,  both  of  which  affirmed  the  practice 
laid  down  by  Commissioner  Fisher. 

Rule  46  relates  to  the  oath  to  an  application.  This 
rule  brings  to  our  attention  our  old  friend  Ex  parte 
Branna,  C.  D.,  1901,  page  232.  The  question  in  this 
case,  you  will  doubtless  recall,  was  whether  the  time 
intervening  between  the  date  of  executing  the  oath  and 
the  date  of  filing  the  application  complete  was  reasonable. 
The  time  intervening  was  thirty-one  days,  which  the 
Commissioner  held  to  be  unnecessarily  long  and  insisted 


16 

upon  the  requirement  of  a  new  oath.  To  have  proper 
"force  and  value"  when  questions  of  public  use  and  sale, 
publications,  and  prior  patents  are  concerned  the  appli- 
cation should  be  filed  immediately  after  the  execution 
of  the  oath. 

In  determining  what  is  a  reasonable  time,  Commis- 
sioner Allen,  in  Ex  parte  Branna,  set  forth  as  a  general 
rule  the  following: 

"As  a  general  rule  it  may  be  stated  that  the 
requirement  for  an  additional  oath  should  be 
made  where  the  delay  was  longer  than  three 
weeks  in  addition  to  the  time  which  may  natu- 
rally be  expected  to  be  required  in  transmitting 
the  papers  by  mail  to  this  office." 

Ex  parte  Branna  does  not  apply  in  divisional  applica- 
tions because  the  divisional  application  is  in  effect  a  part 
and  continuation  of  the  parent  application.  Ex  parte 
Davison,  C.  D.,  1912,  page  94. 

Rule  48  requires  a  supplemental  oath  when  a  claim 
is  presented  for  matter  "originally  shown  or  described 
but  not  substantially  embraced  in  the  statement  of  in- 
vention or  claim  originally  presented." 

The  main  reason  I  have  for  considering  Rule  48  is  the 
frequent  misunderstanding  of  the  function  of  the  rule. 
I  have  found  in  several  instances  attorneys  who  pro- 
fessed to  believe  that  new  matter  could  be  introduced 
into  an  application  when  supported  by  a  supplemental 
oath,  and  I  have  known  assistant  examiners  who  were 
of  the  same  opinion. 

New  matter  can  not  be  introduced  into  an  applica- 
tion properly  under  any  circumstances.  The  sole  purpose 
of  a  supplemental  cath  is  clearly  stated  in  Rule  48,  and 
it  can  be  used  only  to  support  .  .  .  "Matter  origi- 
nally shown  or  described  but  not  substantially  embraced 
in  the  statement  of  invention  or  claim  originally  pre- 
sented." 

This  point  was  clearly  set  forth  by  Commissioner 
Mitchell  in  Steward  vs.  Ellis  vs.  Lee  vs.  Howe,  C.  D., 
1889,  page  243,  as  follows: 

"The  office  of  a  supplemental  oath,  as  set  forth 
in  Rule  48,  is  to  justify  the  introduction  by  amend- 
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ment  of  a  claim  not  substantially  embraced  in  the 
statement  of  invention  or  claim  originally  pre- 
sented. Rule  48  affords  no  justification  for  the 
introduction  of  matter  by  way  of  amendment 
which  is  not  substantially  described  or  disclosed 
in  the  application,  whether  with  or  without  a 
supplemental  oath.  To  so  construe  Rule  48,  as  to 
warrant  the  introduction  of  what  is  commonly 
known  as  'new  matter'  would  be  to  ascribe  to  it 
a  function  utterly  without  warrant  of  law." 

Just  one  more  decision  in  connection  with  this  rule  and 
that  relates  to  the  form  of  asupplemental  oath.  In  Ex  parte 
Cook,  C.  D.,  1892,  page  232,  the  Examiner  evidently 
judging  from  the  character  of  his  action  was  of  the  opin- 
ion that  the  forms  given  in  the  Rules  of  Practice  were 
mandatory.  Here  is  what  Commissioner  Mitchell  said 
in  considering  that  point: 

"It  is  not  necessary  that  a  supplemental  oath 
filed  under  Rule  48  ef  the  Rules  of  Practice  specify 
the  serial  number  and  date  of  filing  of  the  applica- 
tion to  which  it  refers  if  the  proposed  amendment 
is  otherwise  properly  identified.  The  forms  given 
in  the  Rules  of  Practice  are  suggestive  and  not 
mandatory." 

Rule  50.  "The  drawing  may  be  signed  by  the  inventor 
or  the  inventor's  name  may  be  signed  thereon  by  the 
attorney,  and  must  be  attested  by  two  witnesses." 

In  Ex  parte  Kyle,  C.  D.,  1890,  page  84,  the  question 
between  the  Examiner  and  the  attorneys  was  whether 
the  two  witnesses  on  the  drawing  attested  the  drawing 
or  the  signature  to  the  drawing.  The  attorneys  insisted 
the  witnesses  attested  the  drawing,  while  the  Examiner 
maintained  they  attested  the  signature  to  the  drawing 
and  therefcre  the  member  of  a  firm  of  attorneys  who 
personally  signed  the  drawings  was  net  a  competent 
witness.  In  commenting  on  this  point  Commissioner 
Mitchell  said: 

"I  have  been  at  considerable  pains  to  investi- 
gate the  question  under  consideration  and  have 
been  unable  to  find  a  single  authority  in  support 
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of  any  other  view  than  that  the  witnesses  attest 
the  signature.  Under  such  circumstances  I  do 
not  feel  authorized  to  sustain  the  other  view  of 
the  construction  of  the  statute,  although  I  quite 
agree  with  the  eminent  authority  referred  to  that 
the  grammatical  construction  of  its  language- 
would  seem  to  indicate  that  the  witnesses  attest 
the  instrument  rather  than  the  signature.  .  .  . 
I  am  therefore  compelled  to  sustain  the  Examiner 
and  deny  the  petition." 

One  more  reference  in  connection  with  this  rule. 
Commissioner  Simonds  in  Ex  parte  Krause,  C.  D.,  1891, 
page  164,  in  reference  to  the  signature  to  the  drawing, 
said: 

"Section  4889,  Revised  Statutes,  requires  the 
drawings  to  be  signed.  Stamped  signatures,  as 
used  in  this  ease,  are.not  sufficient." 

Rule  52  also  relates  to  the  drawings  and  sets  forth  for 
the  most  part  details  governing  the  making  of  Patent 
Office  drawings  and  in  the  main,  concerns  the  Drafts- 
man's Division  only.  However,  there  are  two  sections 
thereof  which  interest  us  and  may  be  briefly  considered; 
namely,  sections  6  and  9. 

Section  6  has  to  do  with  reference  characters  on  draw- 
ings and  in  connection  with  this  section  I  wish  to  call  your 
attention  to  Ex  parte  Cook,  C.  D.,  1890,  page  81.-  In 
this  case  four  different  forms  of  the  invention  were  dis- 
closed on  the  drawing  and  each  of  the  forms  was  desig- 
nated by  the  same  reference  letter.  The  Examiner 
objected  to  the  use  of  the  same  letter  to  designate  the 
four  forms  disclosed  on  the  ground  that  they  were  modi- 
fications and  therefore  different  structures,  and  conse- 
quently the  use  of  the  same  letter  to  indicate  the  various 
structures  rendered  the  disclosure  confusing.  In  con- 
sidering this  point,  Commissioner  Mitchell  very  clearly 
and  concisely  suggested  the  practice  as  follows: 

"In  the  present  case  four  different  forms  of 
cleaner  are  shown,  the  first  form  being  a  bristle- 
faced  brush,  as  shewn  in  Figs.  1,  2,  3,  and  7; 
the  second  form  being  composed  of  a  backing  of 
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wood  and  a  facing  of  chamois  skin,  as  shown  in 
Fig.  5;  the  third  being  composed  of  a  backing 
of  wood  faced  with  India-rubber,  as  shown  in 
Fig.  6,  and  the  fourth  being  composed  of  a  stick 
wrapped  with  cloth,  as  shown  in  Fig.  8.  Each  of 
these  four  different  forms  of  cleaner  is  designated 
by  the  same  reference  letter  F.  These  parts, 
though  described  as  equivalent  devices,  are  never- 
theless different  parts  within  the  meaning  of 
Rule  52,  and  they  clearly  come  within  the  pro- 
hibition of  the  rule,  which  says  that  the  same 
character  must  never  be  used  to  designate 
different  parts." 

"The  question  immediately  under  considera- 
tion is  solved  by  the  language  of  the  present  rule. 
Formerly  the  rule  simply  provided  that  if  the 
same  part  of  the  invention  appeared  in  more  than 
one  figure  it  should  always  be  represented  by  the 
same  letter.  As  the  rule  now  reads,  a  prohibitory 
clause  is  added,  providing  that  the  same  char- 
acter must  never  be  used  to  designate  different 
parts.  The  same  parts  only  can  be  designated  by 
the  same  character,  but  nullum  simile  est  idem. 
If  alternative  constructions  or  modifications  are 
shown,  a  permissible  method  is  to  employ  the  same 
letter  with  an  appended  figure  or  exponent — as 
A,  A1,  A',  A*, — thereby  at  once  conforming  to  the 
rule  and  at  the  same  time  suggesting  the  presence 
of  similarity  and  the  absence  of  sameness." 

Section  9  prohibits  advertisements  of  any  description 
on  the  drawings.  It  is  so  clear  as  to  need  no  comment 
and  I  only  desire  to  refer  to  a  letter  of  the  Commissioner 
to  the  Chief  Draftsman  on  October  5, 1885,  which  defines 
the  meaning  of  the  word  "advertisement"  as  used  in  this 
section.  The  letter  in  substance  is  as  follows: 

The  word  "advertisement"  applies  to  anything 
known  as  such  or  anything  that  favors  any  par- 
ticular person,  place  or  country.  Fictitious  names 
may  be  used  as  John  Doe  and  names,  etc.,  that 
do  not  favor  any  particular  person,  place  or 
country. 
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Rule  75  relates  to  affidavits  for  the  purpose  of  over- 
coming references.  My  remarks  are  confined  to  the  part 
of  the  rule  concerning  domestic  patents.  In  this  connec- 
tion I  wish  to  briefly  refer  to  two  decisions  to  bring  out 
what  an  affidavit  under  this  rule  should  set  forth. 

The  first  one  is  Ex  parte  Saunders,  C.  D.,  1883,  page 
23.  On  this  point  Commissioner  Marble  said: 

"If  the  applicait  rests  his  claim  of  invention 
upon  drawings  or  devices  made  by  him,  he  should 
produce  such  drawings  or  machines  or  furnish 
copies  or  representations  of  the  same,  in  order 
that  the  office  may  judge  whether  he  in  fact  made 
the  invention  claimed  in  his  application." 

Commissioner  Mitchell  in  Ex  parte  Donovan,  C.  D., 
1890,  page  109,  set  forth  this  point  clearly  as  follows: 

"If  the  applicant  made  sketches,  he  should  so 
state,  and  produce  and  describe  them;  if  the 
sketches  were  made  and  lost,  and  their  contents 
are  remembered,  they  should  be  reproduced  and 
furnished  in  place  of  the  originals.  The  same 
course  should  be  pursued  if  the  disclosure  was  by 
means  of  models.  If  neither  sketches  nor  models 
are  relied  upon,  but  it  is  claimed  that  verbal  dis- 
closures, sufficiently  clear  to  indicate  definite 
conception  of  the  invention,  were  made,  the  wit- 
ness should  state  as  nearly  as  possible  the  language 
used  in  imparting  knowledge  of  the  invention 
to  others.  By  whatever  means  the  applicant 
claims  to  have  disclosed  the  invention  he  must 
so  present  those  means  to  the  Examiner  as  to 
enable  him  to  determine  whether  or  not  the  in- 
vention was  present  in  the  disclosure.  The  mere 
statement  of  the  applicant  that  he  disclosed  the 
invention  is  of  no  avail,  either  to  constitute  evi- 
dence of  disclosure  or  to  impart  sufficiency  to  a 
Statement  of  facts  in  themselves  inadequate." 

The  practice  was  held  to  be  in  such  cases  that  where 
the  Examiner  believed  the  affidavit  to  be  insufficient  he 
should  reject  the  claims  involved  on  that  ground. 
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You  will  note  that  the  rule  distinctly  provides  that  an 
affidavit  applies  only  in  the  case  of  a  "domestic  patent 
which  substantially  shows  or  describes  but  does  not 
claim  the  rejected  invention."  If  the  rejected  invention 
is  claimed  in  the  patent  the  applicant  should  make  the 
claim  or  claims  of  the  patent  that  clearly  read  on  appli- 
cant's construction,  so  that  the  question  of  priority  of 
invention  may  be  determined  by  an  interference  pro- 
ceeding. The  practice  in  this  particular  was  definitely 
stated  in  Ex  parte  Card  and  Card,  C.  D.,  1904,  page  383. 

In  this  decision  the  Commissioner  held  that  the  Ex- 
aminer was  correct  in  suggesting  certain  claims  of  the 
patent  to  the  applicants  for  the  purpose  of  interference. 
Also  that  the  Examiner  was  right  in  informing  the  appli- 
cants that  unless  they  made  the  claims,  certain  claims 
in  applicants'  application  which  the  patentee  could  make, 
or  which  read  on  the  construction  disclosed  in  the  patent, 
would  be  rejected  on  the  patent.  Furthermore,  the 
Examiner  rightly  fixed  a  time  limit  within  which  the 
applicants  should  make  the  claims  suggested. 
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Formal  Objections. 

By 

CHARLES  K.  WEAD, 

First  Assistant  Examiner,  Division  5, 

United  States  Patent  Office. 


Rule  34  following  the  Statute  §4888  requires  that  the 
specification  of  an  application  for  a  patent  shall  be  "in 
such  full,  clear,  concise  and  exact  terms  as  to  enable  any 
person  skilled  in  the  art  or  science  to  which  the  invention 
or  discovery  appertains  ...  to  make,  construct, 
compound  and  use  the  same,"  and  the  statute  further 
requires  that  the  applicant  shall  particularly  point  out 
and  claim  his  invention.  So  the  law  requires  that  300  or 
400  of  us  perform  continually  the  unwelcome  task  of 
censors.  Obviously  much  the  greater  part  of  the  work 
must  be  done  by  the  assistant  examiners,  for  the  primary 
Examiner  will  rarely  have  occasion  to  act  on  questions 
of  censorship  unless  they  have  been  raised  by  an  assistant. 
The  assistants  are  left  mainly  to  their  own  judgment  in 
the  matter,  with  little  test  of  their  judgment  either  by 
entrance  or  promotion  examinations  and  with  few  deci- 
sions to  promote  uniformity  and  team-work.  And  so 
men  are  found  taking  almost  every  attitude  from  an  easy- 
going ignoring  of  the  Statute  to  that  of  the  unnamed 
Examiner,  who  tradition  says,  wanted  a  case  to  be  not 
only  in  good  English,  but  in  elegant  English. 

Let  us  consider  from  three  points  of  view  this  duty  of 
criticism,  censorship,  blue-penciling,  revision,  objection, 
playing  schoolmaster,  assisting  applicants,  or  whatever 
one  likes  to  call  it. 

1.  What  is  involved  in  it. 

2.  How  it  may  best  be  carried  out. 

3.  What  light  do  the  decisions  throw  on  our  daily 
problems. 
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Start  with  the  law  of  1790,  which  states  the  purpose  of 
the  specification  to  be  "totthe  end  that  the  public  may 
have  the  full  benefit  thereof  after  the  expiration  of  the 
patent  term."  This  makes  clear  the  purpose  to  grant  the 
patent,  not  in  the  inventor's  interest,  but  for  the  public 
good,  and  because  there  is  some  new  knowledge  offered 
to  the  public.  If  this  knowledge  is  offered  in  a  foreign 
language,  or  in  Miltonian  English,  or  in  a  verbose,  un- 
grammatical,  incomplete  or  inaccurate  way,  its  avail- 
ability to  the  public  is  diminished  or  destroyed.  So  one 
of  the  duties  of  the  Examiner  is  to  look  out  for  the 
public  interest ;  and  if  the  good-natured  decision  is 
quoted  to  him,  "the  largest  latitude  should  be  given  to  the 
applicant,"  he  may  make  the  very  obvious  reply — "the 
man  who  writes  a  passage  can  not  judge  whether  it  is 
clear  so  well  as  the  man  who  reads  it."  A  writer  does  not 
always  know  what  his  words  will  mean  to  another 
man,  and  they  may  not  convey  his  real  intent.  In  New 
York  State,  a  century  ago  a  deed  conveying  land  had  to 
be  submitted  to  a  magistrate  for  him  to  append  a  certi- 
ficate to  the  effect  "I  have  examined  the  above  deed,  a:id 
do  approve  it  for  record."  An  odious  censorship  some 
might  say,  but  it  probably  ensured  a  valid  deed,  a,id 
defined  the  right  of  the  grantee  and  those  holding  under 
him.  Our. responsibility  is  quite  similar,  but  a  thousand 
people  may  be  interested  in  each  application  that  leaves 
our  hands  for  the  Issue  Division.  Not  one  in  a  hundred 
of  the  patented  cases  ever  reaches  the  courts,  but  every 
patent  is  read  by  many  people  whose  time  is  wasted  if  we 
have  passed  a  description  which  is  not  clear,  concise,  and 
exact. 

In  trying  to  find  the  limits  of  necessary  or  allowable 
criticism  one  limit  is  easily  fixed — the  standard  of 
specification  writing  must  not  be  set  too  high  to  be 
reached  by  thousands  of  inventors  or  their  attorneys  with 
a  little  help,  and  by  hundreds  of  Examiners  who  have 
specialized  in  lines  other  than  English  prose  composi- 
tion. 

It  is  clearly  within  proper  limits  to  object  to  incorrect, 
ambiguous  or  misleading  words,  terms,  or  phrases,  aid 
where  an  art  has  recognized  technical  terms  their  use 


should  be  required.  There  is  no  better  brief  characteri- 
zation of  a  science  than — a  body  of  systematic  knowledge 
having  an  accurate  nomenclature;  and  any  man  respon- 
sible for  using  or  for  permitting  the  use  with  a  broader 
or  different  meaning  of  terms  having  an  established 
specific  technical  meaning  in  an  art,  shows  a  lack  of  the 
scientific  spirit. 

The  limits  are  not  so  well  defined  regarding  criticisms 
for  clerical  errors  and  lack  of  clearness;  short-hand  and 
rapid  typewriting  are  responsible  for  many  slips  that  any 
applicant  would  want  to  correct;  rapid  dictation  pro- 
duces wonderful,  long  passages  whose  beginning  is  for- 
gotten before  the  period  is  reached;  these  of  course 
should  be  broken  up;  sentences  are  sometimes  incomplete 
and  grammatical  errors  occur;  proper  punctuation,  para- 
graphing, and  hyphens  to  make  compound  words  are 
often  needed,  for  they  are  great  aids  to  clearness.  Al- 
though the  Government  Printing  Office  has  published  a 
seventy-page  book  of  rules  for  the  printing  of  patent 
specifications  which  prescribes  minutely  punctuation, 
paragraphing,  abbreviations,  and  the  spelling  of  hun- 
dreds of  words,  this  editorial  revision  is  not  supposed 
to  change  the  sense  of  a  passage,  and  many  sorts  of 
errors  can  never  be  corrected  by  it. 
Robinson  says  (II,  p.  77) : 

The  description  ought  to  be  confined  to  three 
points:  Attributes,  Manner  of  Making,  Mode  of 
Use.  Whatever  matters  of  narration  or  assertion 
pass  beyond  these  limits  are  surplusage  and  are  at 
least  unnecessary  and  objectionable.  It  is  suffi- 
cient for  persons  skilled  in  the  art,  when  construed 
as  a  whole.  Description  of  each  one  of  its  three 
subjects- matter  must  be  correct,  complete,  and 
intelligible  (page  87).  Description  may  not  be  in- 
telligible, either  because  of  its  undue  brevity 
or  its  excessive  prolixity  or  the  strangeness  of  its 
words  or  the  confused  arrangement  of  its  sen- 
tences (page  91).  If  experiment  or  inventive 
skill  on  the  part  of  the  user  is  necessary  the 
description  is  fatally  ambiguous. 


In  view  of  the  constant  argument  that  the  courts  have 
sustained  objectionable  claims  Commissioner  Marble's 
statement  must  be  remembered: 

"The  fact  that  the  courts  will  sustain  patents 
in  order  to  protect  the  rights  of  parties  or  that 
patents  have  been  improperly  issued,  furnishes  no 
Rule  of  action  for  this  Office."  20  O.  G.,  1893. 

But  the  courts  do  nGt  always  overlook  defects;  one 
judge  says: 

"A  very  large  part  of  the  record  consists  of 
arguments  in  the  form  of  depositions  upon  the 
true  construction  of  Root's  specification,  and  its 
sufficiency.  They  are  able  arguments;  but  a  few 
lines  cf  specification  would  have  been  worth 
them  all."    Root  vs.  Lamb,  C.  D.,  1881,  p.  191. 


Examine  now  the  various  parts  of  the  specification. 

The  drawings  may  be  criticized,  first  as  to  their  suffi- 
ciency; the  rules  are  explicit  that  they  shall  illustrate 
every  feature  claimed,  and  a  decision  requires  that 
modifications  or  features  described  must  be  shown;  on 
the  other  hand,  the  filing  of  an  excessive  number  of 
sheets  is  an  imposition  on  the  applicant  and  the  office. 
On  the  drawings,  it  is  in  accordance  with  the  best  prac- 
tice to  have  the  section  lines  numbered  to  agree  with 
the  figures ;  to  have  numerals  used  instead  of  letters  where 
there  are  many  of  them,  and  to  have  them  begin  above 
the  highest  figure  number;  to  have  them  come  in  strict 
order  in  the  description  and  consecutively  except 
for  a  break  where  the  description  passes  from  one  part 
of  a  machine  to  another.  Where  letters  are  preferred, 
to  avoid  confusion  there  should  not  be  used  both  capitals 
and  small  forms  of  c,  o,  v,  x,  y,  z,  and  others  that  are 
nearly  alike,  and  in  musical  cases,  A  to  G  should  not  be 
used  for  reference  characters.  Sometimes  the  characters 
are  so  irregular  that  a  new  specification  and  changes 
on  the  drawing  are  necessary.  In  one  case  having  a  very 
inconvenient  though  systematic  notation,  the  Examiner 
was  directed  by  the  Commissioner  to  write  the  attorney 


that  any  future  cases  with  such  notation  would  be 
returned. 

Where  a  machine  is  at  all  complicated  it  is  sometimes 
Aery  helpful  to  have  a  diagrammatic  figure,  and  arrows 
to  show  the  directions  of  motion,  and  words  defining 
parts  or  their  location;  often  it  is  almost  essential  to  have 
the  work  shown  in  its  relation  to  the  machine.  In 
eleotrical  cases,  care  should  be  taken  to  have  as  few 
crosses  of  conductors  as  possible;  the  distinction  be- 
tween branch- circuits  and  their  common  part  should 
be  clear;  and  the  diagrams  should  not  be  mixed  up  with 
structure;  a  large  share  of  the  drawings  of  electrical 
musical  instruments  are  defective  in  these  respects  when 
filed.  Any  unusual  or  striking  feature  on  the  drawing 
should  be  fully  described. 

A  short  title  is  required  by  the  statute,  though  the 
word  "short"  is  omitted  in  the  Rules.  Commissioner 
Simonds  decision  in  Ex  parte  Nikola  (C.  D.,  1891,  p. 
215),  sustained  the  Examiner  in  objecting  to  an  inaccu- 
rate title.  The  title  should  indicate  the  art,  and  pre- 
ferably be  rather  specific;  where  there  is  a  suitable  trade 
name  or  office  sub-class  name  it  should  be  used.  Any 
one  who  has  ever  tried  to  use  the  court  set  of  patents 
furnished  to  various  cities  knows  that  the  present  annual 
indexes  are  almost  worthless,  since  so  large  a  proportion 
of  the  titles  are  unsuitable  for  indexing.  For  many 
years  the  Examiner  was  allowed  to  give  an  appropriate 
title  when  sending  a  case  to  issue,  but  this  is  no  longer 
permitted. 

The  statement  of  invention  should  naturally  give  the 
reader  a  hint  as  to  the  special  feature  cr  improvement  to 
be  considered;  it  should  show  him  in  which  direction  to 
look.  But  very  often  it  is  a  mass  of  verbiage  without  a 
single  clear  or  useful  idea — a  bungling  attempt  to  comply 
with  the  unfortunately  worded  requirement  to  state  the 
"object  and  nature  of  the  invention." 

Where  the  description  is  long  or  complicated  there 
should  be  at  the  beginning  of  each  paragraph,  a  reference 
to  the  necessary  figures;  sometimes  it  is  desirable  to 
divide  the  matter  into  sections  with  center  or  side  head- 
ings. It  is  generally  clearer  to  have  a  straightforward 
description  of  one  form  of  the  machine  and  its  operation, 


to  be  followed  by  the  modifications  and  the  enlarging 

clauses;  for  it  is  annoying  to  find  such  clauses  scattered 

in  every  paragraph. 

It  may  be  worth  while  to  note  some  common  more  or 

less  objectionable  expressions: 

"Associated"  is  indefinite  and  applies  to  articles 
on  a  shelf  as  well  as  to  parts  in  a  machine. 

"Correlated"  would  probably  be  unintelligible 
to  the  skilled  workman  by  whose  intelligence  we 
are  taught  to  test  the  disclosure. 

"Cam"  for  a  wedge;  "plane"  in  which  a  solid 
body  lies  or  moves;  "series"  for  two;  "a  number," 
when  more  than  one  is  meant;  "lever"  for  arm; 
"tension"  for  pressure  or  stress;  "interlc eking"  for . 
locking;  "perpendicular"  for  vertical;  "in  unison" 
for  simultaneously;  "circuit"  for  a  wire  or  part  of 
a  circuit;  "between  each;"  "to  progress"  some- 
thing; "to  engage"  x  with  y;  "invention  contem- 
plates," although  contemplation  is  the  act  of  a 
mind.  "Acceleration"  is  rarely  used  with  its  defi- 
nite physical  meaning. 

The  human  body  furnishes  to  the  hard-pressed  writer 
several  more  or  less  apt  terms,  as  arm,  finger,  ear,  nose, 
foot,  etc. ;  but  the  recent  discovery  of  a  nose  on  a  heel 
would  startle  an  anatomist. 

In  the  claims  of  course  greater  precision  is  needed  and 
one  must  often  object  to  such  words  as  "designed,"  since 
it  refers  to  a  mental  act,  not  to  structure;  "suitable," 
which  is  superfluous,  for  no  one  wants  an  unsuitable 
feature;  "and"  is  often  confusing,  especially  before 
"which"  and  before  successive  elements  of  a  claim 
except  the  last  one;  "permit"  is  generally  indefinite,  for 
everything  permits  which  does  not  prevent;  "horizontal" 
is  usually  an  idle  limitation  while  "horizontally  ar- 
ranged" is  often  prolix  and  uncertain.  "Member"  or 
"portion"  or  "element"  after  a  noun,  as  "cam"  should 
usuaHy  be  canceled,  for  it  suggests  only  a  fraction 
of  the  cam;  "actuating  means  for  the  shaft"  is  am- 
biguous; "Baid"  following  "the"  is,  as  Rogers  (p.  96)  says, 
generally  unnecessary  or  tautological.  Distributive 
words    like    "each,"    "corresponding,"    "respectively," 


are  very  often  used  indefinitely  or  ungrammatically. 
Time-clauses  beginning  "when"  or  "during"  are  often  no 
more  structural  limitations  than  '"when  the  clock 
strikes  ten"  would  be. 

In  recent  patents  are  to  be  found  "material  distance," 
"apportionate,"  "in  combination  with  x  of  y,"  I  claim 
"tox,  y,  z,"ete. 

The  word  "adapted"  covers  more  loose  thinking  and 
makes  more  trouble  than  any  other  word,  though 
occasionally  it  is  the  best  word  for  the  place;  where  the 
parts  are  actually  in  combination  it  is  mere  surplusage 
to  say  they  are  adapted  to  join  in  combination;  in  such 
cases,  the  participial  form  is  better  than  the  infinitive — as 
"engaging,"  rather  than  "adapted  to  engage;"  in  Brown 
vs.  Deere  (61  F.  R.,  972),  the  Circuit  Court  of  Appeals 
in  holding  a  claim  invalid,  said  "adapted  to  co-operate 
with"  certain  parts  named  was  not  synonymous  with 
"combined  with." 

Preambles  to  claims  beginning  "in  a  machine,"  give 
much  trouble.  Commissioner  Duell  said  in  Ex  parU 
Casler  (1899) : 

"Under  the  court  decisions  the  introductory 
phrase  is  not  an  element  of  the  combination  and 
does  not  limit  the  claim  to  such  apparatus." 

Commissioner  Allen  held  in  Ex  parte  Gaily  (1908),  that 
after  the  phrase  "in  a  mechanism  for  moving  self-playing 
music  sheets"  was  prefixed,  the  claim  was  still  for  a 
mechanical  movement  and  not  for  a  combination  of  ele- 
ments in  a  musical  instrument.  Yet  neither  Commis- 
sioner changed  the  example  in  the  Rule-book,  in  which 
three  out  the  four  claims  have  the  clause  "in"  etc. 
Probably  a  quarter  of  the  claims  printed  in  the  Gazette, 
have  the  superfluous  or  deceptive  phrase. 

The  use  of  singulars  and  plurals  is  often  inconsistent 
either  grammatically  or  logically;  if  one  claims  a  plurality 
of  X's  and  a  Y  co- operating  with  each  X,  whereas  there  is 
an  equal  plurality  of  Y's,  then  the  claim  is  wrong  and  mis- 
leading and  all  the  X's  except  one  are  idle  elements. 

Since  a  claim  is  not  a  complete  sentence  but  is  the 
object  of  the  verb  "claim,"  confusion  sometimes  arises 
where  participles  are  used;  thus  "in  a  machine  having 
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X,  Y,  Z,  etc.,"  it  is  grammatically  uncertain  whether 
Y  and  Z  are  objects  of  the  nearer  verb  "having"  or  the 
remoter  one  "claim."  Such  a  claim  may  be  treated 
as  only  a  preamble;  a  recent  Gazette  has  three  patents 
with  such  claims  which  escaped  attention. 

The  use  of  "means"  defined  by  a  function  is  too  well 
established  to  need  discussion  even  if  the  "means"  in- 
cludes several  parts;  but  it  may  be  noted  that  the  recent 
decision  in  Lacroix  va.  Tyberg,  which  restated  this  doc- 
trine, was  not  due  to  any  incorrect  ruling  of  an  Examiner. 
This  doctrine  however  would  not  justify  claiming  a 
means  serving  two  functions,  where  there  are  two  de- 
vices and  not  a  single  unitary  one;  for  instance,  means  for 
steering  an  auto  and  Ughting  the  road. 

It  seems  surprisingly  difficult  for  some  men  to  see  the 
difference  between  a  broad  claim  and  a  nebulous  one; 
often  a  claim  may  be  made  clear  and  allowable  by  merely 
canceling  an  obscure  clause,  either  functional  or  struc- 
tural, even  though  it  is  thereby  broadened. 

The  requirement  that  an  applicant  shall  "distinctly 
claim  .  .  .  his  invention"  is  glaringly  violated  con- 
stantly, first  by  prolix  claims  to  which  the  lagan  deci- 
sion (162  0.  G.,  538),  applies;  and  second  by  an  excessive 
number  of  claims;  Commissioners  and  Judges  have  con- 
demned such  cases,  but  the  only  method  of  treating  them 
furnished  by  Rules  or  decisions  is  by  rejection  under  con- 
ditions that  are  so  laborious  as  practically  to  leave  the 
applicant  full  license  to  confuse  the  public.  The  words 
of  Senator  Christiancy  some  years  ago  apply  here: 

"The  very  frequency  of  the  abuse  takes  away 
the  Commissioner's  power  of  correcting  it,  and  the 
greater  the  necessity  for  the  correction  becomes, 
the  less  is  his  power  of  correction." 

A  scale  of  fees  graduated  somewhat  in  proportion  to 
the  expense  thrown  on  the  Office  and  the  difficulties  put 
in  the  way  of  the  public  may  be  needed  to  reduce  the  evil. 

When  the  Examiner  has  gone  through  the  case,  and 
noted  all  the  objectionable  passages,  he  has  to  decide 
which  of  them  should  be  formally  objected  to  and  how 
the  matter  is  to  be  put  up  to  the  applicant;  at  this  point 


personal  equation  and  acquaintance  with  the  attorneys 
count  perhaps  for  more  than  anywhere  else  in  office  work ; 
there  are  attorneys  who  welcome  any  assistance  in  put- 
ting a  case  in  better  shape  and  the  briefest  suggestion  is 
enough ;  there  are  others  who  will  respond  only  to  a  formal 
often-repeated  requirement;  who  seem  to  care  more  for 
their  words  than  for  the  protection  secured;  such  men 
abuse  the  favor  offered  by  Rule  64.  Between  these 
two  classes  are  many  who  take  the  easiest  way,  and  re-  ■ 
spond  promptly  to  the  objections.  It  is  not  a  pleasant 
thing  for  anybody  concerned  to  have  a  long  letter  full  of 
criticisms  in  the  file;  sometimes  this  may  be  avoided  by 
an  oral  suggestion  that  the  case  with  Examiner's  pencil- 
ings  be  looked  over  in  the  attorney's  room;  or  by  some 
general  statement  in  a  letter;  e.  g.,  this  case  needs 
thorough  revision  to  correct  obvious  clerical  errors  and 
unusual  terms. 

One  applicant's  attitude  of  antagonism  was  changed  'on 
receipt  of  a  letter  directed  by  the  Primary  Examiner 
reading  "the  proposed  changes  were  thought  to  be  in 
applicant's  interest,  but  as  the  Examiner  will  not  have  to 
defend  the  case  in  court,  he  need  not  insist  on  the  objec- 
tions." 

It  seems  unnecessary  in  the  first  letter  to  make  the 
objections  in  the  way  of  a  formal  requirement;  the  phrase 
"should  be  changed"  cr  "the  following  change  is  sug- 
gested," is  perhaps  more  likely  to  bring  the  desired  correc- 
tion than  "it  is  required;"  further,  a  page  may  be  clearer 
at  10  o'clock  than  at  4,  and  it  is  much  easier  to  waive 
such  an  objection  on  a  change  of  view  or  for  reasons 
shown,  or  when  the  case  is  otherwise  ready  for  issue; 
the  second  action  will  be  soon  enough  to  make  a  positive 
requirement.  Other  common  forms  of  objections  are: 
"the  usual  name  for  this  part  is,"  "preferably  it  should  be 
called,"  "authority  should  be  cited  for  this  use  of  the 
word,"  "the  word  is  not  found  in  the  dictionary,"  "the 
theory  is  believed  to  be  unsound;  certainly,  it  is  not 
proved  and  it  is  unnecessary;"  "this  word  is  inapt  or  am- 
biguous or  misleading  throughout  the  case,"  "this  pass- 
age is  repetitious  or  obscure  or  does  not  assist  in  the 
disclosure  of  the  invention  or  seems  to  be  inconsistent 
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with  another  or  with  the  drawing;"  "the  case  will  be  im- 
proved by  canceling  or  changing"  so  and  so. 

In  a  case  badly  presented  it  may  be  well  for  the  Ex- 
aminer to  write  compactly  his  understanding  of  the  con- 
struction or  operation  and  call  on  applicant  to  make 
substantially  that  statement,  if  it  is  correct.  Where  there 
is  uncertainty  as  to  an  amended  passage  it  is  best  to  call 
for  a  statement  of  how  the  passage  should  read.  It  will 
often  be  necessary  to  call  on  applicant  to  identify  some 
elements  of  a  claim  by  reference  characters  in  a  letter 
(not  in  the  claim). 

In  a  long  claim  covering  several  groups  of  elements  it  is 
often  helpful  to  separate  the  groups  by  semicolons  or  to 
indicate  the  groups  by  (a)  (b)  (c),  etc.  Where  one  finds 
difficulty  in  describing  a  structure  correctly  in  broad 
terms  it  may  be  suggested  to  him  to  draw  a  very  accurate 
specific  claim  and  then  broaden  it  element  by  element. 

Some  of  the  familiar  decisions  may  be  recalled  here, 
such  as: 

The  preamble  is  not  a  limitation;  an  applicant 
may  select  his  terms;  a  description,  of  the  opera- 
tion should  be  added;  the  philosophy  of  an 
operation  is  not  necessary;  laudatory  or  deroga- 
tory statements,  advertising,  and  theoretical 
matter,  the  history  of  the  art,  a  catalogue 
of  examples,  the  principles  of  law,  unnecessary 
description  and  illustration  and  a  statement 
of  invention  which  is  only  a  restatement 
of  the  claim,  are  all  to  be  canceled.  Parts  referred 
to  in  the  claim  should  be  positively  claimed.  No 
ambiguous  or  useless  word  or  phrase  ought  ever 
to  be  allowed  in  a  claim. 

The  following  words  or  expressions  have  been  per- 
mitted by  decisions: 

"Preferably"  (inserted  by  amendment);  "Make 
and  break  a  toggle;"  "Filament;"  "Outlet," 
but  not  "opening;"  "Stretcher;"  "Means  for 
marking, ' '  used  of  a  stencil ;  ' '  V-shaped ;" 
"Longitudinally  convexly  curved;"  "Or  the 
like"  in  the  preamble  and  "differential  gear" 
in  the  claims. 
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In  the  MS.  decisions  of  the  last  twelve  or  fifteen  months 
the  following  are  found: 

One,  requiring  a  sheet  of  drawing  to  be  canceled 

and  two,  overruling  the  requirement; 
Two,  refusing  entry  of  a  substitute  specification. 
A  requirement  to  limit  number  of  sheets  of  draw- 
ings was  overruled. 

"While  the  Examiner  has  probably  unneces- 
sarily scolded  the  applicant,  he  has  not  gone  be- 
yond the- bounds  of  propriety  sufficiently  to  war- 
rant the  unusual  action  of  canceling  the  paragraph 
objected  to,  and  the  petition  must  therefore  be 
denied." 

"The  objections  which  the  Examiner  has  taken 
to  the  specification  .  .  .  seem  to  me  to  be 
well  taken  excepting"  certain  of  them. 

"Claim  6  should  have  been  rejected  on  the 
ground  that  the  structure  specified  therein  was  not 
properly  shown  or  the  claim  properly  illustrated  or 
the  obscure  feature  properly  described." 

"This  case  has  been  pending  a  long  time,  and  it 
would  be  to  the  interest  of  the  public  to  pass  it  to 
issue." 

"The  Examiner  wrote  a  letter  making  certain 
objections  which  on  examination  are  found  to  be 
crude,  to  lack  elucidation  and  to  be  at  least 
partially  erroneous."  .  .  .  "The  office  ac- 
tions have  not  come  up  to  the  standard  in  these 
respects." 

"The  balls  seem  to  be  sufficiently  positively 
included  in  claim  2,  to  warrant  the  allowance  of 
this  claim  in  its  present  condition  and  the  peti- 
tion is  granted." 

"There  is  no  provision  in  the  Rules  for  a  re- 
quest that  the  Examiner  state  why  x  and  y  are 
the  same;  applicant  should  point  out  wherein  his 
claim  avoids  the  reference  instead  of  asking  such 
questions." 

"Applicant's  specification  is  verbose  and  many 
of  the  phrases  used  by  him  arc  unintelligible,  being 
apparently  coined  by  applicant.  .  .  .  Ex- 
aminer objected  to  specification  as  verbose  and 
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containing  inapt  words  and  phrases  and  required 
that  it  should  be  rewritten  in  condensed  form, 
and  with  the  use  of  terms  common  in  the  art  to 
which  it  appertains.  .  .  .  The  specification 
should  be  couched  in  ordinary  language  and  coined 
terms  should  not  be  used  where  it  is  possible 
to  define  the  invention  in  ordinary  language. 
Such  terms  as  those  only  render  the  specification 
confused  and  indefinite." 
October  22,  1914. 
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Invention  and  Patentability  Under  the 
Patent  Statutes  as  Applied  to  So-' 
called  Printed  Matter  and  Methods 
or  Systems  of  Doing  Business. 


By 

JOHN  F.    MACNAB, 

Principal  Examiner,  Division  5, 

United  StateB  Patent  Office. 


There  are  certain  classes  of  invention  which  by  their 
nature  have  presented  a  question  of  patentability  under 
the  Statute.    The  class  of  printed  matter  is  one  of  these. 

As  this  class  of  inventions  is  included  very  largely  in 
the  class  of  Bookbinding,  No.  11,  which  is  now  classified 
in  Division  5,  questions  relating  thereto  are  constantly 
arising  before  us  in  that  division  for  consideration  in 
various  and  unexpected  forms. 

The  sub-classes  embracing  most  of  the  so-called  printed 
matter  are:  Leaves,  Leaves  and  Covers,  Books  and 
Covers,  Tickets,  Indexing,  Bank  Notes,  Checks  and 
Bonds,  Postal  and  Internal  Revenue  Stamps,  Writing 
Tablets  and  Writing  Tablets,  Manifolding. 

Without  going  far  into  the  distinction  between  copy- 
rights and  patents  in  this  art,  it  may  be  stated  that  prior 
to  the  year  1879,  many  copyrights  were  taken  out  on 
printed  matter  subjects,  such  as  blank  books  and  leaves 
therefor,  ruled  in  different  ways  forming  rows'  and  col- 
umns, headings  therefor,  spaces  for  totals,  items  of 
special  kinds  for  bookkeeping  adapted  for  different  kinds 
of  business  or  purposes  of  various  natures,  which  in  the 
cases  of  Baker  vs.  Seldon,  U.  S.  Supreme  Court,  1880, 
C.  D.,  423,  and  others  of  like  import,  the  United  States 
Supreme  Court  held  were  not  properly  the  subject  of 
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copyrights  and  could  not  be  protected  under  the  copy- 
right laws.  In  the  case  of  Baker  vs.  Seldon,  Justice 
Bradley  delivering  the  opinion  of  the  court,  said : 

"The  description  of  an  art  in  a  book  entitled  to 
the  benefit  of  copyright  lays  no  foundation  for  an 
exclusive  claim  to  the  art  itself.  The  description 
ajone  can  be  protected  by  copyright.  The  art  can 
only  be  secured,  if  it  can  be  secured  at  all,  by  letters 
patent. 

"A  work  on  the  subject  of  bookkeeping,  ex- 
planatory either  of  old  systems  or  of  an  entirely 
new  system,  considered  as  a  book  conveying 
information  on  the  subject  and  containing  de- 
tailed explanations  of  the  art,  is  the  subject  of 
copyright,  but  the  use  of  the  peculiar  systems  of 
bookkeeping  described  can  not  be  protected 
thereby.    .    .    . 

"The  conclusion  to  which  we  have  come  is,  that 
blank  account  books  are  not  the  subject  of  copy- 
right; and  that  the  mere  copyright  of  Seldon's 
book  did  not  confer  upon  him  the  exclusive  right 
to  make  and  use  account  books  ruled  and  ar- 
ranged as  designated  by  him  and  described  and 
illustrated  in  said  book." 


Very  many  cases,  are  presented  to  the  Patent  Office 
for  patent  protection,  which,  prior  to  the  decisions  re- 
ferred to  would  no  doubt  have  been  sent  to  the  Library 
of  Congress  for  copyright. 

The  office  and  the  courts  of  the  country  have  had 
difficulty  in  determining  to  which  statutory  class  such 
patents  belong. 

In  the  case  of  Munson  vs.  City  of  New  York,  1888, 
C.  D.,  253,  the  patentee  claimed — 

1st.  "The  preserving,  filing,  and  verifying  of 
bonds  and  coupons,  certificates  and  all  similar 
documents  by  the  means  and  in  the  manner  sub- 
stantially as  herein  set  forth." 

2d.  "The  book  or  register  constructed  and  used 
as  and  for  the  purposes  set  forth." 


Mr.  Justice  Gray  of  the  United  States  Supreme  Court 
delivered  the  opinion  of  the  court,  and  in  it,  said: 

"If  upon  the  fa_ce  of  the  specification  this  could 
be  considered  as  an  art,  machine,  manufacture,  or 
composition  of  matter  within  the  meaning  of  the 
patent  laws  (upon  which  we  express  no  opinion), 
etc." 

indicating  that  the  United  States  Supreme  Court  did  not 
attempt  to  classify  the  invention  then  before  it. 

The  court  in  the  case  of  the  Cincinnati  Traction  Co.  vs. 
Pope,  hereinafter  referred  to,  said : 

"We  think  the  device  (the  street  car  transfer) 
should  be  classed  as  an  article  and  thus  a  'manu- 
facture' within  the  Statute." 

In  still  other  cases  where  the  claims  were  for  means, 
tickets,  receipts,  etc.,  the  courts  have  explicitly  stated 
that  they  did  not  decide  whether  the  invention  was  an 
improvement  in  an  art  or  one  for  a  machine. 

In  examining  an  application  in  this  art  as  in  all 
others — 

"The  office  should  not  overlook  the  fact  that  it 
must  be  shown  that  invention  was  exercised  in 
producing  the  article  or  machine,  and  that  it  is 
not  every  person  who  has  made  a  new  or  useful 
thing  who  is  entitled  to  a  patent.  It  is  not  suffi- 
cient that  an  applicant  shall  have  made  a  new 
article  or  machine;  but  he  must  have  made  an 
invention  or  discovery.  It  must  be  the  result  of  the 
exercise  of  the  inventive  faculty,  not  simply  of  the 
mechanical  faculty."  Ex  parte  Devin,  450  0,  G., 
709;  1888  CD.,  70. 

It  will  be  apparent  that  very  many  of  the  alleged 
inventions  do  not  measure  up  to  the  tests  and  requisites  of 
invention  as  defined  in  the  patent  statutes,  rules,  and 
decisions  and  as  applied  in  the  United  States  Patent 
Office.  Many  of  these  cases  involve  subject-matter  new 
and  useful  and  exhibit  a  high  degree  of  mere  ingenuity, 
but  not  patentable  invention,  and  in  the  opinion  of 
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many  attorneys  as  expressed  to  the  writer  of  this  paper, 
are  entitled  to  some  scrt  of  protection,  as  much  at  least, 
if  not  more,  than  it  was  supposed  they  used  to  derive 
under  the  copyright  law.  I  personally  am  inclined  to 
agree  with  them  to  some  extent,  if  a  provision  of  law 
might  be  enacted  without  injury  to  the  present  patent 
system  which  would  give  this  protection  and  at  the  same 
time  would  not  take  from  the  public  any  rights  which  it 
now  enjoys,  and  would  not  limit  the  exercise  of  his  craft 
and  skill  and  trade  by  the  worker  in  these  lines.  It  is 
difficult,  however,  to  see  how  this  can  be  accomplished, 
and  unless  it  is,  it  is  clear  no  protection  under  our  theory 
of  patent  protection  or  monopoly  on  this  class  of  cases 
can  be  obtained. 

Printed  matter,  which  it  may  be  said  is  merely  paper 
or  other  suitable  substance  bearing  lines  and  indicia  on  it 
produced  by  printing  or  writing,  does  not,  of  course,  of 
itself  do  work  or  of  itself  change  the  physical  condition 
of  any  material  object,  but  it  is  still  very  useful  and  neces- 
sary in  carrying  on  the  great  work  and  activities  of  the 
world  in  many  ways,  especially  in  carrying  on  business. 


METHODS  AND  SYSTEMS  OF  DOING  BUSINESS. 

Methods  of  bookkeeping,  systems  of  transacting  busi- 
ness, recording,  tabulating,  and  the  like  are  not  re- 
garded by  the  office  of  the  courts  as  inventions  nor  sub- 
jects for  letters  patents,  as  indicated  by  Ex  parte  Abra- 
ham, 1869  C.  D.,  59;  Ex  parte  Berolzheimer,  1870  C.  D., 
33;  Ex  parte  Bierce,  1877  C.  D.,  47;  Ex  parte  Moeser, 
123  O.  G.,  655,  and  others  for  the  reason  that  they 
produce  no  physical  results  proceeding  directly  from  their 
operation. 

Robinson  on  Patents,  1890  edition,  Vol.  1,  page  249, 
defines  an  "art"  as  follows: 

"But  though  an  art  embraces  so  wide  a  field  of 
inventive  skill,  it  includes  only  such  operations  as 
are  capable  of  producing  physical  effects.  Every 
invention,  when  applied  according  to  the  design 
of  its  inventor,  must  accomplish  some  change  in 
the  character  or  condition  of  material  objects." 


The  settled  and  accepted  definition  of  the  term  "art" 
is  to  be  found  in  United  States  Supreme  Court  decisions — 
Corning  us.  Burden,  15  Howard,  252;  Tilghmam  vs.  Proc- 
tor, 102  U.  S.,  707;  Cochran  vs.  Diener,  94  U.  S.,  780; 
Risdon  vs.  Medart,  71  O.  G.,  751;  Boyden  us.  Westing- 
house,  83  O.  G.,  1067,  ajid  Expanded  Metal  Co.  vs. 
Bradford,  137  Fed.,  870;  but  it  may  well  be  questioned 
whether  the  United  States  Supreme  Court  has  ever 
stated  the  entire  range  of  meaning  belonging  to  the  term 
"art."  It  may  be  questioned  whether  claim  5  of  the  Bell 
patent  sustained  by  the  United  States  Supreme  Court 
covered  a  process  such  as  clearly  defined  in  the  above 
decisions.  Was  there  a  change  "effected  in  the  nature 
of  any  substance  by  the  art  set  forth  in  the  claim?  It  is 
certainly  difficult  to  show  that  any  change  in  the  nature 
of  the  impulse  took  place  during  transmission  or  reproduc- 
tion.   (Knight's  Patent  Office  Manual.) 

It  may,  however,  be  stated  that  whether  or  not  in  the 
future  any  definition  of  an  art  including  a  method,  process, 
or  system  of  doing  business  which  is  patentable  may  be 
laid  down,  it  has  not  yet  been  done  by  any  competent 
authority  and  as  stated  by  Exapiiner-in-Chief  Hodges, 
in  Ex  parte  Abraham,  1869  C.  D.,  "it  is  contrary  to  the 
spirit  of  the  patent  law  as  construed  by  the  office  for  many 
years  to  grant  patents  for  methods  or  analogous  systems 
of  bookkeeping,"  etc. 


ARTICLE  OR  MANUFACTURE. 

Inventions  of  this  type  are  of  several  kinds.  There  are 
those  involving  merely  a  piece  of  paper  sometimes  hav- 
ing tabs,  ruptured  fibres,  etc.,  provided  with  written  or 
printed  lines  and  indicia  upon  one  or  both  surfaces; 
those  which  include  the  above  elements  and  weakened 
tearing  lines  wholly  or  partially  across  them  and  those 
embracing  a  plurality  of  the  above  pieces  of  paper 
in  various  alleged  combinations. 

In  determining  patentability  of  the  invention  claimed 
as  an  article  or  manufacture,  it  was  held  by  Commissioner 


Marble  in  Ex  parte  Lee,  1880  C.  D.,  174,  in  which  the 
invention  claimed  was  as  follows: 

Claim  1.  "The  combination  of  two  stubs  or 
counterparts  with  the  contract  ticket  substan- 
tially as  described." 

Claim  2.  "The  arrangement  of  the  two  stubs 
relatively  to  the  coupons  and  the  list  of  terminal 
stations  in  the  manner  and  for  the  purpose  speci- 
fied." 
That— 

"The  patentable  features  of  a  railway  or  other 
ticket  like  those  of  any  other  substantive  thing 
must  depend  upon  peculiarities  of  mechanical 
construction." 

"The  printed  matter  upon  a  ticket  is  nothing 
more  than  an  arbitrary  direction  as  to  how  such 
ticket  is  to  be  used,  and  can  have  no  bearing  upon 
the  patentability  of  the  ticket  itself." 

The  Hawes  patent  No.  63,889,  for  a  hotel  register,  in 
which  the  claim  read  as  follows  was  held  valid: 

"A  hotel  register  book  with  the  margin  of  its 
leaves  occupied  by  advertisements,  substantially 
as  described."  Hawes  vs.  Washburne  et  ah,  50 
O.G.,491. 

In  Library  Bureau  vs.  Macy,  148  F.  R.,  380^  in  discuss- 
ing parents  Nos.  623,857  and  624,597,  the  court  held  that 
the  arrangement  of  color  signals  was  not  invention 
but  that  the  system  of  tabs  upon  the  cards  did  involve 
invention. 

In  the  case  of  Mitchell  vs.  International  Tailoring  Co., 
170  F.  R.,  91,  the  claim,  which  specifically  describes  the 
article,  reads  as  follows,  and  was  sustained  by  the 
court: 

"1.  The  herein  described  advertising  device 
comprising  a  card-board  sheet  of  substantially 
commercial  letter  paper  form  and  size,  scored 
transversely  to  form  upper  and  lower  flaps 
to  fold  upon  the  intermediate  portion,  the  entire 
inner  side  of  said  sheet  being  adapted  to  bear  a 


printed  letter  with  proper  letterhead  upon  the 
upper  flap  portion  and  a  signature  at  the  bottom, 
one  of  said  flap  portions  comprising  a  gift  to  be 
detached  from  the  remainder,  and  means  for  seal- 
ing the  free  edges  of  the  sheet,  when  folded  for 
mailing,  substantially  as  described." 

The  court  said: 

"The  folded  sheet  seems  to  me  to  involve  no 
invention,  but  the  making  of  one  of  the  folds  a  gift 
likely  to.  preserve  the  name  and  address  of  the 
sender  may  do  so.  While  the  patent  certainly 
seems  very  obvious,  I  can  not  say,  because  of  facts 
within  common  knowledge,  that  it  is  void  on  its 
face  for  lack  of  novelty  or  invention." 

The    infringement    of    the    Gellenbeck    patent,    No. 
482,899,  was  the  basis  of  the  suit  in  the  Benjamin  Menu 
Card  Co.  vs.  Rand,  McNally  Co.  et  al.,  210  F.  R.,  2S5. 
Claim  1  of  the  patent  read  as  follows: 

"The  combination,  with  a  menu  card,  of  two  or 
more  checks  detachably  secured  thereto,  two  of 
said  checks  being  designated,  respectively,  as 
'guest's  check,'  and  as  'cook's  check,'  so  as  to 
make  the  remainder  incomplete  as  a  bill  of  fare, 
and  hence  useless  for  another  guest." 

This  invention  was  intended  primarily  for  use  on  dining 
cars. 

In  this  case,  the  United  States  Circuit  Court  which  ren- 
dered the  decision  affirming  the  validity  of  the  patent 
discussed  it  as  follows : 

"The  defense  urges: 

"That  it  is  not  a  patentable  invention  within  the 
intent  of  the  patent  law,  it  being  only  for  a  piece  of 
cardboard  paper,  with  printed  matter  or  composi- 
tion on  both  sides  thereof,  and  divided  on  one  side 
by  perforated  lines  and  employed  in  a  system 
of  doing  business." 

1  he  court  said: 

"If  there  is  invention  in  it,  I  find  no  ground  for 
objection  that  the  elements  or  ingredients  here 


employed  are  not  themselves  of  patentable  nature. 
The  fact  that  the  structure  may  be  of  card- 
board with  printed  matter  upon  it  does  not  exclude 
the  device  from  patentability  according  to  the 
practice  of  the  Patent  Office,  as  shown  by  the 
numerous  patents  introduced  for  the  defense  of 
anticipation;  and  the  patentability  of  devices  of 
like  quality  has  been  repeatedly  recognized  in 
decisions.  Citing  Waring  vs.  Johnson  (C.  C), 
6  Fed.,  500;  Thomson  vs.  Citizens'  National 
Bank,  53  Fed.  R.,  250,  etc." 

It  is  asserted  that  the  patent  is  void  because  "each  of 
its  claims  is  for  the  combination  of  a  whole  with  one  or 
more  divisible  parts  thereof."  This  objection  is  that  the 
invention  is  claimed  as  a  "combination." 

In  Robinson  on  Patents,  155,  this  definition  of  a  com- 
bination is  given: 

"When  the  elements  are  so  united  that  by  their 
reciprocal  influence  upon  each  other,  or  their 
joint  action  on  their  common  object,  they  per- 
form additional  functions  and  accomplish  addi- 
tional results,  the  union  is  a  true  combination." 

Whether  this  term  combination  was  aptly  given  to  this 
union  of  bill  of  fare  and  meal  checks,  or  whether  the  in- 
vention should  have  been  denominated  "an  article"  as 
suggested  by  the  learned  experts  for  the  defense,  is  not 
essential  in  view  of  what  is  actually  shown.  Cardboard 
or  paper  have  long  been  used  for  coupon  tickets  of  various 
kinds,  for  various  uses,  perforated  Upon  the  desired 
lines  for  separation,  with  printed  matter  arranged  upon 
opposite  sides  as  required.  Printed  bills  of  fare  and 
printed  meal  checks  are  old.  Nothing  new  can  be 
claimed  in  either  of  these  simple  elements,  but  there  may 
be  invention  in  Ike  thought  to  bring  together  the  bill  of  fare, 
with  its  three  courses,  and  the  three  required  meal 
checks,  so  that  they  shall  co-operate  for  a  common 
object  and  enlist  the  passenger  (involuntarily)  in  the 
work  of  detection  or  avoidance  of  fraud. 

The  use  here  employed  does  not  seem  so  clearly  analogous 
to  that  of  the  prior  devices,  nor  is  the  want  of  invention  so 


apparent  that  the  prima  facie  force  of  the  patent  should 
be  destroyed,  especially  in  view  of  the  utility  and  ex- 
tended use  shown  in  this  record. 

One  of  the  most  interesting  cases  in  this  art  is  the  recent 
one  of  the  Cincinnati  Traction  Co.  vs.  Pope,  decided 
by  the  Circuit  Court  of  Appeals  for  the  Sixth  Circuit,  210 
F.  R.,  443,  before  Knappen  and  Denison,  Circuit  Judges, 
and  Sater,  District  Judge.  Claim  8  of  the  Pope  patent 
upon  which  suit  was  brought,  clearly  discloses  the  sub- 
ject-matter of  the  invention  and  reads  as  follows: 

"8,  A  transfer  ticket  comprising  a  body  por- 
tion and  a  coupon  and  further  provided  with 
conventional  indications  to  constitute  a  complete 
transfer  ticket  for  one  part  of  the  day  when  said 
body  portion  is  used  separately  and  a  complete 
transfer  ticket  for  another  part  of  the  day  when 
said  body  portion  and  coupon  are  used  together." 

The  court  said: 

(1)  "The  patent  is  assailed  as  relating  merely  to 
'a  method  of  transacting  business,  a  form  of  con- 
tract, a  mode  of  procedure,  a  rule  of  conduct,  a 
principle  or  idea,  or  a  permissive  function,  predi- 
cated upon  a  thing  involving  no  structural  law;" 
and  counsel  say  that  the  ticket  in  question  'has 
no  physical  characteristics  which  enable  it  to  be 
distinguished  from  any  other  transfer  ticket 
or  from  any  other  printed  slip  of  paper.'  If  this 
criticism  is  well  taken,  the  subject-matter  is  not 
within  the  patent  statute." 

(2)  "But  while  the  case  is  perhaps  near  the  bor- 
der line,  we  think  the  device  should  be  classed  as 
an  article  to  be  used  in  a  method  of  doing  business, 
and  thus  a  "manufacture"  within  the  statute." 

Broadly  stated: 

"The  term  'manufacture,'  as  used  in  the  patent 
law,  has  a  very  comprehensive  sense,  embracing 
whatever  is  made  by  the  art  or  industry  of  man, 
not  being  a  machine,  a  composition  of  matter,  or  a 
design." 
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"The  device  of  the  patent  clearly  involves 
physical  structure." 

"The  presence  of  conventional  indications  and 
legends  does  not  rob  the  structure  of  patenta- 
bility. In  more  than  one  of  the  cases  cited,  the 
structure  sustained  as  patentable  bore  conven- 
tional indications  and  information-" 

"It  may  well  be,  thai  given  the  idea  of  the 
Pope  patent,  the  expected  skill  of  the  printer 
or  street  car  man  would  have  been  sufficient 
to  determine  the  arrangement  of  printed  text, 
and  even  the  form  of  legend,  etc.  We  think,  how- 
ever, the  device  of  the  structure  of  the  Pope 
transfer  must  be  held  to  involve  invention." 


In  the  Rand,  McNaily  Co.  vs.  Exchange  Scrip  Book 
Co.  case,  187  Fed.  R.,  984,  which  involved  the  patenta- 
bility of  a  ticket  resembling  an  ordinary  mileage  ticket 
except  that  the  indicia  on  the  coupons  indicated  money 
value  instead  of  miles,  the  court  in  holding  the  patent 
valid  said: 

"There  is  no  ground,  under  the  circumstances, 
for  saying  that  the  concept  is  necessarily  obvious. 
It  is  equally  probable  that  it  was  this  new  concept 
that  made  the  wider  use  of  interchangeable  tickets 
commercially  obvious." 

"Nor  do  we  think  that  this  patented  concept  is 
nothing  more  than  a  business  method.  Its  use 
is  a  part  of  a  business  method.  The  ticket  patented 
is  not  a  method  at  all,  but  a  physical  tangible 
facility  without  which  the  method  would  have 
been  impracticable  and  with  which  it  is  practi- 
cable. And  this  is  the  status  of  thousands  of  like 
facilities  that,  once  designed  and  put  into  use, 
have  become  the  first  of  a  new  business  method ; 
and  patents  on  such  facilities  have  been  sus- 
tained." 


This  patent  was  sustained  by  the  court. 

This  case  was  later  reopened  for  consideration  of  new 
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evidence  submitted  by  the  defence  and  remanded  to  the 
lower  court;  before  trial  however  a  compromise  was 
reached  and  the  case  settled. 

The  above  cases  pertaining  to  the  printed  matter  art 
without  question  show  that  inventions  in  this  art  may  be 
included  under  the  patent  statute  and  that  valid  patents 
may  be  obtained  therefor  and  that  patentability  must  de- 
pend on  the  exercise  of  the  inventive  faculty,  that  the 
claims  must  be  drawn  to  structure  and  the  usual  tests 
applicable  to  mechanical  structure  patents  must  be 
applied  to  determine  the  question  of  patentability. 
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Composition  of  Matter. 

By 

A.  M.  LEWERS, 

Principal  Examiner,  Division  6, 

United  States  Patent  Office. 


One  of  the  four  classes  of  inventions  named  in  the 
Statutes  as  the  subject  of  patent  protection  is  Compo- 
sition of  Matter.  There  is  no  restriction  in  this  country 
as  to  the  nature  of  the  compositions  which  may  be 
patented  except  that  they  must  be  new,  useful  and  the 
result  of  invention. 

Many  other  countries  have  restrictions  as  to  the  com- 
positions which  may  be  patented.  The  principal  sub- 
stances which  are  refused  patent  protection  by  them  are 
foods,  beverages,  medicines  or  pharmaceutical  prepara- 
tions and  the  product  of  a  chemical  process.  Austria, 
Germany,  Japan,  Russia  and  Switzerland  will  not  grant 
patents  on  foods,  medicines  or  chemical  products  though 
processes  of  making  them  may  be  patented  except  in 
Switzerland  and  as  to  medicines,  in  Austria.  Denmark 
will  not  patent  medicines  or  articles  of  food  or  processes 
of  making  articles  of  food.  Sweden  will  grant  patents 
on  processes  of  making  foods  or  medicines,  but  not  on 
the  product.  France,  Italy,  Spain,  Peru  and  Venezuela 
refuse  patents  on  medicines  and  pharmaceutical  prepara- 
tions of  all  kinds.  Portugal  will  not  patent  chemical  or 
pharmaceutical  products.  Great  Britain  and  her  colonies 
grant  patents  on  all  the  classes  of  compositions  that  are 
'  patentable  in  this  country. 

No  good  reason  is  seen  why  a  meritorious  foodstuff 
or  chemical  product  should  not  be  given  patent  pro- 
tection, but  it  seems  proper  that  medicinal  preparations 
should  be  denied  this  protection  on  the  ground  of  public 
policy,  for  the  reason  that  the  granting  of  patents  upon 
such  mixtures  enables  unscrupulous  makers  of  such 
compositions  to  impose  upon  the  credulous  and  ignorant 
by  representing  that  the  medicine  has  been  endorsed  by 


the  Government  as  is  evidenced  by  the  fact  that  a  patent 
has  been  granted  upon  it. 

Robinson  defines  a  composition  of  matter  as  being  "an 
instrument  formed  by  the  intermixture  of  two  or  more 
ingredients  and  possessing  properties  which  belong  to 
none  of  these  ingredients  in  their  separate  state."  Lane 
vs.  Levi,  104  0.  G.,  defines  a  patentable  composition 
of  matter  as  one  that  is  produced  by  the  intermixture 
of  two  or  more  specific  ingredients  and  possessing  prop- 
erties pertaining  to  none  of  those  ingredients  separately, 
thereby  accomplishing  a  new  and  useful  result.  These 
definitions  are  not  to  be  construed  as  meaning  that  the 
product  must  have  no  properties  in  common  with  its 
ingredients  but  that  the  intermixture  must  develop  a 
property  or  one  or  more  properties  which  the  ingredients 
individually  do  not  possess.  Lane  vs.  Levi  is  not  quite 
accurate  in  stating  that  a  new  result  must  be  acccm- 
plished.   The  result  may  be  old  if  the  means  is  new. 

According  to  Walker  the  phrase  "  'Composition  of 
Matter,'  as  used  in  the  Statutes,  covers  all  compositions 
of  two  or  more  substances.  It  includes,  therefore,  all 
composite  articles,  whether  they  be  the  result  of  chemical 
union  or  of  mechanical  mixture  and  whether  they  be 
fluids,  powders  or  solids.  To  be  the  subject  of  a  patent 
a  composition  of  matter  must  ...  be  able  to  endure 
the  relevant  tests  of  invention,  novelty  and  utility." 

Chemical  compounds  will  be  considered  as  coming 
under  compositions  of  matter  in  this  paper,  though  they 
are  very  often  referred  to  as  articles  of  manufacture  in 
the  patents.  The  fact  that  in  chemical  compounds  the 
component  elements  will  combine  only  according  to 
certain  definite  laws  as  to  proportion,  which  is  not  true 
of  non-chemical  compositions,  is  no  good  reason  for 
excluding  them.  They  certainly  are  not  simple  substances 
and  they  meet  the  definition  and  tests  of  a  composition 
as  laid  down  by  Robinson  and  the  courts. 

The  intermixture  of  the  ingredients  in  making  a  com- 
position may  be  by  mechanical  or  chemical  operations 
or  a  combination  of  both.  The  result  of  the  operation 
may  be  a  mixture  which  can  be  separated  into  its  con- 
stituent ingredients  by  purely  mechanical  means.  Thus 
a  mixture  of  iron  filings  and  sulphur  is  an  example  of  a 


composition  in  which  the  iron  and  sulphur  may  be  de- 
tected in  the  mixture  with  a  microscope  and  the  iron 
may  be  removed  from  the  sulphur  by  means  of  a  magnet. 
Or  if  some  or  all  of  the  ingredients  have  chemically  com- 
bined, the  new  substance  resulting  can  be  analyzed  only 
by  the  joint  use  of  mechanical  and  chemical  means  or 
cnly  by  chemical  means  depending  upon  the  extent  of  the 
chemical  combination  between  the  ingredients.  For 
example,  if  the  iron  filings  and  sulphur  be  mixed  in  the 
proportion  of  seven  iron  and  four  sulphur  and  heated, 
the  ingredients  will  react  and  the  compound  iron  sulphide 
will  result  whose  properties  are  entirely  different  from 
its  elements  and  whose  constituent  elements  can  not  be 
detected  by  mechanical  means  but  only  by  chemical 
analysis.  The  properties  of  the  new  product  may  be 
novel,  never  before  having  been  possessed  by  any  sub- 
stance, or  they  may  be  old  in  themselves  but  new  as  to 
that  particular  association  of  ingredients  and  amount 
to  an  old  result  produced  by  a  new  means. 

In  chemical  compositions  the  ingredients,  while  capable 
of  independent  existence,  so  far  lose  their  identity  and 
individuality  when'  combined  as  to  be  no  longer  capable 
of  being  distinguished  in  the  combination.  Their  mode 
of  operation  to  produce  the  composition  is  also  undis- 
cernible.  This  may  be  true  also  in  some  compositions 
which  are  not  composed  of  chemically  combined  in- 
gredients. Opposed  to  this  class  of  compositions  are 
those  in  which  the  individuality  of  the  ingredients  is  not 
wholly  obscured  and  the  method  by  which  each  in- 
gredient performs  its  office  in  the  combination  is  dis- 
cernible. Between  these  two  extreme  classes  there  are 
compositions  in  which  the  individuality  and  mode  of 
operation  of  some  of  the  ingredients  may  be  discernible 
while  that  of  others  may  not  be.  In  some  compositions 
it  is  very  difficult  to  determine  whether  ingredients  have 
combined  chemically  or  whether  they  are  merely  mechan- 
ically associated. 

Alloys  perhaps  furnish  the  simplest  and  best  example 
of  the  various  kinds  of  compositions  since  they  may  vary 
all  the  way  from  true  chemical  compounds  through 
mixtures  of  chemically  combined  metals  with  solutions 
of  one  metal  in  another  in  varying  proportions,  solutions 


of  metals  in  each  other,  mixtures  of  metals  and  solutions 
of  metals,  to  mechanical  mixtures  of  metals.  Thus  tin 
and  copper  will  alloy  in  all  proportions,  but  certain 
definite  proportions  of  them  form  alloys  having  the 
characteristics  of  true  chemical  compounds.  Other 
alloys  of  them  apparently  are  solutions  of  one  in  another, 
also  containing  some  of  the  true  chemically  combined 
metal.  Lead  and  copper  on  the  other  hand  will  not  com- 
bine with  or  dissolve  in  each  other  and  their  alloys  are 
mechanical  mixtures  and  difficult  to  make  homogeneous 
owing  to  the  tendency  of  the  lead  to  segregate  to  the 
bottom  of  the  ingot  on  cooling.  Also  the  lead  can  be 
separated  from  the  copper  by  heating  to  above  the  melt- 
ing point  of  lead  but  lower  than  that  of  copper.  Copper 
and  tin  can  not  be  thus  separated. 

The  invention  in  a  composition  of  matter  "is  a 
substance  possessing  certain  properties  and  formed  by 
uniting  certain  other  substances  in  a  peculiar  manner. 
Its  identity  depends  upon  the  identity  of  its  constituent 
elements,  identity  of  their  co-operative  law  and  upon 
the  identity  of  the  properties  exhibited  in  the  composi- 
tion as  a  whole.  In  this  respect  it  resembles  a  true  com- 
bination, and  like  other  combinations  its  identity  is  lost 
by  the  removal  or  substantial  change  of  any  of  its  ele- 
ments or  by  the  introduction  of  a  new  ingredient  which 
calls  into  activity  some  elemental  force  hitherto  absent 
or  inoperative,  or  by  the  union  of  its  present  elements 
under  a  new  co-operative  law."  (Robinson  Article  301.) 
In  support  of  the  above  Robinson  cites  decisions  to  the 
effect  that  where  one  composition  of  matter  contains 
ingredients  not  present  nor  represented  by  equivalents 
in  the  other  the  two  are  essentially  different.  But  that 
the  absence  of  an  immaterial  ingredient  from  one  which 
is  included  in  the  other  does  not  make  the  two  distinct. 
That  though  substances  contained  in  two  compositions 
may  be  different  in  themselves,  yet  if  they  serve  the  sam; 
purpose  the  compositions  may  be  patentably  the  same. 
That  a  composition  composed  of  certain  ingredients  of  a 
certain  quality  intermixed  in  a  specified  manner  and 
possessing  certain  properties  is  not  identical  with  a  com- 
position formed  of  the  same  ingredients  without  refer- 
ence to  quality  or  mode  of  intermixture  and  possessing 
different  properties. 


The  fact  that  a  composition  contains  an  ingredient 
not  contained  in  another  does  not  necessarily  mean  that 
it  is  not  an  infringement  of  the  second  if  the  new  in- 
gredient does  not  change  the  essential  properties  of  the 
composition.  "There  may  be  infringements  of  a  com- 
bination patent  by  adding  an  element  or  an  ingredient 
to  obtain  the  same  result  or  substantially  the  same,  but 
not  by  leaving  out  an  ingredient  or  an  element  of  the 
combination  and  not  substituting  an  equivalent." 
Standard  Paint  Co.  vs.  Bird,  175  F.  R.,  346. 

A  composition  of  matter  though  regarded  as  a  com- 
bination is  governed  by  rules  peculiar  to  itself.  Elements 
of  a  mechanical  combination  are  identical  or  equivalents 
only  when  in  their  individual  character  they  are  the 
same  operative  means,  not  merely  furnishing  to  the 
combination  the  same  subordinate  function  but  per- 
forming this  by  the  same  mode  of  operation.  In  the 
mechanical  combinations  the  individuality  of  the  con- 
stituent parts  is  not  obscured  and  the  mode  of  operation 
of  each  part  is  discernible.  The  identity  of  such  a  com- 
bination is  determined  by  the  identity  of  the  individual 
parts  of  which  it  is  made  up,  the  identity  of  the  way  in 
which  the  parts  co-operate  and  the  identity  of  the  re- 
sultant qualities  inhering  in  the  combination  as  a  whole. 
In  a  composition  of  matter  such  a  test  is  not  always 
possible.  In  some  mechanical  compositions  in  which 
the  identity  and  individuality  of  the  ingredients  is  not 
wholly  obscured  the  method  in  which  each  ingredient 
performs  its  part  in  the  combination  is  discernible.  In 
such  a  composition  the  tests  of  identity  are  the  same  as 
in  other  mechanical  combinations,  not  only  the  means 
must  be  identical  but  the  manner  in  which  it  co-operates 
with  the  other  elements  must  be  the  same.  A  good 
example  of  a  composition  in  which  the  mode  of  operation 
of  the  ingredients  is  discernible  is  one  from  the  very 
active  art  of  mixtures  for  automatically  closing  punctures 
in  pneumatic  tires,  called  "tire  healers."  A  typical  com- 
position of  this  kind  consists  of  asbestos  fibre,  whiting, 
flour,  glucose,  water  and  salt.  In  such  a  composition 
the  office  of  the  asbestos  fibre  is  to  form  a  network  of 
fibres  in  the  puncture  when  forced  into  it  by  the  escaping 
air.   This  network  traps  and  holds  the  fine  particles  of 


whiting,  which  are  insoluble  and  also  the  finer  particles 
of  flour  thus  closing  up  the  openings  in  the  fibre  mass. 
The  flour  and  water  and  the  glucose  form  a  glutinous 
vehicle  for  the  asbestos  and  whiting.  The  salt  acts  both 
as  a  preservative  and  to  lower  the  freezing  point  of  the 
.mixture.  In  such  a  mixture  cotton  or  wood  fibre  will  be 
the  equivalent  of  asbestos,  magnesia,  cement,  silica, 
and  finely  divided  insoluble  solids  generally  the  equiva- 
lent of  whiting,  starch  will  be  the  equivalent  of  flour 
and  alcohol  will  be  the  equivalent  of  salt. 

In  other  mechanical  and  in  all  chemical  compositions 
however,  the  individuality  of  the  ingredients  is  lost  and 
though  it  may  be  known  that  each  ingredient  affects  the 
properties  of  the  compound,  the  operative  law  by  which 
it  produces  its  effect  may  be  entirely  undiscernible.  In 
such  cases  the  rule  that  elements  are  to  be  regarded  as  the 
same  only  when  they  serve  the  same  purpose  in  the  com- 
bination and  operate  in  the  same  way  to  effect  this  pur- 
pose, is  both  useless  and  unreasonable.  To  quote  from 
Robinson: 

"The  law  requires  no  further  certainty  than 
science  can  afford,  and  when  no  evidence  of  the 
identity  of  two  ingredients  can  be  obtained  except 
that  they  perform  the  same  function  in  the  com- 
position, this  evidence  is  accepted  as  sufficient 
and  the  ingredients  are  held  to  be  the  same.  The 
doctrine  of  equivalents  in  reference  to  composi- 
tions of  matter  thus  differs  according  to  the 
nature  of  the  composition  and  the  state  of  the 
scientific  knowledge.  In  compositions  where  the 
mode  in  which  the  indivdual  ingredients  furnish 
to  the  composition  the  required  elemental  force 
is  ascertainable,  equivalence  is  determined  by  the 
rule  that  governs  other  combinations;  otherwise 
the  rule  follows  that  applied  to  simple  arts  and 
instruments  and  all  ingredients  are  equivalents 
which  at  the  date  of  the  patent  were  known  as 
possessing  properties  that  in  the  given  composi- 
tion make  them  interchangeable." 

The  limitation  of  equivalents  to  substances  known  at 
the  date  of  the  patent  is  not  according  to  the  later  de- 


cisions.  In  addition  to  known  substances  the  judge 
stated  in  Read,  Haliday  &  Sons  re.  Schuelze-Berge,  78 
F.  R.,  493,  that: 

"In  the  light  of  the  later  decisions  on  the  sub- 
ject I  think  the  law  must  be  that  where  the  new 
ingredient  is  such  as  would  have  been  known  to  or 
employed  by  the  ordinary  skilled  practical  chem- 
ist or  is  such  as  would  naturally  have  developed 
in  the  growth  of  the  art,  and  the  substitution 
thereof  involves  no  alteration  or  new  operation 
or  result,  it  is  covered  by  the  patent  provided 
the  specifications  and  claims  are  sufficiently  broad 
to  include  it.  If,  on  the  other  hand,  the  develop- 
ment of  the  new  ingredient  required  the  exercise 
of  the  creative  or  inventive  faculty,  and  certainly 
if  its  introduction  causes  some  novelty  in  func- 
tion or  result,  it  would  not  be  an  equivalent." 

In  Bridgeport  Wood  Finish  Co.  vs.  Hooper,  20  0.  G., 
156,  it  was  held  that: 

"In  a  wood  filler  composition  silicious  marl  is 
not  the  equivalent  of  pulverized  quartz  inasmuch 
as,  though  they  both  consist  of  oxide  of  silicon, 
they  are  physically  and  practically  different  for 
the  purpose  of  wood  filling  because  the  former 
consists  of  rounded  water  worn  grains  while  the 
powdered  quartz  consists  of  angular  sharp-edged 
fragments." 

This  is  an  example  of  a  case  where  the  mode  in  which 
the  ingredients  act  is  ascertainable.  In  Hoskins  Manu- 
facturing Co.  vs.  General  Electric  Co.,  F.  R.,  212,  422, 
a  resistance  element  composed  of  an  alloy  of  nickel  65 
per  cent,  chromium  12  per  cent,  iron  15  per  cent,  and 
manganese  8  per  cent,  was  held  to  be  an  infringement  of 
a  resistance  element  composed  of  alloy  of  nickel  and 
chromium  upon  the  theory  that  the  addition  of  the  iron 
and  manganese  did  not  materially  change  the  alloy  as  a 
resistance  element  and  therefore  was  considered  to  be 
the  same  as  the  latter.  In  other  words,  chromium,  iron 
and  manganese  were  held  to  be  the  equivalent  of  chro- 
mium in  so  far  as  tbe  properties  of  the  alloy  when  used 
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for  resistance  elements  are  concerned.  The  iron  and 
manganese  changed  the  alloy  as  to  other  properties,  how- 
ever, and  considered  as  compositions  of  matter  the 
nickel-chromium-iron-manganese  alloy  is  not  the  same 
composition  of  matter  as  the  alloy  of  nickel  and  chro- 
mium and  it  is  not  understood  that  the  court  so  held. 
The  question  before  the  court  related  to  an  article  of 
manufacture,  a  resistance  element,  rather  than  the 
question  of  whether  the  alloy  itself,  aside  from  any 
special  application  of  it,  was  infringed.  The  alloy  per  se 
clearly  was  not  infringed  and  if  it  had  been  used  by  the 
defendants,  not  for  making  resistance  elements,  but  for 
making  cutting  instruments,  for  example,  for  which  it  is 
adapted,  there  is  no  doubt  whatever  in  my  mind  that  the 
court  would  have  ruled  that  there  was  no  infringement 
of  the  patent.  In  a  case  recently  decided  by  Judge 
Hough,  not  yet  reported  (Friebacher  vs.  Roessler  «fc 
Hasslacher  Chemical  Co.),  it  was  held  that  a  pyrophoric 
alloy  composed  of  cerium  and  magnesium  and  treated 
with  hydrogen  infringed  a  claim  reading  "A  pyrophoric 
alloy  containing  cerium  alloyed  with  iron  substantially 
as  and  for  the  purpose  specified."  This  was  held  to  be 
a  pioneer  invention  and  the  manganese  and  hydrogen  were 
held  to  be  the  equivalents  of  iron.  Apparently  the  court 
has  held  in  this  case  that  any  metal  which  when  alloyed 
with  cerium  will  produce  a  pyrophoric  alloy,  is  an 
equivalent  of  iron.  The  last  two  cases  cited  are  examples 
of  equivalency  being  determined  by  result  in  the  final 
product  where  the  mode  in  which  the  elements  operate 
to  produce  the  result  is  undiscernible. 

The  same  diversity  of  rule  obtains  in  determining  the 
identity  of  the  co-operative  laws  of  ingredients  as  in 
determining  identity  of  ingredients.  If  the  mode  of 
action  of  the  ingredients  is  discernible,  then  the  co- 
operative law  is  perceptible  and  should  be  considered  in 
determining  identity  of  compositions.  But  if  the  identity 
of  the  ingredients  is  lost  and  their  mode  of  action  to 
produce  their  effects  in  the  composition  can  not  be  de- 
termined, nothing  is  then  known  as  to  their  co-operative 
law,  and  it  must  be  regarded  as  the  same  in  every  group- 
ing of  the  same  ingredients  which  produces  the  same 
result. 


Briefly,  then,  the  logical  way  of  comparing  two  com- 
positions to  see  whether  they  are  patentably  the  same 
is  to  compare  first  their  characteristic  properties.  If 
these  are  different  the  two  compositions  are,  of  course, 
different,  but  if  they  are  the  same  then  the  identity  of 
the  constituent  elements  must  be  considered.  When  the 
character  of  the  composition  is  such  that  the  mode  of 
action  of  each  ingredient  is  discernible,  then  the  ele- 
ments of  each  are  identical  only  when  their  mode  of 
action  and  effect  are  both  the  same.  But  in  composi- 
tions in  which  the  mode  of  action  of  the  ingredients  is 
not  discernible  the  elements  are  considered  to  be  iden- 
tical if  known  as  being  interchangeable  without  affecting 
the  essential  properties  of  the  complete  composition. 
If  the  ingredients  and  the  properties  of  the  final  composi- 
tion are  the  same  it  is  safe  to  assume  that  the  compo- 
sitions are  identical  without  inquiring  into  the  nature 
of  the  reactions  between  the  ingredients,  though  Robin- 
son states  that  differences  in  mode  of  mixing,  or  pro- 
portions of  the  same  ingredients,  or  different  reactions 
though  producing  the  same  result  may  possibly  produce 
patentably  different  compositions  though  it  is  improbable. 
He  cites  no  specific  example  of  two  such  compositions, 
and  his  contention  appears  to  be  more  hypothetical  than 
practical.  Robinson  here  is  inconsistent  with  the  state- 
ment he  makes  in  Article  197  "that  the  artificial  com- 
bination of  ingredients  into  a  substance  wh'eh  exists  in 
nature  is  simply  a  new  process  for  the  production  of  that 
substance,  nH  the  creation  of  a  new  substance,  and  in 
such  cases  the  process  and  not  the  substance  is  the 
patentable  invention."  It  is  improbable  that  the  method 
followed  by  man  in  making  the  substance  is  precisely 
that  by  which  it  was  formed  in  nature. 

In  its  essentials  a  specification  of  a  composition  case 
does  not  differ  from  that  of  any  other  class  of  invention. 
Rule  35  states  that  the  specification  must  set  forth  the 
precise  invention  for  which  a  patent  is  solicited  and 
explain  the  principle  thereof  and  the  best  mode  in  whicn 
applicant  has  contemplated  applying  that  principle  m 
such  manner  as  to  distinguish  it  from  other  inventions. 
A  composition  presents  three  essential  subjects  for  de- 
scription, the  ingredients,  the  manner  of  combining  them 


10 

and  the  properties  and  nature  of  the  resulting  product. 
Each  of  the  ingredients  should  be  described  in  such 
manner  that  those  skilled  in  the  art  may  know  exactly 
what  is  meant  to  be  included.  A  great  many  applica- 
tions that  come  before  me  are  defective  in  this  particular, 
owing  to  the  use  of  indefinite  and  inaccurate  terms  in 
defining  ingredients.  This  results  in  many  cases  from 
the  loose  use  of  chemical  terms,  such,  for  example,  as 
using  the  word  "soda"  when  referring  to  a  salt  or  com- 
pound of  sodium  other  than  sodium  carbonate,  and  it  is 
difficult  or  impossible  to  tell  from  the  context  what  par- 
ticular compound  is  meant.  When  chemical  substances 
are  referred  to  the  safest  rule  is  to  designate  them  by  their 
correct  chemical  names  instead  of  their  old  or  colloquial 
names.  If  thus  defined  or  designated,  or  the  formula 
stated  no  question  can  thereafter  arise  as  to  what  is 
meant.  If  a  term  has  a  definite  accepted  meaning  in  an 
art,  though  not  strictly  accurate,  that  is  sufficient,  since 
all  that  is  required  is  that  the  substance  be  defined  so 
that  there  is  no  question  as  to  what  is  meant.  Loose, 
indefinite  terms  are  quite  frequent  in  applications  for 
paint  compositions  in  such  terms  as  "varnish,"  "drier," 
"Japan,"  etc.,  and  in  alloy  cases  in  such  terms  as  "brass," 
"bronze,"  "white  metal,"  to  designate  ingredients. 
When  it  is  taken  into  consideration  that  there  are  many 
kinds  of  varnishes,  Japans,  and  driers  and  of  brasses, 
bronzes,  and  white  metals,  differing  in  composition  and 
many  of  them  in  a  great  degree,  it  is  seen  that  such  terms 
do  not  meet  the  requirement  of  the  rules  as  to  definite 
disclosure.  It  would  be  possible  to  make  up  a  composi- 
tion having  the  ingredients  named  in  such  a  description 
and  in  the  same  proportions,  and  yet  the  resulting  com- 
position would  differ  materially  from  that  which  the 
applicant  had  in  mind,  because  his  varnish,  Japan  or 
drier,  or  his  brass,  bronze  or  white  metal  was  different 
from  the  ones  used  by  the  other.  Such  a  description  is 
bad  also  because  it  does  not  disclose  the  invention 
sufficiently  to  enable  the  Examiner  to  make  intelligent 
search  on  the  case,  since  there  may  be  a  reference  con- 
taining all  the  primary  ingredients  of  the  composition 
of  the  application,  defined  by  their  proper  names  without 
any  statement  as  to  whether  some  of  them  when  mixed 
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will  form  a  varnish,  for  example,  and  yet  it  could  not  be 
known  that  it  was  a  reference  because  the  specification 
as  drawn  did  not  indicate  the  composition  of  the  par- 
ticular varnish,  which  applicant  was  using  and  had  in 
mind.  In  the  absence  of  precise  information  the  best 
the  Examiner  can  do  is  to  consider  that  any  substance 
known  under  the  names  referred  to  comes  within  the 
scope  of  the  invention  and  act  accordingly.  The  proper 
way  to  specify  the  real  ingredients  in  the  case  using 
brass,  for  example,  is  to  state  the  composition  of  the 
brass,  or  to  indicate  how  much  copper  and  zinc  are  added 
in  the  form  of  a  brass. 

As  another  example  I  have  a  case  pending  before  me 
now  in  which  one  of  the  ingredients  is-  "Terra  Alba." 
Terra  Alba  by  one  authority  is  a  fine  white  clay  known 
as  pipe  clay,  by  another  authority  it  is  defined  as  finely 
pulverized  gypsum.  These  are  two  quite  different  sub- 
stances and  I  do  not  know  and  can  not  tell  from  the  case 
which  one  the  applicant  means.  Such  a  description  is 
defective. 

Another  frequent  source  of  trouble  is  the  use  of  trade 
names  of  products,  the  composition  of  which  is  not 
known  and  which  may  be  secret  preparations.  Thus 
"Three-in-One"  oil  is  a  secret  preparation  and  it  is  im- 
possible for  the  Examiner  to  determine  whether  a  com- 
position is  novel  or  not  in  which  this  is  included  as  an 
ingredient.  There  is  another  objection  to  the  designa- 
tion of  ingredients  by  trade  names.  One  of  the  reasons 
why  inventors  are  given  the  exclusive  right  to  make, 
use  and  sell  the  product  of  their  inventive  skill  is  the 
benefit  that  accrues  to  the  public  by  the  publication  of 
the  invention.  In  order  to  fulfill  this  obligation  in  return 
for  his  patent  the  patentee  must  fully  disclose  the  in- 
vention to  the  public.  The  designation  of  ingredients 
by  trade  names,  the  composition  of  the  ingredient  being 
unknown  or  indefinite,  does  not  necessarily  comply  with 
this  obligation,  since  the  manufacturers  may  cease  to 
manufacture  it,  or  vary  its  composition  and  yet  continue 
to  sell  it  under  the  same  name.  These  changes  may  be 
such  that  the  substance  will  no  longer  perform  the  same 
function  in  the  composition  as  did  the  substance  of  the 
same  name  used  by  the   inventor  when  he  made  his 
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invention.    There  is  no  guarantee,  therefore,  that  the 
public  will  ever  come  into  possession  of  the  invention. 

The  failure  to  indicate  the  ingredients  by  their  proper 
names  may  be  a  fatal  defect  and  not  subject  to  correct 
tion  by  amendment.  The  Court  of  Appeals  of  the  Dis- 
trict held  in  Re  Mraz,  C.  D.,  1911,  316,  that  a  claim  for 
a  composition  "comprising  gelatin,  glycerine  and  bone 
meal"  was  properly  refused  on  the  ground  it  was  not 
disclosed  in  the  application  as  filed  which  described  the 
composition  as  consisting  of  "gelatin,  glycerine  and  an 
oxygenated  solution."  Appellant  alleged  that  the  term 
"oxygenated  solution"  was  an  error  and  that  "bone 
meal"  was  meant,  but  it  was  held  that  bone  meal  "was 
foreign  to  the  application  as  filed,  and  that  it  is  incum- 
bent under  Rule  70  for  an  applicant  to  correctly  de- 
scribe his  invention  in  the  original  application.  A  failure 
to  comply  with  its  requirements  can  not  be  cured  by 
amendment  but  requires  a  new  application."  The 
Board  of  Examiners-in-Chief  in  this  same  case  held  that 
"even  if  the  term  used  originally  were  held  to  generically 
include  the  latter,  there  is  no  authority  for  allowing  an 
applicant  to  include  and  claim  a  specific  thing  not 
originally  described  merely  because  it  comes  within  the 
scope  of  the  genus  before  disclosed."  There  are  ca^es, 
though,  when  the  mistake  in  the  use  of  terms  arises  in 
such  a  way  that  the  correction  should  be  permitted. 
I  recall  a  case  which  arose  in  Division  3  in  which  the 
description  and  claims  called  for  "sandstone"  as  an 
ingredient  of  a  battery  depolarizer.  The  claims  were 
rejected  as  being  inoperative  since  sandstone  has  no 
depolarizing  properties.  An  amendment  was  then  pre- 
sented substituting  "manganese  dioxide"  for  sandstone 
and  was  finally  admitted  by  the  Commissioner  upon  the 
filing  of  a  statement  under  oath  as  to  how  the  error 
arose.  The  error  was  caused  by  an  altogether  too  free 
translation,  by  one  who  was  not  a  chemist,  of  the  Ger- 
man word  "Braunstein,"  meaning  manganese  dioxide. 
This  word  which  should  not  have  been  translated  at  all 
was  tranlated  "brownstone"  and  as  the  attorney  was 
aware  that  there  is  a  sandstone  called  "brownstone"  he 
assumed  that  the  applicant  was  using  this  species  of 
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sandstone  as  a  depolarizer  and  claimed  it  broadly.    A 
very  logical  conclusion,  but  it  led  him  far  afield. 

In  specifying  the  ingredients  none  should  be  specified 
which  is  not  essential  to  the  composition.  If  any  in- 
gredients can  be  dispensed  with  it  should  be  so  stated  in 
the  description  or  no  claim  can  properly  be  made  for  the 
composition  with  that  ingredient  omitted.  Also  the 
nature  and  number  of  the  ingredients  should  be  so 
stated  that  experiment  is  not  necessary  to  determine 
what  may  be  used. 

In  describing  the  manner  of  producing  the  composi- 
tion, the  proportions  of  the  ingredients  and  the  process 
of  compounding  them  should  be  correctly  and  precisely 
stated  so  that  one  skilled  in  the  art  can  produce  it  with- 
out the  necessity  of  experiment.  In  Tyler  vs.  Boston, 
7  Wallace,  327,  Judge  Grier  states: 

"A  discovery  of  a  new  substance  by  means  of 
chemical  combinations  of  known  substances  is 
empirical  and  discovered  by  experiment.  Where 
a  patent  is  claimed  for  such  a  discovery,  it  should 
state  the  component  parts  with  clearness  and 
precision  and  not  leave  the  person  attempting 
to  use  the  discovery  to  find  it  out  by  experiment. 
.  .  .  The  art  is  new  and  therefore  persons 
can  not  be  presumed  to  be  skilled  in  it  or  to  an- 
ticipate the  result  of  chemical  combinations  not 
in  daily  use." 

"In  a  process  patent  the  teachings  of  the  speci- 
fication and  the  disclosure  by  the  patentee  must 
be  such  that  after  the  patent  has  expired,  a  user 
thereof  shall  not  be  left  to  the  blind  groping  of 
experimental  work,  but  by  plain  teaching  of  the 
specification  be  enabled  to  use  the  process  with 
certainty."  Krupp  vs.  Midvale  Steel  Co.,  191 
F.  R.,  588. 


The  same  principle,  of  course,  applie?  to  the  descrip- 
tion of  the  method  of  making  a  composition  of  matter, 
since  the  intermixture  of  ingredients  is  an  art  or  process. 

It  is  not  necessary  that  the  theory  of  action  of  the 
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ingredients  be  known  or  stated  in  the  description,  though 

if  it  is  known  it  is  preferable  to  state  it. 

"Where  the  specification  of  a  patent  covering 
a  process  involving  the  use  of  chemical  elements 
or  compounds  defines  the  ingredients  so  that  there 
can  be  no  mistake  as  to  what  the  patentee  means, 
and  has  indicated  a  process  which  will  transform 
those  ingredients  into  that  which  is  declared  to  be 
invention,  it  makes  not  a  particle  of  difference 
that  he  was  wholly  ignorant  of  all  the  chemical 
changes  that  took  place  in  the  course  of  the 
process."  National  Enameling  Co.  vs.  New 
England  Enameling  Co.,  139  F.  R.,  643. 

"When  a  patent  contains  sufficient  disclosure 
of  the  claimed  invention  it  will  not  be  invalidated 
either  by  the  failure  of  the  patentee  to  state  the 
causes  which  produce  the  result  or  by  mistaken 
statement  as  to  the  reasons  therefor."  Hemalin 
Co.  vs.  Harvey  Dyewood  and  Extract  Manu- 
facturing Co.,  138  F.  R.,  54. 

The  nature  of  the  resulting  composition  should  be 
defined  by  a  statement  of  its  peculiar  physical  or  chem- 
ical characteristics  if  possible. 

Usually  compositions  are  devised  for  some  particular 
use,  such  as  a  paint,  fertilizer,  explosive,  etc.,  and  the  use 
or  uses  to  which  they  are  intended  to  be  put  should  be 
set  forth  in  the  description.  In  order  to  be  patentable  the 
composition  must  have  utility.  This  may  be  assumed  for 
some  products  such  as  new  chemical  compounds,  but 
as  to  others  the  utility  of  the  product  should  be  specified. 

The  claims  in  composition  cases  often  introduce  ques- 
tions which  seldom  or  never  arise  in  connection  with  the 
claims  in  machine  and  process  cases,  particularly  the 
former.  As  a  rule  inventors  devise  or  invent  a  specific 
composition  to  meet  some  definite  want.  The  ingredients 
involved  have  to  be  mixed  within  certain  limits  or  pro- 
portions or  in  a  certain  manner  to  get  a  composition 
which  will  have  the  desired  properties.  The  description 
sets  forth  such  a  composition  and  too  often  says  nothing 
about  equivalents,  whether  or  not  proportions  may  be 
varied  or  whether  or  not  some  ingredient  or  ingredients 
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may  be  omitted  without  any  material  change  in  the 
resulting  product.  Claims  are  presented  which  merely 
enumerate  the  ingredients  without  any  reference  to 
proportions,  or  which  omit  some  of  the  ingredients,  or 
two  or  more  claims  are  presented  each  of  which  contains 
an  ingredient  no"t  included  in  the  other.  Thus  if  the  com- 
position contains  ingredients  a,  b,  c,  d,  e,  one  claim  will 
be  drawn  to  a,  b,  c,  another  to  b,  d,  e,  another  to  a,  e,  d, 
etc.  Are  such  claims  proper? 

As  to  the  omission  of  proportions,  Walker  states  in 
Article  119  that  the  claim  "should  either  expressly  or  by 
reference  to  the  description  specify  the  respective  pro- 
portions which  the  different  ingredients  bear  to  each 
other."  Judge  Townsend  in  Panzl  vs.  Battle  Island  Paper 
Co.,  138  F.  R.,  43,  ruled  as  follows: 

"The  first  and  second  claims  were  drawn  to 
cover  a  combination  of  substances  old  in  the  art, 
the  patentability  of  which  is  asserted  upon  the 
theory  that  thereby  a  new  result  is  produced. 
No  proportions  are  given,  however,  and  it  would 
require  experiment  to  determine  what  proportions 
are  necessary  to  secure  the  result.  These  claims 
must  be  held  invalid  therefore,  either  because 
it  does  not  appear  that  they  disclose  any  inven- 
tion in  view  of  the  prior  art,  or  because  they  fail 
to  acquaint  those  skilled  in  the  art  with  the  neces- 
sary information  to  enable  them  to  practice  the 
invention  without  experiment." 

Walker  and  Judge  Townsend  both  relied  upon  Tyler 
vs.  Boston  as  authority  for  their  statements.  This  de- 
cision, however,  does  not  relate  to  claims,  but  has  refer- 
ence to  the  description.  The  real  reason  why  such  a  claim 
is  bad  is  because  it  is  too  broad  and  is  beyond  the  scope 
of  the  invention,  proportions  being  essential.  The  person 
who  has  discovered  that  certain  ingredients  mixed  in 
certain  proportions  will  produce  a  certain  composition 
of  matter  has  not  discovered  every  composition  of 
matter  which  may  be  made  from  those  ingredients  nor 
is  he  entitled  to  the  broadest  possible  claim  for  a  com- 
position containing  those  ingredients  though  the  con- 
tention is  constantly  being  made  in  the  prosecution  of 
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cases  that  he  is.  As  well  say  that  an  Inventor  of  a  ma- 
chine containing  certain  mechanical  elemental  parts 
arranged  in  a  certain  relation  is  entitled  to  a  claim  which 
will  cover  every  possible  arrangement  of  those  mechanical 
elements.  An  inventor  is  entitled  to  the  broadest  pos- 
Bible  claim  within  the  scope  of  his  invention  and  no 
broader. 

While  the  rule  stated  by  Walker  is  not  supported  by 
the  authority  he  cites  it  is  nevertheless  a  good  rule  that 
in  claims  for  compositions  of  matter  in  which  propor- 
tions are  essential  the  proportions  should  be  specified 
either  directly  or  by  reference  to. the  specification,  or 
the  identifying  and  distinguishing  characteristics  of  the 
composition  should  be  stated  in  lieu  of  proportions. 
The  latter  is  the  better  practice,  though  requiring  more 
skill  and  care  in  drafting  the  claim,  because  it  more  fully 
protects  the  real  invention.  It  is  possible  that  other  com- 
binations of  the  ingredients  or  their  equivalents  may 
produce  a  composition  having  substantially  the  same 
properties. 

Claims  omitting  ingredients  which  the  specification 
does  not  state  may  be  omitted  are  without  basis  in  the 
case  since  they  are  not  for  the  applicant's  invention. 
Identity  is  lost  by  omission  of  an  essential  ingredient. 
Robinson,  302;  Walker,  369,  Thisis  a  very  common  fault 
with  composition  claims.  The  omission  of  an  essential 
ingredient  makes  a  new  composition.  In  a  machine  case 
whether  an  element  is  essential  or  not  can  be  told  by 
inspection.  This,  as  a  rule,  is  not  so  in  composition  cases, 
but  only  by  experiment  can  the  essentiality  of  ingredients 
be  determined.  Therefore  in  the  absence  of  a  statement 
that  it  is  not  essential  an  element  is  considered  essential 
unless  it  is  obvious  that  it  may  be  omitted,  for  example, 
one  which  is  added  for  merely  fanciful  effect,  such  as  a 
coloring  or  a  flavoring  ingredient.  If  an  ingredient 
merely  improves  the  composition  and  is  not  absolutely 
essential,  claims  may  be  drawn  both  including  and 
omitting  it.  Ex  parte  Hentz,  26  0.  G.,  437.  But  even 
in  such  a  case  a  proper  basis  for  the  omission  of  such  an 
ingredient  should  be  laid  in  the  description. 

If  the  specification  lays  a  basis  for  the  omission  of 
certain  ingredients  the  claims  which  do  not  include  all 
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the  ingredients  should  be  so  worded  as  not  to  limit  them 
to  the  ingredients  enumerated  therein.  The  phrases 
"consisting  of  and  "composed  of"  are  limiting  in  effect 
while  "containing"  or  "comprising"  are  broader  terms. 
Hoskins  Manufacturing  Co.  vs.  General  Electric  Co. 
A  claim  for  a  composition  "consisting  of  a,  b,  c,  and  d, 
is  a  different  invention  from  one  for  a  composition 
"consisting  of"  a,  b,  and  c.  Ex  parte  Gleason,  108  Com- 
missioner's MSS.,  Dec.,  311.  There  is  no  analogy  be- 
tween compositions  and  machines  in  this  respect.  In  a 
machine  case  claims  may  be  drawn  to  the  complete 
machine  and  to  subcombinations  of  it.  But  the  sub- 
combinations do  not  lose  their  identity  whether  asso- 
ciated with  other  elements  to  form  the  machine  or  con- 
sidered by  themselves.  A  single  reference  can  anticipate 
all  of  them  since  it  is  not  necessary  to  show  the  sub- 
combination by  itself  to  anticipate  it.  In  the  case  of  the 
composition  the  ingredients  may  entirely  lose  their 
identity  and  their  mode  of  operation  is  seldom  discern- 
ible and  a  single  reference  will  not  meet  a  composition 
"composed  of"  a,  b,  c,  and  d  and  one  "composed  of"  a, 
b,  and  c.  Such  claims  are  limited  to  the  precise  in-  . 
gredients  mentioned  in  each,  no  more  and  no  less.  They 
do  not  stand  in  the  relation  of  genus  and  species  to  each 
other  nor  as  combination  and  subcombination.  If  the 
word  "comprise"  be  substituted  for  "composed  of"  in 
the  claim  containing  a,  b,  and  c,  it  may  be  considered  as 
generic  to  the  other  since  it  is  not  now  limited  to  a,  b, 
and  c,  but  may  contain  other  ingredients;  but  even  then 
essential  ingredients  should  not  be  omitted.  Objection 
has  been  made  to  this  type  of  claim  on  the  ground  of 
indefiniteness  (Ex  parte  Gleason,  cited  above),  but  it  is 
no  more  indefinite  than  machine  claims  in  which  analo- 
gous expressions  are  used,  and  if  the  nature  of  the  com- 
position is  also  indicated  in  the  claim  by  properties  there 
can  surely  be  no  serious  objection  to  this  type  of  claim. 
As  to  claims  each  of  which  contains  ingredients  not 
named  in  the  others  the  Board  of  Examiners- in-Chief  has 
held  such  claims  to  cover  different  species  in  Ex  parte 
In3keep,  vol.  77,  page  169  (Patent  80,6,976).  The  claims 
were  aa  follows: 

(1)  "Fumigating  composition   containing  sul- 
phur and  hickory  bark." 
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(2)  "Fumigating  composition  containing  sul- 
phur and  licorice." 

(3)  "Fumigating  composition  containing  sul- 
phur and  lemon  peel." 

The  complete  compound  contained  all  the  above  in- 
gredients.  The  board  said : 

"We  are  aware  of  no  decision  which  authorizes 
the  retention  in  the  same  application  of  claims 
which  respectively  include  one  element  of  a 
composition  of  matter  associated  with  other  and 
independent  elements  of  that  composition  and 
we  apprehend  that  no  decision  will  ever  be  ren- 
dered authorizing  such  a  practice;  in  fact,  the 
decision  in  the  case  of  Ex  parte  Eagle,  which  has 
never  been  overruled,  distinctly  forbids  it.  The 
fact  that  each  claim  can  be  read  upon  the  com- 
plete mixture  is  not  conclusive." 

Almost  invariably  in  cases  of  this  kind  which  have 
come  to  my  attention  there  has  been  no  basis  in  the 
description  for  this  type  of  claim  and  the  inventor  never 
had  in  mind  the  idea  of  juggling  the  ingredients  of  his 
composition  in  the  manner  covered  by  the  claims.  It 
would  be  a  very  unusual  combination  in  which  the 
various  elements  may  be  indiscriminately  omitted  with- 
out changing  the  invention.  In  such  a  composition 
many  of  the  ingredients  must  be  non-essential  and  in- 
stead of  the  complete  mixture  being  a  combination  it  is 
very  likely  an  aggregation  of  substances. 

The  real  test,  however,  in  all  the  above  types  of  claims 
is,  Do  the  various  claims  cover  a  single  invention?  This 
must  be  determined  for  each  case.  If  they  do  they  should 
be  permitted  together.  If  they  do  not  they  should  not 
be  permitted  together.  The  form  of  the  claim  is  a 
secondary  matter. 

In  selecting  terms  to  define  ingredients  of  a  composi- 
tion generically  there  is  danger  of  choosing  terms  which 
are  too  comprehensive.  In  Bracewell  vs.  Passaic  Print 
Works,  107  F.  R.,  467,  the  use  of  zinc  oxide,  hydrate,  or 
carbonate  seemed  to  be  imperative  to  the  success  of  the 
process.   The  applicant,  however,  stated  that  any  zinc 
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Compound  may  be  employed  with  good  results,  which 
statement  was  incorrect  since  it  was  proved  that  a  large 
number  of  them  would  not  do  so.  Judge  Coxe  said: 

"It  can  not  be  contended  that  the  patentee 
knew  that  his  statement  that  any  zinc  compound 
would  operate  successfully  was  false,  but  it  is 
manifest  that  he  did  not  know  that  it  was  true 
and  he  should  have  known  it  was  true  before  he 
inserted  it  in  his  description  and  made  his  corre- 
sponding claim.  He  stretched  his  net  to  catch 
as  infringers  all  users  of  zinc  compounds  and  if  he 
stretched  it  to  the  breaking  point  he  has  only 
himself  to  blame.  The  courts  should  be  liberal 
in  construing  patents,  but  they  can  not  rewrite 
the  description  and  claims,  they  can  not  con- 
struct an  entirely  new  patent  even  to  save  a 
meritorious  invention.  If  the  complainant's  con- 
tention be  correct  a  patentee  can  claim  blindly 
an  entire  group  of  compounds,  relying  on  the 
court,  after  subsequent  investigation  and  experi- 
ment, to  limit  the  claim  to  the  one  which  gives 
the  best  results.  This  will  not  do." 

In  Matheson  vs.  Campbell,  79  O.  G-,  686,  it  was  alleged 
by  the  patentees  that  any  sulpho-acid  treated  by  their 
process  would  give  a  "color-producing  black"  and  that 
therefore  all  sulpho-acids  were  equivalents.  Judge 
Lacombe  ruled  that: 

"The  inventors  did  not  make  any  such  'broad 
discovery.'  They  made  the  specific  discovery 
that  some  disulfo-acids  treated  according  to  their 
process  would  produce  their  product.  The  broad 
discovery  that  all  sulfo-acids  may  be  thus  trans- 
formed they  certainly  did  not  discover  .  .  . 
since  most  of  them  can  not  be  thus  transformed 
by  the  process  of  the  patent.  .  .  .  We  are 
referred  to  no  authority  and  know  of  no  principle 
which  will  sustain  applicant's  contention  that  he 
can  thus  .  .  .  speculate  on  the  equivalents 
of  his  claimed  invention,  and  thereby  oblige  the 
public  to  resort  to  experiments  in  order  to  de- 
termine the  scope  of  the  claims  of  the  patent." 
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But  in  In  re  Ellis,  167  O.  G.,  203,  the  court  held  that: 
"A  term  broad  enough  to  cover  substances 
not  contemplated  by  the  inventor  is  not  objec- 
tionable where  fifteen  or  twenty  substances  were 
named  in  the  specification  as  suitable  and  it  does 
not  appear  that  there  is  any  other  term  which 
is  accurately  generic  to  those  named." 

In  defining  ingredients  generically,  by  statement  of 
characteristics  common  to  the  several  specific  substances 
intended  to  be  included,  the  characteristics  or  proper- 
ties relied  upon  should  he  essential  ones  and  not  mere 
incidental  ones  which  may  be  had  in  common  by  the 
substances  but  which  are  immaterial  in  so  far  as  the 
particular  composition  is  concerned.  For  example,  in 
a  non-corrodible  alloy  in  which  gold,  platinum  and 
iridium  may  be  used  interchangeably  on  account  of  their 
resistance  to  oxidation,  and  their  specific  gravity  is  un- 
important, to  define  them  in  the  claim  as  "heavy  metals" 
is  improper,  since,  while  they  are  heavy  metals,  it  is  not 
this  property  which  makes  them  equivalent  in  the  alloy. 
Such  a  claim  does  not  properly  protect  the  invention 
since  some  heavy  metals  readily  oxidize,  and  the  claim 
would  not  cover  ailoys  in  which  difficulty  oxidizable 
metals  not  of  high  specific  gravity  are  used.  This  is  a 
fault  which  is  quite  common  in  drawing  generic  claims 
in  composition  and  process  cases.  It  is  very  seldom  met 
with  in  mechanical  cases  because  the  function  of  the 
elements  there  is  more  evident  and  the  common  property 
which  is  utilized  more  readily  appreciated.  Essential, 
not  non-essential,  properties  should  be  specified  in 
identifying  the  ingredients. 

There  is  very  often  difficulty  in  defining  generically 
a  number  of  substances  which  it  is  found  produce  sub- 
stantially the  same  result  in  the  composition,  due  to  the 
lack  of  a  generic  term,  none  ever  have  been  coined  to 
fit  the  case;  or  it  may  be  that  investigation  has  not  been 
carried  to  the  extent  of  finding  the  common  essential 
property  of  the  interchangeable  substances.  In  the  latter 
case  there  may  be  a  question  as  to  whether  the  inventor 
has  yet  made  the  generic  invention  or  discovery,  or  has 
merely  made  a  number  of  specific  inventions.   In  some 


21 

such  cases  applicants  have  been  permitted  to  define  the 
invention  by  the  use  of  alternative  expressions  by  speci- 
fying the  various  interchangeable  substances  in  the 
claims.  No  objection  is  seen  to  this  in  cases  where  the 
substances  are  equivalents  since  the  claim  is  construed 
to  cover  equivalents  anyhow.  But  in  cases  where  the 
substances  are  not  equivalent,  but  relate  to  different 
species,  the  use  of  alternatives  is  at  best  a  makeshift, 
since  such  a  claim  is  not  a  true  generic  claim,  covering 
an  unlimited  number  of  substances  having  a  common 
essential  property,  but  is  what  might  be  termed  an 
"omnibus"  claim,  covering  a  definite  number  of  desig- 
nated species. 

It  is  often  hard  to  define  a  composition  except  by 
reference  to  the  process  of  making  it.  Apparently,  if  a 
substance  is  different  from  another  substance  the  par- 
ticulars in  which  it  is  different  can  be  pointed  out. 
Otherwise,  how  is  it  known  that  it  is  different?  However, 
claims  have  been  sanctioned  in  cases  where  the  differences 
though  recognized  are  difficult  to  define.  "A  composition 
of  matter  may  be  described  as  a  result  of  a  described 
process  where  there  is  no  clear  way  of  delineating  it." 
Analin  vs.  Higgins,  15  Blachford.  Also  Goodyear  vs. 
Railroad,  1  Fisher,  626,  and  Ex  parte  Painter,  C.  D., 
1891.  In  such  cases  though  nothing  can  be  held  to  in- 
fringe the  substance,  however  closely  it  resembles  it, 
unless  it  can  be  shown  that  it  is  made  by  the  same  process. 
Cochran  vs.  Badische  Analin  Soda  Fabrik,  111  U.  S.,  310, 
and  Plummer  v$.  Sargent,  120  U.  S-,  448. 

Another  quite  common  foYm  of  claim  presented  in 
composition  cases  is  that  in  which  attempt  is  made  to 
define  the  product  by  stating  that  it  is  composed  of  the 
materials  which  are  mixed  together  in  making  it.  This  is 
somewhat  analogous  to  defining  by  reference  to  the  proc- 
ess but  is  not  the  same  and  is  objectionable  in  all  com- 
positions wherein  the  starting  substanc<  s  lose  their  identity 
or  react  with  each  other  upon  being  brought  together  to 
form  new  substances.  Such  a  composition  should  be 
defined  by  stating  its  own  inherent  properties  not  those 
of  the  materials  out  of  which  it  was  manufactured,  be- 
cause they  do  not  exist  as  such  in  the  final  product  and 
in  most  cases  it  is  impossible  to  tell  by  an  examination 
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duce It.  If  it  is  impossible  to  thus  define  it  it  should  be 
claimed  by  reference  to  the  process  of  making  it. 

If  novelty  were  the  only  question  to  be  considered  in 
the  examination  of  compositions  they  would  be  com- 
paratively easy  cases  to  handle.  But  the  questions  of 
utility,  whether  they  are  aggregations  or  true  combina- 
tions, whether  their  compounding  involves  more  than 
expected  skill  of  the  artisan  are  continually  coming  up 
and  they  are  perplexing  questions.  In  mechanical  cases 
the  function  of  each  part  is  apparent  or  can  be  easily 
determined  since  there  are  but  few  laws  of  action  tc 
consider.  This  is  not  so  in  composition  cases.  Sometimes 
most  surprising  results  are  obtained  in  combining  two 
well-known  substances  and  it  is  often  impossible  to 
foresee  the  result.  For  example,  an  alloy  of  24  per  cent 
nickel  and  76  per  cent  iron  has  a  higher  co-efficient  of 
expansion  than  either  metal  alone,  but  if  the  nickel  be 
increased  to  about  36  per  cent  the  resulting  alloy, 
"Invar,"  has  an  almost  negligible  co-efficient  of  expan- 
sion, being  less  than  one-twelfth  that  of  either  iron  or 
nickel.  Whether  an  ingredient  is  essential  or  merely 
added  for  the  purpose  of  avoiding  an  old  substance  is 
not  easy  to  determine.  Some  ingredients  may  be  like 
the  celebrated  "soup  stone"  which  it  was  said  would 
produce  an  excellent  soup  if  placed  in  water  and  meat 
vegetables  and  seasoning  ingredients  added  and  the 
mixture  allowed  to  simmer  several  hours. 

The  question  whether  or  not  the  new  use  of  an  old 
substance  or  composition  entitles  the  inventor  tc  a 
patent  to  the  composition  comes  up  very  often.  The 
composition  per  se  is  not  repatentable  because  it  has  been 
put  to  a  new  use,  but  it  is  usually  very  hard  to  convince 
the  applicant  of  this,  A  new  name  does  not  make  the 
composition  new,  "The  new  use  of  a  composition  of 
matter  is  not  a  new  composition  of  matter  but  a  new 
process  for  effecting  in  the  new  object  some  desired 
result."  Robinson,  Article  270.  "The  plaintiffs  can  not 
because  of  the  use  to  which  they  apply  the  composition 
claim  that  they  are  first  and  original  inventors  of  the 
composition."  U.  S.  and  Foreign  Salamander  Felting  Co, 
vs.  Howe,  9  O.  G.,  1875. 
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Also  attempt  is  often  made  to  claim  an  old  substance 
because  it  is  made  in  a  new  way  or  from  new  starting 
materials.  Here,  again,  the  composition  is  not  repatent- 
able.   In  Cochran  vs.  Badische,  cited  above,  it  was  held: 

"That  while  a  new  process  of  producing  it 
(alizarine)  was  patentable  the  product  itself 
could  not  be  patented  even  if  it  was  a  product 
made  artificially  for  the  first  time  in  contradis- 
tinction to  being  eliminated  from  the  madder  root. 
Calling  it  alizarine  did  not  make  it  a  new  compo- 
sition and  patentable  as  such." 


In  England  a  composition  first  made  commercially 
ts  patentable,  although  before  known  as  a  chemical 
curiosity.  Cyk.,  30-826.  A  purified  substance  which  has 
existed  in  an  impure  state  may  be  patentable.  In  Parke 
Davis  vs.  Mulford,  189  F.  R.,  95  (the  adrenalin  case), 
it  was  held  that: 

"A  substance  extracted  from  animal  tissue  for 
medical  use  which  is  new  practically  and  thera- 
peutically may  be  patentable  although  it  differs 
from  previous  preparations  only  in  the  degree 
of  purity." 


And  in  Kuehmsted  vs.  Farbenfabriken  of  Elberfeld  Co., 
179  F.  R.,  701  (the  aspirin  case),  it  was  held  that  a 
product  made  for  the  first  time  in  a  sufficiently  pure 
state  to  render  it  therapeutically  available  is  patentable. 

Ccmpositions  differ  from  mechanical  inventions  in 
that  generaly  they  can  be  very  readily  briefed  for  search 
purposes  by  the  card  index  system  or  on  large  sheets 
where  there  are  a  limited  number  of  ingredients,  as  in 
alloys,  which  class  has  been  well  briefed.  The  other  com- 
position classes  are  either  not  briefed  at  all  or  only  par- 
tially. To  brief  them  properly  requires  care  and  takes 
time.  A  carelessly  prepared  brief  is  valueless  since  it 
can  not  be  relied  upon.  The  search  of  compositions 
extends  much  beyond  the  patented  art  and  in  some 
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classeB  is  more  in  the  technical  periodicals  and  books 
than  in  the  patents.  The  time  it  would  take  to  brief  the 
various  composition  arts  would,  in  my  opinion,  be  well 
expended  and  more  than  compensated  by  the  time  after- 
ward saved  in  making  searches.  As  to  the  determination 
of  equivalency,  operativeness  and  utility  this  would 
require,  in  order  to  be  properly  done,  a  well-equipped 
laboratory  with  facilities  for  making  the  proper  tests.  I 
know  of  no  good  reason  why  the  Patent  Office  should  not 
have  such  a  laboratory. 
October  29,  1914. 
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Invention  vs*  Mechanical  Skill* 

By 
GEO.  P.  TUCKER, 

Principal  Examiner,  Division  8. 


In  most  Divisions  of  the  Office  there  are  classes  of  in- 
ventions long  established;  inventions  in  devices  that 
generically  have  been  in  use  almost  from  the  time  when 
the  memory  of  man  runneth  not  to  the  contrary.  In 
no  division  probably  is  this  more  true,  than  in  Division 
8.  Furniture  is  as  old  as  habitations  and  habitations 
nearly  as  old  as  man. 

It  follows  that  the  classes  of  beds,  chairs,  and  furniture 
proper  must  be  well  developed  and  that  inventions 
therein  must  be  directed  to  improvements;  that  the  ad- 
vance in  the  art  made  by  each  invention  will  probably 
be  small  and  that  in  each  case,  a  search  will  disclose 
a  fairly  close  approximation  of  the  device  as  a  whole  and 
suggestions  of  the  details  of  the  improvement. 

Under  these  circumstances,  the  question  whether 
the  applicant  has  produced  something  requiring  the 
exercise  of  the  inventive  faculty  or  not,  is  continually 
before  the  Examiner  for  settlement  and  by  virtue  of  its 
ubiquity  overshadows  all  other  questions  in  importance. 

With  a  view  of  deducing,  if  possible,  from  the  mass 
of  decisions  on  the  subject,  some  principles  which 
may  serve  as  buoys  and  beacons  to  mark  the  navigable 
channel  of  inventkn  from  the  flats  and  shallows  of 
mechanical  skill,  some  study  of  the  subject  has  been 
made  and  the  results  thereof  are  here  set  down. 

It  is  an  accepted  rule  that  invention  must  be  involved 
in  the  production  of  an  Art,  Machine,  Manufacture,  or 
Composition  of  Matter  before  the  same  can  be  held 
patentable.    The  statute,  Section  4886,  says — 

"any  person  who  has  invented  or  discovered  any 
new  and  useful  art,  etc.,  may  obtain  a  patent 
therefor." 

J-3TS6 


All  the  recent  writers  of  textbooks  on  the  subject  from 
Robinson  to  Rogers,  agree  on  this  rule.  Robinson, 
for  instance,  Bays  in  Book  I,  paragraphs  77  and  78: 

"The  inventive  act  in  reality  consists  of  two 
acts;  one  mental,  the  conception  of  an  idea;  the 
other  manual,  the  reduction  of  that  idea  to  prac- 
tice. .  .  .  The  mental  faculties  employed  in 
the  inventive  act  are  the  creative,  not  the  imitative 
faculties.  An  invention  is  the  product  of  original 
thought.  It  involves  the  spontaneous  conception 
of  some  idea  not  previously  present  to  the  mind 
of  the  investor.  Industry  in  exploring  the  dis- 
coveries and  acquiring  the  ideas  of  others,  wise 
judgment  in  selecting  and  combining  them, 
mechanical  skill  in  applying  them  to  practical 
results;  none  of  these  are  creation;  none  of  these 
enter  into  the  inventive  act." 

The  rule  is  so  well  set  forth  in  the  decision  of  Mr. 
Commissioner  Hall,  in  Ex  parte  Devin,  C.  D.,  1888,  page 
166,  that  I  can  not  refrain  from  quoting.   He  said: 

"It  is  not  sufficient  that  an  applicant  shall  have 
made  a  new  and  useful  article  or  machine;  but  he 
must  have  made  an  invention  or  discovery.  These 
terms  have  received  a  clear  and  well-defined  con- 
struction at  law,  and  in  the  decisions  of  the  courts, 
the  word  discovered  having  practically  the  same 
meaning  as  the  word  invented." 

In  deciding  adversely  the  case  before  him,  he  went 
on  to  say: 

"It  is  well  known  that  the  mechanics,  artisans, 
and  laborers  of  the  world  are  continually  making 
an  infinite  multitude  of  new  and  useful  contri- 
vances, changes,  and  modifications  in  the  affairs 
of  life,  and  yet  they  do  not  dream  of  patenting 
them,  far  the  reason  that  they  are  not  the  result 
of  the  exercise  of  the  inventive  faculty,  but 
simply  of  the  mechanical  faculty." 

A  leading  decision  by  the  United  States  Supreme 
Court,  setting  forth  the  Rule  requiring  invention,  is  The 


Atlantic  Works  vs.  Brady,  printed  in  C.  D.,  1883,  page 
214,  which  says: 

"The  process  of  development  in  manufactures 
creates  a  constant  demand  for  new  appliances, 
which  the  skill  of  ordinary  head  workmen  and  en- 
gineers is  generally  adequate  to  devise,  and  which, 
indeed,  are  the  natural  and  proper  outgrowth  of 
such  development.  ...  To  grant  to  a  single 
party  a  monopoly  of  every  slight  advance  made, 
except  where  the  exercise  of  invention  somewhat 
above  ordinary  mechanical  or  engineering  skill  is 
distinctly  shown,  is  unjust  in  principle  and  in- 
jurious in  its  consequences.  The  design  of  the 
patent  laws  is  to  reward  those  who  make  some 
substantial  discovery  or  invention  which  adds 
to  our  knowledge  and  marks  a  step  in  advance 
in  the  useful  arts.  It  was  never  the  object  of  these 
laws  to  grant  a  monopoly  for  every  trifling  device, 
every  shadow  of  a  shade  of  an  idea,  which  would 
naturally  and  spontaneously  occur  to  any  skilled 
mechanic'  or  operator  in  the  ordinary  progress  of 
manufactures." 

The  above  citations  are  thought  sufficient  to  make 
the  Rule  stated  authoritative. 

The  problem  for  the  Examiner,  is,  of  course,  to  de- 
termine in  a  given  case  whether  invention  is  present. 

Each  case  has  to  be  decided  on  its  own  merits.  No 
writer  or  court  has  ventured  to  state  the  elements  of  the 
mental  creative  act  referred  to  by  Robinson,  in  the  quota- 
tion given  above;  some  have  expressed  the  seeming 
impossibility  of  defining  invention.  In  McClain  vs. 
Ortmayer  et  al.,  C.  D.,  1891,  page  532,  the  Supreme 
Court  said: 

"The  word  'invention'  can  not  be  defined  in 
such  a  manner  as  to  afford  any  substantial  aid  in 
determining  whether  a  particular  device  involves 
an  exercise  of  the  inventive  faculty  or  not." 

Judge  Dennison  in  his  recent  talk  before  the  Examin- 
ing Corps  admitted  the  courts  are  still  struggling  with  the 


question  of  what  constitutes  invention.  He  gave  a  state- 
ment of  one  way  of  approaching  the  question  which  is: 
First  determine  exactly  what  the  inventor  aimed  to  do 
to  advance  the  art,  and,  secondly,  determine  whether 
the  alleged  anticipating  invention  evidences  an  invention 
to  advance  along  the  same  line.  This  will  place  the  in- 
vestigator in  a  position  to  separate  out  and  weigh  the 
character  of  the  difference  between  the  results  obtained 
by  each. 

Neither  have  we,  relative  to  "mechanical  skill," 
a  dogmatic  statement  as  to  what  the  "artisan,"  "head- 
workman,"  or  "engineer,"  mentioned  in  the  Supreme 
Court  decision  above,  may  be  expected  to  produce. 
Definitions  of  "persons  skilled  in  the  art"  are  found 
in  the  decisions  in  Ex  parte  Kerr,  C.  D.,  1884,  page  27, 
and  in  The  Tannage  Patent  Co.  vs.  Zahn,  a  circuit  court 
decision  printed  in  C.  D.,  1895,  page  367;  according  to  ■ 
these  decisions  "persons  skilled  in  the  art,"  are  those 
of  ordinary  and  fair  information  relating  to  the  subject 
matter  of  the  invention.  Of  course,  the  section  of  the 
Statute,  No.  4888,  using  this  term,  refers  to  the  fullness 
and  clearness  of  the  description  requisite  to  support 
a  patent,  such  description  being  directed  to  "persons 
skilled  in  the  art."  But  it  is  persons  of  this  character 
who  may  be  expected  to,  and  do  produce  changes  and 
improvements  evidencing  mechanical  skill.  A  reason- 
able deduction  must  be  that  the  skill  and  training  of  an 
engineer  must  be  counted  "ordinary"  to  his  profession. 
A  civil  engineer,  for  instance,  has  large  knowledge  along 
certain  lines,  but  so  presumably  have  all  civil  engineers. 
A  physician  is  wise  in  the  matter  of  compounding  pre- 
scriptions, but  so,  presumably,  are  all  physicians.  They 
are  persons  skilled  in  their  particular  arts.  And  if  these 
persons  make  inventions  which  do  not  distinctly  show 
originality,  but  merely  a  full  professional  knowledge 
availed  of  to  produce  results  that  might  have  been 
foreseen  by  persons  equally  learned  and  skilled,  their 
work  may  properly  be  held  to  have  evinced  only  mechani- 
cal skill. 

But  if  a  definition  of  exactly  what  constitutes  inven- 
tion be  lacking,  a  number  of  decisions  have  been  rendered 
in  specific  cases  marking  out,  first,  certain  changes  and 
even  improvements  that  do  not  amount  to  invention; 


and,   secondly,  indicating  changes  and  improvements 
that  have  been  decided  to  involve  invention. 

By  a  consideration  of  the  first  class  of  decisions  certain 
"fiats  and  shallows  of  mechanical  skill,"  to  continue  the 
nautical  metaphor  mentioned  above,  are  located  and  the 
possible  bounds  of  the  "channel  of  invention"  some-  - 
what  denned. 

Of  the  first  class,  the  following  decisions  may  be  noted : 

"Mere  skill  of  construction  is  not  invention  but 
only  mechanical  skill."    Ex  parte  Snider,  C.  D., 

1894,  page  23. 

"To  make  an  apparatus  portable  is  not  a  patent- 
able improvement."  Black  Diamond  Coal  Min- 
ing Co.  vs.  Excelsior  Coal  Co.,  C  D,,  1895,  page 
267  (U.  S.  Supreme  Court). 

"The  right  to  improve  upon  prior  devices  by 
making  solid  castings  in  lieu  of  constructions  of 
attached  parts  is  so  universal  in  the  arts  as  to 
have  become  a  common  one."  Consolidated 
Electric  Manufacturing  Co.  vs.  Holtzer,  C.  D., 

1895,  page  476  (Circuit  Court  of  Appeals). 
"Mere  change  of  proportion  is  not  sufficient 

to  avoid  a  charge  of  infringement  and  is  not 
therefore  sufficient  to  establish  difference  of 
invention."  Thomson-Houston  Electric  Co.  vs. 
Western  Electric  Co.,  C.  D.,  1896,  page  315 
(Circuit  Court  of  Appeals). 

"There  was  no  invention  in  providing  a  bearing 
surface  upon  the  frame  of  a  dash  .  .  .  either 
by  an  increase  in  the  quantity  of  metal  or  other- 
wise, so  as  to  strengthen  the  proper  part  in  a  proper 
way  for  its  proper  duty."  Peters  vs.  Hanson,  C.  D., 
1889,  page 444  (TJ.  S.  Supreme  Court). 

"There  is  no  patentable  invention  involved  in 
swaging  or  striking  up  by  means  of  a  die,  from  a 
blank  of  iron  or  steel,  a  rail-brace  of  a  form  which 
had  previously  been  made  of  cast  metal."  Strom 
Mfg.  Co.  vs.  Weir  Frog  Co.,  C.  D.,  1896,  page 
618  (Circuit  Court),  and  Kilbourne  vs.  W. 
Bingham  Co.,  C.  D.,  1892,  page  477  (Circuit  Court 
of  Appeals). 

"The  matter  of  elastic  suspension  by'springs, 


and  of  otherwise  giving  entire  or  partial  inde- 
pendent support  is  so  common  in  the  arts  that  the 
presumption  is  against  the  patentability  of  any 
such  mere  form  of  suspension.  The  selection  of  a 
form  of  support  is  in  the  common  field  of  mechani- 
cal construction."  Thomson-Houston  Electric 
Co.  vs.  Athol  and  Orange  St.  Railway  Co.,  C.  D., 
1897,  page  694  (Circuit  Court). 

"To  increase  or  decrease  the  number  of  inter- 
mediate gear-wheels  in  the  train  of  gearing  of  a 
timepiece  from  the  number  shown  in  the  reference 
to  accommodate  the  mechanism  to  the  size  of  the 
case  and  still  maintain  the  proper  value  between 
the  rate  of  revolution  of  the  minute  and  hour  hands 
is  within  the  skill  of  the  mechanic  familiar  with 
the  art  and  does  not  involve  invention."  Ex  parte 
Volkmann  and  Truax,  C.  D.,  1906,  page  372. 
See,  also,  New  Departure  Bell  Co.  vs.  Bevin 
Brothers  Mfg.  Co.,  C.  D.,  1896,  page  428  (Circuit 
Court  of  Appeals). 

"Where  two  mechanisms  for  performing  suc- 
cessive operations  upon  a  piece  of  work  are  both 
old  in  the  art,  the  assemblying  of  these  mechan- 
isms upon  a  unitary  support  in  such  manner 
that  the  operator  may  transmit  the  work  from  one 
to  the  other  without  changing  his  position  at  the 
machine,  held  not  to  involve  invention."  Ex  parte 
Smith,  C.  D.,  1909,  page  214. 

"Held  that  ordinarily  there  is  no  invention 
involved  in  making  in  two  pieces  and  separable 
things  which  have  before  been  made  in  one  piece 
of  parts  inseparably  connected."  Ex  parte 
Thurston,  C.  D.,  1905,  page  294. 

"Butt-welding  of  metal  being  old,  claims  for  a 
metal  pan  formed  of  two  parts,  with  the  joining 
edges  butt-welded,  held  not  patentable  over  the 
prior  art,  as  the  substitution  of  a  butt-weld  for  a 
crimped  seam  does  not  constitute  invention." 
In  re  Hogan,  203  0.  G.,  page  1558  (Court  of 
Appeals,  D.  C). 

A  statement  made  by  Judge  Putnam,  of  the  Circuit 
Court,  District  of  Massachusetts,  in  the  case  Dalby  us. 


Lynes,  C.  D.,  1895,  page  381,  deserves  consideration, 
since  it  was  afterwards  quoted  with  approval  by  the  Court 
of  Appeals  of  the  District  of  Columbia,  in  Fay  vs.  Duell, 
Commissioner  of  Patents,  C.  D.,  1900,  page  232.  The 
statement  is: 

"A  novelty  involving  a  state  of  art  so  universal 
and  common  as  the  making  and  adjustment  of 
clothing  must  be  of  a  radical  character  to  over- 
come the  presumption  against  its  patentability." 

As  to  rearraBgemeot  and  reversal  of  parts  without  the 
accomplishment  of  a  new  result,  the  following  decisions 
are  pertinent: 

"The  reversal  of  a  tongue  and  its  recess  in  the 
same  kind  of  a  structure,  even  if  productive  of  an 
improved,  but  not  a  new,  result  does  not  require 
patentable  invention."  Sax  vs.  Taylor  Iron 
Works,  C.  D.,  1887,  page  444  (Circuit  Court) . 

"Where  certain  parts  of  a  water-tight  shoe  were 
old,  a  simple  change  in  the  form  and  arrangement 
of  such  parts  subserving  the  same  purpose  as  like 
parts  of  shoes  constructed  under  earlier  patents, 
and  without  causing  any  new  function  to  be  per- 
formed, does  not  constitute  invention."  Burt  va. 
Evory,  c.  D.,  1890,  page  245  (U.  S.  Supreme 
Court). 

"In  a  water  heating  apparatus  the  arrangement 
of  vertical  pipes  over  instead  of  at  the  side  of  the 
fire  does  not  constitute  patentable  novelty,  and 
varying  the  length  of  these  pipes  so  as  to  avoid 
interfering  with  the  fuel  space  is  an  obvious 
change  for  an  obvious  purpose  and  does  not 
amount  to  invention."  Ex  parte  Garland,  C.  D., 
1892,  page  3. 

"Wooden  bearings  in  excelsior-machines  being 
old,  there  is  no  patentability  in  a  wooden  bearing 
in  such  machine  placed  therein  so  that  the  grain 
of  the  wood  will  run  vertically  with  the  line  of 
motion  of  the  journal  instead  of  at  right  angles 
thereto. 

"The  use  of  lugs  to  prevent  lateral  movement 
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being  well  known,  their  employment  in  an  ex- 
celsior-machine to  prevent  lateral  movement  of 
the  sliding  plate  involves  no  invention."  Johnson 
vs.  Olsen,  C.  D.,  1894,  page  453  (Circuit  Court). 

"To  make  the  handle  of  a  knife  for  cutting  hay 
reversible  on  the  head  of  the  shank  to  which  the 
blade  is  attached,  does  not  require  anything 
more  than  ordinary  mechanical  ingenuity  and 
does  not  involve  invention."  In  re  Iwan,  C.  D., 
1901,  page  344  (Court  of  Appeals,  D.  C.)- 

If,  however,  the  rearrangement  of  parts  involves  a 
reorganization  of  the  machine  tending  to  simplification 
or  an  improved  manner  of  operation,  this  may  require 
and  involve  invention. 

See,  for  instance,  the  following  decisions:  Wilcox  and 
Gibbs  Sewing  Machine  Co.  vs.  The  Merrow  Machine  Co., 
C.  D.,  1898,  page  584  (Circuit  Court  of  Appeals),  in 
which  Judge  Lacombe  said  in  substance: 

"Although  the  patentees  have  borrowed  in  part 
from  the  earlier  art,  they  have  so  arranged  the 
various  parts  as  to  tend  towards  simplicity,  and 
have  doubled  speed  of  the  overseam  machine,  and 
therefore  the  court  is  disposed  to  consider  the 
changes  in  parts  and  arrangement  of  parts  as 
showing  meritorious  invention." 

Similar  decisions  are  made  in  Morgan  Engineering  Co. 
vs.  Alliance  Machine  Co.,  C.  D.,  1910,  page  438  (Circuit 
Court  of  Appeals) ;  Exparte  Johnson,  C.  D.,  1909,  page 
188. 

It  may  be  considered  settled  that  a  mere  carrying  for- 
ward or  change  in  degree  of  an  original  idea  is  not 
invention;  such  cases  frequently  present  a  mere  duplica- 
tion of  existing  parts. 

In  Williams  et  al.  vs.  The  Goodyear  Metallic  Rubber 
Shoe  Co.,  C.  D.,  1892,  page  288. 

Judge  Shipman  said,  speaking  of  the  then  recent  Su- 
preme Court  decisions  in  Smith  vs.  Nichols  and  Burt  vs. 
Evory: 

"The  tendency  of  these  decisions  is  to  confine 
patentability  within  narrower  limits  than  for- 


merly.  They  especially  demand  that  a  device 
which  is  an  improvement  upon  a  pre-existing  one 
must,  in  order  to  be  patentable,  contain  a  new 
idea,  and  perform  some  new  function  and  not 
present  changes  of  degree  only,  or  simply  'new  and 
more  extended  applications  of  the  original 
thought.'  " 

Other  decisions  of  the  same  character  are:  Busell 
Trimmer  Co.  vs.  Stevens,  C.  D.,  1890,  p.  586  (U.  S. 
Supreme  Court) ;  Consolidated  Roller-Mill  Co.  vs.  Walker 
C.  D.,  1891,  page  310  (U.  S.  Supreme  Court) ;  Wright  vs. 
Yuengling,  C.  D.,  1894,  page  560  (U.  S.  Supreme  Court) ; 
In  re  Seabury,  C.  D.,  1904,  page  655  (Circuit  Court  of 
Appeals,  D.  C.). 

The  question  sometimes  arises  in  the  Examiner's  mind 
whether  the  practically  simultaneous  invention  of  the 
same  thing  by  a  number  of  inventors  working  inde- 
pendently does  not  of  itself  indicate  the  work  to  be  that 
of  a  skilled  mechanic.  In  Bromley  Bros.  Carpet  Fac- 
tory vs.  Stewart,  C.  D.,  1892,  page  669,  Judge  Acheson 
said: 

"That  upon  the  idea  of  making  an  improvement, 
an  adaptation  of  an  old  machine  to  the  new 
purpose  was  proposed  almost  simultaneously  by 
three  independent  parties  by  an  alteration  of 
mechanism  slightly  different  structurally,  but  the 
same  in  principle  in  each  case,  is  evidence  that 
such  change  was  obvious  and  did  not  involve 
invention." 

See,  also,  North  British  Rubber  Co.  vs.  Jandorf, 
C.  D.,  1898,  page  313  (Circuit  Court);  and  Com- 
puting Scale  Co.  vs.  Automatic  Scale  Co.,  C.  D., 
1905,  page  704  (Circuit  Court  of  Appeals,  D.  C). 

As  to  the  omission  of  mechanical  parts,  the  rule  seems 
well  settled  and  appears  to  be— 

"A  reconstruction  of  a  machine  so  that  a  less 
number  of  parts  will  perform  all  the  functions 
of  the  greater  may  be  invention  of  a  high  order; 
but  the  omission  of  a  part  with  a  corresponding 
omission  in  function,  so  that  the  retained  parts 
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do  just  what  they  did  before  in  the  combina- 
tion, can  not  be  other  than  a  mere  matter  of 
judgment,  depending  upon  whether  it  is  desirable 
to  have  the  machine  do  all  or  less  than  it  did 
before."  McClain  vs.  Ortmayer,  C.  D.,  1888, 
p.  231  (Circuit  Court);  See  also  National  Hat 
Pouncing  Machine  Co.  us.  Hedden,  C.  D.,  1893, 
p.  294  (V.  S.  Supreme  Court). 

On  the  question  of  substitution  of  materials  or  parts, 
the  rule  clearly  is  that  if  the  substituted  material  or  part 
was  well  known  and  its  advantages  and  virtues  under- 
stood, and  the  new  result  attained  by  the  substitu- 
tion was  due  solely  to  the  characteristics  of  the  material 
or  part  substituted,  the  substitution  displays  no  inven- 
tion. Ex  parte  Krell,  C.  D.,  1888,  page  139;  Ex  parte 
Odenheimer,  C.  D.,  1889,  page  240;  Ex  parte  Foss,  C.  D., 
1891,  pages  153  and  208;  Ex  parte  Grayson  and  Crecelius, 
CD.;  1894,  page  100. 

However,  if  the  substitution  of  a  part  results  in  over- 
coming particular  difficulties  and  results  in  a  par- 
ticularly meritorious  article  or  machine,  the  substitu- 
tion may  involve  invention,  according  to  the  decision  in 
Mast,  Foos  and  Co.  w.  Dempster  Mill  Mfg.  Co.,  C.  D., 
1898,  page  297  (Circuit  Court  of  Appeals). 

In  the  above  series  of  decisions,  I  have  tried  to  select 
those  where  the  language  used  in  each  may  be  applicable 
to  more  than  one  particular  set  of  circumstances;  in 
other  words,  to  select  cases  typical  each  of  a  class. 

In  taking  up  the  second  class  of  decisions,  viz.  those 
deciding  invention  to  have  been  present  and  its  re- 
quirements satisfied,  it  is  noteworthy  that  the  great  ma- 
jority of  them  decide  only  its  particular  case;  in  other 
words,  that  as  to  that  particular  craft,  it  is  in  the  "navi- 
gable channel  of  invention." 

Some  caBes  have  been  said  to  be  just  within  the 
bounds  of  the  channel  and  a  few  have  used  language 
broad  enough  to  help  in  defining  the  channel. 

For  instance — 

"Simplicity  does  not  negative  invention  when  a 
new  and  useful  result  is  accomplished."    Western 
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Mineral  Wool  Co.  vs.  Globe  Mineral  Wool  Co., 
C.  D.,  1896,  p.  622  (Circuit  Court). 

"Whenever  in  an  art,  machine,  manufacture,  or  \ 
composition  of  matter  a  change,  however  ap-  J 
patently  minute,  is  made  which  is  not  obvious  { 
and  results  in  marked  advantages,  a  patentable  ] 
invention  has  been  produced."  Ex  parte  Champ-  ' 
ney,  C.  D.,  1892,  page  176. 

"In  determining  the  question  of  patentable 
novelty,  there  can  be  no  hard  and  fast  rule.  Each 
case  must  be  decided  upon  its  own  facts.  Mere 
change  of  form  in  and  of  itself  does  not  disclose 
novelty.  A  new  article  of  commerce  is  not  neces- 
sarily a  new  article  patentable  as  such.  But 
patentable  novelty  in  a  case  like  the  present  may 
be  founded  .upon  superior  efficiency ;  upon  superior 
durability  including  the  ability  to  retain  a  perma-  ' 
nent  form  when  exposed  to  the  atmosphere;  upon 
a  lesser  tendency  to  breakage  and  loss;  upon 
purity  and,  in  connection  with  other  things,  upon 
comparative  cheapness."  Union  Carbide  Co.  vs. 
American  Carbide  Co.,  C.  D.,  1910,  p.  471  (Cir. 
Court  of  Appeals) . 

In  this  case,  a  chemical  compound,  calcium  carbid,  was 
under  consideration. 

It  is  not  considered  necessary  in  this  paper  to  touch 
upon  the  feature  of  invention  as  embodied  in  a  patent- 
able combination  or  a  patentable  process,  as  these  sub- 
jects have  been  treated  in  extenso  in  excellent  papers 
already  read  before  the  Examining  Corps. 
.  One  subject  of  importance,  however,  deserves  our 
attention;  it  is  that  of  double  or  analogous  use. 

It  is  fundamental  that  a  patent  covers  a  device  in  all 
the  uses  to  which  it  may  be  applied;  if  a  device  be  trans- 
ferred from  one  art  to  another  and  the  arts  be  analogous, 
no  invention  is  involved  in  the  transfer.  That  the  new 
use  was  not  contemplated  by  the  patentee  is  immaterial. 
Aron  vs.  Manhattan  Ry.  Co.,  C.  D.,  1889,  page  650 
(U.  S.  Supreme  Court);  Howe  Machine  Co.  vs.  National 
Needle  Co.,  C.  D.,  1890,  page  281  (TJ.  S.  Supreme 
Court);  Ansonia  Brass  and  Copper  Co.   vs.   Electric 


Supply  Co.,  C.  D.,  1892,  page  313  (U.  S.  Supreme  Court). 
But,  as  the  court  said  in  the  last  mentioned  decision : 
"If  an  old  device  or  process  be  put  to  a  new  use 
which  is  not  analogous  to  the  old  one,  and  the 
adaptation  of  such  process  to  the  new  use  is  of 
such  a  character  as  to  require  the  exercise  of  in- 
ventive skill  to  produce  it,  such  new  use  will  not 
be  denied  the  merit  of  patentability." 

Tn  this  case  and  especially  in  the  celebrated  case, 
which  was  decided  nearly  three  years  later,  viz.:  Potts 
and  Co.  vs.  Creager  et  al.,  C.  D.,  1895,  page  143,  the  Su- 
preme Court  discusses  at  length  the  question  of  double 
use. 

In  the  latter  case,  the  validity  of  two  patents  each  to 
C.  and  A.  Potts  for  a  clay  disintegrator,  was  being 
investigated.  The  disintegrator  was  made  up  of  a  re- 
volving cylinder  with  longitudinal  cutting  bars  at 
spaced  intervals  on  and  projecting  from  its  surface.  Op- 
posed to  this  cylinder  was,  in  one  patent,  a  swinging 
board  moved  in  and  out  by  an  eccentric  and  in  the 
other  patent,  a  smooth  revolving  cylinder.  The  action 
of  the  machines  was  to  cut  or  shred  the  clay. 

Numerous  alleged  anticipating  patents  were  cited 
from  many  arts  showing  grinding,  crashing,  cutting  and 
rolling  operations  applied  to  many  substances:  an  ex- 
hibit of  the  Creager  wood-polishing  machine  was  con- 
sidered by  the  court,  the  nearest  approach  to  anticipa- 
tion; it  had  a  cylinder  with  projecting  strips  or  bars  of 
glass,  and  of  this  the  court  said : 

"Had  this  machine  been  used  for  an  analogous 
purpose,  it  would  evidently  have  been  an  anticipa- 
tion of  the  Potts'  cylinder,  since  the  substitu- 
tion of  steel  for  glass  strips  would  not  of  itself 
have  involved  invention." 

Concerning  the  patents  cited  as  anticipations,  the  court 
repeatedly  asked  the  questions:  Will  the  machine  dis- 
integrate clay?  Will  it  cut  or  shred  like  the  Potts' 
machines? 

The  whole  decision  shows  the  great  importance  the 
court  placed  on  the  result  obtained  by  revolving  the 
knives  in  the  new  use. 


The  following  much  quoted  conclusion  was  a  part  of 
this  decision: 

"As  a  result  of  the  authorities  upon  this  sub- 
ject, it  may  be  said  that,  if  the  new  use  be  so  nearly 
analogous  to  the  former  one,  that  the  applicability 
of  the  device  to  its  new  use  would  occur  to  a  per- 
son of  ordinary  mechanical  skill,  it  is  only  a  case  of 
double  use,  but  if  the  relations  between  them  be 
remote,  and  especially  if  the  use  of  the  old  device 
produce  a  new  result,  it  may  at  least  involve  an 
exercise  of  the  inventive  faculty.  Much,  how- 
ever, must  still  depend  upon  the  nature  of  the 
changes  required  to  adapt  the  device  to  its  new 
use." 

Another  Supreme  Court  decision  emphasizing  the  im- 
portance of  the  object  and  function  of  a  machine  relative 
to  the  question  of  anticipation  and  therefore  having  a 
bearing  on  the  question  of  originality  or  invention  is 
Topliff  vs.  Topliff,  C.  D.,  1892,  page  402,  wherein  the 
court  said: 

"It  is  not  sufficient  to  constitute  an  anticipa- 
tion that  the  device  relied  on  might  by  modifica- 
tion, be  made  to  accomplish  the  function  per- 
formed by  the  patent  in  question,  if  it  were 
not  designed  by  its  maker,  nor  adapted,  nor  ac- 
tually used  for  the  performance  of  such  func- 
tion." 

Another  prominent  Supreme  Court  decision,  pointing 
out  the  importance  of  a  new  and  improved  result  is 
Webster  Loom  Co.  vs.  Higgins,  C.  D.,  1882,  page  285, 
wherein  it  was  said : 

"A  new  combination  of  known  devices  produc- 
ing a  new  and  useful  result  (as  that  of  greatly 
increasing! the  effectiveness  of  a  machine),  is 
evidence  of  invention." 

See,  also,  Miller  vs.  Lodge  and  Davis  Machine 
Tool  Co.,  77  Federal  Reporter,  page  621  (Circuit 
Court  of  Appeals). 


14 

Two  more  points  of  importance  remain  to  be  con- 
sidered. 

When  is  weight  to  be  given  and  how  much  importance 
is  to  be  attributed  to  affidavits  filed  showing  that  a  device 
has  gone  into  extensive  use  by  the  public  and  superseded 
others  of  its  kind? 

The  Circuit  Court  of  Appeals  for  the  Eighth  Circuit, 
in  its  decision  in  Boss  Manufacturing  Co.  vs.  Thomas 
(C.  D.,  1911,  page 456),  said: 

"In  doubtful  cases,  the  fact  that  a  patented 
article  has  gone  into  extensive  or  general  use  is 
evidence  of  its  utility;  but  that  is  by  no  means 
conclusive  of  its  patentability.  When  there  is  no 
invention,  the  extent  of  its  use  is  a  matter  of  no 
importance." 

It  is  significant  to  note  that  the  United  States  Supreme 
Court  in  most  of  its  utterances  on  the  subject  says  this 
sort  of  evidence  can  be  availed  of  where  the  question 
of  patentable  novelty  is  in  doubt. 

For  instance,  in  Potts  vs.  Creager,  supra,  the  court 
said: 

"Where  the  question  of  novelty  is  in  doubt,  the 
fact  that  the  device  has  gone  into  general  use, 
and  displaced  other  devices  employed  for  a  similar 
purpose,  is  sufficient  to  turn  the  scale  in  favor  of 
the  invention." 

See,  also,  McClain  vs.  Ortmayer,  and  Topljff  vs. 
Topliff,  supra. 

Another  decision  which  uses  the  term  "invention" 
in  place  of  "novelty,"  is  Star  Brass  Works  vs.  Gen'l. 
Electric  Co.,  Ill  Federal  Reporter,  page  398  (Circuit 
Court  of  Appeals). 

From  the  decisions,  it  seems  fair  to  deduce  that  the 
Examiner  should  be  careful  not  to  give  too  much  weight 
to  this  kind  of  evidence.  In  Ex  parte  Flomerfelt,  C.  D., 
1896,  page  59,  Mr.  Commissioner  Seymour  said: 

"Where  the  patentability  of  a  device  is  not 
clear,  extensive  sales  may  resolve  the  doubt  of 
patentability  in  favor  of  an  applicant.  This, 
however,  is  an  unsafe  criterion  and  must  be  cau- 
tiously applied." 
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That  the  fact  of  large  sales  is  an  unsafe  criterion  in 
determining  the  question  of  patentability  was  specifically 
stated  by  the  Supreme  Court  in  Duer  Pa.  Corbin  Cabinet 
Lock  Co.,  C.  D.f  1893,  page  334. 

The  last  point  I  wish  to  touch  upon  is  this:  The 
Examiner  is  frequently  urged  to  resolve  all  doubts  in 
favor  of  the  applicant.  The  case  is  usually  very  nearly 
"in  extremis,"  when  this  argument  is  resorted  to. 

There  appear  to  be  certain  circumstances  where  this 
argument  is  proper  and  should  be  given  weight. 

The  Circuit  Court  of  Appeals  of  the  First  Circuit,  in 
Simonds  Rolling-Machine  Co.  vs.  Hathorn  Manufactur- 
ing Co.  (C.  D.,  1899,  page 421),  said: 

"On  a  question  of  anticipation  if  the  identity 
of  methods  and  results  is  doubtful,  the  doubt 
must  be  resolved  in  favor  of  the  successful 
patentee  who  has  in  a  practical  way  materially 
advanced  the  art." 

From  this  it  appears  the  Examiner  may  properly 
resolve  all  doubts  in  favor  of  the  applicant,  where,  for 
instance,  the  disclosure  of  the  invention  in  an  alleged 
anticipating  reference  is  incomplete  or  obscure,  neces- 
sarily leaving  the  Examiner  in  doubt  as  to  the  identity 
of  the  reference  with  the  invention  claimed. 

It  does  not  follow  that  all  doubtful  cases  involving  the 
separation  of  invention  from  mechanical  skill  should 
be  decided  in  favor  of  the  applicant.  It  should  be  re- 
membered that  the  burden  of  proof  is  upon  the  applicant 
to  establish  the  patentability  of  the  invention  as  claimed. 
Durham  us.  Seymour,  Commissioner  of  Patents,  C.  D., 
1895,  page  307. 

In  conclusion  it  may  be  said  that  the  discussion  above 
is  thought  sufficient  to  make  clear  that  the  presence 
of  invention  as  an  element  of  patentability  is  imperative; 
that  the  difficulty  of  distinguishing  invention  from  me- 
chanical skill  is  frequently  great  and  demands  careful 
thought;  that  the  marked  out  "flats  and  shallows  of 
mechanical  skill"  should  be  reviewed  for  purposes  of 
comparison;  that  the  object  an  inventor  has  in  view  is 
important;  that  the  actual  result  he  attains  is  even 
more  so;  that  simplicity  does  not  negative  invention,  and 
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that  reorganization  of  parts  with  a  view  to  simplifica- 
tion is  likely  to  evidence  invention  of  a  high  order. 

If  the  above  consideration  of  these  or  other  features 
shall  be  useful  to  the  Examiners  in  deciding  the  case  en- 
titled "INVENTION  vs.  MECHANICAL  SKILL,"  the 
purpose  of  this  paper  will  be  fulfilled. 

Read  November  12,  1914. 


A  "Career"  in  the  Patent  Office, 

By 

GEO.  P.  TUCKER, 
Principal  Examiner,  Division  8. 


I  have  entitled  this  paper  "A  Career  in  the  Patent 
Office"  when  perhaps  it  should  have  had  the  interroga- 
tive heading — What  possibilities  for  a  career  are  there 
in  the  Patent  Office  for  an  ambitious  young  man? 

It  is  the  purpose  of  this  paper  to  look  into  this  question 
somewhat  and  point  out  features  in  office  work,  which 
doubtless  have  appealed  to  some  men,  and  which  may 
appeal  to  others.  Many  instances  have  been  known 
of  men  who  have  rounded  out  years  of  service  in  the 
.Patent  Office  and  retired  satisfied  with  what  they  have 
done.  Most  of  us  entered  the  Examining  Corps  from 
choice  and  some  have  remained  from  choice. 

It  is  quite  true  that  many  from  the  moment  of  their 
entry  plan  to  use  their  office  training  as  a  stepping  stone 
to  Patent  Law  Practice;  also  that  the  number  of  Ex- 
aminers leaving  the  office  for  outside  work  has  been  large 
for  many  years,  so  large,  in  fact,  as  seriously  to  engage  the 
attention  of  the  Commissioner,  the  efficiency  of  the  corps 
as  a  whole  being  imperilled  by  these  losses.  In  the 
report  recently  prepared  by  Mr.  Boyle  and  Mr.  Ulke, 
concerning  the  German  Patent  Office,  it  was  said, 
"Examiners  never  resign  from  that  office  for  the  pur- 
pose of  practising  before  the  same,  as  such  a  practice 
is  held  to  be  ethically  bad." 

It  is  not  intended  to  disparage  the  opportunities  for 
a  career  there  are  in  practising  before  the  office,  much 
less  those  in  practising  before  the  courts.  We  all  know 
that  very  many  men  have  attained  professional  and 
financial  success  in  both  of  these  channels. 

We  may,  however,  pause  for  a  moment  to  compare  the 
work  of  Examining  applications  for  patents  with  the 
work  of  preparing  and  prosecuting  these  applications. 

With  possibly  the  exception  that  the  latter  is  more 


varied  in  subject-matter  and  therefore  more  interesting, 
the  advantage,  in  my  opinion,  lies  with  the  work  of  ex- 
amining. What  the  latter  lacks  in  variety,  it  makes  up 
in  concentration  and  thoroughness  of  attention  on  one  or 
more  arts.  And  a  thorough  knowledge  of  any  art  is  not 
so  very  narrow  as  to  field,  as  I  shall  endeavor  to  point  out 
a  little  later. 

The  Examiner's  duties  are  judicial  in  nature;  an  at- 
torney or  solicitor  is  an  advocate.  If  a  man's  mind 
tends  to  the  judicial,  he  will  enjoy  deciding  questions 
rather  than  pleading  them. 

I  am  told  the  solicitor's  complete  enjoyment  of  his 
work  is  sometimes  marred  by  the  peculiar  mental  pro- 
cesses of  the  inventor,  or  the  failure  of  the  latter  to  under- 
stand the  utility  of  the  Rules  of  Practice.  The  Examiner 
in  dealing  with  the  attorney  can  usually  confine  his 
attention  to  the  merits  of  the  case. 

Deciding  a  question  must  always  be  considered  as  im- 
portant work  as  the  advocacy  of  either  side  thereof,  and 
an  able  judge  is  not  reckoned  inferior  to  an  able  advocate.' 

Patent  Office  work  has  always  appealed  to  me  because 
it  presents  ever  changing  views  of  the  advance  in  the  in- 
dustrial arts,  the  constructive  thoughts  of  inventors  from 
all  over  the  world.  The  Patent  Office  is  a  sort  of  clearing 
house  for  ideas.  If  an  inventor  comes  in  with  more 
credits  in  his  application  than  there  are  debits  charged 
against  him  in  the  patents,  publications,  etc.,  of  others, 
he  goes  out  with  his  credit  balance  in  the  form  of  a  patent. 
His  patent  exhibits  his  contribution  to  the  art  and  to 
watch  these  contributions  grow,  to  observe  the  ever 
shifting  lines  of  growth,  to  mark  the  different  ways 
inventors  take  to  reach  the  same  goal,  and  to  note  how 
eagerly  the  advance  made  by  one  is  seized  upon  by 
<il  hers,  is  like  watching  a  battle  from  a  point  of  vantage, 
seeing  all  operations  pass  in  review.  The  Examiner 
oeoupies  this  point  of  vantage  relative  to  the  march  of 
progress  of  the  industrial  arts.  He  is,  as  it  were,  at  the 
renter  of  things  and  assuming  he  is  interested,  he  must 
;Lppreciate  and  enjoy  the  advantages  of  his  position. 

But  I  wish  particularly  to  point  out  how  his  enjoy- 
ment of  his  position  may  be  made  greater,  his  efficiency 
therein  increased  and  the  position  itself  made  more 
important. 


These  results  may  all  be  accomplished  by  the  Ex- 
aminer thoroughly  knowing  his  art. 

The  Examiner  who  "knows  his  art"  as  this  expression 
is  used  in  the  office,  is  not  without  honor  among  his  asso- 
ciates. He  is,  for  instance,  a  bad  man  to  run  up  against 
in  trying  to  transfer  a  case  unwarrantably  into  his  class. 

But  to  know  an  art  thoroughly  in  the  ideal  sense 
means  more  than  a  knowledge  of  the  subject-matter  of 
each  sub-class  with  perhaps  a  full  acquaintance  with  a 
comparatively  few  prominent  patents. 

It  means  a  knowledge  of  how  the  art  has  grown ;  of  the 
inventors  who  have  worked  most  assiduously  therein 
and  their  lines  of  endeavor;  of  the  publications,  com- 
mercial and  otherwise,  relating  thereto;  of  related  arts 
in  so  far  as  they  affect  his  art.  It  involves,  of  course 
constant  examination  of  patents  and  publications;  it  re- 
quires the  attention  to  be  always  alert  to  see  matters 
bearing  on  the  subject.  It  should  include  a  practical 
acquaintance  with  the  more  active  and  prominent  manu- 
facturing establishments  connected  with  the  art,  and  if 
the  Examiner  could  personally  meet  and  know  the  in- 
ventors most  active  in  the  art,  the  acquaintance  would 
be  of  great  assistance  to  him. 

To  digress  for  a  moment,  I  believe  more  opportunities 
should  be  given  the  Examiners  to  visit  industrial  estab- 
lishments than  are  now  possible,  for  only  in  this  way  can  a 
practical  view  be  gained  of  many  arts. 

A  man  comes  into  the  office  fresh  from  college  with  a 
knowledge  of  the  industries  of  the  country  limited 
to  his  study  of  books  to  pass  the  entrance  examination 
in  technics.  He  is  placed,  for  instance,  in  Division  34, 
when  he  doesn't  know  enough  about  practical  railroad 
structures  to  tell  the  difference,  to  use  an  old  expression, 
between  a  split  switch  and  pot  of  red  paint.  Yet  that 
man  will  soon  have  to  pass  judgment  on  the  usefulness 
or  operativeness  of  some  device  gotten  up  possibly  by  the 
master  mechanic  of  some  railroad. 

And  in  other  lines  of  work  it  is  the  same  way. 

If  an  Examiner  is  ambitious  to  know  his  art,  the  Gov- 
ernment should  assist  to  the  extent  of  giving  him  an  occa- 
sional inspection  trip  to  factories,  etc.,  directly  related 
thereto,  especially  as  the  principle  is  officially  recognized 
in  other  Governmental  Departments. 


The  appropriation  for  books  and  periodicals  should 
be  larger  than  it  now  is  that  the  complete  record  of 
progress  made  along  industrial  lines  may  be  consulted 
and  further  information  gained. 

But  to  come  back  to  "knowledge  of  an  art:"  I  said 
above  that  this  is  not  a  narrow  field.  Perhaps,  this  can 
best  be  illustrated  by  inspecting  a  particular  art.  Take, 
for  example,  the  art  of  paper  making,  excluding  things 
made  of  paper  and  including  wood  pulp  making. 

The  industry  is  a  large  one,  the  United  States  Census 
of  1910  gives  for  the  year  1909,  538  establishments  mak- 
ing paper  only;  81  establishments  making  pulp  only; 
158  making  paper  and  pulp;  altogether  777  establish- 
ments in  the  United  States  with  a  capitalization,  in 
round  numbers,  of  409  million  dollars.  Thirty-one  States 
were  represented  in  the  industry.  But  the  art  is  not 
bounded  by  the  United  States,  and  a  knowledge  thereof 
must  include  the  varied  use  of  many  different  materials 
to  produce  wood  pulp  and  paper  in  a  great  variety  of 
forms  throughout  all  countries  practising  the  industry. 

Wood  pulp  is  made  mechanically  as  ground  wood; 
chemically  as  soda  pulp,  sulphite  pulp,  sulphate  pulp,  etc. 
according  to  the  chemicals  used.  Many  different  proc- 
esses are  employed  and  considerable  machinery  in- 
volved in  making  wood  pulp,  including  machines  for 
reducing  the  wood,  digesters  with  accompanying  ap- 
paratus for  producing  sulphite,  washing  and  screening 
apparatus  and  presses  for  forming  the  pulp  into  dry  or 
semi-dry  sheets.  The  recovery  of  spent  liquor  and  by- 
products from  the  digesting  operation  is  a  large  and  in- 
creasing industry  as  it  is  possible  and  profitable  to 
manufacture  many  chemical  substances  from  the  resinous 
and  non-fibrous  constituents  of  the  wood,  all  of  which 
when  carried  on  in  connection  with  the  digesting  opera- 
tion is  really  a  part  of  the  pulp  making  art. 

Paper  pulp  is,  of  course,  made  from  various  materials 
besides  wood.  Almost  any  plant  containing  cellulose 
in  large  amount  is  availed  of,  such  as  cotton,  flax,  hemp, 
ramie,  manilla,  jute,  bagasse,  bamboo,  esparto,  and 
straw.  The  employment  of  each  of  these  involves  sepa- 
rate processes  and  machinery.  The  bleaching  of  the  pulp 
is  an  important  accessory. 

When  it  comes  to  making  paper  from  pulp,  more  and 


different  processes  and  machines  are  employed.  The  pulp 
has  to  be  beaten  up  in  beating  engines,  filler  or  size 
added,  and  the  material  screened  before  it  is  ready  for  the 
foudrinier  machine  or  its  equivalent.  Then  comes  the 
finishing  or  calendering  operation  and  if  the  paper  is  a 
special  kind,  then  follows  the  coating  for  art  papers,  or 
impregnating  for  blue  print,  medicated  and  cheque 
papers.  A  special  branch  is  the  preparing  of  clean  paper 
pulp  from  waste  paper,  and  a  related  art  is  the  making 
of  constructive  materials  having  a  base  of  fibre  pulp 
such  as  papier-mache,   vulcanized  board,  and  roofing 


From  this  sketch  of  the  art  of  paper  making,  it  will  be 
seen  a  wide  field  of  study  may  be  involved  before  com- 
plete knowledge  thereof  is  gained.  Other  arts  are  doubt- 
less more  extended. 

Is  not  the  field  large  enough  to  inspire  one's  ambition 
to  be  an  expert  therein?  This  is  an  age  of  specialists, 
and,  to  my  mind,  a  specialist  in  the  field  of  any  industrial 
art  is  as  honorable  as  a  specialist  in  medicine  or  even  in 
the  law.     So  therefore  I  commend  this  object  to  you. 

When  it  is  taken  into  consideration  that  in  addition  to 
proficiency  in  the  mechanic  arts,  there  is  imposed  on 
members  of  the  Examining  Corps,  a  necessity  for  know- 
ing thoroughly  the  patent  law,  as  the  same  may  apply  to 
the  granting  of  patents,  there  is  left  no  room  to  doubt 
that  the  well  trained  patent  Examiner  is  deserving  of 
being  called  a  Government  expert.  I  shall  not  enlarge 
upon  the  legal  knowledge  the  Examiner  should  have;  the 
impressiveness  of  this  feature  being  doubtless  brought 
home  to  your  attention  by  other  papers  read  before  you. 

I  will  not  dwell  on  the  character  of  the  examination  to 
he  passed  before  entrance  to  the  corps  is  gained.  Suffice 
it  to  say,  this  examination  secures  for  the  service  as  good 
raw  material  as  enters  any  Government  or  other  service 
of  equal  size. 

I  shall,  however,  venture  to  call  to  your  attention  the 
fact  that  the  great  majority  of  applications  are  finally 
adjudicated  in  the  Examining  Division  and  that  many 
applicants  prefer  to  rest  their  case  with  the  Primary 
Examiners,  rather  than  by  appealing  receive  a  patent 
with  an  adverse  decision  on  record  against  it.  In  each 
Examining  Division,  are  settled  each  day  questions  of 


momentous  importance  to  the  industries  of  the  country. 
A  heavy  responsibility  rests  on  each  man  determining 
these  questions  and  a  constant  realization  of  this  fact 
must  tend  to  make  the  Examiner  take  his  work  seriously 
and  result  in  giving  him  an  appreciation  of  the  dignity 
of  his  position. 

I  will  close  with  the  suggestion  that  to  be  a  member  of 
the  Examining  Corps  of  the  United  States  Patent 
Office  is  no  small  honor  and  that  every  man  therein,  and 
woman  too,  for  that  matter,  should  guard  that  honor  and 
work  to  increase  it. 

Read  November  12,  1914. 


'hk 


Ex  Parte  Eagle,  C  D,  1870,  Page  137, 

By 

P.  D.  HASKELL, 

First  Assistant  Examiner,  Division  9, 

United  States  Patent  Office. 


This  familiar  and  useful  decision  is  based  upon  a  case 
presenting  as  its  subject-matter  a  mere  blacking-box. 
Under  it  an  applicant  may  disclose  two  or  more  modifica- 
tions or  species  of  his  invention,  may  have  a  generic 
claim  as  broad  as  the  state  of  the  art  will  permit,  and 
specific  claims  limited  to  one  of  the  species  presented.  He 
may  not,  however,  cover  in  terms  more  than  one  species. 
While  the  humble  invention  of  the  case  to  which  the 
decision  relates  sufficiently  illustrates  the  rule  thus  laid 
down,  it  is  to  be  regretted  that  a  more  complicated 
structure  such  as  a  machine  was  not  involved,  for  in  that 
case  the  decision  might  have  gone  a  step  further  and 
prescribed  the  number  of  modifications  an  applicant 
might  disclose  as  well  as  the  number  he  might  specifically 
claim.  It  is  the  purpose  of  this  paper  to  call  attention  to 
the  abuse  of  this  privilege  of  disclosing  a  number  of  modi- 
fications and  of  retaining  them  in  the  case  provided  they 
can  all  be  covered  by  a  patentable  generic  claim. 

The  decision  calls  only  for  the  elimination  of  incon- 
sistent claims,  and  not  for  the  cancellation  of  the  corre- 
sponding subject-matter.  There  is  nothing  in  the  rules 
or  decisions  to  prevent  an  applicant  from  showing, 
describing,  and  claiming,  say,  five  complete  and  compli- 
cated machines,  printing  presses,  for  example,  providing 
they  constitute  modifications  or  species  of  some  generic 
invention.  The  claims  may  or  may  not  conform  to  the 
Eagle  decision;  if  they  do,  there  is  no  requirement  to  be 
made  as  to  the  number  of  modifications;  if  they  do  not,  a 
requirement  for  election  as  to  the  groups  of  specific 
claims  is  in  order,  but  none  of  the  modifications  will  be 
eliminated  provided  there  be  the  patentable  generic 
claim.    In  such  a  case  as  this,  the  assistant  examiner 


must  read  the  specifications  of  five  heavy  machines, 
whereas  he  ought  not  to  be  compelled  to  read  the  specifi- 
cations of  more  than  two,  since  the  genus  would  be 
sufficiently  illustrated  and  the  preferred  species  also  dis- 
closed. 

It  is  believed  that  a  considerable  part  of  the  time  of  the 
office  is  consumed  in  reading  the  specifications  of  modi- 
fications presented  in  excess  of  this  number,  which 
would  be  saved  by  an  extension  of  the  Eagle  decision 
or  by  a  new  rule  of  practice  which  forbade  this  excess. 
It  must  be  remembered  that  the  descriptions  of  these 
modifications  must  be  read  (and  often  studied)  initially 
whether  they  ultimately  remain  in  the  case  or  not. 

A  cursory  examination  of  a  single  class,  namely  138, 
Hydraulic  Motors,  showed  twenty  cases  disclosing  more 
than  two  modifications,  each  modification  constituting 
a  more  or  less  complicated  structure  or  machine.  These 
cases,  however,  represent  only  the  residuum  of  about 
eight  years;  so  that  the  total  number  of  such  cases  in  that 
time  was  probably  three  or  four  times  as  many,  or  from 
five  to  ten  a  year.  Moreover,  troublesome  controversies 
with  the  applicant  not  infrequently  arise  as  to  whether 
a  given  modification  is  or  is  not  covered  by  the  generic 
claim.  For  various  reasons  applicants  are  reluctant  to 
cancel  figures  or  drawings  together  with  the  corre- 
sponding descriptive  matter  when  required  to  do  so  by  the 
office  upon  the  ground  that  they  are  not  covered  by  the 
generic  claim,  and  seek  to  retain  the  matter  in  the  case 
.  by  contending  that  the  requirement  is  not  well  taken,  or 
by  contending  for  far-fetched,  loose,  or  otherwise  objec- 
tionable interpretations  of  the  terms  of  the  claim  relied 
upon  as  generic.  It  may  be  remarked  obiter  that  the 
burden,  which  is  laid  upon  the  Examiner,  of  criticising 
specifications  and  claims  of  applications  as  to  their  tech- 
nical, literary,  and  legal  sufficiency  is  one  of  the  reasons 
why  more  progress  is  not  made  with  the  work. 

It  is  said  that  modifications  are  useful  as  enabling 
the  judge  in  an  infringement  suit  better  to  appreciate 
that  a  given  invention  may  be  embodied  in  a  variety 
of  forms,  but  one  additional  example  should  be  as  en- 
lightening in  this  respect  to  an  intelligent  judge  as 
a  dozen.    Therefore  it  is  thought  that  it  would  involve  no 


hardship  upon  applicants  if  they  were  required  to  limit 
their  disclosure  to  two  modifications  at  the  most. 

As  to  the  authority  of  the  Commissioner  with  the  ap- 
proval of  the  Secretary  of  the  Interior  to  make  such  a  rule 
there  would  appear  to  be  little  doubt.  The  rule  would  be 
one  of  expediency,  and  would  be  analogous  to  Rule  42, 
which  provides  for  the  division  of  an  application  when 
two  or  more  independent  inventions  are  presented,  or  to 
Rule  36,  which  requires  specifications  and  drawings  to  be 
restricted  to  the  invention,  which  means  the  elimination 
of  modifications  not  covered  by  any  claim.  If  the 
office  under  Ex  parte  Eagle  may  limit  the  number  of 
modifications  which  may  be  specifically  claimed,  if 
under  Rule  42,  it  may  limit  the  number  of  inventions, 
which  may  be  claimed  in  a  single  application,  and  if 
under  Rule  36,  it  may  require  the  cancellation  of  figures 
or  sheets  of  drawings  not  covered  by  the  claim,  it  would 
also  appear  to  have  authority  to  restrict  to  a  reasonable 
number  the  modifications  or  species  by  which  an  appli- 
cant seeks  to  illustrate  bis  invention. 

November  19,  1914. 


The  Marginal  Claim,  With  Respect  to 
the  Requirement  of  Invention. 

By 
F.  M.  TRYON, 

Principal  Examiner,  Division  9, 
United  States  Patent  Office. 


Decisions  of  the  courts  undoubtedly  establish  the 
generic  rule  that  subject-matter,  to  be  patentable, 
must  require  invention  as  distinguished  from  mechanical 
skill.  That  is  the  answer  of  the  courts  to  a  question  of 
law.  They  also  establish  certain  rules,  viz:  the  rule 
concerning  double  use,  that  concerning  choice  of  ma- 
terial, that  concerning  aggroupments  of  elements,  that 
concerning  the  substitution  of  one  element  for  another 
in  an  old  combination,  and  others  less  widely  applicable— 
which  are  subsidiary  to  the  rule  requiring  invention, 
stating  classes  of  cases  instead  of  merely  individual 
cases  in  which  invention  is  or  is  not  found.  I  cite  these 
subsidiaiy  rules,  which  are  all  familiar.  Decisions  relat- 
ing directly  and  in  terms  to  the  distinction  between  in- 
vention and  mechanical  skill  are  also  familiar.  The 
marginal  claim  presents  a  question  to  the  decision  of 
which  no  one  of  the  subsidiary  rules  is  by  itself  un- 
mistakably applicable  or  adequate.  We  are  therefore 
driven  back  to  the  fundamental  rule  requiring  invention, 
to  be  employed  as  a  guide  in  the  application  of,  or  instead 
of,  the  subsidiary  rule.  Further,  since  neither  the  pres- 
ence nor  the  absence  of  invention  unmistakably  appears 
without  further  inquiry,  we  are  driven  back  to  con- 
sideration of  the  grounds  for  the  distinction  between 
invention  and  mechanical  skill. 

What  is  invention  in  the  sense  of  the  patent  law?  That 
is  a  question  of  fact  arising  in  consequence  of  the  inter- 
pretation of  the  law.  Nearly  related  to  it  is  the  extra- 
legal question,  what  is  invention  irrespective  of  the  patent 
law,  and  not  confined  to  the  useful  arts?   If  a  satisfactory 
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answer  to  the  latter  question  can  be  found  it  may  throw 
tight  upon  the  former.  But  in  considering  it  we  have 
to  remember  that  any  conclusion  reached  can  not  alter 
the  meaning  of  the  law  as  interpreted  by  competent 
legal  authorities,  however  it  may  aid  us  in  comprehending 
that  meaning. 

The  definition  of  invention  which  can  be'  derived  from 
the  decisions  is  the  definition  of  its  antithesis,  mechanical 
skill,  as  the  devising  of  what  can  be  devised  by  a  person 
ordinarily  skilled  in  the  art  from  his  knowledge  of  the  art, 
anything  otherwise  patentable  which  can  not  be  so  devised 
being  patentable  invention.  This  leaves  what  can  be  accom- 
plished by  mechanical  skill  undefined,  to  be  determined 
by  experience.  Supplementary  to  this  definition  we  find 
in  the  decisions  examples  of  invention  and  of  mechanical 
skill,  and  we  find  definitions  or  partial  definitions  of  cer- 
tain classes  of  subject-matter  which  are  one  or  the  other, 
and  we  find  some  statements  concerning  the  character 
of  invention.  It  has  been  said  that  invention  is  the 
exercise,  or  the  result  of  the  exercise,  of  the  inventive 
faculty,  which  would  be  a  direct  definition  of  invention 
if  we  had  an  authoritative  definition  of  the  inventive 
faculty.  The  ordinary  double  use,  the  ordinary  substitu- 
tion of  material,  the  aggregation,  the  substitution  for  an 
element  in  a  combination  of  its  equivalent  element,  are 
not  inventions;  the  exceptional  double  use,  the  excep- 
tional substitution  of  material,  the  true  combination,  the 
substitution  for  an  element  -in  a  combination  of  another 
element  not  its  equivalent,  are  inventions. 

Upon  reviewing  the  examples  of  invention  passed  upon, 
it  can  be  readily  seen  that  each  is  the  material  embodi- 
ment or  physical  expression  of  an  idea  of  an  adaptation 
or  adjustment  of  means  to  ends.  The  patentable  ma- 
chine, article,  substance,  or  process  is  patentable  be- 
cause of  its  suitability  to  perform  a  certain  useful  func- 
tion, additional  conditions  being  satisfied.  The  inventive 
idea  embodied  or  expressed  in  each  involves  the  idea 
of  means,  which  I  take  to  be  the  idea  of  the  thing,  or  of 
the  act  or  series  of  acts  in  a  process,  plus  the  idea  of  its 
employment  for  a  useful  purpose.  Upon  reviewing  ex- 
amples of  mechanical  skill  we  find  that  they  also  are 
essentially  adaptations  or  adjustments  of  means  to  ends, 
each  involving  an  idea  of  means.    Both  invention  and 
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mechanical  skill  consist  essentially  of  the  adaptatj 
adjustment  of  means  to  ends.  If  we  look  beyonu  «._ 
range  of  the  patent  law,  seeking  the  character  of  what 
may  be  called  either  invention  or  skill  in  human  affairs 
generally,  examining  them  simply  as  practical  experience, 
we  soou  perceive  that  the  adaptation  or  adjustment  of 
means  to  ends  is  the  vital  feature  of  all  rational  human 
activity.  How  then  is  patentable  invention  to  be 
distinguished  from  mechanical  skill,  or  from  anything 
which  any  person  can  rationally  do?  Perhaps  by  the 
term  "original,"  defining  invention  as  original  adapta- 
tion or  adjustment  of  means  to  ends.  But  if  we  apply 
thorough  analysts  to  the  various  instances  of  adapta- 
tion or  adjustment  of  means  to  ends,  mechanical  or  other, 
we  shall  find  that  an  element  of  originality  is  embraced 
in  every  one  of  them.  All  human  activity  is,  to  some 
greater  or  less  extent,  original.  Of  course,  in  many 
instances  the  element  of  originality  would  be  regarded  by 
any  instructed  person  as  negligible  in  the  application  of 
the  patent  law.  But  at  what  point  in  the  series  of 
^instances  does  that  element  become  significant? 

Invention,  defined  merely  by  examination  of  practical 
experience  and  without  reference  to  the  interpretation  of 
the  patent  statute,  appears  to  be  any  rational  adaptation 
or  adjustment  of  means  to  ends.  Such  examination 
shows  that  the  inventive  faculty  is  simply  the  faculty 
of  thinking,  which  may  have  a  so-called  "creative" 
or  a  merely  adaptive  character,  applied  to  the  adapta- 
tion or  adjustment  of  means  to  ends.  To  interpret 
the  term  "invented"  in  the  statute  as  including  all  which 
lies  within  this  fundamental  concept  of  invention  and  also 
within  the  field  of  patentability  would  make  the  statute 
absurd,  because  it  would  apply  to  the  most  common- 
place act  of  any  mechanic  which  happened  to  be  new  ac- 
cording to  the  most  minute  analysis.  Obviously  the 
legislators  had  in  mind  inventions  which  differed  from 
what  was  before  known  to  some  substantial  degree. 
But  what  constitutes  a  substantial  degree  of  difference? 

The  essential  character  of  a  patent  is  that  of  a  contract 
under  which  the  inventor  is  given  the  exclusive  right  to 
make,  use,  and  sell  certain  carefully  defined  things  or  proc- 
esses in  which  his  inventive  idea  is  embodied  or  ex- 
pressed for  a  given  period  and  the  inventive  idea  will  be 


free  to  the  public  after  the  expiration  of  that  period. 
Grant  vs.  Raymond,  6  Peters,  218.  Thus  the  public 
buys  the  invention.  But  there  is  no  reason  for  the  public 
to  buy  the  invention  if  already  in  possession  of  it.  There- 
fore the  law  says  that  the  invention  must  be  new  to  be 
patentable.  There  is  no  reason  for  the  public  to  buy  the 
invention  if  it  be  potentially  in  possession  of  it.  The 
public  is  potentially  in  possession  of  the  invention  if  it  be 
within  the  reach  of  its  ordinary  resources,  irrespective 
of  the  effort  of  any  given  inventor.  That  occurs  when  the 
invention  lies  within  the  reasonably  expectable  improve- 
ment of  the  art  which  is  incidental  to  its  ordinary  intelli- 
gent practice.  Here  we  find  the  reason  for  making  a 
distinction  between  invention  and  mechanical  skill.  In 
view  of  the  mode  of  payment,  the  public  can  afford  to 
buy,  and  ought  to  pay  for  if  it  uses,  any  invention  offered 
which  is  not  already  in  its  possession,  actually  or  poten- 
tially. The  nimble  anticipator  of  the  incidental  improve- 
ment has  nothing  to  offer  the  public  which  the  public 
needs,  or  in  justice  ought,  to  buy.  Atlantic  Works  vs. 
Brady,  23  0.  G.,  1330;  General  Electric  Co.vs.  Winona 
Interurban  Railway  Co.,  170  0.  G.,  706.  * 

From  the  reasoning  herein  adopted  it  appears  that 
every  rational  adaptation  or  adjustment  of  means  to  ends 
is  an  invention  according  to  the  untechnical  definition 
of  the  term,  that  if  any  such  invention  be  new  and 
useful  and  lie  within  the  field  of  patentability  it  it?  patent- 
able unless  it  comes  within  the  restriction  upon  patenta- 
bility imposed  by  the  authoritative  interpretation  of  the 
law,  and  that  that  restriction  consists  in  the  require- 
ment that  the  invention  must  transcend  the  reasonably 
expectable  improvement  in  the  arts  which  is  incidental 
to  their  ordinary  practice. 

The  difficulty  presented  by  the  marginal  claim  resides 
especially  in  estimating  the  reasonably  expectable  inci- 
dental improvement,  which  is  the  indefinite  factor  of  the 
problem.  Involved  in  this  is  the  difficulty  of  estimating 
the  value  of  differences  which  are  neither  palpably 
substantial  nor  palpably  negligible.  The  difficulty 
can  not  be  entirely  eliminated;  perhaps  it  can  be  cornered 
into  some  narrowly  restricted  field  of  thought. 

Two  comparisons  are  involved  in  the  decision.  The 
first  is  between  what  is  stated  in  the  claim  and  what  is 


found  to  actually  exist  in  the  prior  art.  In  this  compari- 
son we  have  two  definite  terms,  and  the  difference  be- 
tween them  can  be  definitely  found.  The  second  com- 
parison is  between  that  difference  and  the  expectable 
incidental  improvement,  and  in  that  comparison  the 
second  term  is  not  definitely  given. 

Every  adaptation  or  adjustment  of  means  to  ends,  from 
a  great  product  of  inventive  genius  Buch  as  the  wireless 
telegraph  to,  say,  the  process  of  building  a  box,  has  three 
factors,  viz:  the  means  employed,  the  end  accomplished 
or  function,  and  the  relation  of  utility  which  subsists 
between  the  means  and  the  function.  By  function,  I 
mean  the  immediate  function,  not  some  ulterior  utility. 
This  analysis  is  gross,  but  I  think  it  covers  the  ground  in  a 
generic  sense.  Neither  means  nor  function  is  always 
quite  simple,  and  the  relation  of  utility  may  admit  of 
analysis  into  elemental  relations.  Sometimes  the  im- 
mediate function  is  so  associated  with  the  ulterior  pur- 
pose that  it  can  not  be  perfectly  appraised  until  that 
purpose  has  been  taken  into  account.  Either  factor  may 
be  found  in  the  first  comparison  to  be  actually  new,  to 
some  greater  or  less  degree.  We  have  to  find  by  the 
second  comparison  whether  the  novelty  is  substantial, 
i.  e.,  required  invention,  i.  e.,  transcends  the  expectable 
incidental  improvement.  If  the  means,  which  may  be  an 
individual  thing  or  act  or  a  combination  of  things  or  acts, 
be  substantially  new,  we  have  the  most  common  case  of 
patentability.  If  the  means  be  not  substantially  new, 
but  the  function  be  substantially  new  as  compared  with 
any  function  known  in  the  prior  art,  we  have  the  case  of 
an  invention  which  is  undoubtedly  patentable  under  the 
rule  concerning  double  use.  If  the  means  be  old,  and  the 
function  also  be  old  but  only  as  the  function  of  some  other 
means,  we  have  to  consider  whether  the  relation  of  utility 
thus  presented  is  substantially  different  from  the  relation 
of  utility  disclosed  in  either  the  nearest  reference  showing 
the  means  or  the  nearest  reference  showing  the  function. 
This  case  necessarily  involves  some  difference  between 
the  relation  of  utility  in  the  invention  claimed  and  the 
relation  of  utility  in  any  prior  invention.  If  that  differ- 
ence be  found  substantial,  we  have  the  case  of  patenta- 
bility under  the  rule  concerning  double  use,  or,  what 
comes  to  the  same  thing  in  particular  classes  of  cases, 


under  the  rule  concerning  substitution  of  material  or  that 
concerning  the  substitution  of  one  element  for  another  in 
a  combination.  The  substitution  of  an  old  material  or 
element  is  the  double  use  of  that  material  or  element  for 
a  function  new  in  its  use,  but  in  itself  old,  viz:  the  function 
of  the  material  or  element  which  it  replaces.  If  either 
means  or  function  be  new,  there  is  necessarily  actual 
novelty  in  the  relation  of  utility.  Thus  in  every  instance 
of  actual  novelty  there  is  some  novelty  in  the  relation 
of  utility.  That  relation  is  the  characteristic  feature  of 
an  adaptation  or  adjustment  of  means  to  ends.  In  one 
of  the  three  classes  of  cases  some  novelty  in  that  relation 
necessarily  exiBts.  Can  we  make  substantial  noyelty  in 
that  relation  the  test  of  patentability  in  all  three  classes 
of  cases?  We  can  if  substantia!  novelty  in  either  means 
or  function  necessarily  implies  novelty  which  is  sub- 
stantial in  the  relation  of  utility.  When  there  is  decided 
novelty  in  the  means  there  can  scarcely  be  doubt  of  sub- 
stantial novelty  in  the  relation  of  utility.  In  the  doubtful 
case  a  trifling  novelty  in  the  means  is  found.  We  have 
to  decide  upon  cases  in  which  the  novelty  in  the  means, 
considered  merely  as  a  novelty  in  structure,  or  in  an  act  or 
series  of  acts,  is  of  little  or  no  consequence  and  clearly 
unsubstantial,  but  in  which  if  we  consider  the  thing  or 
act  not  merely  as  a  thing  or  act  but  with  reference  to  its 
function,  the  novelty  found  is  appreciable  and  may  sup- 
port the  conclusion  of  patentable  invention.  If  we  find 
that  it  does  support  that  conclusion  we  find  substantial 
novelty  in  the  means  dependent  upon  substantial  novelty 
in  the  relation  of  utility  and  make  the  latter  the  decisive 
test.  I  believe  that  to  be  the  principle  which  will  explain, 
and  render  consistent  with  the  general  tenor  of  decisions, 
the  entire  series  of  decisions  in  which  means  have  been 
found  patentable  when  the  novelty  residing  therein 
appears  to  be  insignificant.  But  is  not  substantial  novelty 
in  the  relation  of  utility  always  the  decisive  test  of  the 
patentability  of  novel  means,  although  we  do  not  always 
find  it  necessary  to  give  special  attention  to  the  point? 
A  novel  means  is  patentable  because  of  its  suitability  to 
perform  a  certain  function;  in  other  words,  because  of  the 
relation  of  utility.  Substantial  novelty  in  the  relation  of 
utility  is  precisely  what  makes  the  novelty  of  the  means 
substantial.     If  there  be  any  claims  to  which  that  test 


is  not  applicable  the  so-called  purely  structural  claim 
is  one;  i.  e.,  the  claim  which  states  a  device  of  old  kind 
performing  the  function  performed  by  all  devices  of  that 
kind  but  having  an  improved  construction,  the  novelty 
being  of  no  consequence  to  that  function,  but  having 
a  collateral  utility,  say  cheapness.  In  that  case  we  must 
consider  the  feature  or  features  of  novelty  in  relation 
to  the  collateral  advantage,  which  is  its  or  their  function. 
I  do  not  think  that  we  can  find  the  construction  patent- 
able without  finding  substantial  novelty  in  the  relation  of 
utility  between  the  novel  feature  or  features  and  the 
collateral  advantage.  The  dependence  of  the  patenta- 
bility of  an  adaptation  or  adjustment  of  means  to  ends 
in  which  only  the  function  is  new  upon  the  substantial 
novelty  of  the  relation  of  utility  is,  in  my  view,  not  more 
real,  but  more  readily  obvious. 

I  believe  that  the  solution  of  the  problem  presented  by 
the  marginal  claim  can  be  reduced  to  a  comparison 
of  relations  of  utility.  In  support  of  that  conclusion,  and 
of  the  view  herein  taken  of  the  bearing  of  the  fact  that  a 
patent  is  essentially  a  contract,  I  cite  the  lectures  de- 
livered last  winter  before  the  law  class  of  Georgetown 
University  by  Commissioner  Ewing. 

But  what  novelty  in  the  relation  of  utility  is  necessary 
to  transcend  the  expectable  incidental  improvement? 
Perhaps  we  shall  find  that  the  mere  location  of  the 
essential  novelty  in  that  relation  goes  far  to  answer  that 
question. 

It  is,  very  fortunately,  true  that  the  generality  of  men, 
working  more  or  less  together,  can  apply  what  they  know 
to  useful  purposes  in  very  multifarious  ways.  Thus 
is  the  business  of  human  life  carried  on  in  all  fields  of 
activity,  including  the  practice  of  the  useful  arts.  Me- 
chanical skill  can  apply  its  knowledge  with  indefinitely 
extended  variation  in  the  mere  association  of  items  of 
that  knowledge.  The  mechanic,  or  the  educated  engineer 
or  designer,  may  usefully  apply  in  practice  known 
facts  in  indefinitely  extended  multiplication  and  permu- 
tation without  transcending  the  expectable  incidental 
improvement.  In  that  a  certain  measure  of  ingenuity 
and  originality  is  involved. 

The  independently  definable  items  of  knowledge  within 
the  field  of  patentability  concern  things  or  acts  which 


may  become  means,  and  desired  ends  which  may  be- 
come functions  of  means.  That  knowledge  also  includes 
associations  of  means  with  functions  in  known  ways. 
Mechanical  skill  can,  and  constantly  does,  variously 
associate  known  means  with  known  means,  and  known 
functions  with  known  functions,  in  unitary  operations 
or  in  the  service  of  single  ulterior  purposes,  according  to 
circumstances.  If  it  also  associates  a  known  means  with 
a  known  function  in  a  new  association  but  in  a  known 
way  of  associating  it  is  still  only  intelligently  selecting 
and  applying,  according  to  circumstances,  the  known 
resources  of  the  art.  Obviously  "the  elements  involved 
in  all  the  possible  permutations  include  means,  func- 
tions and  relations  of  utility,  and  if  all  the  elements 
involved  in  a  given  association  are  known  we  have  in  it 
only  what  mechanical  skill  can  accomplish,  according 
to  experience  in  all  human  activity.  It  is  also  clear, 
both  according  to  that  experience  and  according  to  the 
decisions  in  patent  cases,  that  an  actual  novelty  which 
lies  within  mechanical  skill  may  exist  in  an  element  of 
either  kind. 

But  if  the  inventor  has  produced  a  new  means,  or  has 
discovered  a  new  function,  or  has  employed  an  old 
means  for  an  old  function  according  to  a  new  mode  of 
association,  the  novelty  in  each  instance  being  more 
than  negligible,  he  has,  according  to  experience  in  human 
activity  in  general,  transcended  mechanical  skill  how- 
ever well  instructed  it  may  be.  The  pertinent  lessons 
of  experience,  contemporaneous  and  historical,  in  all 
fields  of  human  activity,  are,  the  facility  with  which 
permutations  of  items  of  established  knowledge  can  be 
effected,  and  the  difficulty,  sometimes  astonishing  after 
the  fact,  which  attends  the  discovery  and  establishment 
of  any,  even  a  small,  really  new  item.  In  the  latter 
experience  the  so-called  "creative"  character  of  thinking 
appears. 

Aside  from  combinations,  either  a  means  or  a  function 
which  is  substantially  new  upon  its  own  account  is  rare. 
If  either  be"  presented  a  substantially  new  relation  "of 
utility  is  sure  to  exist  somewhere.  The  collateral  ques- 
tion as  to  where  the  invention  resides,  in  a  choice  of  new 
material  or  in  the  material  itself,  in  an  aggroupment 
of  elements  one  of  which  is  new  or  in  that  element  itself, 
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and  so  on,  may  be  answered  by  finding  the  new  relation 
of  utility.  In  the  general  run  of  cases,  including  com- 
binations and  aggregations,  the  things  or  acts  which  may 
become  means  or  elements  in  means  and  the  desired  ends 
which  may  become  functions  are  items,  often  familiar,  in 
preestablished  knowledge.  The  substantial  novelty,  if 
any,  resides  in  the  association  of  those  things  or  acts  in  a 
combination,  or  in  the  association  of  the  means  with  the 
function.  According  to  general  experience  in  human 
affairs,  including  experience  in  the  useful  arts,  if  either 
association  be  mere  association,  involving  only  the  ap- 
plication of  two  or  more  items  of  knowledge,  or  a  mere 
copying  of  some  analogous  association,  it  lies  within  the 
range  of  mechanical  skill,  otherwise  not.  Let  us  see  if  this 
agrees  with  the  rules  established  by  decisions. 

Under  the  rule  concerning  aggroupments  of  elements, 
when  the  unifying  relation  between  the  elements  grouped 
is  nothing  more  than  that  of  mere  association,  so  that  the 
aggroupment  produces  no  other  result  than  the  use  to- 
gether of  those  elements,  each  performing  its  usual 
function  and  no  more,  the  aggroupment  is  not  patentable. 
The  fact  of  association  as  well  as  the  elements  associated 
may  be  embodied  in  a  unitary  structure  or  expressed  in 
a  unitary  series  of  steps  without  avoiding  the  rule,  as  in 
Reckendorfer  vs.  Faber,  10  0.  G.,  71.  But  when  the 
aggroupment  establishes  a  unifying  relation  between  the 
elements  which  embraces  something  more  than  mere 
association,  so  that  the  function  of  the  aggroupment  is 
something  other  than  the  mere  sum  of  the  functions  of 
the  elements  as  they  might  separately  act,  whereby  what 
is  sometimes  called  a  new  mode  of  operation  is  introduced, 
the  differences  from  the  prior  art  not  being  negligible,  the 
aggroupment  is  patentable.  I  take  it  that  such  is  the  rule 
whatever  analysis  of  any  given  instance  may  show  to  be 
the  character  of  that  in  the  unifying  relation  in  that 
instance  which  distinguishes  it  from  mere  associa- 
tion. Thus  in  the  patentable  combination  a  new  rela- 
tion of  utility  is  introduced,  which  makes  it  a  substan- 
tially new  means.  As  being  in  harmony  with  this  view,  I 
cite  Ex  parte  McCuIlom,  204  O.  G.,  1346. 

Under  the  rule  concerning  the  substitution  of  one  ele- 
ment for  another  in  an  old  combination,  when  the 
element  substituted  is  an  equivalent  for  the  element  re- 
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placed,  an  equivalent  being  a  device  known  to  have,  or 
obviously  naving,  the  function  which  the  element  re- 
placed has  in  the  combination,  the  resulting  new  com- 
bination is  not  patentable,  but  when  the  element  sub- 
stituted is  not  an  equivalent,  the  new  combination  is 
patentable.  In  the  former  case  no  new  item  is  added  to 
knowledge.  In  the  latter  case  a  new  item  is  added,  it 
being  the  knowledge  of  the  relation  of  utility  between  the 
substituted  element  and  its  function  in  the  combination. 

The  rule  concerning  the  substitution  of  materials  is 
parallel  to  that  concerning  the  substitution  of  elements, 
its  peculiarities  being  only  such  as  result  from  the 
character  of  the  combination  and  its  ingredients. 

The  rule  concerning  double  use  has  reference  to  cases 
involving  only  the  novel  association  of  means  and  ends. 
The  association  is  unpatentable  when  it  does  not,  but  is 
patentable  when  it  does,  add  a  substantially  new  item  to 
knowledge.  The  latter  may  occur  when  the  function 
is  substantially  new,  or  when  the  function  is  old  but  the 
relation  of  utility  is  nevertheless  substantially  new. 

I  have  not  described  or  defined  the  relation  of  utility 
beyond  the  implied  statement  that  it  is  the  relation 
subsisting  between  two  terms,  means  and  function,  when 
they  are  associated  and  utility  results  from  the  associa- 
tion. I  think  that  we  should  rest  upon  that  definition, 
without  undertaking  any  more  particular  description  as 
necessarily,  applicable  in  all  cases.  The  relation  of 
utility  appears  in  some  discussions  of  combinations  and 
aggregations  as  "mode  of  operation,"  and  that  descrip- 
tion seems  apt  in  the  cases  in  which  it  is  employed. 
Perhaps  thorough  analysis  would  show  that  it  might  be 
applied  in  all  cases.  Every  thing  or  act  employed  as  a 
means  or  as  an  element  in  a  means  is  so  employed  because 
of  some  natural  property  which  it  possesses  which  renders 
it  capable  of  use  for  performing  some  action,  or  for  some 
purpose  which  is  useful  with  reference  to  an  action.  That 
property  may  be  called  its  mode  of  operation,  or  its  con- 
tribution to  the  mode  of  operation  of  a  combination  in 
which  it  is  an  element.  But  it  may  be  doubted  whether 
that  description  is  fairly  applicable  in  every  instance  of 
patentable  double  use  or  substitution.  Does  every  new 
relation  of  utility  involve  a  new  mode  of  operation  of 
something?     If  we  should   find  a  substantially  new 
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relation  of  utility  according  to  the  broader  definition 
which  did  not  involve  a  new  mode  of  operation  we  would 
nevertheless  find  patentable  invention. 

The  degree  of  novelty  in  the  relation  of  utility  which  is 
necessary  to  confer  patentability  is  the  element  in  the 
problem  which  is  not  reducible  to  general  rule.  It  must 
be  substantial,  not  negligible.  It  must  be  distinguishable 
from  mere  association  of  its  terms  by  constituting  an 
item  of  knowledge  not  attainable  in  the  course  of  the 
incidental  improvement  of  the  art.  If  the  solution  of  the 
problem  presented  by  the  case  in  hand  can  be  run  to  cover 
by  an  application  of  generic  rules  based  upon  sound 
analysis  of  the  general  topic,  it  can  only  be  finally  caught 
by  the  exercise  of  specific  judgment  addressed  to  the 
individual  case. 

This  paper  is  submitted  in  the  conviction  that  it  con- 
tains a  sound,  and  I  hope  a  useful,  generalized  interpreta- 
tion of  all  the  decisions  which  pertain  to  patentable 
novelty,  reading  each  in  comparison  with  the  others  and 
in  view  of  the  facts  to  which  it  was  applied.  In  my  view 
they  are  all  pertinent  as  illustrations.  They  all  follow 
a  substantially  uniform  line  of  reasoning,  variously  ap- 
plied to  individual  cases.  An  excellent  selection,  with 
analyzing  discussion,  is  contained  in  Mr.  Tucker's  paper 
on  "Invention  vs.  Mechanical  Skill."  I  regard  as  es- 
pecially instructive  the  decisions  relating  to  double  use, 
and  those  in  which  slight  novelty  in  means  was  found 
patentable  because  of  distinguishing  novelty  in  function, 
which  must,  of  course,  be  read  in  comparison  with  others 
in  which  an  adverse  conclusion  was  reached.  I  cite 
below  a  few  decisions  deemed  especially  in  point  as 
illustrations,  viz:  Ex  parte  McCullom,  supra;  Atlantic 
Works  vs.  Brady,  supra;  Webster  Loom  Co.  vs.  Higgins, 
21  O.  G.,  2031;  McClain  vs.  Ortmayer  &  Son  et  al.,  42 
O.  G.,  724;  Ansonia  Brass  &  Copper  Co.  vs.  Electrical 
Supply  Co.,  58  O.  G.,  1692;  Topliff  vs.  Topliff,  59  0.  G., 
1257;  Potts  vs.  Creager,  70  O.  G.,  494;  Consolidated 
Electric  Mfg.  Co.  vs.  Holtzer,  72  0.  G.,  415;  Mast,  Foos 
&  Co.  vs.  Dempster  Mill  Mfg.  Co.,  82  O.  G.,  338;  Hobbs 
vs.  Beach,  94  O.  G.,  2357;  Westinghouse  Electric  Mfg. 
Co.  vs.  Allis-Chalmers  Co.,  158  O.  G.,  482;  Diamond 
Rubber  Co.  vs.  Consolidated  Tire  Co.  and  Rubber  Tire 
Wheel  Co.,  166  O.  G.,  251 ;  In  re  Moulton  and  Jones,  191 
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O.  G.,  588;   National   Tube  Co.   rs.   Mark  et  al.,  209 
O.  G.,  329. 

I  suppose  that  the  words  "invented  or  discovered"  in 
the  statute  were  intended  to  designate  an  act  which  has, 
in  its  intellectual  aspect,  the  character  called  by  Robin- 
son "creative"  in  contradistinction  to  "merely  imita- 
tive." The  statute  must  always  be  construed  as  apply- 
ing to  the  things  and  acts  designated  in  it.  Experience 
may  improve  our  understanding  of  the  natural  character 
of  those  things  or  acts.  Since  the  first  patent  statute  was 
enacted  we  have  had  an  enormous  amount  of  pertinent 
experience,  in  which  improvements  requiring  but  a 
moderate  degree  of  ingenuity  bulk  large,  and  in  which 
the  very  great  aggregate  value  of  such  improvements,  and 
their  dependence  upon  something  more  than  what  is 
incidental  to  the  intelligent  practice  of  the  arts,  are 
shown.  That  experience  also  throws  a  strong  light 
upon  the  natural  character  of  the  act  of  invention  which 
the  statute  designates.  I  believe  that,  in  the  light  of 
accumulated  experience,  we  can  see  that  the  creative 
activity  designated  by  the  statute  amounts  to  invention 
in  the  fundamental  sense  herein  stated  minus  the  ex- 
pectable incidental,  improvement,  and  that  it  is  mani- 
fested wheh  a  substantially  new  item  of  knowledge  is  em- 
braced in  its  result.  Clearly,  the  legislators  were  vastly 
more  interested  in  the  improvements  which  inventors 
would  achieve  than  in  the  character  of  the  mental  proc- 
ess required  for  the  achievement.  I  think  that  the 
minds  of  the  legislators  and  the  minds  of  the  judges 
came  together  upon  the  proposition  that  what  is  not 
mechanical  skill  is  invention,  and  that  mechanical  skill 
is  but  another  name  for  the  expectable  incidental  im- 
provement. 

November  19,  1914. 
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Pitfalls 

or. 

How  an  Invention  May  Be  Lost 

.     By 
J.  J.  OBERLIN, 
Second  Assistant  Examiner,  Division  Ten, 
United  States  Patent  Office. 


The  idea  of  property  is  at  the  bottom  of  all  human 
progress.  In  addition  to  the  existence  of  property  there 
must  be  an  exclusive  ownership  thereof,  and  not  an 
ownership  in  common,  otherwise  men  would  not  work 
and  strive  to  produce  new  things. 

This  ambition  to  own  and  control  appeals  to  inventors 
as  well  as  other  individuals  and  induces  them  to  create 
new  ideas.  When  an  inventor  has  thus  conceived  a  new 
idea  and  follows  this  up  by  embodying  that  idea  in  a 
practical  machine  or  process  he  at  once  becomes  the 
possessor  of  a  property  right  therein  and  he  has  a  natural 
right  to  conceal  or  reveal  the  same.  This  property  right 
would  be  but  a  small  inducement  to  inventors  to  exercise 
their  genius  without  the  possibility  of  taking  some  steps 
to  gain  exclusive  control  of  the  manufacture  and  sale  of 
their  devices.  In  order  to  protect  these  natural  rights 
it  now  becomes  necessary  for  hiih  to  seek  statutory  pro- 
tection by  applying  for"  and  obtaining  a  patent.  The 
law  steps  in  and  comes  to  the  aid  of  inventors  in  this 
respect.  It  provides  a  system  of  procedure  which  may 
ripen  into  a  patent  granting  a  private  monopoly  to  the 
inventor  as  a  reward  for  his  ingenuity  and  diligence. 

It  is  the  private  monopoly  resulting  from  the  patent 
which  affords  the  chief  inducement  or  incentive  to  those 
possessed  of  inventive  skill  to  exercise  their  faculti  s  in 
order  to  promote  the  arts  and  sciences. 

The  inventor  must  initiate  the  proceedings  and  comply 


with  the  requirements  of  the  Patent  Acts  in  order  to 
obtain  a  patent. 

The  object  of  this  paper  is  to  point  out  some  of  the 
unusual  errors  or  mistakes  which  may  result  in  failure 
to  secure  the  full  benefits  of  the  protection  intended  to 
be  secured  by  the  Patent  Statutes. 

After  an  invention  has  been  ctmceived,  the  inventor's 
first  thought  is  naturally  how  to  get  a  patent  as  soon  as 
possible.  While  the  law  contemplates  diligence  on  the 
part  of  the  inventor  who  expects  to  apply  for  a  patent, 
it  does  not  require  undue  haste.  In  the  case  of  compli- 
cated machines  an  application:  for  patent  hastily  pre- 
pared will  frequently  be  found  to  disclose  an  inoperative 
device.  This  fault  of  inoperativeness  or  lack  of  proper 
disclosure  may  be  discovered  by  the  primary  examiner. 
The  remedy  then  is  to  file  a  new  and  corrected  applica- 
tion. This. will  not  be  a  serious  hardship  on  the  inventor. 
However,  if  the  inoperative  feature  is  discovered  in  in- 
terference proceedings  with  other  parties  they  may  take 
advantage  thereof  to  secure  a  decision  in  their  favor. 
Hence  a  premature  application  may  result  in  the  loss 
of  the  patent  by  judgment  (if  priority,  being  rendered 
against  an  inventor  who  was  first  to  conceive,  either  on 
motion  to  dissolve  or  at  final  hearing,  whereas  a  reason- 
able time  devoted  to  experiments  might  have  enabled  the 
inventor  to  cure  the  defects  and  protect  his  rights.  More- 
over, much  needless  argument  and  Confusion  may  be 
■avoided  in  the  prosecution  of  the  application  before  the 
primary  examiner  if  the  invention  has-  been  thoroughly 
tried  out  and  tested  before  filing. 

The  law  recognizes  the  inventor's  right  to  a  reasonable 
time  for  experimenting  with  and  completing  his  device. 
Yet  during  this  period  there  must  be  no  relaxation  of 
effort  which  would  amount  to  a  lack  of  what  is  techni- 
cally known  as  "due  diligence."  Even  a  lack  of  money 
to  carry  on  and  complete  the  reduction  to  practice  will 
not  always  be  received  as  a  sufficient  excuse. 

In  all  cases  the  application  must  be  filed  before  the 
process  or  thing  invented  ha=s  been  in  public  use  or  on 
sale  in  this  country  for  more  than  two  years,  or  patented 
or  described  in  any  printed  publication  in  this  or  any 
foreign  country  for  more  than  two  years. 

While  it  seems  to  be  the  intention  of  the  patent  law 


that  an  inventor  shall  disclose  his  invention  fully  and 
promptly  and  take  the  necessary  step  provided  py  the 
law  to  protect  the  same,  yet  he  may,  at  his  own  opiton 
and  risk,  conceal  it. 

A  spirit  of  indulgence  has  always  been  manifested  to- 
ward those  inventors,  who  in  good  faith,  delay  applica- 
tion for  a  patent  while  engaged  in  diligent  effort  to 
perfect  and  adapt  their  devices  to  practical  use.  The 
courts  recognize  and  protect  the  rights  of  inventors 
,  under  such  circumstances. 

When,  however,  the  invention  has  been  fully  com- 
pleted and  reduced  to  practice  a  different  question  may 
arise  in  considering  delay  of  application  for  patent.  The 
public  has  a  right  to  be  informed  of  and  benefited  by  the 
invention  in  return  for  the  private  monopoly  which  the 
inventor  expects  to  secure.  The  doctrine  laid  down  in 
cases  of  this  kind  is  stated  in  Bates  vs.  Coe,  15  O.  G., 
337,  as  follows: 

"Inventors  may,  if  they  can,  keep  their  inven- 
tion secret,  and  if  they  do  for  any  length  of  time 
they  do  not  forfeit  their  right  to  apply  ■  for  a 
patent,  unless  another  in  the  meantime  has  made 
the  invention  and  secured  by  patent  the  exclu- 
sive right  to  make  use  and  vend  the  patented 
improvement.  Within  that  rule  and  subject  to 
that  condition  inventors  may  delay  to  apply  for. 
a  patent." 

An  example  in  which  delay  of  this  kind  has  cost  an 
inventor  his  right  to  a  patent  is  found  in  the  case  of 
Mason  vs.  Hepburn  (84  O.  G.,  147). 

Mason  had  invented  a  detachable  clip  for  a  shot-gun. 
This  device  was  satisfactorily  tested  in  1887,  and  the 
gun,  with  its  attached  clip  in  working  condition  was 
hung  up  and  concealed  in  the  inventor's  store  room  for 
seven  years.  In  the  meantime  Hepburn  made  the  same 
invention  and  secured  a  patent  therefor.  Mason,  upon 
seeing  this  patent,  at  once  asserted  his  rights  to  the 
device  as  the  first  inventor  by  filing  an  application  in 
the  Patent  Office.  An  interference  was  declared  and 
judgment  wasrendered  in  favor  of  Hepburn,  the  last  in- 
ventor.   Mason  had  been  too  slow  in  applying  for  his 
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patent  under  circumstances  which  had  worked  an  equi- 
table estoppel  against  him.  He  had  neither  benefited 
nor  intended  to  benefit  the  public  by  disclosing  his  in- 
vention until  another  had  produced  the  same  device  and 
obtained  a  patent. 

The  same  theory  of  equitable  estoppel  has  been  applied 
in  withholding  a  patent  in  the  case  of  a  renewal  applica- 
tion. The  point  has  been  discussed  at  length  in  the 
decision  of  the  Examiners-in-Chief  in  the  case  of  Barber 
vs.  Wood  (207  0.  G.,  299). 

Wood's  application  had  become  forfeited  and  he  relied 
upon  his  right  as  stated  in  Revised  Statutes,  Section 
4897,  to  renew  at  any  time  within  two  years  after  the 
date  of  allowance.  Barber's  patent  came  out  soon  after 
Wood's  application  was  allowed  and  in  the  meanwhile 
he  began  manufacturing  under  his  patent  and  marketing 
the  machines,  entirely  ignorant  of  Wood's  forfeited 
application  for  the  same  invention  in  the  Patent  Office. 
Wood  contended  that  he  had  an  absolute  statutory  right 
to  delay  two  years  before  renewing.  In  the  conclusion 
reached  by  the  Examiners-in-Chief  this  right,  is  qualified 
to  the  extent  that  the  entrance  of  a  patentee  who  manu- 
factures and  sells  the  device  imposes  a  new  duty  on  the 
inventor  who  has  a  forfeited  application  to  re-assert 
promptly  his  claims  for  a  patent  by  renewing  his  applica- 
tion. A  protracted  and  unnecessary  delay  in  renewing 
under  such  circumstances  will  be  considered  as  an  equi- 
table abandonment  and  the  renewed  application  will  be 
rejected  for  that  reason. 

Another  way  of  losing  the  right  to  a  United  States 
patent  is  by  exercising  too  great  haste  in  obtaining  foreign 
patents.  Under  the  law  of  1903  the  securing  of  a  foreign 
patent,  granted  on  an  application  more  than  twelve 
months  old,  will  bar  the  inventor's  rights  in  the  United 
States.  Prior  to  1903  the  domestic  patent  was  barred 
under  the  law  of  1897  if  the  foreign  patent  was  granted 
on  an  application  over  seven  months  old  instead  of 
twelve  months. 

Under  this  practice  it  was  sometimes  possible  for  un- 
scrupulous applicants  in  this  country  to  take  unfair 
advantage  of  foreign  inventors.  A  person  might  see  the 
invention  in  practical  operation  abroad.  He  would  re- 
turn to  the  United  States  and  file  an  application  therefor. 


A  subsequent  application  filed  by  the  foreign  inventor 
would  fail  in  an  interference  because  of  the  fact  that 
knowledge  and  use  of  an  invention  abroad  is  no  bar  to  a 
patent  in  the  United  States  and  therefore  is  incompetent 
matter  to  be  shown  and  considered  in  an  interference 
proceeding.  In  this  way  the  theft  of  a  foreign  invention  ■ 
might  be  perpetrated  in  this  country. 

To  remedy  this  evil  the  law  .has  lengthened  the  former 
period  of  seven  months  to  twelve  months  and,  in  addi- 
tion, gives  to  the  foreign  inventor  the  benefit  of  the  date 
of  filing  in  his  own  country  as  the  date  of  reduction  to 
practice  under  the  provisions  of  the  International  Con- 
vention for  the  Protection  of  Industrial  Property.  Hence, 
in  an  interference  the  foreign  inventor  may  protect  him- 
self from  such  questionable  applications  as  are  referred 
to  above  by  showing  an  earlier  filing  date  of  the  invention 
in  the  foreign  country. 

This  may  be  done  by  furnishing  a  certified  copy  of  the 
foreign  application  as  filed  in  order  to  enable  the  Exam- 
iner of  Interferences  to  determine  the  identity  of  inven- 
tion in  the  foreign  and  domestic  applications.  The  un- 
certified copies  of  foreign  patents  as  received  in  the 
United  States  are  not  sufficient. 

JOINT  AND  SOLE  INVENTORS. 

A*patent  to  be  valid  must  disclose  the  real  inventor  and 
must  be  founded  on  his  right  as  such.  "It  follows  that  if 
one  of  two  or  more  persons  obtains  a  patent  for  a  process 
or  thing  which  was  jointly  invented  by  them  all  that 
patent  is  not  valid."  If  one  inventor  could  have  a 
valid  patent  for  a  joint  invention,  each  of  his  co-inventors 
could  do  likewise,  and  each  of  several  persons  would 
possess  the  exclusive  right  to  the  same  thing.  This  state 
of  affairs  clearly  would  be  impossible  among  the  pat- 
entees and  intolerable  as  to  the  public. 

Conversely,  if  a  joint  patent  be  issued  to  several  per- 
sons for  what  was  invented  solely  by  one  of  them  that 
patent  is  void  (Walker,  Sec.  50). 

"Where  several  independent  inventions  are  claimed  by 
several  different  claims  in  a  joint  patent  and  where  one 
of  those  inventions  was  made  by  one  of  the  joint  appli- 
cants for  the  patent,  without  any  co-operation  of  another 


joint  applicant,  the  claim  of  the  patent  which  covers 
that  invention  is  void"  (Walker,  Sec.  51).  In  other 
words,  a  joint  patent  may  contain  claims  covering  several 
distinct  inventions.  Each  of  these  distinct  inventions 
must  be  the  joint  invention  of  all  the  applicants.  If  any 
one  of  them  be,  in  fact,  invented  by  one  of  the  applicants 
solely,  without  the  co-operation  of  the  other  applicants, 
a  claim  covering  such  invention  will  be  void. 

Generally  speaking,  it  is  an  applicant's  privilege  and 
right  to  have  claims  expressed  in  language  of  his  own 
choosing.  The  claim  is  the  inventor's  fence  defining  the 
limits  of  his  invention  to  distinguish  it  from  the  prior 
art.  ^In  building  this  fence  the  applicant  may  select  his 
own  materials;  usually  the  office  in  behalf  of  the  public 
is  concerned  only  with  the  size  of  the  plat  included. 
When  two  inventors  attempt  to  fence  off  and  appropriate 
the  same  particular  spot,  a  dispute  arises  as  to  which  was 
the  first  discoverer.  The  office  must  settle  this  contro- 
versy. 

A  claim  will  be  suggested  to  one  or  all  of  the  applicants. 
They  must  take  the  claim  exactly  as  presented  to  them. 
Neither  may  understand  it.  Yet  it  would  be  hazardous 
to  refuse  and  the  acceptance  must  be  within  a  time 
specified  by  the  examiner.  If  either  of  the  inventors 
fails  to  make  the  suggested  claim  the  examiner  will  reject 
all  the  claims  commensurate  therewith  in  such  appli- 
cant's case. 

In  this  incipient  stage  of  an  interference  an  inventor 
must  necessarily  be  more  or  less  in  the  dark  as  to  the 
exact  issue  intended  to  be  covered.  After  the  inter- 
ference is  actually  declared  and  all  the  parties  have 
access  to  each  other's  files  the  applicants  may  then 
determine  for  themselves  whether  the  issue  includes  all 
interfering  subject-matter.  If  it  does  not,  any  applicant 
may  make  a  motion  under  Rule  109  to  have  claims 
covering  such  additional  subject-matter  included  in  the 
issue  or  made  the  basis  of  other  interferences.  Neglect 
to  take  advantage  of  the  opportunity  afforded  by  Rule 
109  to  include  all  the  common  subject-matter  will  operate 
as  a  disclaimer  of  such  matter.  After  the  expiration  of 
30  days  from  the  approval  of  the  preliminary  statements 
it  will  generally  be  too  late  to  entertain  claims  for  inter- 
fering matter  which  might  have  been  earlier  presented. 


For  example,  A,  B,  and  C  may  be  involved  in  an 
interference,  each  at  the  same  time,  having  other  claims 
for  distinct  inventions  not  included  in  the  issue  but 
which  might  have  been  included  therein  or  made  the 
subject  of  other  interferences.  If  judgment  of  priority 
be  rendered  in  favor  of  A,  then  B  and  C  are  thereafter 
estopped  to  claim  the  distinct  invention  not  included  in 
the  interference.  Although  their  files  may  have  pre- 
viously contained  claims  for  such  subject-matter  they 
will  be  rejected  (Ex  parte  Temple  and  Goodrum,  176 
O.  G.,  526;  Robinson  vs.  Copeland,  187  O.  G.,  514). 

An  invention  may  be  lost  by  inadequate  or  improper 
prosecution  of  the  application  in  the  Patent  Office  thus 
leading  to  abandonment  not  only  of  the  application  but  of 
the  invention,  but  it  is  not  proposed  to  go  into  a  detailed 
discussion  of  this  matter  in  this  paper  as  it  will  undoubt- 
edly be  fully  treated  by  others. 

More  rights  are  probably  lost  to  inventors  by  making 
inadequate,  defective,  or  insufficient  claims  than  by  any 
other  fault.  The  difficulty  of  drawing  a  claim  to  define 
an  invention  properly  is  well  understood  by  all  concerned 
with  patent  affairs.  The  claim,  which  is  the  measure  of 
the  patentee's  rights,  has  to  run  the  gauntlet  of  the 
ideas  of  the  inventor,  the  attorney,  the  examiner,  the 
appellate  tribunals  of  the  Office,  and  finally  must  with- 
stand the  criticisms  of  the  courts. 

The  claims  are  frequently  found  to  be  too  broad  or 
too  narrow  or  too  inaccurate  to  define  exactly  the  real 
invention,  and  while  there  may  be  a  real  and  valuable 
invention  disclosed  in  the  specification,  yet  the-inventor 
loses  his  rights  by  reason  of  the  defective  claim,  perhaps 
through  no  fault  of  his. 

While  it  is  necessary  to  have  a  broad  claim  to  cover  a 
generic  invention  it  is  quite  as  important  that  the  claim 
should  be  specific  to  a  specific  invention;  that  is,  a  claim 
should  define  and  point  out  accurately  just  what  the  real 
invention  is. 


REISSUES. 

An  invention  may  be  sacrificed  by  taking  out  an  in- 
valid or  insufficient  reissue.  The  application  for  the 
reissue  of  a  patent  is  often  attended  by  more  serious 
consequences  than  are  at  first  apparent.  The  petition 
should  recite  sufficient  grounds  to  entitle  the  patentee 
to  areissue^nd,  failing  in  this,  as  intimated  by  the  Supreme 
Court  in  Eby  vs.  King  (71  O.  G.,  1454),  Gen.  Elecr  Co. 
vs.  Richmond  (178  F.,  784),  the  Commissioner  obtains  no 
jurisdiction  to  act.  If  the  reissue  were  granted  npon  a 
petition  defective  in  this  respect,  that  alone  might  be 
sufficient  reason  for  holding  the  reissue  void.  Nor  can 
the  inventor  fall  back  upon  the  original  patent  since  the 
grant  of  a  reissue  amounts  to  a  legal  cancellation  of  the 
former  patent.  No  rights  can  thereafter  be  asserted 
upon  it  and  even  suits  pending  for  an  infringement  of 
such  patent  fall  with  its  surrender  because  the  founda- 
tion upon  which  they  were  commenced  no  longer  esrists 
-  (Reedy  vs.  Scott,  7  0.  G.,  4C3). 

In  making  application  for  reissue  the  patentee  should 
not  forget  that  the  surrender  of  the  original  patent  is 
good  even  though  the  reissue  be  void.  Again,  an  in- 
terference involving  a  patent  will  be  decided  against  the 
patentee  if,  in  the  meantime,  a  reissue  is  granted,  omit- 
ting claims  corresponding  to  the  issue  of  the  interference. 
Such  action  of  the  patentee  will  be  regarded  as  a  formal 
written  abandonment  of  the  issue  of  the  interference 
(Lattig  &  Goodrum  vs.  Dean,  115  0.  G.,  505). 

The  final  step  in  securing  the  benefits  arising  out  of 
patent  rights  consists  in  giving  the  public  notice  that 
the  thing  or  process  has  been  patented.  Without  notice 
the  inventor  is  not  entitled  to  recover  damages  or  profits 
for  infringement  of  his  patent. 

The  patent  act  of  1842  provided  a  penalty  for  failure 
to  mark  by  stamping  or  engraving  on  each  article  vended 
the  date  of  the  patent.  Neglect  to  give  the  required 
notice  made  the  patentee  liable  to  a  fine  of  not  less  than 
$100  for  each  offence,  one-half  of  which  was  paid  into  the 
Patent  Office  fund.  This  source  of  revenue,  however, 
did  not  endure  for  many  years  because  in  1861  the  law 
was  modified  to  abolish  the  penalty.  On  failure  to  mark 
the  article  patented  the  patentee  is  not  allowed  to  re- 


cover  any  damages  for  infringement,  except  on  proof 
that  the  defendant  was  actually  notified  of  the  infringe- 
ment and  continued  after  such  notice  to  make  and  vend 
the  patented  article.  - 

If  the  inventor  does  not  manufacture  and  sell  the 
article,  of  course  he  can  not  mark.  Under  these  circum- 
stances the  patent  itself  is  deemed  to  be  constructive 
notice. 

Pioneer  inventions  are  usually  the  most  valuable,  but 
it  often  happens  that  the  inventor  is  so  far  ahead  of  the 
art  that  he  exhausts  his  rights  before  the  art  develops 
sufficiently  to  make  his  invention  profitable;  pioneering 
is  therefore  dangerous.  An  excellent  illustration  of  this 
is  found  in  the  pneumatic  tire  patent  granted  to  Thomp- 
son, May  8,  1847,  No.  5104,  in  which  the  modern  pneu- 
matic tire  was  fully  disclosed,  not  only  broadly  but  in 
many  details  and  in  practical  form,  worked  out,  tested 
and  described  in  Mechanics  Magazine,  vol.  46,  page  290: 
The  invention  seems  to  have  lain  perfectly  dormant  for" 
more  than  forty  years  or  until  Dunlap  again  invented  it 
in  1888.  The  invention  was  not  only  lost  to  the  original 
inventor  but  to  the  subsequent  one  as  well.  The  value 
of  the  invention  thus  lost  can  hardly  be  estimated  when 
it  is  considered  that  a  subordinate  patent  merely  for  the 
manner  of  fastening  the  pneumatic  tire  to  its  rim  sold 
for  one  million  dollars. 

December  3,  1914. 
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The  Oath  Required  by  Rule  46 

By 

LESTER  B.  MANN, 

Third  Assistant  Examiner,  Division  Ten, 

United  States  Patent  Office. 


OATH  ORIGINALLY  NOT  NECESSARY. 

-  Originally  patents  were  granted  on  a  petition  to  the 
Secretary  of  State,  the  Secretary  of  War,  and  the  Attor- 
ney-General; and  no  oath  of  any  kind  was  necessary, 
unless  there  was  opposition.  The  Statute  of  1793,  was 
the  first  to  require  an  oath  to  accompany  the  applica- 
tion and  provided,  "That  every  inventor  beiore  he  can 
receive  a  patent,  shall  swear  or  affirm,  that  he  does  verily 
believe  that  he  is  the  true  inventor  or  discoverer  of  the 
art,  machine,  or  improvement  for  which  he  solicits  a 
patent."  This  was  superseded  by  the  Statute  of  1836, 
under  which  the  oath  became  enlagred  and  partook  some- 
what of  its  present  form.  Article  6  in  part  reads: 

"The  applicant  shall  also  make  oath  or  affirma- 
tion that  he  does  verily  believe  that  he  is  the 
original  and  first  inventor  or  discoverer  of  the 
art,  machine,  composition  or  improvement,  for 
which  he  solicits  a  patent,  and  that  he  does  not 
know  or  believe  that  the  same  was  ever  before 
known  or  used;  and  also  of  what  country  he  is  a 
citizen.     .     .     ." 

This  statute  had  the  peculiarity  that,  after  search 
had  been  made  and  references  cited,  if  the  applicant 
elected  to  withdraw  his  application,  he  was  entitled  to 
receive  back  twenty  dollars,  part  of  the  fee  paid;  but  if 
he  continued  the  prosecution  he  was  required  to  "make 
oath  or  affirmation  anew  in  manner  as  aforesaid"  (Art.  7), 


whether  he  altered  the  specification  or  not.  Presumably, 
the  theory  was  that  the  applicant's  knowledge  or  ■belief 
might  be  modified,  by  the  art  revealed  in  the  search,  to 
such  an  extent  that  he  would  be  unable  to  make  the 
necessary  averments  laid  down  in  the  law. 

The  next  change  in  the  oath  was  made  by  the  Con- 
solidated Patent  Act  of.  1870,  Article  30  of  which  was 
word  for  word  like  the  present  Section  4892  of  the  Re- 
vised Statutes,  except  as  to  the  persons  before  whom  the 
oath  could  be  taken.  It  also  had  articles  corresponding 
to  Sections  4886,  4887,  etc.,  of  the  Revised  Statutes,  by 
which  it  was  replaced  in  1874. 


OATH  A  PREREQUISITE  TO  GRANT. 

There  are  a  number  of  cases  reported  where  the  courts 
have  refused  to  hold  a  patent  void  although  the  applica- 
tion papers  contained  either  no  oath  at  all  or  none  that 
was  valid.  But  that  is  no  reason  why  the  Office  should 
be  lax  in  enforcing  the  requirements  of  the  law;  for  in 
these  cases  the  courts  have  proceeded  on  the  theory 
that,  inasmuch  as  an  oath  is  a  prerequisite  to  the  grant- 
ing of  a  patent  and  the  patent  states  that  all  the  require- 
ments have  been  complied  with,  it  is  presumed  to  have 
been  made.   Mr.  Walker  says: 

"It  is  presumed  that  the  Commissioner  will 
never  issue  a  patent  till  he  is  satisfied  that  the 
applicant  has  somehow  made  oath  to  the  facts 
to  which  the  statute  requires  him  to  swear" 
(Walker,  4th  Ed.,  p.  105). 


Such  a  presumption  was  made  in  Hancock  Inspirator 
'o.  v.  Jenks(21  F.,  913),  where  the  court  said: 

"There  is  nothing  in  the  act  requiring  this  oath 
to  be  in  writing,  and  ...  it  is  possible  that 
the  patentee  appeared  personally  before  the  Com- 
missioner and  made  the  required  oath  in  his 
presence." 


Cyclopedia  of  Law  and  Procedure  is  in  harmony  with 
this  view : 

"A  patent  is  not  invalid  merely  because  no 
written  oath  appears  among  the  papers  of  the 
record,  since  it  is  presumed  that  an  oath  was 
taken"  {30  Cyc,  888). 

So  also  is  American  and  English  Encyclopedia  of  Law : 
"A   recital   in  the  patent   that    the  required 
oath  was  taken  is  conclusive,  in  the  absence  of 
fraud"  (A.  and  E.,  2d  Ed.,  vol.  22,  p.  364). 

Cyclopedia  of  Law  and  Procedure  also  considers  the 
oath  a  prerequisite-: 

"It  is  provided  by  statute  that  the  applicant 
must  make  oath  that  he  believes  himself  to  be  the 
original  and  first  inventor,  etc.,  and  on  construing 
this  statute  it 'has  been  held  that  the  taking  of  the 
oath  is  but  a  prerequisite  to  the  granting  of  the 
patent  and  in  no  sense  essential  to  its  validity"  • 
(30  Cyc,  888). 

The  illustrious  William  Wirt  put  a  similar  construc- 
tion on  the  law: 

"My  opinion  is,  that  the  law  is  imperative;  and 
that  no  patent  can  issue  in  the  case  until  Mr. 
Duplat  shall  have  taken  the  oath  in  the  terms  in 
which  it  is  prescribed  by  Congress"  (1  Op.  Atty. 
Gen.,  332). 


MADE  BY  THE  INVENTOR. 

From  the  very  nature  of  the  averments  to  be  made  it 
would  seem  evident  that  the  inventor,  as  long  as  he  is 
alive  and  sane  is  the  only  proper  person  to  make  the 
oath;  but  ever-experimenting  man  is  continually  attempt- 
ing to  have  some  other  perform  that  duty. 

Apparently  the  earliest  authority  on  the  subject  is  the 
opinion  of  the  Attorney-General  in  1861  construing  the 
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statute  of  1836.  This  opinion  is  somewhat  elaborate  and 
cnly  the  last  paragraph  is  quoted:  • 

t  "In  the  present  case  the  oath  required  is 
eminently  one  of  substance.  It  compels  the  appli- 
cant to  assert  two  facts,  which  necessarily  can 
.only  be  within  his  own  personal  knowledge,  viz: 
that  he  believes-he  is  the  original  inventor  of  the 
'  thing  proposed  to  be  patented,  and  that  he  does 
not  know  or  believe  that  the  same  was  ever  be- 
fore known  or  used.  It  is  impossible  that  these 
facts  can  be  originally  known  to  any  one  but  the 
inventor,  and  if  they  are  sworn  to  by  his  agent  or 
attorney,  the  evidence  is  nothing  but  hearsay.  I 
can  imagine  no  inconvenience  which  would  excuse 
so  wide  ft  departure  from  the  language  and  pur- 
poses of  the  act  of  Congress,  and  I  am,  therefore, 
of  opinion  that  the  oath  prescribed  by  the  7th 
section  must  be  taken  by  the  applicant,  and  can 
not  be  taken  by  his  agent  or  attorney"  (Op.  At. 
Gen.,  vol.  10,  p.  137). 

In  1888  the  Supreme  Court  expressed  a  similar  opinion 
in  Kennedy  vs.  Hazelton  (C.  D.  1889-349).   It  said: 

"The  patent  law  makes  it  essential  to  the  valid- 
ity of  a  patent  that  it  shall  be  granted  on  the 
application,  supported  by  the  oath,  of  the  original 
■  and  first  inventor  (or  of  his  executor  or  adminis- 
trator), whether  the  patent  is  issued  to  him  or  to 
his  assignee." 

There  is  nothing  in  this  decision  inconsistent  with 
those  cited  above.  The  patent  in  suit  was  fraudulently 
obtained  in  the  name  of  a  third  person  and  assigned  to 
the  inventor  to  avoid  an  agreement  to  assign  any  such 
improvements  to  the  plaintiff.  The  fraud  overcame  the 
presumption  that  the  proceedings  in  the  Office  were 
regular  and  allowed  the  court  to  go  behind  the  grant. 

Commissioner  Duell  recognized  the  authority  of  this 
in  Ex  parte  Tropenas  (90  O.  G.,  749;  C.  D.  1900-14), 
where  it  was  sought  to  have  a  petition,  specification,  and 
oath  executed  by  the  inventor  before  the  United  States 
Consul  in  Paris  on  October  26,  1899,  substituted  for 


those  executed  by  his  attorney  and  filed  October  27, 1899, 
to  enable  applicant  to  obtain  an  application  date  of 
October  27,  1899,  and  thereby  avoid  the  running  of  the 
statute  set  in  motion  by  the  issuance  of  a  foreign  patent. 
He  held  that  the  papers  executed  by  the  attorney  could 
not  be  treated  as  forming  any  part  of  a  valid  application. 
Ex  parte  Tropenas  was  followed  by  Assistant  Com- 
missioner Chamberlain  in  Ex  parte  Richards  (95  O.  G., 
1853;  C.  D.  1901-4*3),  where  it  was  sought  to  file  a  supple- 
mental oath  executed  by  the  assignee  instead  of  the 
inventor.    He  said: 

"Such  an  oath  can  not  be  accepted  since  the 
law  does  not  authorize  the  execution  of  the  oath 
by  any  one  save  the  inventor  as  long  as  he  is 
alive." 

Moreover,  this  situation  seems  to  be  covered  by  Sec- 
tion 4895  of  the  Revised  Statutes  (Sec.  33,  Act  1870), 
which  provides  that: 

"In  all  cases  of  an  application  by  an  assignee  for 
the  issue  of  trpatent,  the  application  shall  be  made 
and'  the  specification  sworn  to  by  the  inventor  or 
discoverer.    .    .    ." 

"Sworn  to"  here,  of  course,  refers  to  the  original' oath, 
but  as  a  supplemental  oath  is  to  cover  matter  disclosed 
but  not  substantially  embraced  in  the  statement  of  in- 
vention and  original  claims,  it  must  necessarily  be  made 
by  the  inventor  if  alive  and  sane.  For,  as  said  by  Com- 
missioner Mitchell  in  Ex  Parte  Lillie  (53  O.  G.,  2041; 
C.  D.  1890-181): 

"The  statute  (Sec.  4892)  and  the  correspond- 
ing rule  (46)  imperatively  require  that  when  a 
patent  is  granted  all  the  claims  shall  be  warranted 
either  by  the  original  oath  or  by  some  supple- 
mental oath  of  the  applicant." 

Again  in  Ex  Parte  McCoy  (80  O.  G„  2037;  1897-74) 
the  sufficiency  of  an  assignee's  oath  was  tried.  Here  the 
inventor  executed  the  oath  on  September  1,  1894,  and 
assigned  the  application  to  one  Hodges  at  about  that 


time.  He  reexecuted  the  oath  on  November  3,  1894; 
but  the  application  was  not  filed  until  April  4, 1896,  when 
it  was  accompanied  by  the  assignee's  affidavit  attempting 
to  make  the  required  averment  with  reference  to  public 
use.  The  examiner  refused  to  consider  the  affidavit  as 
an  additional  wath  under  Rule  46.  The  Commissioner 
said: 

"In  regard  to  this  question  it  is  noted  that 
neither  the  statutes  nor  the  rules  make  any  pro- 
vision for  the  filing  of  an  oath  to  an  application 
by  any  party  other  than  the  inventor  so  long  as 
he  is  alive." 

When  the  inventor  dies  or  becomes  insane  Sec.  4896 
of  the  Revised  Statutes  allows  his  Executor  or  Adminis- 
trator, or  his  guardian,  conservator,  or  representative 
in  trust,  as  the  case  may  be,  to  make  application  in  his 
stead.    It  reads: 

"When  any  person,  having  made  any  new  inven- 
tion or  discovery  for  which  a  patent  might  have 
been  granted,  dies  before  a  patent  is  granted,  the 
right  of  applying  for  and  obtaining  the  patent  shall 
devolve  on  his  executor  or  administrator,  in  trust 
for  the  heirs  at  law  of  the  deceased,  in  case  he  shall 
have  died  intestate;  or  if  he  shall  have  left  a  will 
disposing  of  the  same,  then  in  trust  for  his  devi- 
sees, in  as  full  manner  and  on  the  same  terms  and 
conditions  as  the  same  might  have  been  claimed 
or  enjoyed  by  him  in  his  lifetime;  and  when  any 
person  having  made  any  new  invention  or  dis- 
covery for  which  a  patent  might  have  been 
granted  becomes  insane  before  a  patent  is  granted 
the  right  of  applying  for  and  obtaining  the  patent 
.shall  devolve  on  his  legally  appointed  guardian, 
conservator,  or  representative  in  trust  for  his 
estate  in  as  full  manner  and  on  the  same  terms 
and  conditions  as  the  same  might  have  been 
claimed  or  enjoyed  by  him  while  sane;  and  when 
the  application  is  made  by  such  legal  represen- 
tatives the  oath  or  affirmation  required  to  be 
made  shall  be  so  varied  in  form  that  it  can  be 
made  by  them.    The  executor  or  administrator 
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duly  authorized  under  the  law  of  any  foreign 
country  to  administer  upon  the  estate  of  the  de- 
ceased inventor  shall,  in  case  the  said  inventor 
was  not  domiciled  in  the  United  States  at  the  time 
of  his  death,  have  the  right  to  apply  for  and  ob- 
tain the  patent.  The  authority  of  Buch  foreign 
executor  or  administrator  shall  be  proved  by  cer- 
tificate of  a  diplomatic  or  consular  officer  of  the 
United  States. 

"The  foregoing  section,  as  to  insane  persons,  is 
to  cover  all  applications  now  on  file  in  the  Patent 
Office  or  which  may  be  hereafter  made."  As  to 
the  change  of  form,  see  Walker,  4th  Ed.,  123. 

VENUE. 

The  provision  for  a  formal  statement  of  venue,  in  the  ' 
blank  forms  in  general  use,  is  in  compliance  with  a  very 
ancient  custom,  probably  founded  on  good  reason.  But 
the  failure  to  fill  in  the  state  and  county  or  district,  as 
the  case  may  be,  does  not  appear  to  be  a  fatal  defect 
now,  provided  the  seal  shows  the  jurisdiction  of  the 
officer  before  whom  the  oath  is  taken.  At  least,  this 
seems  to  be  a  fair  deduction  from  Prym  vs.  Heilbruner 
(81  O.  G.,  2245;  C.  D.  1897-192).  This  case  involved  a 
preliminary  statement  affirmed  before  Acting  Counsel 
Madden,  at  Cologne,  Germany,  but  having  no  state- 
ment of  venue.  A  motion  to  strike  it  out  for  irregularity 
was  denied  by  the  Examiner  of  Interferences  and  on 
appeal,  the  Commissioner  said: 

"The  venue  is  one  of  the  formal  requisites  of 
an  affidavit.  It  states  the  county  or  district  in 
which  it  is  taken,  and  is  prima  fapie  evidence  that 
it  was  taken  in  such  place.  In  the  older  practice 
it  was  deemed  so  essential  that  without  it  the 
affidavit  was  treated  as  a  nullity.  Later  cases 
modify  this  rule.  {Enc.  of  Plead.  &  Prac.,  vol.  1, 
p.  313.)  One  of  these  eases  is  that  referred  to 
above.  The  purpose  of  the  venue  is  to  show  that 
the  officer  administering  the  affidavit  acted  within 
his  jurisdiction.  The  majority  of  cases  now  hold 
that  it  need  not  conclusively  appear  on  the  face 
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of  the  affidavit  by  venue  that  the  officer  acted 
within  his  jurisdiction.  It  would  be  presumed 
that  he  so  acted  if  nothing  appears  to  the  con- 
trary.   (Same  authority.)" 

From  the  last  paragraph  of  the  case,  however,  it  seems 
that  the  real  ground  for  his  decision  was  that  the  venue 
was  included  in  the  seal.  It  reads: 

"A  presumption  that  the  affidavit  in  question 
was  taken  by  a  proper  officer  at  a  proper  place 
is  established  by  the  use  of  the  consular  seal,  by 
means  of  which  the  words  'U.  S.  Consulate, 
Cologne,  Germany,'  were  impressed  into  the  body 
of  the  paper  and  thereby  made  a  part  of  the  per- 
manent record.  Sound  reasoning  and  common 
sense  would  seem  to  indicate  tha"t  this  is  the 
equivalent  in  all  essential  respects  of  the  formal 
use  of  similar  words  at  the  beginning  of  an  affi- 
davit to  indicate  the  county  in  which  it  may  have 
been  executed." 

In  the  later  case  of  Ex  parte  Delavoye  (124  O.  G„  626; 
C.  D.  1906-320),  where  the  omission  of  the  venue  was 
considered  fatal  by  the  Examiner.  Commissioner  Allen 
said: 

"No  reason  appears  why  proper  evidence  should 
not  be  furnished  that  the  oath  was  administered 
within  the  territorial  jurisdiction  of  the  notary." 

But  there  is  nothing  in  the  decision  to  indicate  that  he 
intended  to  overrule  Prym  vs.  Heilbrunner  or  to  direct 
the  Examiners  to  require  a  formal  statement  of  venue 
when  the  notary's  jurisdiction  appears  in  the  seal. 

However,  if  a  venue  is  given  it  must  not  be  inconsistent 
or  at  variance  with  the  seal. 

CITIZENSHIP. 

The  citizenship  of  the  inventor  was  originally  of  no 
importance;  the  statutes  provided  that  "any  person" 
under  the  prescribed  conditions  could  obtain  a  patent 
and  required  no  statement  as  to  citizenship.  But  under 
the  statute  of  1793  it  became  very  material,  for  that  law 


only  made  provisions  for  granting  patents  to  citizens; 
and  it  was  not  until  the  amendment  of  1800  that  the 
privilege  was  extended  to  aliens.  Again  in  the  act  of 
1836  discrimination  was  made  against  aliens;  and  it 
was  required  that  the  applicant  make  oath  "also  of  what 
country  he  is  a  citizen"  (Sec.  6).  This  discrimination, 
however,  was  abolished  in  1870  and  apparently  so 
remains  to  the  present,  since  Sec.  4892  Revised  Statutes 
is  the  same  as  Art.  No.  30  of  that  Act  in  this  regard.  The 
situation  under  the  later  law  was  ably  stated  in  Tondeur 
vs.  Chambers  {46  O.  G.,  110;  37  F.,  333)  where  the  de- 
fendant in  an  infringement  suit  set  up  that  the  patent 
was  void  "upon  the  ground  that  in  the  application  for 
his  patent  the  plaintiff  made  oath  that  he  was  a  citizen 
of  the  V.  S.,  which  he  was  not,"  and  cited  Child  vs. 
Adams  (1  Fish,  189)  to  support  it.' 

"But"  said  the  court  "that  case  arose  under 
and  wasgovenred  by  the  patent  act  of  1836, 
which  allowed  the  grant  of  Letters  Patent  to 
aliens  only  upon  peculiar  conditions,  to  which 
citizens  were  not  subject  (5  Stats,  at  Large,  117). 
By  that  act  the  patent-fee  payable  by  a  citizen 
was  $30  only,  whereas  an  alien  was  required  to 
pay  at  least  $300,  and  if  a  British  subject  $500; 
and  by  the  stringent  language  of  the  act  the  fee 
was  to  be  paid  before  the  application  for  a  patent 
could  be  considered  by  the  Commissioner  (Sec- 
tion 9).  Then,  again,  an  alien  patentee  was  com- 
pelled 'to  put  and  continue  on  sale  to  the  public, 
on  reasonable  terms,  the  invention  or  discovery 
for  which  the  patent  issued'  (Section  15.)  It 
was  therefore,  under  that  act  of  the  highest  im- 
portance 'that  the  applicant  should  truly  disclose 
his  citizenship,  and  Section  6  required  that  before 
any  inventor  should  receive  a  patent  he  should 
''make  oath  ...  of  what  country  he  is  a 
citizen.'  The  decision  cited  was  expressly  put 
upon  the  gcpund  that  an  alien,  whether  through 
ignorance  or  intention,  falsely  swearing  that  he 
was  a  citizen  in  order  to  procure  a  patent  not 
only  failed  to  perform  a  condition  upon  which 
his  right  to  a  patent  depended,  but  committed 
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a  fraud  upon  the  Government.  But  the  law 
governing  the  present  case —  i.  e.,  the  patent  act 
of  1870,  as  embodied  in  the  Revises  Statutes — 
abolished  all  such  discriminations  against  aliens 
and  placed  them  upon  the  same  footing  as  citizens 
in  respect  to  the  grant  of  Letters  Patent  for  inven- 
tions, and  the  enjoyment  of  the  privileges  thereby 
secured  (R.  S.,  Sees.  4886,  4920,  4934).  There- 
fore, under  the  law  as  it  stood  when  the  plaintiff 
applied  for  and  obtained  his  patent,  the  mistake 
in  his  statement  as  to  his  citizenship  operated. 
•  and  could  operate,  neither  to  his  advantage  nor 
to  the  detriment  of  the  Government  or  the  public. 
Furthermore,  it  is  well  worthy  of  notice  that  while 
Section  4892  Revised  Statutes  requires  the  ap- 
plicant for  a  patent  to  'make  oath  that  he  does 
verily  believe  himself  to  be  the  original  and  first 
inventor,'  etc.,  in  respect  to  citizenship,  the  lan- 
guage is  'and  shall  state  of  what  country  he.  is  a 
citizen.'  This  change  in  phraseology  seems  to  be 
intentional  and  to  dispense  with  the  necessity  of 
an  oath  as  to  citizenship.  At  any  rate,  the  citizen- 
ship of  the  applicant  for  a  patent  is  no  longer  a 
matter  of  any  real  importance,  and  a  mistake 
touching  the  same  is  harmless." 

The  impression  must  not  be  gotten,  however,  that  the 
statement  of  citizenship  may  be  omitted ;  it  is  a  statutory 
requirement  and  absolutely  necessary  (See  Ex  parte 
Benecke,  126  O.  G.,  3423;  C.  D.,  1907-66).  Nor  is  it 
sufficient  to  say  that  he  has  declared  his  intention  of 
becoming  a  citizen  of  the  United  States  ( Ex  parte  Rhodes, 
105  O.  G.,  1261)  though  a  statement  that  he  is  not  a 
citizen  of  any  country  is  compliance  with  the  statute 
(Ex  parte  Benecke,  supra). 

RESIDENCE. 

Rule  46  requires  the  applicant  to  state  where  he  re- 
sides; but  in  this  it  is  not  supported  by  the  statute;  arid 
the  want  of  such  a  statement  would  not  warrant  the 
Office  in  holding  an  application  otherwise  unobjectionable 
to  be  incomplete.  In  such  a  case,  however,  a  new  oath 
should  be  required  (Ex  parte  Becker,  97  O.  G.,  1597;  C. 
D.,  1901-198). 


ORIGINAL  AND  FIRST. 

It  is  the  intent  of  the  United  States  patent  law 
that  patents  shall  issue  only  as  a  reward  for  progress 
made  in  the  useful  arts  (Constitution,  Art.  1,  Sec.  8). 
Under  its  provisions  the  "true  inventor  or  discoverer" 
(as  he  was  defined  in  the  first  statute  requiring  an  oath 
in  the  application,  1793),  is  the  only  person  entitled  to 
reward.  And  by  "true  inventor  or  discoverer"  here  is 
meant  the  man  who  in  deed  and  in  truth  originated  the 
art,  machine,  manufacture,  etc.,  and  brought  it  to  light 
for  the  first  time  in  the  knowledge  of  the  world,  in  con- 
tradistinction to  bringing  it  into  the  realm  as  in  England, 
or  originating  at  a  time  subsequent  to  some  other.  The 
later  laws  adopted  the  words  "original  and  first"  in  recog- 
nition of  the  fact  that  a  man  might  originate  the  thing, 
in  so  far  ashis  own  knowledge  was  concerned  and  yet  not  be 
the  first  to  do  the  act,  and  with  the  intention  of  excluding 
such  secondary  originator  from  the  peculiar  and  special 
rights  and  privileges  contemplated  by  the  constitution. 
Therefore,  the  applicant's  averment  that  he  verily 
believes  himself  to  be  the  original  and  first  inventor  or 
discoverer  is  of  first  and  primary  importance,  for  it  his 
affidavit  to  these  facts  that  establishes  his  prima  fade 
right  under  the  law  to  receive  a  patent  for  his  invention;, 
and  unless  he  can  make  this  portion  of  the  oath  it  is 
useless  to  proceed  further  (Ex  parte  Hill,  16  O.  G.,  765; 
C.  D.,  1879-236). 

JOINT  AND  SOLE. 

The  possibility  of  joint  as  well  as  sole  invention  seems 
to  have  been  recognized  from  the  earliest  times  of  our 
patent  system.  The  statute  of  1790  provided  for  the 
grant  of  patents  to  "any  person  or  persons;"  and  in  the 
list  of  patentees  under  date  of  August  10, 1791,  are  found 
the  names  of  John  Biddis  and  Thomas  Bedwell  pre- 
sumably joint  inventors  of  "Making  extract  of  barks." 
Certain  it  is  that  the  term  "joint"  was  current  in  1836; 
for  on  page  1  of  the  rules  in  force  in  July  of  that  year 
appears  the  following: 

"Joint  inventors  are  entitled  to  a  joint  patent, 
but  neither  can  claim  one  separately." 


12 

However,  in  the  form  of  oath  given  on  page  10  of  those 
rules  no  reference  is  made  to  either  "joint"  or  "sole" 
and  the  requirement  in  that  regard  did  not  appear  in 
Rule  46  until  July  31,  1906,  though  the  forms  used  those 
words  as  early  as  1871. 

The  statutes  are  silent  on  this  question,  but  the 
rule  requires  that  the  applicant  "shall  state  .  .  . 
whether  he  is  a  sole  or  j'oint  inventor,"  and  that  rule  has 
all  the  force  and  effect  of  law  (Miller  vs.  Lambert,  72 
O.  G.,  1903,  and  Revised  Statutes,  Sec.  483),  and  every 
part  of  it  is  material  (Ex  parte  Leversteinand  Naef,  110 
O.  G.,  1726;  C.  D.,  1904-217).  It  seems  safe,  therefore, 
to  assume  that  this  statement  is  a  material  and  necessary 
part  of  every  oath;  but,  from  the  wording  of  the  Rule 
which  puts  it  on  the  same  footing  as  the  statements  as 
to  residence  and  citizenship,  apparently  no  actual  aver- 
ment is  necessary.  A  careful  search  disclosed  no  decision 
on  these  points.  However,  in  Ex  parte  Mygatt  {160 
O.  G.,  773;  C.  D.,  1910-205),  Commissioner  Moore  held 
that,  while  the  omission  of  the  word  "sole"  resulted 
in  a  defective  oath,  it  did  not  render  it  invalid  and  warrant 
holding  an  appUcation  abandoned  for  failure  to  complete 
within  the  year. 

Such  an  omission,  would  probably  not  invalidate  a 
patent,  for,  as  above  noted,  the  courts  will  not  go  back 
of  the  grant  to  examine  the  papers  except  in  cases  of 
fraud;  but  a  joint  patent  on  a  sole  invention  or  a  sole 
patent  on  a  joint  invention  would  be  void  (Walker,  4th 
Ed.,  Sees.  50  and  51). 

The  use  of  the  word  "sole"  is  not  such  a  significant 
and  material  matter  as  would  support  an  indictment  for 
perjury  under  Section  5392  Revised  Statutes  (Patterson 
vs.  V.  S.,  181  F.,  970;U.  S.  vs.  Patterson,  174  O.  G.,  287). 
And  an  oath  by  two  people  as  joint  inventors  does  not 
preclude  either  one  of  them  from  subsequently  filing  a 
sole  appUcation  for  the  same  invention  if  he  should  come 
into  possession  of  information  leading  to  the  belief  that 
he  was  in  fact  a  sole  inventor.  Indeed,  in  such  a  case  an 
interference  may  be  declared  for  the  purpose  of  deter- 
mining whether  the  invention  was  made  by  one  or  by 
both  jointly  (Kohler  vs.  Kohler  and  Chambers,  43 
0.  G.,  247;  C.  D.,  1888-19). 
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For  a  short  time  under  the  rules  of  1897  a  sole  applica- 
tion could  be  transformed  into  a  joint  application  and 
vice  versa,  but  a  new  application  would  be  necessary 
now  (Ex  parte  Erne  and  Bridges,  81  O.  G.,  2247;  C.  D„ 
1897-197;  and  Ex  parte  Gordon,  108  O.  G.,  561;  C.  D., 
1903-20). 

In  a  joint  application  the  oath  must  be  made  and 
signed  by  both  parties  (In  re  Crane,  106  O.  G.,  999; 
C.  D.,  1903-332);  but  it  is  not  necessary  that  they  sign 
the  same  paper,  each  may  sign  and  execute  duplicate 
copies  {Ex  parte  Wellman  &  Wellman,  88  O.  G.,  206$; 
C.  D.,  1899-176). 

IDENTIFICATION. 

When  all  parts  of  the  application  are  filed  at  one  time, 
there  is  generally  no  trouble  on  this  score;  for  the  papers 
are  usually  permanently  attached  together  and  the  oath 
refers  to  the  annexed  specification  for  a  disclosure  of  the 
invention  about  which  its  averments  are  made.  But 
when  the  specification  and  oath  are  filed  at  different 
times,  it  almost  always  happens  that  the  form  of  the 
latter  ha1*  not  been  changed,  and  it  refers,  as  usual,  to 
an  annexed  specification,  which  in  fact  does  not  exist. 
The  averments  are,  therefore,  all  about  an  unidentified 
invention,  and  without  force  or  effect.  Rules  10  and  32 
"apply  to  an  oath  as  well  as  to  any  other  paper  relating 
to  or  a  part  of  an  application."  Ex  parte  Heusch,  88 
O.  G.,  1703;,C.  D.,  1899-172). 

DOES  NOT  KNOW  AND  DOES  NOT  BELIEVE. 

In  the  Patent  Act  of  1800  extending  the  privileges  of 
the  Law  of  1793  to  aliens,  the  applicant  was  required 
to  make  oath  as  to  "the  best  of  his  or  her  knowledge  or 
belief;"  and  likewise  under  the  Statute  of  1836  he  swore 
that  he  did  "not  know  or  believe;"  but  in  1870  the  lan- 
guage was  changed  to  "does  not  know  and  does  not  be- 
lieve" as  it  is  at  present.  The  positive  reason  tor  the 
change  could  not  be  readily  ascertained,  but  it  was  ap- 
parently the  intent  of  Congress  to  put  applicants  on 
oath  as  to  both  knowledge  and  belief.  This  was  the 
opinion  of  Commissioner  Allen  in  Ex  parte  Nicholson 
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(96  O.  G.,  1035;  C.  D.,  1901-86)  where  instead  of  using 
the  words  of  the  law  the  applicant  said: 

"I  verily  believe  .  .  .  that  the  said  im- 
provement was  not  known  or  used  by  others  . . . ," 

and  contended  that  the  averment  of  belief  was  sufficient 
to  comply  with  the  statute.  But  the  Commissioner  said: 
"It  seems  clear  to  my  mind  that  the  framers  of 
this  Section  4892  intended  to  require  the  applicant 
for  a  patent  to  disclaim,  first,  his  personal  knowl- 
edge, and,  second,  his  belief,  which,  in  contradis- 
tinction to  his  knowledge,  may  be  defined  as  that 
reasonable  belief  which  is  founded  upon  informa- 
tion derived  from  others,  thus  disclaiming  two 
classes  of  means  by  which  conviction  is  wrought. 
Thus  considered  as  excluding  personal  knowledge 
and  information  and  belief,  the  words  of  the 
statute  have  that  vitality  which  should  be  ex- 
pected from  the  fact  of  their  use,  and  they  are 
not  construed  as  meaningless. 

"Those  provisions  of  section  4892  are  condi- 
tions precedent  to  the  grant  of  a  patent,  and  since 
such  grant  follows  a  course  of  statutory  procedure 
resulting  in  the  creation  of  a  monopoly  in  dero- 
gation of  the  common-law  rights  of  the  public 
any  failure  to  comply  with  these  conditions  would 
render  the  patent  granted  fatally  defective.  The 
only  safe  course  is  strict  conformity,  although 
some  latitude  in  the  use  of  terms  may  be  per- 
mitted to  cover  the  requirements  of  other  portions 
of  Rule  46,  whereby  the  applicant  is  required  to 
make  for  himself  a  prima  facie  case  under  sections 
4886  and  4887,  Revised  Statutes." 


Ex  parte  Buddington  (84  O.  G.,  1728;  C.  D.  1898-184) 
was  a  similar  case  in  which  the  applicant  made  oath  to 
his  knowledge,  but  said  nothing  about  his  belief,  and  the 
Commissioner  said : 

"Section  4892   of  the  Revised    Statutes  dis- 
tinctly requires  that  the  applicant  shall  make 
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oath  in  regard  to  his  invention  'that  he  does  not 
know  and  does  not  believe  that  the  same  was 
ever  before  known  or  used,'  and  this  Office  has 
no  authority  to  waive  any  positive  requirement 
of  the  statute." 


THAT  THE  SAME  WAS  EVER  BEFORE  KNOWN 
OR  USED. 

These  are  the  words  of  Section  4892,  Revised  Statutes, 
and  have  been  in  the  corresponding  sections  or  articles 
since  1836,  when  an  averment  of  that  nature  was  first  re- 
quired. They  are  also  the  words  of  Rule  46,  and  were 
in  the  form  of  1836.  But  the  present  form  (No.  18) 
reads: 

"That  the  same  was  ever  known  or  used  before 
invention  or  discovery  thereof," 

and  has  so  read  since  April  15,  1882  ("or  discovery"  was 
not  inserted  until  February  9,  1897,  but  the  words  are 
synonymous).  There  is  nothing  wrong  about  this,  how- 
ever, for  the  form  is  a  patch-work  of  Sections  4886,  4892, 
4923  and  others,  and  also  Rule  46.  Section  4892  and 
Rule  46  are  indefinite  as  to  the  time  before  which  the 
alleged  improvements  were  not  known  or  used.  They 
simply  make  the  applicant  swear  "that  he  does  not  know 
and  does  not  believe  that  the  same  was  ever  before  known 
or  used,"  without  setting  the  date  from  which  that  speaks. 
And  it  could  not  be  the  date  of  the  oath  or  that  of  the 
application,  which  is  theoretically  the  same  (Ex  parte 
Eranna,  97  O.  G.,  2533;  C.  D.,  1901-232),  for  it  would 
not  do  to  bar  a  patent  because  the  invention  had  been 
used  (for  a  time  less  than  two  years)  before  the  applica- 
tion was  filed  (Ex  parte  Rowan,  22  O.  G.,  1037;  C.  D., 
1882-12).  However,  Section  4892  relates  merely  to  the 
knowledge  and  belief  of  the  applicant  whereas  Section  4886 
deals  with  the  actual  facts  of  invention,  and  admits  only 
such  improvements  as  are  "not  known  or  used  by  others  in 
this  country  before  his  invention  or  discovery  thereof." 
That  then  is  the  time  before  which  knowledge  or  use 
of  the  invention  would  be  fatal.  Still,  the  oath  must  not 
be  limited  to  knowledge  or  use  in  this  country  (Ex  parte 
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Nicholson,  96  O.G.,'l035;  C.  D.,  1901-86),  as  the  quota- 
tion would  imply,  for  it  is  contemplated  by  Section  4923 
that,  at  the  time  of  making  his  application,  the  inventor 
shall  believe jhimself  to  be  the  original  and  first  inventor, 
although  it  prohibits  holding  a  patent  void  because  the 
invention  or  any  part  thereof  was  known  or  used  in  any 
foreign  country  before  his  invention  or  discovery  thereof. 


Or  Patented  or  Described 

in  any 

Printed  Publication  in  any  Country 

Before  Invention  or  Discovery  thereof  or 

more    than 
Two  Years  Prior  to  this  Application. 

The  germ  of  this  averment  made  its  entry  into  the 
patent  law  in  Section  7  of  the  Act  of  1836,  which  provided: 
"That  ...  if,  on  any  such  examination,  it 
shall  not  appear  to  the  Commissioner  .  .  .  that 
it  had  been  patented  or  described  in  any  printed 
publication  in  this  or  any  foreign  country,  .  .  . 
it  shall  be  his  duty  to  issue  a  patent  therefor." 

It  next  appeared  as  a  bar  in  Section  24  of  the  Act  of 
1870,  which  was  embodied  in  Section  4886  of  the  Revised 
Statutes  in  1874;  but  the  two-years  clause  was  not  added 
until  the  Act  of  1897. 

The  rules  did  not  require  it  until  1899,  when  it  was 
alo  inserted  in  the  form. 


Or  in  Public  Use 

or  on 

Sale  in  the  United  States  for  More 

Than  Two  Years  Prior  to  this  Application. 

Public  use  or  sale  with  the  consent  or  allowance  of  the 
inventor  as  such,  at  the  time  of  the  application  was  made 
a  bar  to  the  grant  of  a  patent  by  Section  6  of  the  Act  of 
1836.  Under  Section  6  of  the  Act  of  1839  relative  to 
foreign  patents,  introduction  of  the  invention  covered  by 
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the  foreign  patent  into  "public  or  common  use  in  the  U  nited 
States"  debarred  the  grant  of  a  patent  here.  While  by 
Section  7  of  the  Act  of  1839  public  use  or  sale  by  others 
without  the  consent  specified  by  Section  6  of  the  Act  of 
1836  for  more  than  two  years  prior  to  the  application 
rendered  the  patent  void.  Section  24  of  the  Act  of  1870 
barred  the  grant  for  "public  use  or  sale  for  more  than 
two  years  prior  to  his  application;"  and  Section  25  of 
this  Act  contained  a  limitation  similar  to  Section  6  of 
the  Act  of  1839.  Section  4886  took  its  original  form 
from  Section  24  of  the  Act  of  1870,  and  the  limitation 
of  the  use  or  sale  to  this  country  was  not  made  until  the 
amendment  of  1897. 

This  bar  came  into  the  Rules  associated  with  foreign 
patents.  Thus,  in  1867,  Rusle  16  corresponding  to  Rule 
46  and  the  form  contained  nothing  in  regard  to  public 
use  or  sale,  but  Rule  80,  under  the  heading  "Of  Foreign 
Patents,"  read: 

"When  an  application  is  made  for  a  patent  for 
an  invention  which  has  been  already  patented 
abroad,  the  inventor  will  be  required  to  make 
oath  that,  according  to  the  best  of  his  knowledge 
and  belief,  the  same  has  not  been  introduced  into 
public  and  common  use  in  the  United  States." 


This  oath  was  a  separate  instrument,  from  that  com- 
monly attached  to  the  specification. 

The  words  "and  common"  were  dropped  in  1871;  and 
the  present  words  "or  on  sale"  occurred  first  in  theform 
for  the  oath  relating  to  foreign  patents  issued  in  1880, 
though  they  did  not  come  into  the  corresponding  Rule 
(39)  until  1883.  The  forms  were  consolidated  in  1882; 
but  Rule  45,  which  corresponds  to  present  Rule  46,  did 
not  mention  public  use  or  sale  until  1885. 

There  are  few  published  decisions  involving  this  clause 
of  the  oath,  but  Rule  46  has  all  the  force  of  a  statute 
and  the  requirement  there  is  sufficient  (See  Miller  vs. 
Lambert,  72  O.  G.,  1903;  1897-77). 
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"That  said  Invention 

has  not  been 

Patented  in  Any  Country  Foreign 

to  the 

United  States  on  an  Application  Filed 

by  him  or  bis 

Legal  Representatives  or  Assigns  More  Than 

Twelve  Months  Prior  to  this  Application." 

This  clause  had  its  inception  in  Article  8  of  the  Act  of 
1836;  it  was  changed  by  Section  6  of  the  Act  of  1839,  t  y 
Section  25  of  the  Act  of  1870,  and  by  Section  8  7  Re- 
vised Statutes  in  1874,  which  was  amended  by  the  Act 
of  1897,  and  received  its  final  form  by  the  Act  of  1903. 

The  various  steps  of  its  development  are  very  interest- 
ing, but  anything  like  a  detailed  .examination  of  them 
would  be  too  long  for  this  paper. 

(For  decisions  see  next  head.) 

"And  That 

no 

Application  for  Patent 

on  said 

Improvement  has  been  Filed  by 

Representatives  or  Assigns  in  any  Country 
Foreign  to  the  United  States  Except  as  Follows :" 

This  requirement  was  added  to  the  Rule  (46)  in  1897 
when  Section  4887,  Revised  Statutes,  was  amended  to 
make  a  foreign  patent  granted  on  an  application  filed 
more  than  seven  months  before  the  date  of  the  applica- 
i  ion  in  this  country  a  bar  to  the  grant  here,  instead  of  a 
mere  limitation  of  the  life  of  the  patent,  as  it  would  have 
been  under  the  preceding  law.  It  gave  thj  Office  notice 
of  applications  pending  in  foreign  countries  more  than 
seven  months  prior  to  the  execution  Gf  the  oath  and  which 
might  become  patents  before  allowance  io  this  country. 
And  it  serves  a  similar  purpose  under  the  present  law 
(1903).  Also,  it  shows  what  dates  applicants  are  entitled 
to  under  the  second  paragraph  of  Section  4887  Revised 
Statutes. 
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Both  these  statements  about  foreign  patents  and  ap- 
plications are  productive  of  trouble.  Applicants  seem 
inclined  to  use  their  own  language  and  to  give  as  little 
information  as  possible. 

In  Ex  parte  Levenstein  and  Naef  (110  O.  G.,  172(5; 
C.  D.,  1904-217)  the  statement  relative  to  foreign 
patents  granted  on  applications  filed  more  than  twelve 
months  prior  to  the  domestic  application  was  omitted, 
and  on  petition  taken  from  the  Examiner's  requirement 
for  a  new  oath  the  Commissioner  said: 

"Present  Rule  46  requires  that  the  applicant 
state  in  his  oath  that  the  invention  has  not  been 
patented  to  himself  or  others  with  his  knowledge 
or  consent  .  .  .  on  an  <  application  for  a 
patent  filed  in  any  foreign  .country  by  himself 
or  his  legal  representatives  or  assigns  more  than 
twelve  months  prior  to  his  application? 

"This  rule  is  based  upon  section  4887,  Revised 
Statutes,  as  amended  March  3, 1903,  which  states: 

"Section  4887.  No  person  otherwise  entitled 
thereto  shall  be  debarred  from  receiving  a  patent 
for  his  invention  or  discovery,  nor  shall  any  patent 
be  declared  invalid  by  reason' of  its  having  been 
first  patented  or  caused  to  be  patented  by  the  in- 
ventor or  his  legal  representatives  or  assigns  in 
a  foreign  country,  unless  the  application  for  said 
foreign  patent  was  filed  more  than  twelve  months, 
in  cases  within  the  provisions  of  section  forty-eight 
hundred  and  eighty-six  of  the  Revised  Statutes, 
and  four  months  in  cases  of  designs,  prior  to  the 
filing  of  the  application  in  this  country,  in  which 
case  no  patent  shall  be  granted  in  this  country. 

"It  therefore  appears  that  this  requirement  of 
Rule  46  and  section  4887  of  the  Revised  Statutes 
has  not  been  complied  with  by  the  petitioners. 
They  contend,  however,  that  their  oath  substan- 
tially complies  with  the  present  requirements,  for 
they  state  .  .  .  that  no  application  for  patent 
on  said  improvement  has  been  filed  ...  in 
any  country  foreign  to  the  United  States  ex- 
cept    .     .     .     one  filed  in  Great  Britain,  the  date 
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of  which  appears  to  be  less  than  twelve  months 
prior  to  the  filing  in  this  country. 

"A  similar  contention  to  this  was  urged  in  Ex 
parte  Mason  (C.  D.,  1888,  33;  43  O.  G.,  627), 
wherein  applicant  instead  of  using  the  phraseology 
required  by  the  rules  then  in  force  changed  it  in 
a  material  particular,  and  it  was  said  by  Com- 
missioner Hall : 

"  'It  is  evident  that  this  language  is  far  from 
a  compliance  with  the  rules.  It  may  possibly  put 
the  applicant  to  some  trouble  or  delay  to  file  a 
proper  oath  but  the  requirement  is  one  which 
should  be  insisted  upon.  If  a  material  variation, 
or,  rather,  violation  of  the  rule,  can  be  permitted 
in  one  particular,  the  practice  would  soon  become 
very  lax  in  others.' 

"In  the  present  case,  the  applicants  have  ig- 
nored one  of  the  positive  requirements  of  Rule  46, 
but  state  that  their  compliance  with  another  re- 
quirement of  the  rule  is  sufficient  to  cure  any  de- 
fect in  the  omission  of  the  other  one.  This  position 
is  not  thought  sound.  Every  portion  of  Rule  46 
is  material,  and  it  can  not  be  held  therefore,  that  a 
compliance  with  some  of  its  requirements  is  a 
compliance  with  all  of  them.  In  the  present 
case  the  papers  are  sufficient  to  entitle  the  ap- 
plicants to  the  date  upon  which  they  were  filed 
in  this  office;  but  the  requirement  of  the  Primary 
Examiner  that  a  new  oath  be  filed  to  comply 
strictly  with  Rule  46  is  right  and  is  affirmed." 

This  decision  was  modified  by  a  notice  published  in  1 10 
O.G.,  2019,  as  follows: 

"The  decision  of  Ex  parte  Letenslein  and  Naef 
(110  0.  G.,  1726)  is  to  the  effect  that  the  oath 
forming  a  part  of  an  application  must  be  so  clear 
as  not  to  require  a  comparison  of  the  allegations 
therein  as  to  the  filing  of  foreign  applications  with' 
the  date  of  filing  of  the  application  in  this  country 
in  order  to  determine  whether  or  not  the  applica- 
tion in  question  has  been  filed  in  this  country 
within  twelve  months  from  the  date  of  filing  of  the 
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foreign  application.  An  oath  which  states  that  no 
foreign  applications  have  been  filed  prior  to  the 
filing  of  the  application  in  this  country  complies 
with  the  rule  in  this  particular;  but  when  an  ap- 
plication has  been  filed  in  a  foreign  country  it 
must  be  positively  stated  that  the  said  foreign 
application  has  not  been  filed  more  than  twelve 
months  prior  to  the  date  of  filing  of  the  domestic 
application." 

And  both  these  were  interpreted  by  Ex  parte  Giradot 
(1 15  O.  G.,  1584;  C.  D.,  1905-124) : 

"-The  Examiner's  objection  relates  to  the  state- 
ments concerning  the  inventor's  applications  and 
patents  in  foreign  countries.  The  inventor  has 
sworn  that  he  does  not  know  and  does  not  believe 
that  the  invention  or  discovery  has  been  patented 
in  any  country  foreign  to  the  United  States 
on  an  application  filed  twelve  months  before  this 
application  and  that  no  application  for  patent 
upon  his  invention  has  been  filed  by  him  or  his 
representatives  or  assigns  in  any  country  foreign 
to  the  United  States,  except  one  in  France 
identified  by  date  and  number,  the  date  given  being 
within  twelve  months  of  the  date  of  the  applica- 
tion in  this  country.  The  Examiner's  objection 
is  that  the  oath  does  nut  positively  state  that  the 
foreign  application  mentioned  was  not  filed 
more  than  twelve  months  prior  to  the  filing  of  this 
application. 

"The  Examiner's  position  is  not  well  taken. 
There  is  no  good  reason  for  requiring  the  appli- 
cant to  state,  in  addition  to  the  statements  al- 
ready made,  that  his  foreign  application  was  not 
filed  more  than  twelve  months  before  the  filing 
of  the  application  in  this  country.  If  the  foreign 
application  had  been  filed  outside  of  the  twelve- 
months' period,  the  application  here  would  never- 
theless be  entitled  to  full  consideration,  no  patent 
having  issued  upon  the  foreign  application.  In 
citing  his  foreign  application,  in  stating  that  no 
other  foreign  application  has  been  filed  and  that  no 
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patent  has  been  granted  upon  an  application 
filed  in  any  foreign  country  more  than  twelve 
months  before  the  date  of  the  domestic  application  , 
the  applicant  has  made  every  allegation  respecting 
his  foreign  applications  and  patents  required  by 
the  rule.  The  Examiner  based  bis  action  upon 
Ex  parte  Levenstein  and  Naef  (C.  D.,  1904, 
217;  110  O.  G.,  1726),  and  notice  concerning 
this  decision  published  in  the  Official  Gazette, 
volume  110,  page  2239.  This  decision  and  notice 
should  not,  however,  be  interpreted  to  require 
more  than  the  applicant  has  already  done  in  this 


The  language  of  Commissioner  Allen  in  Ex  parte 
Thorsten  von  Zweibergh  (110  O.  G-,  859;  C.  D., 
1904-176)  is  a  good  guide.    He  said : 

"While  .  .  .  riling  a  new  oath  may  cause 
slight  delay  .  .  .  it  is  essential  that  the  prac- 
tice should  be  uniform,  and  the  rule  relating  to 
oaths  should  be  strictly  followed.  To  hold 
otherwise  would  cause  endless  confusion  in  de- 
termining whether  or  not  language  chosen  by  the 
applicant  in  his  oath  was  sufficient  to  comply  with 
the  requirements  of  the  statute." 

DATE. 

In  French  vs.  Rogers  (1  Fisher,  133,  1851)  the  court 
said: 

"We  do  not  see  the  justice  of  the  criticisms 
upon  this  application  that  the  jurat  affixed  to  it 
is  without  date  of  day  or  month." 

But  that  was  in  an  infringement  suit  on  a  patent  and 
the  presumptions  referred  to  earlier  in  this  paper  would 
protect  it.  The  oath  deals  with  conditions  at  the  date 
of  the  application  and  it  should  be  dated  so  that  the 
Office  can  determine  whether  or  not  there  has  been  an 
unreasonable  delay  in  filing  the  papers  after  the  execu- 
tion of  the  oath.  However  the  issue  division  is  instructed 
to  pass  cases  where  the  month  and  year  are  given. 


MUST  BE   SUBSCRIBED   TO   BY   THE    AFFIANT. 

Rule  46  says  that:  "This  oath  must  be  subscribed  to 
by  the  affiant;"  and  that  appears  to  be  sufficient  author- 
ity, in  view  of  the  numerous  decisions  that  hold  it  to 
have  all  the  force  and  effect  of  a  statute. 


BEFORE  WHOM  TAKEN. 

Section  4892  of  the  Revised  Statutes  provides  that : 

"Such  oath  may  be  made  before  any  person 
within  the  United  States  authorized  by  law  to 
administer  oaths,  or,  when  the  applicant  resides 
in  a  foreign  country,  before  any.  minister,  charge 
d'affairs,  consul,  or  commercial  agent  holding 
commission  under  the  Government  of  the  United 
States,  or  before  any  notary  public,  judge,  or 
magistrate  having  an  official  seal  and  authorized 
to  administer  oaths  in  the  foreign  country  in 
which  the  applicant  may  be,  whose  authority 
shall  be  proved  by.  certificate  of  a  diplomatic  or 
consular  officer  of  the  United  States," 

to  which  Rule  47  adds: 

".  .  .  the  oath  being  attested  in  all  cases  in 
.this  and  other  countries,  by  the  proper  official 
seal  of  the  officer  before  whom  theoath  or  affirma- 
tion is  made,  except  that  no  acknowledgment  may 
be  taken  by  any  attorney  appearing  in  the  case. 
When  the  person  before  whom  the  oath  or  affirma- 
tion is  made  is  not  provided  wdth  a  seal,  his  official 
character  shall  be  established  by  competent  evi- 
dence, as  by  a  certificate  from  a  clerk  of  a  court 
of  record  or  other  proper  officer  having  a  seal. 

"When  the  oath  is  taken  before  an  officer  in  any 
country  including  the  United  States  all  the  ap- 
plication papers  must  be  attached  together  and 
a  ribbon  or  tape  passed  one  or  more  times  through 
all  the  sheets  of  the  application,  and  the  ends  of 
.  said  ribbon  or  tape  brought  together  under  the 
seal  before  the  latter  is  affixed  and  impressed,  or 
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each -sheet  must  be  impressed  with  the  official  seal 
of  the  officer  before  whom  the  oath  was  taken,  or, 
if  he  is  not  provided  with  a  sea!  then  each  sheet 
must  be  initialed  by  him." 

(Only  people  specified  competent,  Ex  parte  Harkanson,  ■ 
63  O.  G.,  1688;  C.  D.  1893-76).  (See  also  Op.  Atty.  Gen., 
60  O.  G.,  1481.) 

This  language  is  sufficiently  specific  without  construc- 
tion or  explanation  to  form  a  guide  in  most  instances; 
but  the  exception  made  in  the  case  of  the  attorney 
deserves  special  mention,  for  an  oath  administered  by 
him  is  absolutely  void  {Rieger  vs.  Beierl,  150  0.  G.,  826; 
C.  D.  1910-12).   This  exception  had  its  initial  appearance 
in  the  revision  of  the  Rules  made  July  17,  1907;  and  was 
apparently  made  in  view  of  the  opinion  of  Attorney 
General  Bonaparte  (127  O.  G.,  3642)  under  date  of  April 
18, 1907,  construing  theamended  section  558 of  theD.C. 
Code  relative  to  notaries.     This  section  in  part  read: 
"That  no  notary  public  shall  be  authorized  to 
take  acknowledgments,  administer  oaths,  certify 
papers,  or  perform  any  official  acts  in  connection 
with  matters  in  which  he  is  employed  as  counsel, 
attorney,  or  agent  in  which  he  may  be  in  any  way 
interested  before  any  of  the  Departments  afore- 
said," 
and  was  construed  to  apply  to  all  notaries  who  may 
practice  before  the  Departments.    The  Court  of  Appeals 
of  the  District  of  Columbia  expressed  a  similar  opinion 
in  the  Hall's  Safe  Company  vs.   Herrnig-Hall-Marvin  i 
Safe  Company  (135  O.  G.,  1804;  C.  D.,  1908-473).   For 
a  full  discussion  of  the  subject  and  directions  to  be 
followed  see  Riegger  vs.  Beierl,  supra. 

The  holding  in  Ex  parte  Wolski  et  al.  (84  O.  G.,  2022; 
C.  D.,  1898-210)  that  an  oath  executed  before  a  judge 
of  the  Imperial  Royal  District  Court  of  Austria  can  not 
be  accepted,  and  the  similar  holding  in  Ex  parte  Gruson 
and  Schumann  (26  O.  G./  274;  C.  D.,  1884-2)  are  no 
longer  controlling  for  they  were  made  before  the  amend- 
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ment  in  Section  4892  Revised  Statutes,  contained  in 
Section  2  of  the  Patent  Act  of  1903  and  incorporated 
in  Rule  47  April  15,  1903,  which  extended  the  authority 
to  foreign  judges  and  magistrates. 

The  Patent  Act  of  1903  also  brought  the  requirement 
for  proof  of  the  authority  of  the  foreign  officer  who  ad- 
ministered the  oath,  by  a  certificate  of  a  diplomatic 
or  consular  officer  of  the  United  States;  and  a  certificate 
of  the  authority  of  one  officer  who  in  turn  certifies  the 
authority  of  the  officer  before  whom  the  oath  was  taken 
is  not  a  compliance  (E$  parte  Rose,  180  O.  G.,  322;  C. 
D.,  1912-194);  nor  is  a  proper  certificate  sufficient  for 
more  than  one  case.  In  re  Fred  G.  Dieterich  and  Co. 
(110  O.  G.,  309;  C.  D.,  1904-151). 

Ribboning  the  papers,  or  impressing  the  seal  or  placing 
the  initials  upon  each  sheet  of  foreign  applications  which 
has  been  necessary  since  the  revision  of  the  Rules  -pub- 
lished January  2,  1903,  is  still  insisted  upon;  but  the 
similar  requirement  in  domestic  eases  imposed  by  the 
amended  Rules  of  November  21, 1908,  has  been  informally 
waived. 

To  sum  up:  No  application  should  be  allowed  unless 
it  contains  an  oath  or  affirmation  made  and  subscribed 
to  by  the  inventor,  and  before  an  officer  named  in  the 
statute;  stating  his  citizenship  and  residence;  declaring 
a  belief  that  he  is  the  original,  first  and  sole  inventor 
(or  joint  inventor,  as  the  case  may  be)  of  the  invention  or 
discovery  disclosed  in  an  identified  specification;  dis- 
claiming knowledge  and  belief  of  the  knowledge  or  use 
thereof  before  his  invention  or  discovery,  or  the  existence 
of  a  patent  thereon  or  a  description  thereof  in  a  printed 
publication  in  any  country  before  his  invention  or  dis- 
covery, or  more  than  two  years  prior  to  his  application; 
denying  that  said  invention  has  been  patented  in  any 
country  foreign  to  the  United  States  on  an  application 
filed  by  him  or  his  representatives  or  assigns  more  than 
twelve  months  prior  to  his  said  application,  and  also 
that  any  application  for  patent  on  said  improvement  has 
been  filed  by  him  or  his  representatives  or  assigns  in 
any  country  foreign  to  the  United  States,  except  as  are 
named  and  identified  by  date  and  country;  said  oath 
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bearing  the  seal  of  the  officer  before  whom  it  was  made, 
or,  if  he  had  none,  being  accompanied  by  competent 
certification  of  his  authority;  said  oath  also  showing 
venue  either  in  a  formal  statement  -or  in  the  seal  of  the 
officer  before  whom  it  was  made,  or  consistently  in  both.  In 
cases  of  dead  or  insane  inventors  the  oath  or  affirmation 
is  made  by  their  proper  legal  representatives  with  ap- 
propriate variations  in  "form." 

December  3,  1914. 
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The  Entry  of  Amendments 

By 

THEODORE  A.  HOSTETLER, 

First  Assistant  Examiner,  Division  Eleven, 

United  States  Patent  Office. 


It  is  the  well  settled  practice  of  the  Patent  Office  to  per- 
mit an  inventor  to  amend  his  application  under  certain 
restrictions,  to  supply  omissions  and  defects  and  correct 
informalities  in  the  papers  that  have  been  filed,  and  to 
otherwise  revise  the  application  to  secure  for  him  the 
invention  to  which  he  is  legally  entitled.  But  in  per- 
mitting amendments  to  be  made,  due  regard  must  be 
had  for  the  rights  of  the  public  in  general  and  the  rights  of 
rival  inventors. 

UNSIGNED    OR   IMPROPERLY,  SIGNED 

AMENDMENTS 

which  are  to  be  returned  for  signature  should  be  for- 
warded to  the  Chief  Clerk  of  the  Patent  Office  with  a 
memorandum  giving  the  name  and  address  of  the  at- 
torney, date  of  the  last  office  action  in  the  case,  and  a 
statement  as  to  why  the  paper  is  to  be  returned.  The 
Chief  Clerk  will  cancel  the  receiving  stamp  and  conduct 
the  correspondence  incident  to  the  return  of  the  papers. 
If  there  is  not  sufficient  time  for  the  return  of  the  amend- 
ment for  signature  before  the  expiration  of  the  time 
allowed  by  law  within  which  to  take  proper  action,  the 
examiner  will  endorse  it  on  the  file  wrapper,  but  will  not 
enter  the  amendment,  and  will  notify  the  applicant 
of  the  status  of  the  case.  The  informal  amendment  may 
be  useful  in  determining  the  question  of  abandonment 
of  the  application. 

Inall  cases  where  papers  are  returned  to  applicants  for 
any  reason  it  is  advisable  that  the  clerk  place  a  pencil 
memorandum  in  the  file  for  future  reference.  The  record 
in  every  case  should  be  so  complete  that  any  person 
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taking  up  the  case  at  any  time  can  understand  the  status 
orjcondition  of  the  case  without  making  any  inquiries. 

If  an  amendment  is  signed  by  rubber  stamp,  it  should 
not  be  accepted.  Ex  parte  Minehan,  134  0.  G.,  1298 
(1908).  Acceptance  of  amendments  so  signed  would 
open  the  door  for  grave  irregularities.  Amendments 
should  be  signed  by  the  applicant  or  his  attorney  with 
pen  and  ink  or  their  equivalent.  An  amendment  with  a 
stamped  signature  should  be  treated  as  an  unsigned 
or  improperly  signed  paper. 

PERMANENT  JNK. 

Amendments  must  be  written  in  permanent  ink.  Ex 
parte  Burns,  101  O.  G.,  661  (1902).  In  1880,  July  30th, 
Commissioner  Marble  issued  the  following  order,  No. 
32: 

Ail  applications,  communications,  and  other 
.  instruments  in  writing  or  print,  which  should  con- 
stitute a  permanent  record  in  the  office,  must  be 
prepared  with  a  substantially  permanent  ink. 
Analin  and  other  perishable  inks  will  not  be  ac- 
cepted. 

It  appears  that  a  permanent  ink  must  have  a  founda- 
tion of  lampblack  or  carbon.  The  tests  given  in  Ex 
parte  Blaubach,  84  O.  G.,  1732  (1898),  and  used  in  other 
Executive  Departments  are  two  in  number — first  the 
application  of  Labarraque's  solution  followed  by  a  satu- 
rated solution  of  oxalic  acid,  and  second,  the  application 
of  a  10  per  cent  solution  of  nitric  acid.  Ex  parte  Ritter, 
57  0.  G.,  1883  (1891)  is  another  decision  that  bears  on  the 
question  of  fugitive  inks.    See  also  Rule  30, 

AMENDMENTS  IN  GENERAL. 

Where  an  amendment  to  an  application  is  received 
more  than  a  year  after  the  date  of  the  last  office  action,  it 
is  indorsed  on  the  file  wrapper  of  the  application,  but  is 
not  formally  entered,  and  the  examiner  immediately 
notifies  the  applicant  that  the  amendment  was  not  filed 
within  the  statutory  period,  and  therefore  can  not  be 
entered.    Order  1854. 


When  an  Associate  Attorney  is  prosecuting  a  case,  and 
the  Principal  Attorney  files  an  amendment  over  his  own 
signature,  it  must  be  entered  and  acted  upon,  if  it  is  other- 
wise a  proper  amendment.  The  practice  of  filing  amend- 
ments by  both  the  principal  and  associate  is  discouraged. 
Ex  parte  Eggan,  172  0.  G.,  1091  (1911).  This  decision 
also  states  with  whom  the  correspondence  is  held  when 
there  are  several  attorneys  in  the  case. 

A  substitute  specification  is  objectionable  and  in 
general  should  not  be  filed  unless  required  by  the  office 
in  View  of  the  number  or  nature  of  the  amendments  to  the 
original  specification.  -  No  general  rule  can  be  given  as 
each  case  must  be  decided  upon  its  own  merits.  Ex 
parte  Orewiler,  170  0.  G.,  481  (1911). 

Where  an  inventor  files  his  own  case,  and  at  the  sug- 
gestion of  the  effice  employs  an  attorney  a  new  specifi- 
cation is  admitted.  Ex  parte  Clifford,  193  O.  G.,  511 
(1913).  This  is  not  an  exception  to  the  general  practice, 
but  is  based  upon  the  presumption  that  the  conditions 
are  such  as  to  necessitate  a  new  specification. 

It  is  the  well-settled  practice  of  the  office  that  an 
amendment  can  not  be  entered  in  part.  To  enter  an 
amendment  so  far  as  responsive  and  to  refuse  to  enter  the 
remainder  thereof,  would  lead  to  endless  confusion.  As 
an  example,  where  after  final  rejection  an  amendment 
is  presented  canceling  the  finally  rejected  claims  and 
presenting  certain  new  claims  without  a  verified  show- 
ing, the  amendment  should  not  be  entered.  Ex  parte 
Hodge,  173  0.  G.,  1079  (1911). 

An  amendment  is  presented  in  which  the  last  claim  is 
canceled  by  a  line  drawn  through  it  with  a  pen  without 
anything  to  indicate  who  canceled  it.  The  amendment 
is  informal  but  should  be  entered  and  applicant  should  be 
required  to  cancel  the  elaim  by  the  usual  amendment. 
In  like  manner,  pencil  interlineations  which  apparently 
are  intended  to  be  a  part  of  the  specification  should  be 
called  to  applicant's  attention  in  order  that  they  may  be 
erased  or  entered  in  the  case  upon  proper  authorization. 

Where  applicant's  instructions  to  amend  are  erroneous, 
but  it  is  clear  what  his  intentions  are,  the  amendment 
should  ~be  properly  entered  and  applicant,  in  the  next 
office  letter,  should  be  informed  definitely  what  has  been 
done. 


Where  a  case  is  not  closed  against  further  prosecution 
and  an  amendment  is  received  that  is  fully  respcnsivc 
and  also  contains  additional  matter  that  is  not  responsive, 
it  is  the  practice  to  enter  the  entire  amendment,  give 
action  on  the  responsive  part,  and  require  the  cancella- 
tion of  the  part  that  is  not  responsive. 

'  Claims  which  necessitate  the  requirement  of  division, 
if  presented  in  an  amendment,  should  be  entered  and 
division  required.  Claims  presenting  a  new  species 
other  than  that  elected  should  be  entered  and  applicant 
should  be  required  to  cancel  them.  Ex  parte  Selle,  110 
O.  G.,  1728(1904). 

Where  the  examiner  suggests  claims  to  an  application 
for  the  purpose  of  interference  under  Rule  96,  and  sets 
a  time  within  which  to  make  them,  and  the  applicant 
does  not  make  the  claims  until  the  other  interfering  ap- 
plication has  become  a  patent,  it  was  held  that  the 
amendment  should  be  entered,  and  the  claim  considered 
in  order  to  give  applicant  an  opportunity  for  appeal. 

Ex  parte  Swift,  111  O.  G.,  2494  (1904). 

DELAYED  APPLICATIONS. 

It  is  a  great  injustice  to  the  public  and  ether  inventors 
to  permit  an  applicant  to  prosecute  his  application  in- 
definitely and  keep  his  invention  from  the  public  while 
the  art  is  growing  up  and  passing  by  his  invention.  To 
then  allow  a  patent  to  issue  with  claims  covering  the  art 
is  unjust  and  inequitable  to  the  public  and  especially  to 
other  inventors  who  have  developed  the  art.  The  prac- 
tice announced  in  Ex  parte  Miller,  139  O.  G.,  730,  and 
Ex  parte  Perry,  140  0.  G.,  1001,  is  designed  to  remedy 
this  evil  by  closing  the  prosecution  of  applications 
before  the  office,  when  they  have  been  pending  for  along 
time,  or  when  an  issue  has  been  reached. 

The  policy  of  the  Patent  Office,  as  gleaned  from  the 
Commissioner's  report,  199  O.  G.,  939,  and  a  later  report 
in  the  Scientific  American,  August  1,  1914,  is  to  reduce 
the  time  during  which  applications  may  pend  in  the 
office.  An  order  is  now  in  force  which  requires  amend- 
ments to  cases  which  have  been  pending  five  years  or 
more,  to  be  called  to  the  personal  attention  of  the 
Commissioner  before  being  entered.    This  time  is  to  be 


gradually  reduced  until  case*  which  have  been  pending 
more  than  two  years  will  probably  be  included  in  this 
order.  An  investigation  instituted  by  Commissioner 
Ewing  last  June  disclosed  the  fact  that  the  patents  issued 
during  the  first  six  months  of  19!4  were  pending  in  the 
office  as  applications  an  average  time  of  twenty-one  and 
one-half  .months.  This  average  has  risen  until  it  is 
now  (December,  1914)  more  than  two  years.  With 
many  of  the  old  applications  ultimately  eliminated  the 
average  time  applications  pend  in  the  office  will  be  much 
less  than  that.  Hence  a  new  rule  or  order  requiring  all 
cases  which  have  been  pending  more  than  two  years 
and  all  amendments  thereto  to  be  called  to  the  personal 
attention  of  the  Commissioner  may  eventually  be  pro- 
mulgated. 

AMENDMENTS    AFTER    FINAL   REJECTION. 

After  a  case  is  under  final  rejection,  the  following 
amendments  may  be  ent  ered  i 

(1)  Amendments  canceling  claims  or  the  matter  upon 
which  appeal  ist,o  be  taken. 

(2)  Amendments  presenting  the  rejected  claims  in 
better  form  tor  appeal. 

(3)  Amendments  accompanied  by  a  showing  duly 
verified  of  good  and  sufficient  reason  why  they  were  not 
earlier  presented. 

(4)  The  examiner  has  discretion  to  admit  other  claims 
for  the  purpose  of  appeal. 

(5)  He  can  waive  the  final  rejection  and  open  the  case 
for  further  prosecution.  , 

(6)  He  can  admit  amendments  containing  claims  for 
the  purpose  of  interference. 

(7)  He  can  admit  an  amendment  containing  a  claim 
which  he  deems  patentable;  but  the  entry  of  the  amend- 
ment does  not  reopen  the  case  for  further  prosecution. 

When  broad  claims  are  finally  rejected,  an  amendment 
canceling  the  broad  claims  and  substituting  more  limited 
claims  is  not  in  itself  a  sufficient  showing  to  reopen  the 
case.    Ex  parte  Lange,  163  O.  G.,  727  (19U). 

In  a  finally  rejected  case,  the  Examiners-in-Chief 
affirmed  the  examiner  but  <  ited  a  new  reference  which  dis- 
closed certain  features  of  the  claim  not  shown  in  the 


references  of  record.  -  Tliis  ro  jprcied  the  case  for  further 
prosecution  before  the  examiner.  Ex  parte  Wade,  158 
O.  G.,  704(1910). 

Where  claims  which  were  recommended  by  the  Ex- 
aminers-in-Chief  are  rejected  by  the  examiner  on  new 
references,  applicant  has  a  right  to  amend  them  or 
substitute  fiew  claims  therefor,  provided  they  are  di- 
rected to  the  same  invention  as  that  covered  by  the 
rejected  claims.  If,  however,  a  claim  is  presented 
directed  to  an  invention  different  from  the  rejected 
claim,  it  should  not  be  entered,  as  the  case  is  not  re- 
opened for  general  prosecution.  Ex  parte  Iindsey,  156 
O.G.,  1067(1910). 

Where,  after  a  final  rejection,  an  amendment  is  pre- 
sented containing  some  claims  which  are  admissible,  such 
as  claims  copied  from  a  patent,  for  instance,  and  some 
which  are  not  admissible,  the  entire  amendment  should 
be  entered  and  the  requirement  made  that  the  claims 
which  are  not  admissible  be  canceled  before  forwarding 
theappeal.    Ex  parte Stickney,  185  O.  G.,  1379  (1912). 

After  final  rejection  amendments  to  the  description 
which  do  not  touch  the  merits  of  the  claims  but  present 
the  invention  more  clearly  may  be  entered  without 
reopening  the  case  for  further  consideration.  Ex  parte 
Loppentien,  122  O.  G„  1723  (1906). 
-  If,  after  final  rejection,  the  examiner  requires  an 
amendment  to  the  specification,  this  does  not  reopen  the 
case.  Final  rejection  of  claims  in  a  case  closes  the  further 
prosecution  not  only  ot  the  claims  under  final  rejection, 
but  of  others  substituted  therefor.  Ex  parte  Cassel- 
man,  116  O.  G.,  2012  (1905),  and  Ex  parte  Novotny, 
108  0.  G.,  1327(1904). 

In  a  finally  rejected  case,  and  in  response  to  an  argu- 
ment, the  examiner  called  attention  to  a  new  reference 
as  showing  features  referred  to  in  the  argument.  It  was 
held  that  this  citation  reopened  the  case.  Ex  parte  Law- 
ton,  97  O.  G.,  187  (1901).  This  decision  is  based  on  Rule 
68,  which  states  that  an  applicant  "may  amend  as  often 
as  the  examiner  presents  new  references  or  reasons." 

No  definite  rule  can  be  laid  down  to  determine  what 
constitutes  a  satisfactory  showing  of  reasons  why  the 


amendment  was  not  earlier  presented.  In  determining 
this  question  the  record  of  the  application  should  be  con- 
sidered, to  see  whether  the  application  has  been  prose- 
cuted in  good  faith  and  expeditiously.  In  Ex  parte 
Schmidt,  171  0.  G.,  482  (1911),  an  affidavit  was  filed  by 
the  attorney  of  record,  to  the  effect  that  matters  con- 
tained in  the  amendment  were  not  earlier  presented  be- 
cause of  the  fact  that  the  inventor  had  not  earlier  pointed 
out  to  counsel  features  covered  by  the  proposed  amend- 
ment. ,  This  was  held  to  be  a  sufficient  showing,  as  the 
case  had  been  prosecuted  iR  good  faith  and  expeditiously. 
This  case  is  not  inconsistent  with  Ex  parte  Schrader,  120 
0.  G.,  2127  (1906),  where  the  petition  was  denied.  There 
the  attorney  had  filed  a  statement,  stating  that  the  in- 
ventor had  not  called  the  attention  of  the  attorney  to  the 
subject-matter  of  the  proposed  claims.  The  proposed 
claims  were  presented  to  be  substituted  for  the  claims 
finally  rejected  by  the  examiner,  which  rejection  was 
affirmed  on  appeal  by  the  Examiners-in-Chief  and  also  by 
the  Commissioner. 

The  excuse  that  the  inventor  did  not  fully  explain  the 
subject-matter  to  the  attorney  must  be  carefully  con- 
sidered, as  it  can  be  given  in  almost  any  case,  and  if  ac- 
cepted as  sufficient,  the  rule  against  amending  after  final 
rejection  would  be  a  nullity. 

When  a  claim  is  admitted  under  Rule  68  upon  a  show- 
ing duly  verified,  the  claim  must  be  considered  and  acted 
upon  by  the  examiner.  He  can  not  hold  that  it  was  ad- 
mitted lor  appeal  only.  Ex  parte,  Meyer,  148  O.  G., 
1088  (1909). 

Where  claims  are  finally  rejected  and  applicant  alleges 
that  such  claims  cover  a  feature  not  disclosed  in  the  ap- 
plication, held,  that  applicant  should  be  permitted  to 
present  for  appeal  claims  which  unquestionably  read 
upon  his  disclosure.  Ex  parte  Swanson,  21  Gour-y  76-30 
(Aug.,  1909). 

An  applicant  has  no  right  to  amend  after  decision  on 
appeal  except  under  unusual  circumstances  and  where  a 
proper  showing  is  made.  Even  then  a  petition  must  be 
made  to  the  Commissioner  to  reopen  the  case.  Ex 
parte  Auer,  116  0.  G.,  595  (1905). 


AMENDMENT    AFTER    ALLOWANCE— RULE    78. 

Let  us  follow  the  course  of  an  amendment  under  Rule 
78,  from  the  time  it  is  filed  up  to  and  including  its  final 
disposition.  After  being  filed  in  the  Application  Division 
the  amendment  is  sent  to  the  Docket  Clerk  who  then 
sends  to  the  Issue  and  Gazette  Division  for  the  allowed 
application  file,  to  which  he  attaches  the  proposed  amend- 
ment, and  the  notice  for  the  examiner's  recommendation, 
all  of  which  he  sends  to  the  examiner.  The  examiner  will 
recommend  that  the  proposed  amendment  be  entered  or 
not  entered  as  the  case  may  be — usually  by  endorse- 
ment on  the  proposed  amendment — and  returns  the  file 
with  the  attached  parts,  together  with  his  recommenda- 
tion, to  the  Docket-  Clerk,  who  will  transmit  it  to  the 
Commissioner.  If  the  Commissioner  approves  the  entry 
of  the  amendment,  the  Docket  Clerk  will  immediately 
send  the  file  and  papers  to  the  examiner  who  will  cause ' 
the  amendment  to  be  entered.  The  file  is  then  brought 
back  to  the  Docket  Clerk  and  the  applicant  or  his 
attorney  is  notified  that  the  amendment,  having  been 
recommended  by  the  examiner,  and  approved  by  the 
Commissioner,  has  been  entered.  This  letter  bears  the 
signature  of  the  Chief  Clerk.  The  Docket  Clerk  then  re- 
turns the  application  to  the  Issue  and  Gazette  Division. 
In  case  the  examiner  recommends  that  the  amendment  be 
not  entered,  he  will  write  a  letter  stating  his  reasons  there- 
for, and  send  a  copy  to  the  applicant,  and  return  the 
file,  together  with  the  adverse  recommendation,  to  the 
Docket  Clerk,  and  if  the  Commissioner  approves  such 
adverse  recommendation,  the  Docket  Clerk  will  in  like 
manner  notify  the  applicant  or  his  attorney  that  the 
adverse  recommendation  of  the  examiner,  on  the  admis- 
sion of  the  amendment,  a  copy  of  which  was  sent  to  him, 
has  been  approved  by  the  Commissioner  and  will  return 
the  file  to  the  Issue  and  Gazette  Division. 

The  examiner  is  presumed  to  have  jurisdiction  of  the 
case  until  the  notice  of  allowance  is  sent  to  applicant.  All 
proper  amendments,  therefore,received  before  the  notice  of 
allowance  is  sent,  must  be  received  and  considered.  This  is 
analogous  to  the  practice  in  interference  cases,  where 
the  examiner  retains  jurisdiction  of  the  case  until  the 
Examiner  of  Interferences  declares  the  interference  by 


forwarding  the  notices  to  the'  several  parties  to  the 
proceedings.  Rules  100  and  102.  If  an  examiner  sends  a 
case  to  issue  and  thereafter  a  proper  amendment  is  re- 
ceived, which  was  filed  before  notice  of  allowance  is  sent, 
the  amendment  must  be  entered  and  considered.  If  the 
notice  of  allowance  is  sent,  the  examiner  must  withdraw- 
the  case  from  issue  and  enter  and  consider  the  amend- 
ment. This  is  the  practice.  But  if  the  amendment 
leaves  the  case  in  condition  for  allowance,  no  reason  is 
seen  why  it  should  not  be  entered  under  Rule  78  without 
withdrawing  the  case  from  issue,  Upon  the  initiative  , 
and  recommendation  of  the  examiner,  and  the  approval 
of  the  Commissioner.  This  course  would  avoid  the  neces- 
sity of  withdrawing  the  ease  from  issue,  and  of  sending 
a  second  notice  of  allowance. 

After  a  case  has  been  sent  to  issue  and  the  notice  of 
allowance  sent,  the  time  for  amending,  as  a  matter  of 
right,  has  expired.  The  entry  of  claims  under  Rule  78 
is  not  a  matter  of  right,  but  is  a  privilegc'granted  to  ap- 
plicants after  such  examination  of  the  case  by  the  ex-' 
aminer  as  he  may  deem  neeessarv.  Ex  parte  Goldsmith 
and  Whiting,  184  0.  G.,  553  (1912). 

The  admission  of  amendments  under  Rule  78  rests  ' 
largely  with  the  examiner,  whose  recommendation  will 
not  be  overruled  except  under  unusual  circumstances. 
It  is  well  settled  that  an  amendment  will  not  be  admitted 
after  allowance,  where  it  requires  a  reexamination  of  the 
«ase.    Ex  parte  Holz,  I54  0.G.,  1411  (1910). 

If  the  examiner  reports  that  the  claims  are  unpatent- 
able, thev  will  not  be  entered.  Ex  parte  Langhaar,  15!) 
O.  G.,  747  (1910).  The  applicant  has  no  right  to  appeal 
from  the  examiner's  decision  holding  that  the  claims  are 
unpatentable  and  therefore  the  usual  reason  for  ex- 
plaining fully  to  the  applicant  the  grounds  upon  which 
the  conclusion  is  based  does  not  exist.  -  Ex  parte  Orndoff, 
140  0.  G.,  1001  (1909),  Rule  78  does  not  provide  for 
prosecution  of  the  case.  The  examiner  has  no  jurisdic- 
tion and  his  report  to  the  Commissioner  is  not  an  action 
in  the  case.  No  hardship  or  irreparable  injury  results 
from  the  refusal  to  enter  the  amendment  under  Rule  78, 
as  the  applicant  may  allow  the  application  to  become 
'forfeited  and  then  file  a  renewal,  or  he  may  abandon 
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the  application  in  favor  of  a  continuing  application,  and 
in  this  way,  secure  consideration  of  the  amendment 
as  a  matter  of  right. 

The  claims  in  a  certain  case  were  finally  rejected,  ap- 
pealed to  the  Examiners-in-Chief,  and  allowed.  The 
case  was  passed  to  issue,  and  then  withdrawn  for  the 
purpose  of  interference.  The  applicant  was  defeated  in 
the  interference  and  the  claims  were  rejected  under  Rule 
132.  The  applicant  now  presents  an  amendment 
canceling  the  rejected  claims  and  adding  new  claims. 
What  shall  be  done  with  the  amendment?  The  amend- 
ment must  be  entered  and  considered.  The  case  is  not 
closed  before  the  examiner,  although  it  was  closed  before 
the  appeal  was  taken.  Withdrawing  a  case  from  issue  for 
the  purpose  of  interference  reopens  the  case  for  further 
prosecution,  and  moreover  the  rejection  under  Rule  132 
is  a  new  ground  of  rejection.  Ex  parte  Klepetko,  120 
O.G.,  387  (1907). 

AMENDMENTS  TO  THE  PETITION. 

The  entry  of  amendments  to  the  petition  of  an  ap 
plication  is  governed  by  Order  No.  1874  as  modified  by 
Order  No.  1994.  The  petition  in  an  application  may  be 
amended  to  correct  names  and  addresses  (other  than 
post-office  addresses),  and  titles  of  invention.  To  make  a 
change  in  the  post-office  address,  a  letter  signed  by  the 
applicant  in  person  and  giving  his  actual  post-office- 
address  will  be  accepted.  An  applicant's  post-office  ad- 
dress in  care  of  his  attorney  will  not  be  accepted.  Ex 
parte  King,  Com.  MS.  D.,  Mar.  23,  1900. 

AMENDMENT  OF  THE  DRAWINGS. 

Where  applicant  desires  to  amend  a  drawing,  he  should 
file  a  photographic  print  of  the  original  drawing  and 
illustrate  on  this  print  or  by  means  of  a  sketch  the  change 
in  the  original  drawing  that  he  desires  to  make.  The 
print  and  sketch  should  then  be  filed  accompanied  by  a 
written  request  for  permission  to  amend  the  drawing  as 
indicated.  The  examiner's  response  to  this  request 
should  be  in  writing.  Signatures  to  the  drawing  may  be 
corrected    and    reference    characters    changed    by    the 
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office  without  filing  photographic  prints  if  the  require- 
ment for  such  corrections  and  (hanges  appear  in  the 
examiner's  letter. 

Order  No.  2112,  of  Marcli  30,  1914,  directs  that— 

Hereafter,  corrections  and  alterations  in  the 
disclosure  of  the  drawings  of  pending  applications 
will  be  made  only  by  the  draftsmen  employed  by 
the  Patent  Office.  Inventors,  attorneys,  and 
examiners  will  be  guided  by  this  order.  The  Chief 
DraftsmanVill  make  a  reasonable  charge  for  such 
changes  as  may  be  necessary.  (See  Order  No.  1958 
of  February^  1912.) 

The  purpose  of  this  oider  is  to  stop  the  constant 
mutilation  of  office  records. 


EXAMINER'S   AMENDMENTS  UNDER 
ORDER  1718. 

Where  the  citizenship  of  the  applicant  is  given  in  the 
oath,  but  omitted  in  the  preamble  to  the  specification,  it 
may  be  supplied  by  examiner's  amendment. 

In  applications  otherwise  ready  for  allowance,  where 
the  first  name  of  the  applicant  is  disclosed  in  the  record 
but  does  not  appear  in  the  preamble  to  the  specifica- 
tion, the  examiner  will  insert  the  first  or  Christian 
name  of  the  applicant  in  the  preamble  by  examiner's 
amendment. 

Examiner's  amendments  are  a  great  convenience  in 
making  minor  corrections,  but  care  must  be  exercised  so 
as  not  to  expand  this  order  to  include  amendments 
other  than  the  correction  of  obvious  informalities. 

AMENDMENTS  CONTAINING  NEW  MATTER. 

The  subject  of  new  matter  will  be  presented  in  another 
paper,  and  will  not  be  treated  in  this  paper  further  than  to 
say  that  an  amendment  containing  claims  to  new  matter 
should  be  entered  and  rejected  for  that  reason  and  all 
other  reasons  which  are  deemed  applicable.  Rice,  21 
Gour.,  56-22  (June,  1909). 

If  the  amendment  attempts  to  introduce  new  matter 
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into  the  specification  but  does  not  present  claims  for  the 
new  matter,  the  examiner  should  refuse,  to  enter  it. 
Ex  parte  Moth.es,  113  O.  (1.,  1146;  and  Ex  parte  Smith, 
58  O.G.,  1840(1892). 

If  the  amendment  attempts  to  introduce  new  matter 
into  both  the  specification  and  the  claims,  the  entire 
amendment  should  be  entered.  The  examiner  should  re- 
ject the  claims  and  require  the  new  matter  in  the  speci- 
fication to  be  canceled.  New  drawings,  however, 
should  not  be  entered  until  the  question  of  new  matter  is 
finally  determined.  Ex  parte  Furness,  194  0.  G.,  165.5 
(1903). 

December  10,  1914. 


i^Hrf 


Abandonment  of  Invention 

By 

HARRY  C.  ARMSTRONG, 

Principal  Examiner,  Division  Eleven, 

U.  S.  Patent  Office. 


Abandonment  of  invention  is  referred  to  in  the  Re- 
vised Statutes,  directly  or  indirectly,  in  four  sections, 
4886,  4887,  4897,  and  4920. 

In  section  4886,  which  sets  forth  who  may  obtain  a 
patent  and  under  what  conditions,  occur  the  reserva- 
tions "not  patented  or  described  in  any  printed  publica- 
tion in  this  or  any  foreign  country  .  .  .  more  than 
two  years  prior  to  his  applicatirn,  and  not  in  public  use 
or  on  sale  in  this  country  formore  than  two  years  prior 
to  his  application,  unless  the  same  (the  invention)  is 
proved  to  have  been  abandoned." 

In  section  4887,  relating  to  the  bearing  of  a  .foreign 
patent  granted  to  an  applicant  in  this  country  for  the  ' 
same  invention,  it  is  provided  that  a  patent  shall  not  be 
granted  in  this  country  upon  an  application  filed  more 
than  twelve  months  subsequent  to  the  filing  of  the 
application  upon  which  the  foreign  patent  was  granted. 
The  act  of  the  inventor  in  permitting  a  foreign  patent 
to  issue  under  such  circumstances  operates  as  a  virtual 
abandonment  of  his  invention  to  the  public  in  this 
country. 

Section  4897,  providing  for  the  renewal  of  a  forfeited 
application  by  means  of  a  second  application,  contains 
the  reservation  "but  such  second  application  must 
be  made  within  two  years  after  the  allowance  of  the 
original  application,"  and  further  "and  upon  the  hearing 
of  renewed  applications  preferred  under  this  section, 
abandonment  shall  be  considered  as  a  question  of  fact." 

Section  4920,  relating  to  the  pleading  in  suits  far  in- 
fringement, enumerates  among  the  proofs  which  may  be 
adduced  the  fact  that  the  invention  had  been  in  public  use 


or  en  sale  for  more  than  two  years  before  the  application 
for  a  patent  or  had  been  abandoned. 

The  term  abandonment  of  invention  is  often  somewhat 
loosely  applied  to  three  quite  distinct  conditions: 

First:  That  situation  where  the  would-be  inventor  has 
failed  to  complete  his  invention  and  embody  it  in  an 
operative  device  or  process  useful  to  the  public,  and 
finally,  either  through  discouragement  or  from  pressure 
of  other  affairs,  lays  it  aside  uncompleted.  This  is  hardly 
an  abandoned  inventkn  for,  properly  speaking,  there 
has  been  no  invention.  It  is  necessary  that  the  inventive 
act  shall  be  complete  and  embodied  in  operative  and  use- 
ful form,  otherwise  there  exists  merely  an  incomplete 
concept  which  if  cast  aside  in  that  condition  can  be  no 
more  than  an  abandoned  experiment  or  abandoned  at- 
tempt to  make  an  invention.  A  patent  is  essentially 
a  contract  between  (he  inventor  and  the  public  in  which 
the  latter  agrees  to  confer  upon  the  former  a  monopoly, 
limited  as  to  time,  cf  the  exclusive  rights  in  nis  invention 
in  consideration  of  the  cessicn  to  the  public  of  all  such 
rights  at  the  expiration  of  the  term  of  the  monopoly. 
If  the  invention  has  not  been  completed  it  can  not  serve 
as  a  consideration  for  such  a  contract  and  therefore 
the  neglect  cr  inability  to  crmplete  it  can  not  constitute 
an  abandonment  to  the  public  nor  serve  to  deter  another 
from  completing  it  or  using  it  as  a  basis  for  other  inven- 
tions and  reaping  the  rewards  cf  his  greater  inventive 
skill  or  diligence. 

Second:  That  condition  where  the  inventor  completes 
his  invention  and  clothes  it  in  operative  and  useful  form 
ready  for  disclosure  to  the  public,  and  fails  to  make  such 
disclosure,  laying  it  aside  for  future  development.  There 
seems  to  be  here  no  idea  of  abandonment  to  the  puhlic 
since  the  latter,  under  such  circumstances,  can  have  no 
knowledge  of  the  invention  nor  profit  from  it.  Such 
withholding  of  the  invention  from  public  knowledge  does 
not  prevent  another  and  more  diligent  inventor  from 
obtaining  a  patent  on  the  invention  so  withheld  from  the 
public,  nnr  does  it  prevent  the  dilatory  inventor  from 
later  obtaining  a  patent  if  the  delay  in  disclosure  be  ex- 
cusable or  if  no  other  inventors  have  estabbshed  rights 
during  the  delay. 

Third:  That  condition  arising  when  the  inventor  has 


ccmpleted  his  invention  in  operative  form  and  then, 
voluntarily  or  involuntarily,  at  any  time,  either  before 
applying  for  a  patent,  at  the  time  of  such  application  or 
during  its  prosecution,  relinquishes  to  the  public  his 
rights  to  that  invention.  This  seems  to  be  properly 
termed  abandonment  of  invention,  for  the  relinquish- 
ment is  final  and  irrevocable,  the  public  enters  into  full 
possession  of  the  invention  so  abandoned  and  any  subse- 
quent patent  thereto  is  barred  to  the  inventor  cr  any 
ether  person.  As  Rcbinson  tersely  sums  up  these 
different  classes:  "The  first  abandonment  is  an  abandon- 
ment of  his  intention  to  become  an  inventor;  and  leaves 
the  field  open  for  subsequent  inventors  to  conceive  such 
new  ideas  or  such  improvements  upon  his  idea,  as  will 
complete  the  invention  and  enable  them  to  appropriate 
it  to  their  exclusive  use.  The  second  abandonment  is  an 
abandonment  of  his  intention  tr,  render  the  invention 
practically  available  for  any  purpose,  and  thereupon  it  is 
regarded  as  never  haying  been  conceived.  The  third  and 
true  form  of  abandonment  is  a  dedication  of  the  inven- 
tion to  the  public  and  closes  the  field  forever  against  not 
only  himself  but  every  subsequent  inventor,  until  the 
art  or  instrument  shall  once  more  pass  from  public  kncwl- 
edge  and  thus  become  a  subject  for  re-inventicn." 

The  surrender  of  a  patent  to  the  public  before  the 
expiration  of  its  life  seems  net  to  be  properly  included  in 
the  term  "abandonment  of  invention,"  but  rather  is  a 
dedication  or  gift  to  the  public  of  an  item  of  personal 
„  property  analogous  to  the  similar  gift  of  any  other 
f  i  rm  cf  property. 

Abandonment  "f  invention  may,  therefore,  be  defined 
as  the  complete  and  final  relinquishment  to  the  public 
by  the  inventor  of  a  complete  invention  of  all  his  rights 
thereto.  The  surrender  must  be  tc  the  public  as  a  whole 
and  not  merely  to  an  individual  nor  to  particular  individ 
,uals  and  must  be  before  the  grant  of  a  patent- 
Abandonment  of  invention,  once  effected,  iavitrevo- 
cable: 

"An  inventor  may  abandon  his  invention.  This  in- 
choate right  thus  once  gone  can  not  be  resumed." 
(Peimock  vs.  Dialogue,  2  Peters,  1.) 

Consideration  of  the  subject  of  abandonment  of  in- 
vention naturally  follows  two  broad  lines,  those  of  actual 
abandonment  and  of  constructive  abandonment. 

2-3111 


ACTUAL  ABANDONMENT  OF  INVENTION. 

Actual  abandonment  of  an  invention  is  effected  by  the 
expressed  or  inferred  intention  of  the  inventor  to  relin- 
quish to  the  public  his  entire  rights  in  such  invention. 
He  may  expressly  declare  his  purpose  or  his  conduct  and 
circumstances  may  make  reasonable  the  inference  that  he 
had  such  intention  to  relinquish  his  rights.  The  circum- 
stances tending  to  show  such  intent  on  the  part  of  the 
inventor  may  and  do  vary  in  each  case,  but  the  courts 
look  with  scant  favor  upon  forfeiture  by  abandonment 
of  the  inventor's  rights  and  the  intent  to  so  relinquish 
mu|t  in  all  cases  be  clearly  and  fully  established  by  proof. 

WAYS    IN    WHICH    AN    INVENTION     MAY    BE 
ABANDONED. 

An  inventor  may  complete  his  invention  and  com- 
municate it  to  the  public,  verbally  or  in  writing,  and  at 
any  time  make  known  his  intention  to  dedicate  his  in- 
vention to  the  public,  waiving  any  rights  to  exclusive  use 
by  himself;  or  he  may  publish  his  completed  invention 
and  then  neglect  to  use  it  or  to  seek  to  patent  it,  thus 
showing  no  intention  to  retain  it  for  his  own  use;  or  he 
may  perfect  and  use  it  and  then  apply  for  a  patent  before 
two  years  public  use  has  occurred,  the  public  use  being 
accompanied  by  circumstances  which  show  an  intention 
on  his  part  to  relinquish  his  rights  to  the  public,  even 
though  such  intention  was  afterward  repented  of  and  an 
application  filed.  All  the  foregoing  conditions  effect 
abandonment  of  the  invention,  the  presumption  of  aban- 
donment being  always  strengthened  where  another  in- 
ventor has  entered  the  field  and  established  an  equity 
while  the  first  inventor  has  inexcusably  neglected  to  file 
an  application  to  protect  his  rights.  What  constitutes 
unreasonable  delay  is  of  course  a  question  of  tact  in  each 
case.  A  brief  outline  helpful  in  such  consideration  is 
given  in  Von  Schmidt  vs.  Bowers,  80  O.  G.,  347: 

Delay  in  applying  for  a  patent  after  an  inven- 
tion is  made  will  not  constitute  abandonment 
where  the  inventor  has  used  reasonable  diligence 
to  perfect  the  invention  and  avail  himself  of  its 


benefits  and  there  is  no  general  standard  by  which 
auch  diligence  is  to  be  established;  but  it  must  be 
reasonable  under  all  the  circumstances  of  the  par- 
ticular case.  The  character  of  the  invention;  the 
health,  the  means,  the  liberty  of  the  inventor;  his 
occupation  upon  kindred  or  subordinate  inven- 
tions; are  proper  subjects  for  consideration.  Such 
reasonable  diligence  does  not  involve  uninter- 
rupted effort  nor  the  concentration  of  his  entire 
energies  upon  the  single  enterprise. 

A  delay  of  years  between  the  reduction  to  practice  cf  an 
invention  and  application  for  a  patent  therefor  shown  to 
be  for  the  purpose  of  first  profiting  from  the  use  of  the 
invention  in  secret  and  then  from  patent  protection  was 
held  to  constitute  abandonment  (In  re  Mower,  88  O.  G., 
191). 

Abandonment  of  invention  may  be  effected  by  a  state- 
ment signed  by  the  inventor,  filed  with  or  included  in  an 
application,  dedicating  tr,  the  public  the  matter  disclosed 
therein,  or  any  part  of  it;  or  the  inventor  may  embody 
in  oDe  application  as  filed  an  express  declaration  of 
abandonment  of  an  invention  disclosed  or  claimed  in 
another  application. 

The  inventor  may  fail  to  claim  an  invention  disclosed 
in  an  application  crntaining  claims  to  other  features 
indivisible  from  such  invention.  The  statutes  require 
that  the  inventor  "shall  particularly  point  out  and  dis- 
tinctly claim  the  part,  improvement  cr  combination 
which  he  claims  as  his  invention  or  discovery."  If  he 
"discloses  an  invention  without  any  effort  to  claim  it  the 
presumption  is  that  his  intention  is  to  dedicate  it  to  the 
public  unless  the  circumstances  are  such  that  he  could 
not  claim  it  in  the  same  application  with  the  invention  to 
which  he  has  direoted  his  claims,  or  unless  he  claims  it  in 
another  contemporaneously  pending  application. 

Abandonment  of  invention  by  failure  to  claim  it  is  dis- 
cussed in  ex  parte  Mullen  and  Mullen,  50  O.  G.,  837. 
In  this  case  the  examiner  declined  to  examine  a  certain 
application  en  the  ground  that  it  covered  matter  shown, 
but  not  claimed,  in  an  earlier  patent  granted  to  the  same 
party  prior  to  the  date  of  the  second  application.     He 


held  that  applicant's  only  relief  lay  in  a  resissuc  of  the 
earlier  patent.  The  Commissioner,  Mr.  Mitchell,  re- 
versed the  examiner  and  took  occasion  to  say: 

The  only  relief  possible  is  through  the  right  to 
obtain  a  patent  upon  the  latter  application  for  that 
"which  was  described  but  not  claimed  in  the  earlier 
application,  if  such  a  right  is  recognized  by  law 
and  is  applicable  to  this  case. 

It  is  believed  that  applications  may  be  divided 
into  three  different  classes  with  reference  to  thiit 
aspect  of  the  question  of  division  which  is  here 
involved.  % 

1.  Cases  where  the  various  claims  differ  among 
themselves  only  as  they  constitute  different  state- 
ments of  one  and  the  same  indivisible  invention— 
cases  where,  in  other  words,  -the  lines  of  division 
exist  as  mental  figments  only  and  have  no  corre- 
sponding existence  in  the  concrete  subject  of  in- 
vention. In  all  such  cases  one  application  only  is 
permissible,  whether  pending  concurrently  of  not, 
because  only  one  patent  can  be  granted  for  a  single 
invention  and  a  second  patent  for  the  same  in- 
vention under  another  guise  would  result  inevit- 
ably in  an  illegal  extension  of  the  period  of  ex- 
clusive use. 

2.  Cases  where  several  distinct  inventions  are 
dependent  upon  each  other  and  mutually  con- 
tribute to  a  single  result.  In  such  cases  the  several 
inventions  may  be  included  in  one  patent  or  they 

,  .  may  be  separated  into  as  many  patents  as  there 
are  separate  and  distinct  inventions.  In  all  such 
cases  if  a  patent  issues  describing  all  of  the 
mutually  dependent  inventions  and  claiming 
but  one  of  them,  a  presumption  of  dedication 
arises  out  of  the  failure  to  claim  what  might 
have  been  claimed  in  the  same  application.  This 
presumption  of  dedication  is  repelled,  however,  if 
the  inventions  not  claimed  in  the  patent  first  to 
issue  are  claimed  in  applications  contemporan- 
eously pending  in  the  office. 

3.  Cases  where  the  invention  described  and  not 


claimed  is  absolutely  independent  of  the  inven- 
tion actually  claimed  in  the  first  patent.  In  such 
a  case  the  invention  described  but  not  claimed 
could  not  have  been  lawfully  protected  in  one 
patent  with  the  independent  subject-matter  which 
was  actually  secured.  There  cah  be  no  presump- 
tion of  dedication  arising  out  of  a  failure  to  claim 
in  a  given  application  what  could  not  have  been 
claimed  in  that  application  and  it  is  believed  that 
no  obstacle  exists  in  such  a  case  to  obtaining  a 
patent  otherwise  allowable  upon  any  application 
that  may  be  filed  before  the  invention  has  been  in 
public  use  or  on  sale  for  more  than  two  years 
.  and  before  actual  abandonment. 

It  may  be  remark«d  that  in  the  class  last  referred  to  the 
second  application  must  be  filed  not  more  than  two  years 
from  the  patent  date  of  the  first  application,  else  the 
patent  will  serve  as  a  publication  to  bar  the  grant  of  a 
subsequent  patent. 

An  invention  may  be  abandoned  by  deliberately  can- 
celing claims  to  it  from  an  application  in  which  it  is 
claimed  and  omitting  to  file  other  claims  to  it,  either 
in  the  same  or  another  application,  before  the  grant  of  a 
patent  on  the  application  from  which  it  was  canceled.  For 
the  purpose  of  securing  a  speedy  allowance  the  applicant 
not  infrequently  cancels  claims  which  are  under  rejection, 
on  references  or  for  other  reasons  and  obtains  a  patent 
with  more  limited  claims  than  those  which  he  had  at 
some  time  pending  in  his  application.  If  he  later  repents 
of  the  cancellation  and  seeks  to  secure  by  a  reissue  the 
matter  covered  by  the  claims  he  had  eliminated,  he 
finds  that  he  is  unable  to  do  so — he  has  abandoned  the 
invention  covered  by  them;  there  was  no  inadvertence, 
accident  or  mistake.  Closely  allied  to  this  situation  is 
that  where  the  applicant  inserts  in  the  specification  a 
disclaimer  or  statement  of  limitation  of  the  scope  of  the 
matter  claimed.  The  final  result  is  equally  disastrous, 
for  the  scope  of  the  patent  granted  after  such  a  history 
will  be  held  strictly  within  the  limits  set  by  the  applicant 
himself.  This  practice  is  well  established  by  decisions 
of  the  Supreme  Court,  from  which  are  selected  Yale 


Lock  Co.  vs.  Berkshire  Bank,.  51  O.  G.,  1291;  Pittsburg 
Reduction  Co.  vs.  Cowles,  55  F.  R.,  320;  Leggett  vs. 
Avery,  17  O.  G.,  445;  Union  Metallic  Cartridge  Co.  vs. 
United  States  Cartridge  Co.,  30  O.  G.,  771;  Shepard  pit. 
Carrigan,  34  0.  G.,  1157;  and  Roemer  vs.  Peddie,  49 
O.  G.,  2151,  the  following  excerpts  being  taken  from  cer- 
tain of  these  decisions: 

The  proceedings  in  the  Patent  Office  are  for 
the  purpose  of  reducing  the  description  of  the  real 
discovery  and  the  claims  to  such  a  form  that  a 
patent  may  properly  be  granted  for  them.  Until 
the  patentee  accepts  the  patent,  he  can  not  be 
held  impliedly  to  disclaim  anything  in  his  real 
discovery.  If  he  makes, a  claim  which  is  rejected 
and  he  accepts  the  patent  without  the  claim,  then 
he  waives  the  right  to  a  monopoly  therein  (Pitts- 
burg Reduction  Co.  vs.  Cowles,  supra). 

If  an  applicant,  in  order  to  get  his  patent,  ac- 
cepts one  with  a  narrower  claim  than  that  con- 
tained in  his  original  application,  he  is  bound  by  it. 
If  dissatisfied  with  the  decision  rejecting  his  ap- 
plication, he  should  pursue  his  remedy  by  appeal. 
Under  the  circumstances  of  this  case,  the  inventor 
could  not  even  get  a  reissue  based  on  the  broader 
claim  which  she  has  abandoned  (Leggett  vs. 
Avery).  Much  less  can  she,  in  a  suit  brought  to ' 
restrain  its  infringement,  enlarge  her  patent  by 
argument,  so  as  to  cover  elements  not  falling 
within  its  terms,  and  which  she  had  explicitly 
abandoned  (Shepard  vs.  Corrigan,  supra). 

This  court  has  often  held  that  when  a  patentee, 
on  the  rejection  of  his  application,  inserts  in  his 
specification  in  consequence,  limitations  and  re- 
strictions for  the  purpose  of  obtaining  his  patent, 
he  can  not,  after  he  has  obtained  it,  claim  that  it 
shall  be  construed  as  it  would  have  been  construed 
if  such  limitations  and  restrictions  were  not 
contained  in  it  (Roemer  vs.  Peddie,  supra). 

Under  such  rulings  the  importance  of  careful  considera- 
tion by  the  examiner  in  requiring  cancellations  and 


limitations  and  by  the  applicant  in  complying  with  such 
requirements  becomes  apparent. 

A  party  having  a  patent  involved  in  interference  may 
file  a  reissue  therefor  leaving  out  the  claims  correspond- 
ing to  the  counts  of  the  issue.  This  has  been,  construed 
as  a  formal  abandonment  of  the  invention  covered  by 
such  claims  (Lattig  &  Goodrum  vs.  Dean,  115  0.  G., 
505). 

An  invention  which  forms  the  subject-matter  of  an 
interference  may  be  abandoned  under  Rule  125  by  an 
unequivocal,  unconditional,  unlimited,  written  declara- 
tion of  abandonment  of  the  invention,  signed  by  the 
applicant  in  person  and  by  any  assignee.  Judgment 
of  priority  will  then  be  rendered  in  favor  of  the  remaining 
party  if  there  be  only  one,  or  the  interference  will  be 
continued  between  the  remaining  parties  if  there  be  more 
than  one  (Skinner  vs.  Murray,  107  O.  G.,  542,  and  Gabriel- 
son  vs.  Felbel,  121  0.  G.,  691). 

If  each  party  involved  in  interference  file  such  a 
declaration  of  abandonment  the  interference  will  be  dis- 
solved (Krakau  vs.  Harding,  107  O.  G„  1662). 

A  stipulation  of  the  parties  to  an  interference  setting 
forth  that  the  issue  is  not  patentable  will  be  treated  as  an 
abandonment,  and  the  interference  remanded  to  the 
primary  examiner  with  instructions  to  dissolve  it  (Lesley 
&  Spackman  vs.  Ellis,  21  Gourick,  35-5). 

An  application  may  be  abandoned  without  neces- 
sarily abandoning  the  invention  covered  by  it,  unless 
there  be  other  facts  to  show  conclusively  that  the 
inventor,  in  abandoning  his  application,  intended  thereby 
to  abandon  the  invention  also. 

'  Another  cause  of  abandonment  after  application  may 
be  the  operation  of  equitable  estoppel.  An  inventor  who 
completes  an  invention  and  inexcusably  delays  applica- 
tion for  its  protection  by  a  patent,  does  so  at  his  own 
risk,  since  during  the  period  of  his  laches  another  more 
diligent  inventor  may  apply  for  and  obtain  a  patent  for 
the  invention  or  intervening  rights  may  arise  to  deprive 
the  first  inventor  of  the  rewards  he  might  have  reaped  by 
the  exercise  of  greater  diligence.  Does  this  doctrine  of 
equitable  estoppel  apply  to  applications  filed  in  the 
Patent  Office  and  prosecuted  within  the  provisions  of  its 
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rules?  This  question  has  been  treated  in  a  recently 
published  decision  of  the  examiners-in-chief  (Barber 
vs.  Wood,  207  O.  G.,  299).  Briefly  stated,  the  facts  are 
that  while  Wood's  application  was  in  issue  awaiting 
the  payment  of  the  final  fee,  Barber's  patent  was  inad- 
vertently issued  by  the  office  without  institution  of  inter- 
ference proceedings  between  these  copending  applica- 
tions of  Barber  and  Wood  and  Barber  soon  after  made 
machines  embodying  the  invention  and  placed  them  on 
the  market,  selling- a  number  of  them.  Wood  forfeited 
his  application  after  Barber's  patent  had  issued  and  did 
not  renew  it  until^nearly  eighteen  months  after  such  is- 
suance. The  application  and  patent  then  went  into  in- 
terference, the  final  adjudication  of  which  was  a  decision 
by  the  examiners-in-chief  awarding  priority  to  Barber 
on  the  ground  that  Wood,  through  his  delay  in  renewing 
his  forfeited  application  when  other  parties  had  patented 
the  invention  and  established  intervening  rights,  was 
equitably  estopped  from  obtaining  a  patent  for  the 
invention  he  had  thus  abandoned  through  his  own  laches. 
This  conclusion  appears  to  be  based) upon  no  proved 
intention  on  the  part  of  Wood  to  abandon  his  invention, 
but  rather,  upon  the  broad  equities  as  disclosed  in  the 
record,  differing  in  this  respect  From  the  other  causes  of 
abandonment  previously  referred  to  in  this  section.  This 
decision  should  be  read  in  onnection  with  Cutler  vs. 
Leonard,  130  O.  G.,  438;  Cain  vs.  Park,  SO  O.  G„  797; 
Mason  vs.  Hepburn,  84  O.  G.,  147;  Crown  Cork  and  Seal 
Co.  m.  Aluminum  Stopper  Co.,  90  O.  G.,  2573;  Warner  vs. 
Smith,  84  O.  G.,  311;  Christensen  w.  Noyes,  90  O.  G., 
22.'};  and  Farmer  vs.  Brush,  17  O.  G.,  150. 

CONSTRUCTIVE  ABANDONMENT. 

Constructive  abandonment  of  invention  is  effected  by 
the  application  of  statutes  which  operate  entirely  re- 
gardless of  the  intention  of  the  inventor  with  respect 
to  the  abandonment  of  his  invention. 

The  most  usual  example  of  constructive  abandonment 
is,  perhaps,  that  due  to  public  use  or  sale  for  more  than 
two  years  prior  to  application. 

The  statutes   of    1793   provided   that   abandonment 
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should  ensue  in  case  of  any  public  use  of  an  invention 
before  the  inventor  had  applied  for  patent  therefor. 
This  was  interpreted  by  the  courts  to  mean  any  public 
use  with  the  consent  or  acquiescence  of  the  inventor. 
In  1836,  this  interpretation  of  the  courts  was  adopted 
in  the  statutes  and  at  the  same  time,  the  sale  of  the  in- 
vented thing  was  made  equivalent  to  its  public  use. 
In  1839,  in  order  to  alleviate  somewhat  the  hardships 
imposed  upon  inventors  by  so  strict  a  rule,  and,  possibly, 
to  avoid  certain  difficulties  arising  in  the  consideration 
of  questions  of  fact  relating  tc  consent  or  acquiescence 
in  different  cases,  Congress  provided  by  statute  that  an 
invention  might  be  used  or  sold  for  not  over  two  years 
before  date  of  application  for  a  patent  without  aban-' 
donment  thereby  ensuing.  In  this  statute  the  words 
"with  the  consent  or  allowance  of  the  inventor"  were 
omitted  and  have  not  been  embodied  in  any  subsequent 
statute. 

The  courts  in  interpreting  the  statute  of  1839  have  held 
that  the  omission  of  the  clause  above  quoted  was  inten- 
tional on  the  part  of  Congress,  and  that  constructive 
abandonment  is  effected  when  the  invention  has  been  in 
public  use  or  on  sale  for  more  than  two  years  prior  to  the 
date  of  application,  whether  or  not  such  use  or  sale  is 
knowif  to  or  acquiesced  in  by  the  inventor.  The  leading 
decision  on  this  point  is  the  so-called  "driven  well 
case,"  Andrews  vs.  Hovey,  41  O.  G.,-  1162  (Supreme 
Court). 

The  tests  for  determining  public  use  or  sale  constitute 
a  separate  subject  for  consideration  and  will  not  be  dis- 
cussed here.  ' 

An  invention  applied  for  after  1897,  may  be  con- 
structively abandoned  by  failure  of  the  inventor  to  apply 
for  a  patent  in  this  country  within  two  years  of  the  is- 
suance of  a  patent  in  any  country  to  any  person,  or  wi  thin 
two  years  after  the  subject  of  invention  was  described  in 
a  printed  publication  anywhere. 

Closely  allied  to  this  form  of  constructive  abandonment 
is  that  occurring  under  Section  4887,  where  the  inventor 
of  an  art,  machine,  manufacture,  or  composition  of 
matter,  has  applied  for  a  foreign  patent  more  than  twelve 
months  before  the  date  of  application  in  this  country, 
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and  a  patent  has  been  granted  on  such  foreign  application 
hefore  the  invention  has  been  patented  in  this  country. 
In  the  case  of  designs  this  period  of  twelve  months  is  re- 
duced to  four  months.  This  form  ot  constructive  aban- 
donment applies  to  all  applications  filed  subsequent  to 
March  3, 1903. 

With  respect  to  all  applications  filed  subsequent  to 
1897,  and  prior  to  March  3,  1903,  toreign  patents 
granted  on  applications  filed  more  than  seven  months 
prior  to  application  in  this  country  effect  constructive 
abandonment  of  the  invention  covered  thereby,  if  the 
patent  in  this  country  be  not  granted  before  the  issuance 
of  the  foreign  patent. 

December  10,  1914. 
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The  purpose  of  this  paper  is  to  outline  briefly  the  princi- 
ples which  underlie  the  practice  of  the  office  in  the  matter 
of  division. 

Widely  different  views  have  been  held  with  regard  to 
this  question,  depending  upon  the  individual  construc- 
tion placed  upon  Section  4886  of  the  statutes- which  is  as 
follows : 

"Any  person  who  has  invented  or  discovered 
any  new  and  useful  art,  machine,  manufacture, 
or  composition  of  matter,  or  any  new  and  useful 
improvement  thereof,  not  known  or  used  by 
others  in  this  country  before  his  invention  thereof, 
and  not  patented  or  described  in  any  printed  pub- 
lication in  this  or  any  foreign  country,  before 
his  invention  or  discovery  thereof,  or  more  than 
two  years  prior  to  his  application,  unless  the  same 
is  proved  to  have  been  abandoned,  may,  upon 
payment  of  the  fees  required  by  law,  and  other 
due  proceedings  had,  obtain  a  patent  therefor." 

The  question  to  be  answered  is,  how  much  may  a 
single  patent  cover?  May  more  than  one  invention  re- 
ceive protection  by  a  single  instrument?  Is  it  proper 
to  join  two  or  more  inventions  in  a  single  patent,  and  if 
so,  under  what  conditions? 

Robinson  in  his  work  on  patents  inclines  strongly  to 
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the  belief  that  joinder  of  inventions  is  not  contemplated 
by  the  statute.    He  says  (vol.  11,  p.  48): 

"The  joinder  of  several  inventions  in  a  single 
application  is  not  altogether  consistent  with  the 
principles  or  policy  of  patent  law,  however  nearly 
related  to  each  other  such  inventions  may  be.  A 
right  to  the  exclusive  use  of  one  invention  is 
entirely  distinct  from  a  right  to  the  exclusive 
use  of  any  other,  and  the  monopolies  created  in 
favor  of  an  inventor  must,  therefore,  always  be  as 
numerous  as  the  inventions  upon  which  they  are 
based. 

"That  several  monopolies  can  be  created  by  one 
granting  act,  and  can  be  witnessed  by  one  instru- 
ment of  grant  is  undeniable;  but  the  symmetry  of 
the  law  and  the  avoidance  of  unnecessary  confu- 
sion would  require  that  each  invention  be  pro- 
tected by  a  separate  patent,  in  which  the  limits  of 
the  single  monopoly  conferred  thereby  might 
be  clearly  and  perpetually  defined." 

And  then  bowing  to  the  actual  realities  of  thingd  he 
adds: 

"A  contrary  practice,  however,  has  ar  sen,  and 
out  of  consideration  for  its  convenience  and 
its  economy  to  applicants,  has  been  sanctioned  by 
the  Patent  Office  and  the  courts." 

In  Ex  parte  Bancroft  and  Thorne,  20  0.  G.,  1893,  Com- 
missioner Marble  said: 

"The  fair  construction,  I'think,  of  this  statute  is 
that  an  invention  or  discovery  for  which  a  person 
may  receive  a  patent  is  a  single  invention  or  dis- 
covery, not  several  .  .  .  My  attention  has 
been  called  to  the  fact  that  patents  have  been 
issued  for  a  process  and  a  product;  a  machine, 
process,  and  product;  and  a  machine  and  product, 
and,  as  I  think,  in  many  cases,  improperly.  The 
fact  that  the  courts  will  sustain  patents  in  order  to 
protect  the  rights  of  parties,  or  that  patents  have 
been  improperly  issued,  furnishes  no  rule  of  ae- 


tion  for  this  office.  ...  I  am  unable  to  ap- 
preciate the  suggestions  made  upon  the  argument 
about  public  policy  or  the  policy  of  the  law 
in  connection  with  the  issuing  of  patents.  The  law 
has  no  policy  other  than  that  expressed  in  itself, 
and  that  policy  is  to  give  to  every  person,  upon 
his  complying  with  its  terms,  all  the  rights  and 
privileges  contemplated  therein.  It  certainly  is 
not  the  policy  of  the  law  to  give  to  a  person  any. 
more  than  is  authorized.  If  there  is  any  policy 
in  the  law  it  is  to  allow  all  persons  whom  the  law 
recognizes  as  proper  applicants  for  patents  for 
inventions,  the  right  to  devise  ways  and  means, 
mechanical  or  otherwise,  for  practicing  or  pro- 
ducing anything  useful  and  beneficial  to  man. 
This,  I  think,  is  best  done  when  the  particular 
thing  invented  or  discovered  is  embraced  in  one 
patent."  * 

In  Wyeth  vs.  Stone,  1  Story,  273,  the  court  emphasized 
this  principle  calling  attention  to  the  exact  wording  of  the 
statute  in  the  following  words: 

"For  if  different  inventions  might  be  joined  in 
the  same  patent  for  entirely  different  purposes  and 
objects,  the  patentee  would  be  at  liberty  to  join 
as  many  as  he  might  choose,  at  his  own  mere 
pleasure,  in  one  patent,  which  seems  to  be  incon- 
sistent with  the  language  of  the  patent  acts 
which  speak  of  the  thing  patented,  and  not  of  the 
things  patented,  and  of  a  patent  for  an  invention 
and  not  of  a  patent  for  inventions;  and  they  direct 
a  specific  sum  to  be  paid  for  each  patent.  .  .  . 
There  is  no  ground,  founded  in  public  policy  or  in 
private  right,  which  calls  for  any  expanded 
meaning  of  the  very  words  of  the  statute;  and  in 
construe  them  literally  is  to  construe  them  well." 

On  the  other  hand,  there  have  been  those  who  have 
been  extremely  liberal  in  their  views,  and  who  would 
cover  by  a  single  instrument  as  many  monopolies  as 
might  be  described  in  a  specification,  just  as  a  deed  may 
give  title  to  many  different  properties.    As  an  illustration 


may  be  mentioned  the  case  of  Benjamin  Electric  Mfg. 
Co.  vs.  Dale  Co.  et  al.,  158  F.,  617.  The  original  applica- 
tion of  Benjamin  contained  claims  to  a  number  of  modi- 
fications between  which  division  had  beeh  required. 
The  court  said: 

"The  logical  way  would  have  been  to  include  the 
genus  and  its  varieties  in  the  same  patent, 
and  half  a  dozen  claims  would  have  covered 
every  possible  combination  which  he  was  entitled 
to  hold.  But  by  the  time  the  Patent  Office 
got  through  with  him,  Benjamin  was  the  holder 
of  four  separate  patents  granted  upon  divisional 
applications  split  off  from  the  original  one,  the 
four  patents  containing  together  ninety-eight 
claims.  It  does  not  seem  just  that  the  patentee, 
,  who  was  powerless  to  obtain  any  modification  of 
the  rule  for  dividing  applications,  should  be  made 
to  suffer  from  such  misdirected  energy." 

The  practice  of  the  office  with  reference  to  division  has 
at  times  changed  with  the  change  of  Commissioners. 
In  1884,  the  Commissioner  referring  to  the  language  of 
the  statute  said  in  Ex  parte  Blythe,  30  O.  G.,  1321 : 

"I  am  compelled  to  hold  that  the  plain  provi- 
sions of  the  statute,  as  well  as  the  weight  of  judi- 
cial opinion,  and  the  dictates  of  what  seems  to  me 
common  sense,  requires  that  arts,  machines,  manu- 
factures, and  compositions  of  matter  should  be 
made  the  subjects  of  separate  and  independent 
patents  except  as  indicated." 

But  a  year  and  a  half  later  the  succeeding  Commis- 
sioner stated  in  Ex  parte  Young,  33  O.  G.,  1390,  that  he 
had  no  hesitancy  whatever  in  saying,  generally,  that  the 
unqualified  statement  that  claims  for  method,  apparatus, 
etc.,  are  prohibited  by  the  statute  from  ever  being 
joined  or  included  in  one  patent  was  faulty,  and,  in  his 
judgment,  could  not  be  sustained. 

Lying  between  such  extreme  views  are  found  the  princi- 
ples which  define  the  practice  of  the  office.  While  the 
matter  of  fees  is  not  to  be  neglected  which,  during  the 
years  since  the  patent  system  was  inaugurated,   have 


created  a  surplus  of  more  than  $7,000,000,  nevertheless 
much  latitude  is  afforded  an  applicant  in  the  scope  and 
character  of  the  claims  which  shall  protect  him  in  the  use 
of  his  invention.  Where  only  a  single  invention  is  claimed 
the  question  of  division  naturally  does  not  arise.  For 
whether  claimed  generically  or  specifically  the  invention 
remains  the  same  (Ex  parte  Lord,  50  O.  G.,  987).  But 
where  different,  distinct  inventions  are  involved,  the 
question  of  proper  joinder  has  to  be  considered. 

Two  conditions  are  clearly  stated  in  Rule  41,  whioh 
says: 

"Two  or  more  independent  inventions  can  not 
be  claimed  in  one  application;  but  where  several 
distinct  inventions  are  dependent  upon  each 
other  and  mutually  cooperate  to  produce  a  single 
result,  they  may  be  claimed  in  one  application." 

Inventions  thus  fall  into  two  groups — independent  and 
dependent  inventions,  and.it  is  the  purpose  of  this  paper 
to  ascertain  what  is  comprehended  by  each  of  these 
terms.  It  may  be  stated  that  the  principles  underlying 
the  present  practice  of  division  are  both  few  in  number 
and  general  in  character. 

The  independence  of  different  species  was  long  ago 
enunciated  in  Ex  parte  Eagle,  1870  C.  D.,  137,  and  has  v 
been  affirmed  in  many  later  decisions. 

Two  devices,  even  though  they  are  classified  in  the 
same  office  class,  are  independent  inventions  if  inde- 
pendent in  structure  and  operation.  Ex  parte  Davidson, 
101O.G.,  1371. 

And  if  the  claims  cover  inventions  so  independent  that 
each  requires  an  independent  search  to  determine  its 
novelty,  division  should  be  required.  Ex  parte  Adams, 
106  O.  G.,  541. 

Independence  between  combination  and  subcombina- 
tion, where  the  latter  has  acquired  a  distinct  status  in  the 
arts,  manufactures,  and  office  classification,  and  is 
useful  in  other  relations,  is  affirmed  in  Ex  parte  Moriarty 
99  O.  G.,  2549,  and  Ex  parte  Dyer,  15  Gour.,  30-11. 
As  stated  in  Ex  parte  Heir,  41  O.  G„  403,  and  later  in 
Willcox  and  Borton,  45  O.  G.,  455,  wherever  the  original 
invention  is  such  that  it  could  be  the  subject  of  a  patent 
and  the  organism  was  not  changed  in  its  structure  or 


identity,  it  is  believed  that  several  improvements  on  its 
parts  may  be  embraced  in  one  patent,  providing  they 
cooperate  in  affecting  the  whole  organism,  improving 
it  as  a  whole,  and  provided,  also,  invention  and  art  have 
not  subsequently  so  advanced  as  to  select  the  improved 
,  parts  as  distinct  subjects'  of  invention,  art  and  manu- 
facture. 

If  there  is  absence  of  any  necessary  relation  between  a 
process  and  the  apparatus  by  which  it  is  carried  out,  the 
inventions  are  independent.  Ex  parte  Frasch,  117  O.  G., 
1166.  ■ 

So  also  independence  exists  between  a  process  and  a 
product  when  the  process  can  result  in  other  products 
and  the  product  be  made  by  other  processes  (Ex  parte, 
McHale,  18  Gour.,  41-26);  or  between  a  process  and  a 
product  which  may  be  made  by  other  processes  (Ex  parte 
Schmidt,  100  O.  G.,  2602);  or  between  a  process  and  an 
article  which  is  independent  of  any  particular  process 
(Ex  parte  Williams,  105  O.  G.,  1780);  or  between  a 
process  and  product  when,  the  product  has  acquired  a  dis- 
tinct status  in  the  arts,  manufactures,  and  office  classi- 
fication (Ex  parte  Christensen,  105  O.  G.,  1261). 

Independence  exists  between  a  composition  and  the 
process  of  using  the  same.  Ex  parte  Tschirner,  97  0.  G., 
187. 

Division  can  not  be  required  in  a  reissue  application. 
Ex  parte  Van  Nostrand,  194  O.  G.,  1141. 

These  few  simple  statements  substantially  embody  the 
general  principles  upon  which  the  practice  of  the  office 
is  based. 

Prior  to  February,  1904,  division  was  held  to  be  a  mat- 
ter of  form  to  be  considered  by  the  Commissioner  on 
petition  and,  to  unify  the  practice  in  a  measure,  Rule  41 
had  been  formulated  requiring  that  process  and  appara- 
tus be  claimed  in  separate  applications.  But  the  United 
States  Supreme  Court  in  Stinemetz  vs.  Allen,  109  O.  G., 
549,  overruling  the  conclusions  of  all  lower  tribunals 
not  only  declared  this  rule  at  fault  because  making  a 
hard  and  fast  rule  where  discretion  must  be  exercised, 
but  declared  that  the  question  of  division  was  a  matter 
of  merits  appealable  to  the  Board  of  Examiners-in-Chief. 
From  February,  1904,  until  June,  1914,  175  appeals 
relating  to  division  have  been  decided  by  the  Examiners- 


in-Chief    in    accordance    with    the    principles    above 
mentioned. 

These  decisions  being  unpublished  have  not  been 
available  to  the  examiners  and  it  is  a  significant  fact  that 
in  more  than  60  per  cent  of  all  such  appeals  the  ex- 
aminers have  been  reversed,  this  being  largely  due  to  the 
impossibility  of  ascertaining,  except  in  isolated  cases,  the 
way  in  which  these  general  principles  were  being  applied 
by  the  Exanuners-in-Chief  to  specific  cases.  It  may  not 
be  amiss,  therefore,  to  give  a  brief  synopsis  of  a  few 
representative  decisions  from  applications  which  have 
now  matured  into  patents,  covering  the  various  classes  of 
questions  which  commonly  arise,  and  which  may  outline 
what  is  to  be  considered  the  practice  of  the  office. 


UNRELATED  DEVICES. 

Ex  parte  Bean,  Patent  1,030,702: 

In  a  shoe-blacking  machine,  three  sets  of  claims  cover- 
ing (1)  brushes  and  means  to  operate  them;  (2)  the  same 
brushes  and  means  to  apply  blacking  to  them,  and  (3) 
the  same  brushes,  a  foot  rest  and  means  to  raise  and  lower 
the  rest,  were  held  to  be  related  in  purpose  and  properly 
.  joined,  while  claims  to  a  different  set  of  brushes  and 
operating  means  therefor  to  polish  a  different  part  of  a 
shoe  were  held  to  cover  an  unrelated  machine,  though 
mounted  on  the  same  base.  The  ultimate  object  of  the 
two  sets  of  brushes  was  the  sum  of  their  separate  objects 
and  not  a  unitary  result.  Each  machine  accomplished 
its  own  work  completely,  without  being  affected  in  any 
way  by  the  operation  of  the  other. 

Ex  parte  Frasch,  Patent  951,721 : 

Requirement  for  division  was  sustained  between  claims 
to  the  separating  portion  of  an  oil  purifying  apparatus, 
and  a  pump  useful  in  other  relations  and  a  rectifier 
adapted  for  use  in  any  place  where  a  rectifier  is  needed, 
each  having  acquired  a  distinct  status  in  the  arts  and 
manufactures. 


RELATED  DEVICES. 

Ex  parte  Morgan,  Patent  975,563: 

■  Two  sets  of  claims  covered  respectively,  means  for 
inserting  a  bit,  and  means  for  removing  a  bit.  Held, 
that  although  the  devices  might  be  used  separately  or 
'  together,  there  is  no  practical  reason  why  applicant 
should  not  be  permitted  to  exercise  the  option  of  joining 
the  two  in  one  application  since  they  have  not  acquired 
a  distinct  status  in  the  arts  and  manufactures,  and,  except 
in  the  case  of  species,  the  office  rarely,  if  ever,  has.  gone 
ahead  of  the  time  when  inventions  have  acquired  such 
distinct  status.  Rules  of  joinder  are  interpreted  as  ap- 
plying to  inventions  as  they  are  found  in  the  art  and  not 
as  things  apart  from  the  art. 

Ex  parte  Smith,  Patent  1 ,026,714 : 

Several  sets  of  claims  relating  to  beet  harvesters 
covered  cutting  and  pulling  mechanisms  alone  and  in 
combination.  The  combination  being  old  in  the  art, 
division  had  been  required  between  the  different  mechan- 
isms. Two  patents  were  found  showing  one  of  the 
inventions  claimed  separately,  but  no  separate  office 
classification  had  been  established.  It  was  contended 
that  two  patents  indicate  the  independence  of  the 
inventions  and  the  necessity  of  division  as  truly  as  a 
hundred,  and  office  classification  should  follow.  Held,  that 
division  should  not  be  required  since  two  patents  may 
•  indicate  the  existence  of  an  invention,  but  that  manu- 
facture and  sale  are  important  factors  in  determining  its 
status  in  the  arts. 

Ex  paste  Levi,  Patent  968,245 : 

This  application  contained  claims  for  an  ornamental 
cover  for  a  box,  to  act  as  a  frame  for  the  goods  dis- 
played in  the  box,  and  claims  for  a  card  to  hold  the 
article  displayed  in  the  bottom  of  the  box.  Either  could 
be  used  without  the  other,  and  separate  patents  for  each 
invention  have  been  secured.  Held,  that  division  should 
not  be  required,  since  these  inventions  have  not  ac- 
quired a  distinct  status,  they  were  intended  to  be  used 


together  and  neither  office  classification  nor  the  work  of 
examination  could  be  especially  facilitated  by  division, 
which  is  after  all  largely  a  matter  of  discretion. 

Ex  parte  Wagner  and  Malocsay,  Patent  920,698: 

This  application  related  to  an  improvement  in  a  ma- 
chine for  applying  bands  to  cigars,  designed  to  gum  the 
bands,  wrap  the  same  around  the  cigars,  and  secure  the 
overlapping  ends  together.  One  set  of  claims  relates  to 
the  mechanism  for  transferring  a  band  from  a  stock  of 
bands  in  a  holder.  Other  sets  of  claims  relate  to  the 
gumming  of  the  bands,  the  delivery  of  the  article,  the 
closing  of  the  band,  and  a  delivery  carrier  for  the  finished 
article.  The  examiner  held' that  the  band  transferring 
claims  should  be  divided  out  and  classified  with  Pneu- 
matic Separators  under  Printing,  thus  obviating  the 
difficulty  of  classification  and  examination  incident  to  the 
presence  of  such  devices  in  many  widely  different  arts. 
The  decision  of  the  Board  is  in  part  as  follows : 

"The  rule  as  to  joinder  of  inventions  is  that  in- 
dependent inventions  can  not  be  claimed  in  one 
application,  but  that  where  the  inventions,  though 
distinct,  are  dependent  upon  each  other  and 
mutually  contribute  to  a  single  result,  they  may 
be  claimed  in  one  application.  .  .  .  The 
office  classification  can  not,  of  course,  establish 
the  fact  of  the  independence  of  any  given  two 
or  more  inventions.  The  office  classification  is 
only  evidence  to  show  how  the  several  subjects- 
matter  are  there  classified.  In  short,  the  inde- 
pendence of  invention  is  one  thing  and  its  classi- 
fication another  and  different  thing.  Thus  in  the 
case  of  species,  for  example,  their  independence 
of  invention  is  conclusive  from  the  fact  that  they 
are  species.  And  yet  the  several  applications 
for  the  separate  species  are  classified  in  the  same 
art  and  in  the  same  sub-claws.  In  any  event  the 
office  classification  simply  follows  the  art,  ac- 
cepting it  as  it  finds  it,  and  does  not  announce 
any  opinion  as  to  the  independence  of  invention  in 
any  given  case.     ...     It  can  not  be  indubi- 
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tably  said  that  the  claims  for  the  transferring 
device  and  its  combination  with  the  holder  are 
independent' of  the  claims  for  the  other  combina- 
tions, the  devices  in  both  sets  of  claims,  each 
and  all,  going  to  make  up  the  organized  machine 
for  banding  articles.  The  fact  that  the  transferring 
device  is  similar  to  transfer  devices  in  other  arts, 
or  might  be  used  therein,  is  not  conclusive  evi- 
dence of  the  independence  of  the  other  inventions 
in  the  banding  machine  of  which  it  constitutes  a 
part.  .  .  .  There  is  no  evidence  that  the 
transfer  device  claimed  in  this  application  has  a 
sovereignty  of  its  own,  such,  for  example,  as 
a  mechanical  element  has  in  the  arts  at  large* 
Though,  perhaps,  it  might  facilitate  the  examina- 
tion of  applications  and  inventions  were  all 
transfer  mechanisms  classified  together  and  sub- 
classified  according  to  their  character,  such  classi- 
fication is  more  of  a  wish,  and,  as  such,  father 
to  the  thought,  for  independence  of  invention 
than  any  real  evidence  establishing  the  fact 
that  the  transfer  device  herein  and  the  other 
parts  of  the  banding  machine  are,  in  fact,  inde- 
pendent inventions." 

COMBIANTIONS    AND    SUB-COMBINATIONS. 

(1)  Unrelated. 

Ex  parte  Howard  &  McKee,  Patent  840,332 : 

Claims  for  a  mail  carrying  receptacle  and  a  specific 
harness  for  carrying  the  same  held  improperly  joined 
with,  claims  for  a  specific  receptacle,  the  latter  having 
attained  a  distinct  status  in  the  arts  and  manufactures 
and  capable  of  use  with  other  forms  of  harness. 

(2)  Related. 

Ex  parte  Johnston,  Patent  837,475 : 

The  claims  were  drawn  to  a  sash  cord  guide  comprising 
a  pulley  and  casing  having  certain  cooperating  features, 
and  to  a  pulley  having  certain  of  said  features.    Although 
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the  office  classification  has  a  class  of  pulleys,  yet  it  was 
held  that  division  should  not  be  required  since  office 
classification  should  not  be  followed  in  requiring  divi- 
sion unless  it  appears  that  the  reason  for  the  existence 
of  the  separate  class  is  the  reason  on  which  the  require- 
ment ior  division  is  based.  The  pulley  as  claimed  had 
certain  structural  features  which  were  designed  with 
special  reference  to  certain  structural  features  of  the 
casing,  and  therefore  it  was  a  dependent  and  related 
invention. 

Ex  parte  Fessenden,  Patent  857,985 : 

A  claim  for  a  key  was  held  to  be  properly  joined  with 
claims  to  a  watchman's  time  recorder,  the  key  having 
both  a  locking  edge  and  a  ward  to  actuate  the  recorder, 
and  being  therefore  a  removable  part  thereof. 

Ex  parte  Brown,   Patent  922,385: 

This  application  contained  claims  to  a  type  bar  hav- 
ing inclined  type  faces,  and  claims  to  a  platen  having  a 
certain  movement  rendered  necessary  by  the,  inclination 
of  the  type,  and  claims  to  the  combination  of  the  two. 
It  was  admitted  that  type  bars  and  platens  have  each 
acquired  a  distinct  status  in  the  arts  and  office  classi- 
fication, yet  joinder  was  permitted  as  related  inventions 
because  of  the  relation  between  the  shape  of  the  type  and 
the  movement  of  the  platen. 


Ex  parte  Clark,  Patent  837,894 : 

A  storage  battery  has  two  terminals — one  permanent, 
the  other  detachable.  There  were  claims  generic  to  both 
forms,  claims  specific  to  each,  and  claims  specific  to 
both.  Although  they  can  be  used  independently  or  one 
substituted  for  the  other,  yet  they  may  be  joined  because 
in  the  mind  of  the  inventor  they  were  intended  to  be  used 
together,  the  construction  being  such  as  to  afford  per- 
manent electrical  connection  between  plates  at  one  end 
and  the  detachable  terminal  permitting  ready  separation 
of  one  cell  from  another. 


Ex  parte  Matthews,  Patent  950,489: 

Held,  that  claims  to  the  combination  of  a  coupler  and 
specific  form  of  uncoupler,  were  properly  joined  with 
specific  claims  to  the  coupler. 

Ex  parte  Kelso  &  Kelso,  Patent  1,024,083 : 

Held  that  division  should  not  be  required  between  a  car 
coupler  and  a  knuckle,  where  the  knuckle  was  limited  by 
features  particularly  designed  to  cooperate  with  this 
Ampler. 

Ex  parte  Holson,  Reissue  Patent  7341  (before  Ex  parte 
Van  Nostrand,  supra). 

Claims  to  a  train  of  gears  were  properly  joined  with 
combination  claims  for  an  electric  motor  and  gearing. 
It  was  held  that  gear  trains  did  not  have  a  distinct  status 
in  the  arts  &■<  machines  for  separate  manufacture  and  sale. 
Every  manufacturer  of  machines  makes  such  gear  trains 
as  are  necessary  for  his  particular  use.  They  may  be. 
joined  as  sub-combinations  in  the  same  application 
with  the  combination  claims,  or  may  be  claimed  in  a 
separate  application.  The  fact  that  they  are  often  sepa- 
rately applied  for  does  not  justify  the  requirement  for 
division.  The  test  is  whether  each  device  is,  in  industry, 
under  a  distinct  name  made  and  put  on  the  market  and 
sold  for  general  use.  , 

GENUS  AND  SPECIES. 
Ex  parte  Christensen,  Patent  940,673: 

This  invention  related  to  a  telephone  exchange  system. 
One  set  of  claims  were  commeasurate  in  scope  with 
patents  in  a  certain  sub-class.  Other  claims,  by  includ- 
ing the  mechanism  more  specifically,  were  commensu- 
rate in  scope  with  patents  in  another  sub-class.  Held 
that  the  claims  bore  the  relation  of  genus  and  "species. 
The  fact  that  they  correspond  to  an  arbitrary  line  of 
classification  should  not  determine  the  question  of  joinder 
It  does  not  appear  that  the  inventions  set  up  in  the  two 
sets  of  claims  have  been  made  the  subject  of  separate 
manufacture  and  sale.  , 


COMBINATION  WITH  SPECIFIC  ELEMENTS. 
Ex  parte  Renstrom,  Patent  897,491 : 

Certain  claims  coveretUa  gas  generator  broadly;  and  a 
gasometer  specifically,  while  others  included  the  ga? 
generator  specifically  and  the  gasometer  broadly.  Held 
that  division  should  not  be  required;  both  sets  of  claims 
being  drawn  to  the  same  invention. 

Ex  parte  Tyler,  Patent  900,239 : 

Where  each  claim  is  drawn  to  a  separate  modification 
but  all  are  generic  to  one  certain  modification,  held 
division  should  not  be  required. 

MODIFICATIONS.    ' 

Ex  parte  Sprette,  Patent  826,379: 

Division  was  required  between  claims  to  a  finger  board 
having  transparent  portions,  and  claims  to  a  finger 
board  having  sight  openings  therein,  these  being  distinct 
modifications. 

COMPOSITIONS. 

Ex  parte  Ernst,  Patent  1,019,443: 

One  claim  was  drawn  tn  a  composition  consisting  of 
two  ingredients  in  definite  proportions,  and  another  to  the 
two  ingredients  in  combination  with  a  restrainer.  Held, 
that  since  the  restrainer  was  not  an  essential  element  of 
the  combination,  and  cculd  be  used  or  net,  at  will,  divi- 
sion should  not  be  required.  * 

COMPOSITIONS  AND   METHOD   OF  USING. 
Ex  parte  Betzer,  Patent  968,528: 

The  claims  covered  a  method  of  generating  oxygen 
frcm  a  compound,  and  a'  compound  for  generating 
oxygen  by  the  method.  Held,  that  the  composition  has 
no  other  function,  and  the  method  could  not  be  carried 
out  by  the  use  of  any  other  composition,  and  since  the 


field  of  search  is  the  same,  and  no  additional  burden 
is  placed  upon  the  office,  they  may  propeidy  be  joined. 

Ex  parte  Knetsch,  Patent  794,512: 

Division  was  required  between  a  catalytic  agent  and  a 
process  of  manufacturing  sulphuric  anhydride  which 
used  this  agent,  because  catalytic  agents  have  hitherto 
been  employed  in  similar  processes,  and  because  this 
agent  does  not  differ  in  its  effect  from  other  agents,  and 
because  this  agent  may  be  used  wherever  a  catalytic 
agent  is  needed,  and  because  the  field  of  search  is  different 
for  the  agent  and  the  process. 

APPARATUS  AND  PRODUCT. 

Ex  parte  Hoefer  and  Strohhaecker,  Patent  966,746: 

Four  groups  of  claims  covered  (I)  a  body  of  meat 
wrapped  with  cord  which  was  looped  together  in  stitches, 
(2)  the  specific  stitch;  (3)  the  machine  for  sewing  the 
wrapping  and  (4)  mechanism  for  handling  the  meat  and 
advancing  the  package  during  the  sewing.  It  was  held 
that  the  stitch  and  the  wrapping  of  which  it  was  an 
element  might  be  jcined,  but  the  machine  by  which  the 
stitching  was  done  was  an  independent  invention  and 
division  should  be  required. 

It  was  also  held  that  the  machine  for  handling  the 
meat  and  feeding  the  package  as  the  wrapping  was  being 
sewed,  had  not  acquired  a  distinct  status  in  the  arts  and 
was  so  related  in  its  ultimate  purpose  to  the  sewing 
mechanism  that  these  two  inventions  might  be  joined  in 
one  application. 


PROCESS  AND  APPARATUS. 

Ex  parte  Eggleston,  Patent  1,018,040: 

Division  was  required  between  a  process  of  separating 
hydrogen  sulphide  from  oil,  and  an  apparatus  for  treat- 
ing oil,  because  there  was  so  little  in  common  to  the  two 
inventions  and  because  of  absence  of  necessary  rela- 
tionship between  them. 
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Ex  parte  Monnot,  Patent  910,405: 

In  this  case  division  was  not  required  between  a  process 
and  the  apparatus  by  which  it  is  carried  out,  because 
their  relation  was  so  close  that  their  independence  was  not 
clear,  and  even  though  the  process  might  possibly  be  car- 
ried out  by  other  apparatus,  the  field  of  search  was  the 
same. 

Ex  parte  Peirce,  Patent  914,303: 

Held  that  division  should  not  be  required  between  the 
process  of  cutting  marble  with  a  wheel  of  carborundum, 
and  a  machine  for  cutting  riSarble  having  a  carborundum 
wheel,  since  there  was  only  one  novel  idea  involved. 

PROCESS  AND  PRODUCT. 

Ex  parte  Beckwith,  Patent  1,023,357 : 

Division  was  held  .to  be  proper  between  claims  to  the 
process  of  forming  a  filament,  placing  it  on  a  frame  and 
mounting  the  frame  in  a  lamp  bulb,  and  claims  to  an 
incandescent  lamp  having  a  filament  in  zigzag  form,  be- 
cause the  article  was  not  limited  in  terms  to  a  structure 
necessarily  made  by  the  process,  and  also  because  they 
have  been  recognized  by  inventors  as  distinct  inventions 
to  such  an  extent  as  to  justify  the  office  in  forming  differ- 
ent sub-classes  for  them. 

Ex  parte  Hooper  and  Robertson,  Patent  8(i7,G58: 

Division  was  held  to  be  proper  between  claims  for  a 
process  of  wire  drawing  and  an  electrical  conductor 
made  by  the  process,  because  the  independence  of  par- 
ticular electric  conductors  and  the  process  of  wire  draw- 
ing by  which  they  are  formed  is  so  well  established  and 
so  well  recognized  that  they  are  separately  classified 
in  this  office,  and  are  examinable  in  different  divisions. 

Ex  parte  Haefley,  Patent  858,385 : 

The  inventions  here  were  insulating  tubes  and  the 
method  of  making  them. 

'      The  process  claims  were  paralleled  by  the  product  claims 
in  the  sense  that   this  particular  article  must  neces- 
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sarily  result  from  the  performance  of  the  process  as 
stated  in  the  process  claims.  Whether  the  product 
could  be  practically  produced  in  any  other  way  than  by 
the  execution  of  the  specified  process  seemed  to  the 
Examiners-in-Chief  extremery  doubtful.  A  search  for 
either  of  the  alleged  inventions  would  doubtless  deter- 
mine the  patentable  novelty  of  the  other.  Therefore, 
there  is  such  close  relationship  between  them  that 
division  should  not  be  required. 

Ex  parte  Monnot,  Patent  894,162: 

Compound  metal  bodies  -and  process  of  producing 
them.  The  process  disclosed  must  result  in  the  product, 
but  the  product  is  not  necessarily  pr  nlueed  by  this 
process  only.  Held,  that  there  is  no  knowing  what  the 
future  may  develop,  but  since  at  the  time  there  was  no 
other  process  known  for  making  the  product,  division 
should  not  be  required.    The  board  further,  said : 

.  "Rule  41  specifically  provides  for  covering  dis- 
tinct inventions  in  one  case  where  they  are  de- 
pendent on  each  other  and  mutually  contribute 
to  a  single  result.  Here  the  process  is  ancillary 
to  the  article — the  latter  is  the  single  result  of 
the  inventions  stated  in  both  sets  of  claims.  There 
is  nothing  contrary  to  Rule  41  in  the  joinder  of  the 
process  and  product  claims. 

"It  may  be  that  separate  patents  covering 
respectively,  the  process  and  product  would  both 
be  valid  if  granted.  At  the  same  time  it  is  per- 
fectly -clear  that  a  single  patent  covering  both 
process  and  product  would  be  valid.  It  is  gener- 
ally to  the  advantage  of  the  public  that  two 
inventions,  one  of  which  is  dependent  on  the  other. 
be  covered  in  a  single  application,  as  otherwise  they 
may  get  into  hostile  hands  and  the  public  be 
deprived  of  the  use  of  the  dependent  invention 
during  the  life  of  the  dominant  patent.  Further, 
the  poverty  of  the  inventor  may,  iil  case  of  a  re- 
quirement of  division,  cause  a  loss  to  the  public  of 
the  invention  eliminated  iroin  the  application. 
Further,  aside  from  the  question  of  validity  of  the 


patents,  if  granted,  the  joinder  in  a  single  ease  of 
two  or  more  inventions  means  a  saving  of  one  or 
more  fees  to  the  applicant. 

"In  our  opinion  applicant  should  be  permitted 
to  elect  the  protection  to  be  afforded  him  in  the 
absence  of  controlling  reasons  to  the  contrary. 
Where  no  question  of  validity  arises,  as  in  the  pres- 
ent case,  the  only  possible  reasons  assignable 
against  joinder  in  one  application  are,  first,  the 
exigencies  of  office  classification,  and,  second,  the 
fact  that  applicant  obtains  far  one  fee,  that  for 
which  he  should  pay  two  fees.  The  second  of 
these  reasons  is,  in  a  case  like  the  present,  so 
unimportant  as  compared  to  the  other  considera- 
tions as  to  be  negligible,  especially  as  it  would 
appear  that  a  single  search  would  cover  both 
inventions,  and  there  would,  therefore,  seem  to  ' 
be  no  reason  for  requiring  two  fees  of  applicant. 

"As  to  the  first  reason,  the  question  of  office, 
classification,  while  always  to  be  considered,  is  by 
no  means  controlling  in  all  cases.  Where  the  in- 
ventions have  been  made,  by  workers  in  ttie  art, 
separate  subjects  of  invention  to  such  an  extent 
that  separate  sub-cliissos  have  been  created  for  the 
inventions,  and  that,' therefore,  they  would  be 
separately  classified  if  presented  in  separate  ap- 
plications, division  would,  in  general,  be  a  proper 
requirement.  In  the  present  case,  however,  it  does 
not  appear  that  the  process  and  article  are 
separately  classified,  but  even  if  such  were 
the  case,  the  relations  between  the  process  and  the 
article  are  so  close  that  we  should  hesitate  to 
affirm  a  requirement  for  division." 


SUMMARY. 

It  is  therefore  apparent,  as  clearly  set  forth  in  Kx  parte 
Lord  (supra),  that  three  conditions  may  exist:  First, 
there  may  be  claims  which  must  be  joined,  such  as 
claims  to  genus  and  species;  second,  claims  which 
may  or  may  not  be  joined,  at  the  option  of  the  applicant, 
viz.,  dependent  and  related  inventions;  and,  third,  claims 
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which  oan.  not  be  joined,  such  as  claims  to  different 
species  and  claims  for  entirely  distinct  and  unrelated 
inventions. 

The  test  as  to  what  constitutes  independence  of  inven- 
tion appears  to  be  inherent  in  the  ideas  of  the  inventors 
themselves — whether  the  inventions  were  looked  upon  by 
those  working  along  those  lines  as  occupying  different 
fields.  Office  classification  is  no  test.  Office  classifica- 
tion, it  is  to  be  observed,  arises  from  two  considera- 
tions, viz.,  convenience  in  the  work  of  searching  and  the 
existence  of  distinct  fields  of  inventive  effort.  The 
latter  only  is  a  factor  in  the  solution  of  the- question. 
Sub-combinations  of  a  machine  involving  its  various 
mechanical  movements  may  be  separately  patented  at 
the  option  of  the  inventor,  but  he  can  not  be  compelled 
to  divide.  The  fact  that  such  sub-classes  exist  for  the 
reception  of  sub-combinations  which  inventors  may  see 
fit  to  divide  out  and  cover  by  separate  patents  does  not 
establish  the  fact  that  the  idea  covered  by  the  mechani- 
cal movement  is  not  a  part  of  his  larger  invention  and 
closely  related  thereto.  It  frequently  happens  that  the 
larger  invention  is  found  not  to  be  new  with  an  applicant, 
and  the  claims  are  further  and  further  limited  until 
only  a  small  fraction  of  the  original  invention  is  found 
to  be  patentable,  and  this  after  traveling  from  one  divi- 
sion to  another  at  last  finds  a  resting  place  in  the  machine 
element  class.  This,  however,  under-  the  consistent 
practice  followed  by  the  Examiners-in-Chief,  would 
not  constitute  a  valid  ground  for  thereafter  requiring 
every  applicant  to  divide  out  claims  to  similar  sub-com- 
binations. As  set  forth  in  the  decisions  cited,  a  few 
patents  do  not  establish  the  independence  of  an  inven- 
tion. They  may  be  the  first  faint  movements  toward  a 
final  declaration  of  independence,  but  they  may,  on  the 
other  hand,  be  simply  the  remains  of  a  larger  invention, 
which  has  run  the  gauntlet  of  the  prior  art,  or  the  prod- 
uct of  what  has  been  before  referred  to  as  the  mis- 
directed energy  of  the  Patent  Office. 

The  truest  and  surest  test  of  independence  oi  inven- 
tion is  the  fact  of  separate  manufacture  and  sale,  and  a 
distinct  name  in  the  trade.  Failing  in  the  possession  of 
such  a  sure  criterion,  the  examiner  must  analyze  the  case 
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to  discern,  if  possible,  whether  or  not  the  ideas  underly- 
ing the  different  inventions  are  distinct  or  are  related  as 
component  elements  in  the  accomplishment  of  a  definite, 
practical,  and  unitary  purpose.  In  many  instances,  the 
lines  which  mark  the  boundaries  of  independent  inven- 
tions are  clear-cut,  and  occasion  no  doubt  or  question. 
In  marginal  cases,  the  examiner  can  do  no  better  than  re- 
member that  discretion  in  the  exercise  of  a  public  trust 
with  which  Congress  invests  the  Commissioner,  and 
those  who  represent  him,  and  be  guided  in  his  actions  by 
the  general  rule,  that  related  inventions  may  be  joined 
unless  the  mind  of  that  great  body  by  whose  genius  the 
useful  arts  have  been  developed  has  seen  them  as  dis- 
tinct subjects  for  inventive  consideration. 

December  17,  1914. 


Abandonment  of  the  Application. 


The  purpose  of  the  Patent  Statutes  and  the  condi- 
tions precedent  to  the  grant  of  a  patent  to  an  inven- 
tor can  only  be  fulfilled  by.  the  carrying  out  to  a  com- 
pletion of  the  original  conception.  The  conception  so 
long  as  it  rests  merely  in  the  idea  of  the  originator  is  not  a 
legal  invention.  So  long  as  it  rests  in  the  experimental 
stage  and  has  merely  been  embodied  in  experiments  it 
can  merit  no  reward  and,  if  discouraged,  the  originator 
ceases  his  endeavors,  his  efforts  to  this  time  are  aban- 
doned experiments. 

If,  however,  he  proceeds  further  and  embodies  his  con- 
ception in  a  device  practical  and  useful  in  operation, 
and  complete  to  perform  the  functions  desired  in  ac- 
cordance with  his  original  idea,  he  is  entitled  to  a  patent. 

Abandonment  at  this  time,  whether  by  his  words 
and  acts  and  intention  or  by  the  constructive  abandon- 
ment imposed  by  statute  is  an  abandonment  of  the 
completed  invention.    His  relinquishment  is  complete. 

The  inventor,  however,  having  completed  his  inven- 
tion may  go  forward  another  step  and  file  an  applica- 
tion for  a  patent,  and  having  applied,  he  may  abandon 
his  application  with  or  without  abandoning  his  inven- 
tion. 

It  is  the  abandonment  of  the  application  which  I  wish 
to  consider. 

It  may  be  accomplished  in  various  ways,  as — 

(1)  A  constructive  abandonment  under  Section 

4894. 
(a)  By  failure  to  complete  his  application. 
(6)    By  failure  to  prosecute  his  completed 
application. 

(2)  By  positive  acts  of  abandonment. 

(3)  By  failure  to  renew  a  forfeited  application 
under  Section  4897. 

Section  4894  requires  that  all  applications  shall  be 
completed  and  prepared  for  examination  within  one 


year  after  the  filing  of  the  application,  and  in  default 
thereof  or  upon  failure  of  the  applicant  to  prosecute  the 
same  within  one  year  after  any  action  thereon,  of  which 
notice  shall  have  been  given  applicant,  they  shall  be 
regarded  as  abandoned  unless  it  shall  be  shown  to  the 
satisfaction  of  the  Commissioner  of  Patents  that  such 
delay  was  unavoidable. 

Rules  31,  77,  166,  and  171,  172,  173,  and  177,  and  179, 
of  the  Rules  of  Practice  relate  to  various  matters  con- 
nected with  abandonment.  It  is  not  deemed  necessary 
here  to  recite  the  various  provisions  of  the  Rules,  which 
are  familiar  to  all. 

FAILURE  TO  COMPLETE. 

The  requisites  of  an  application  are  laid  down  in  the 
Statutes  and  in  the  Rules  which  are  binding  on  applicants. 
It  is  not  filed  until  all  its  parts  with  the  legal  fee  have 
been  received. 

The  statute  states  that  the  application  must  be  com- 
pleted and  prepared  for  examination  within  one  year 
from  filing  the  application;  Rule  171  uses  the  words 
"from  filing  the  petition."  I  presume  the  statute  would 
apply  whether  the  part  first  filed  were  petition,  oath  or 
specification. 

"Filing  of  application"  in  the  statute  does  not  refer 
to  the  complete  application  but  only  to  the  depositing 
of  the  application  referred  to  in  the  previous  sections 
with  or  without  a  fee  (Fenno,  1890). 

The  case  of  Dahler  (1909-21  Gourick),  held  the  year 
to  begin  to  run  from  the  date  on  which  the  first  paper 
was  filed. 

It  must  be  in  the  English  language  before  being 
sent  forward  as  complete  and  signed  by  the  inventor, 
but  his  name  affixed  by  a  third  party  (Taylor,  1903), 
or  by  his  authorized  attorney  (Sassin,  1906,  Tropenas, 
1900),  held  informal. 

Application  was  held  incomplete  where  the  oath  was 
executed  before  his  attorney  (Riegger,  1909),  or  where 
it  omits  the  words  "does  not  know"  and  where  a  divi- 
sional application  refers  to  the  parent  case  but  the 
oath  did  not  contain  the  allegations  as  to  the  public 
use  and  prior  publications  (Halsey,  1903).     Dukesmith, 
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1910,  held  that  there  is  nothing  in  the  Statutes  or  Rules 
requiring  defects  in  the  oath  to  be  completed  before 
accepting  as  a  complete  application  and  that  under 
special  circumstances,  such  defects  (in  that  case  aver- 
ments as  to  patents  and  printed  publications)  might  be 
cured  without  changing  the  tiling  date.  The  case 
had.  been  forwarded 'and  was  in  interference  when  the 
question  aiose.  Omission  in  the  oath  of  the  word 
"sole"  can  be  cured  after  more  than  one  year,  without 
holding  abandoned  (Mygatt,  1910). 

So  the  full  name  can  be  supplied  later  and  omitted 
parts  of  the  drawings  (Michaelis,  1906),  or  the  residence 
in  the  petition  and  oath  (Becker,  1901). 

A  sketch  and  fee  with  no  other  papers  are  not  regarded 
as  even  an  incomplete  application  (Elberson,  1905). 

A  drawing  must  be  furnished  where  the  nature  of  the 
case  requires  (Section  4889),  and  its  absence  makes 
the  application  incomplete  (Palmer  et  al.,  84  0..  G.). 

A  delay  in  filing  the  fee  of  more  than  one  year  abandons 
the  application  (Kurz,  1905)  (Columbia  R.  E.  Co.,  1889, 
41  M.  S.). 

Where  a  petition,  specification  and  oath  were  filed, 
the  petition  and  oath  referring  to  the  annexed  specifica- 
tion, but  it  appears  that  the  wrong  specification  was 
annexed,  held  that  not  only  a  new  specification,  but  a  new 
petition  and  oath  must  be  filed  to  complete  the  case 
(Page  1901). 

Papers  in  fugitive  ink  can  not  be  received  and  date 
given  as  complete  (Webster,  1902). 

Papers  not  conforming  to  statutory  requirements 
(as  where  applicant  asks  that  the  patent  be  issued  to 
two  parties  as  joint  inventors  with  the  signature  of 
only  one)  will  not  ensure  entry  as  a  complete  applica- 
tion (Crane,  1903). 

The  reissue  application  must  be  made  complete  within 
a  year,  the  same  as  an  original,  with  the  additional 
requirements  peculiar  to  it. 

Absence  in  the  reissue  application  of  any  of  the 
essentials,  such  as  the  petition,  oath,  consent  of  assignee 
IPindar,  1906),  order  for  certified  abstract  (Blackmore, 
1903),  original  patent,  and  offer  to  surrender,  are  alike 
fatal  to  a  complete  application  and  unless  remedied  in 
time,  will  abandon  for  failure  to  complete. 
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Laches  can  not  be  predicated  of  any  delay  to  take 
necessary  steps  to  complete  the  application  where  the 
delay  does  not  run  over  the  time  allowed  by  the  statute 
for  that  step,  but  when  the  year  has  expired,  with  the 
application  uncompleted,  abandonment  ensues,  pro- 
vided the  Commissioner  is  not  satisfied  that  the  delay 
was  unavoidable.  The  nature  of  the  circumstances 
and  evidence  that  have  been  held  satisfactory  may  be 
considered  later  under  abandonment  for  failure  to 
prosecute. 

VARIATIONS  IN  ACTUAL  PRACTICE. 

The  actual  daily  practice  in  forwarding  applications 
to  the  Examiner  as  complete  and  ready  for  examina- 
tion seems  now  to  be  more  liberal  than  the  strict  tenor 
of  the  Rules  and  decisions  noted. 

Applications  are  sent  forward,  having  no  petition  if 
otherwise  complete.  This  would  not  seem  to  violate 
the  spirit  of  Section  4888,  which  says  that  "before 
an  inventor  shall  receive  a  patent  he  shall  make  applica- 
tion, etc.,"  from  which  it  might  be  readily  inferred  that  a 
petition  could  be  filed  later  and  during  the  prosecution. 
So  too  where  an  oath  is  informal,  by  reason  of  the  ab- 
sonce  of  non-statutory  requirements,  the  case  is  forwarded 
and  it  may  be  later  cured  by  a  new  oath  even  if  the 
signature  is  omitted.  This  is  not  contrary  to  the  general 
ruling  of  the  courts  which  presume  the  validity  of  the 
,  oath  from  the  issuance  of  a  patent. 

The  case  is  not  actually  withheld  from  examination 
because  the  specification  is  unwitnessed,  but  is  if  unsigned. 
But  a  drawing  must  be  filed  where  the  nature  of  the  case 
requires  and  in  practice  no  date  is  set  from  which  to  com- 
plete the  informal  filing  unless  either  a  petition  or  speci- 
fication is  filed. 

ABANDONMENT  BY  EXPRESS  ACTS  OF  APPLI- 
CANT. 

After  completion  the  applicant  may  abandon  his  ap- 
plication by  express  words.  This  abandonment  is  pro- 
vided for  by  Rule  171,  and  must  be  in  writing,  signed 


by  the  applicant,  and  assignee,  and  identify  the  applica- 
tion by  title,  serial  number,  and  date  of  filing. 

If  signed  by  one  of  joint  inventors  it  is  of  no  effect 
(Barrett,  1907).  Neither  the  joint-invention  nor  applica- 
tion can  be  abandoned  by  the  word  or  act  of  one 
inventor  (Sawyer  vs.  Edison,  1883). 

It  must  also  be  unequivocal,  unconditional,  and 
unlimited.  If  not  so  it  can  not  be  accepted  under  Rule 
125  to  terminate  an  interference  (Gabrielsen  vs.  Felbel, 
1906). 

If  accompanied  by  reasons  for  filing  the  same  as  that 
abandoned  issues  in  interference  are  limited  or  un- 
patentable or  do  not  read  on  the  structure,  it  can  not  be 
accepted  as  a  basis  of  judgment  under  Rule  125  (Cor- 
rington,  1908). 

In  Weideman's  case  (1897),  a  declaration  of  abandon- 
ment unsigned  by  assignee  was  accepted  on  the  ground 
that  it  was  impossible  to  communicate  with  him,  but  on 
subsequent  appearance  and  objection  by  him  it  was  held 
void. 

A  reissue  application  may  be  abandoned  and  his  sur- 
render of  the  patent  revoked  under  leave  of  the  Com- 
missioner, after  which  he  is  restored  to  his  former  posi- 
tion (Robinson,  707,  Forbes  vs.  Barstow  vs.  Clifford). 

A  written  declaration  of  abandonment  of  the  invention 
by  one  of  the  parties  to  an  interference  or  of  certain  parties 
thereof  is '  made  the  basis  of  a  judgment  of  priority 
(Rule  125,  132). 

Where  each  party  in  interference  files  a  written  aban- 
donment of  the  invention  in  issue  the  interference  should 
be  dissolved  (Krakan,  1903). 

In  Leslie  vs.  Ellins  (1909),  a  stipulation  of  both 
parties,  setting  forth  that  the  issue  was  unpatentable, 
was  treated  as  an  abandonment  and  the  interference 
dissolved. 

It  may  be  noted  that  in  certain  of  the  cases  quoted, 
the  abandonment  was  not  of  the  application  as  a  whole, 
but  of  certain  parts  of  the  invention  and  application 
therefor. 

Non-intervention  by  an  executor  does  not  abandon 
the  application  until  one  year  has  elapsed  (Decker, 
1896). 

When  a  substitute  application  is  filed  and  the  original 


is  formally  abandoned,  an  endorsement  should  be  placed 
on  the  file  of  the  second  case  that  it  is  a  continuation. 
The  principle  is  that  the  public  is  entitled  to  a  knowledge 
of  the  proceedings  leading  to  the  grant. 

In  Laseelles,  1884,  an  amendment  cancelling  all 
claims  and  signed  by  the  attorney  was  refused  entry. 
Later  the  same  amendment  signed  by  applicant  and 
assignee  was  refiled. 

Commissioner  Butterworth  held  it  was  not  clear 
whether  it  worked  an  abandonment  since  it  might  be 
claimed  that  the  applicant  had  the  statutory  time 
in  which  to  amend.  That  while  no  particular  form  of 
words  was  necessary  to  indicate  the  intention  to  aban- 
don, yet  since  claims  are  indispensable  to  an  applica- 
tion (Section  4888),  when  applicant  cancelled  all  claims 
he  signified  his  intention  to  abandon. 

Further  that  it  is  in  the  discretion  of  the  office  to  re- 
quire him  to  put  his  abandonment  in  a  set  form  of  words. 
That  the  amendment  was  defective  in  form  in  that  it  did 
not  expressly  declare  his  intention  to  abandon. 

For  that  reason  and  that  only,  the  amendment  was 
refused  entry. 

The  statutes  confer  no  authority  on  the  Commis- 
sioner to  revive  an  application  by  setting  aside  a  formal 
abandonment  filed  by  applicant  with  the  consent  of  his 
assignee. 

The  filing  of  a  second  or  third  application  by  the  same 
inventor  is  not  in  itself  an  abandonment  of  the  first. 
Even  after  the  issue  of  one  of  the  patents,  the  others  are 
not  technically  abandoned,  although  there  is  the  implied 
prohibition  of  the  statute  against  double  patenting 
(Langlois,  1878).  Therefore  the  formal  abandonment 
of  one  application  is  not  required  as  a  condition  precedent 
to  passing  another  by  the  same  inventor  for  same  thing 
to  issue  (Gaboury,  1890;  Feister,  1890). 

CONCESSION. 

Applicant  in  interference  may,  by  a  written  concession 
of  priority,  avoid  the  interference  This  concession  is  a 
basis  for  judgment  of  priority  and  the  rejection  of  any 
claims  involved  (Alt  vs.  Carpenter,  1908),  and  may  mean 
either  that  the  conccder  is  not  the  first  inventor,  or  that, 


considering  the  meaning  and  construction  of  claims 
involved,  he  is  not  the  inventor  at  all  (Martin,  1907). 
This  concession  may  be  made  either  before  or  after  judg- 
ment of  priority  based  on  the  evidence  (Humphrey, 
115  O.  G.),  and  by  the  successful  or  the  defeated  party 
under  the  judgment  (Griffith,  1908;  Brown,  188  0.  G.). 
Such  concessions,  involving  all  or  part  of  the  inven- 
tion, constitute  substantially,  although  not  technically, 
an  abandonment  of  all  or  part  of  the  invention  and  its 
corresponding  application. 

DISCLAIMER. 

Applicant  in  interference  may  before  the  preliminary 
statement,  with  the  consent  of  his  assignee  and  over  his 
witnessed  signature,  and  accompanied  by  the  cancella- 
tion- of  claims  involved,  disclaim  the  invention  of  the 
subject-matter  involved.  This  disclaimer  is  embodied 
in  the  specification  and  forms  part  thereof.  Such  dis- 
claimer is  made  the  basis  of  judgment  against  him 
(Rule  107).  He  can  not  avoid  the  interference  merely 
by  filing  an  amendment  cancelling  the  claims  involved 
(Colley  vs.  Copenhaver,  1903),  and  a  petition  to  cancel 
claims  unaccompanied  by  disclaimer  will  be  dismissed 
(Sundh  m.  Francis,  1903). 

CONSTRUCTIVE  DISCLAIMER. 

Refusal  to  make  a  claim  suggested  under  Rule  96 
for  interference  (Ferris,  140  0.  G.),  and  also  under  Rule 
109  (Sutton  va.  Steele,  1909),  is  construed  as  a  dis- 
claimer of  the  matter  suggested  and  will  result  in  the 
matter  so  disclaimed  being  treated  as  prior  art  to  the 
applicant  and  is  a  basis  for  rejection  and  appeal. 

Such  technical  and  constructive  disclaimers  may 
embody  or  embrace  the  entire  or  only  part  of  the  subject- 
matter  of  the  application  and  practically  result  in  the 
disavowal  and  loss  of  all  or  such  part  of  the  invention  and 
application  therefor. 

The  inventor  has  abandoned  his  invention  when  he 
formally  disclaims  it  in  an  application  for  some  other 
invention  (Legett  vs.  Avery,  101  U.  S.). 


Disclaimer  however  of  unclaimed  subject-matter, 
embodied  in  the  application  as  filed  has  no  relation  to 
abandonment  of  part  or  all  of  the  application,  since 
he  can  not  abandon  claim  to  that  he  never  claimed. 

FAILURE  TO  PROSECUTE— 4894  R.  S. 

Most  abandonments  arise  from  failure  to  prosecute 
the  application. 

When  completed  an  examination  of  the  application 
is  instituted  which  consists  in  ascertaining  deficiencies 
in  the  disclosure  or  claims  and  the  existenoe  of  bars  to  the 
claims  or  interferences. 

Applicant  may  revise  and  amend  his  description  or 
claims  before  or  after  receiving  the  notice  of  rejection  with 
reasons  and  references  required  by  4903,  R.  8.,  or  he  may 
persist  in  his  claim. 

The  purpose  of  this  procedure  of  rejection  and  amend- 
ment is  to  develop  the  patentable  matter  and  place 
it  in  form  for  allowance,  or  if  irreconcilable  differences  of 
opinion  exist  between  the  Examiner  and  applicant  as  to 
form  or  patentable  novelty  of  claims,  to  bring  those 
differences  to  a  clear  issue  and  brush  away  formal  in- 
accuracies so  far  as  possible,  so  that  when  appeal  is 
made  or  petition  taken  the  whole  matter  of  substance 
or  form  may  be  adjudicated. 

To  this  end  it  is  desirable  and  required  that  full  and 
complete  action  be  made  by  the  Examiner  and  applicant 
in  turn  that  all  doubtful  points  be  fully  explained,  by  the 
Examiner  as  to  why  claims  are  barred  and  by  the  appli- 
cant as  to  why  the  objections  of  the  Examiner  are  not 
well  taken  and  how  references  are  avoided  by  the  claims 
as  presented  or  amended. 

When  an  issue  is  reached  the  Examiner  should  make 
this  action  final  and  to  it  the  proper  response  is  a  yield- 
ing by  applicant  or  a  petition  to  the  Commissioner  or  an 


The  final  action  of  the  Examiner  must  be  a  second 
one  for  the  same  reasons  and  the  action  of  the  applicant 
must  be  such  proper  action  as  the  condition  of  the 
case  requires.  Rules  65  to  78  point  out  the  nature 
of  the  procedure  by  Examiners  and  applicants  in  re- 
jecting and  amending  and  it  is  not  deemed  necessary 


to  recite  the  provisions  of  the  Rules.  When  an  issue 
has  been  reached  the  procedure  is  defined  by  the  Appeal 
Rules  No.  133  to  150. 

Rule  171  defines  "failure  to  prosecute  the  same  within 
one  year,  etc.,"  4894,  R.  S.,  as  failure  to  take  such  proper 
action  as  the  condition  of  the  case  requires,  and  provides 
that  admission  refusal  and  any  proceeding  relative 
to  a  non-responsive  action  will  not  save  a  case  from 
abandonment. 

Acquiescence  for  more  than  one  year  in  the  action 
of  the  Examiner,  though  it  be  erroneous,  will  abandon., 
but  no  abandonment  of  the  application  is  to  be  founded 
on  any  delay  or  slowness  of  applicant  to  respond  pro- 
vided he  does  respond  in  the  statutory  time. 

EXAMINATION. 

The  prosecution  before  the.  Examiner  is  not  a  matter 
of  form  and  the  efforts  of  applicant  and  Examiner  should 
be  directed  throughout  to  a  thorough  understanding  of 
each  other's  position  (Hahn,  1901).  They  should  take 
pains  to  present  their  reasons,  so  that  the  issue  reached 
on  appeal  or  petition  will  be  arrived  at  only  after  care- 
ful consideration  (Tyron,  1902).  Complete  actions  on 
the  part  of  the  office  are  as  important  as  avoidance  of 
piece-meal  actions  by  applicant  (Garrett,  1910). 

Careful  explanation  of  references  where  their  bearing 
is  not  clear  is  required  by  Rule  66,  but  where  such 
pertinence  is  obvious,  as  when  a  simple  patent  is  cited  to  a 
simple  case  or  where  a  patent  including  only  the  one 
thing  claimed,  a  detailed  explanation  is  unnecessary. 

It  is  desirable  and  necessary  to  state  precisely  the 
ground  of  rejection  and  often  to  support  it  by  authori- 
ties, but  the  Examiner  is  not  required  to  expound  the 
general  principles  of  the  patent  law,  although  it  may  be 
necessary  to  apply  the  authorities  cited  to  the  case 
in  point- 

RESPONSE. 

If  applicant  fails  to  respond  to  the  office  action  in  oae 
year,  his  case  is  abandoned  and  this  occurs  when  the  office 
action  was  a  rejection  and  equally  so  if  it  is  merely  a 
matter    of    form.      When    definite    requirements    and 
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suggestions  of  other  things  are  made  the  requirements 
govern  and  must  be  acted  on  within  the  year  {Hump, 
1891). 

Requirement,  e.  g.,  to  file  an  oath  in  a  case  otherwise 
allowable,  not  responded  to  in  a  year,  abandons  the 
case  (Kendall,  16  Gourick;  Brown.  21  Gourick). 

Where  the  "last  day  of  the  year  comes  on  Sunday 
or  a  holiday,  action  must  be  taken  not  later  than  the 
day  before. 

If  the  response  is  a  request  for  reconsideration, 
it  must  distinctly  and  specifically  point  out  the  sup- 
posed error  of  the  Examiner's  action.  If  an  amendment, 
it  must  clearly  point  out  all  the  patentable  novelty  the 
applicant  thinks  the  case  to  present  in  view  of  the  state 
of  the  art  quoted,  and  how  the  amended  claims  avoid  the 
references. 

The  responsive  character  of  action  relates  to  the 
extent  as  well  as  subject-matter  and  should  cover  the 
whole  field  of  action,  and  be  made  with  the  purpose  and 
effect  of  making  a  substantial  advance  toward  closing  the 
case.  An  action  delayed  till  the  last,  moment  takes  the 
risk  of  abandonment  if  insufficient. 

The  curing  of  formal  defects  without  response  to  the 
rejection  of  claims  is  insufficient  (IddinRS,  1913),  and 
the  correction  of  part  of  the  formal  defects  but  not  others 
(Thomson,  1912).  But  if  the  office  accepts  and  acts 
on  an  amendment  not  fully  responsive,  the  case  is  open 
for  further  action. 

Requirement  of  division  should  be  responded  to  by 
dividing  or  by  traversing  the  requirement  and  when  the 
requirement  is  final,  it  should  be  complied  with  or  appeal 
taken  (Tuttle,  1905). 

Where  election  has  been  made  and  after  rejection 
of  the  retained  claims,  attempts  to  reinsert  the  can- 
celled claims,  without  other  action  in  the  year  will  aban- 
don the  case. 

Responsive  to  a  rejection  by  amending  and  also  in- 
serting or  reinserting  an  independent  invention  is  suffi- 
cient since  there  is  amendment  although  the  new  claims 
will  be  required  to  be  cancelled  as  election  has  already 
been  made  (Gaily,  1908). 

Requirement  of  division  responded  to  by  election 
without  cancellation  of  either  set  of  claims  is  sufficient 
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and  applicant  m  entitled  to  an  examination  of  the  elected 
set  and  ultimately  to  an  appeal  thereon  and  on  the  ques- 
tion of  division  together  (King,  1913;  Stempel,  1913). 

If  as  a  matter  of  language  the  amended  claims  do 
not  present  the  same  idea  of  invention  it  is  an  amend- 
ment in  substance  (Griswold,  1890),  and  because  an 
amendment  does  not  avoid  the  references  is  not  good 
ground  to  hold  that  it  has  not  been  amended  in  sub- 
stance (Pfeffer,  1884) 

An  amendment  in  good  faith  making  substantial 
progress  in  the  case  may  be  entered  to  save  the  case 
from  abandonment,  although  not  responsive  to  all  re- 
quirements, and  it  may  be  conditioned  on  applicants 
complying  within  a  reasonable  time  with  all  require- 
ments or  appealing  therefrom. 

An  unsigned  or  improperly  signed  amendment  received 
too  late  for  the  return  of  such  amendment  in  the  year, 
should  be  endorsed  on  the  file  wrapper  and  the  applicant 
notified  of  the  status  of  the  case  (Order  1961). 

Prompt  compliance  with  the  notice  by  filing  a  properly 
signed  amendment  will  ordinarily  save  the  case.  Such 
cases  should,  however,  be  referred  to  the  Commissioner 
by  the  Examiner. 

All  applications  and  those  purporting  to  be  con- 
tinuations of  applications  pending  more  than  five  years 
are  made  special  for  action  by  the  Examiner,  but  no 
amendments  are  to  be  entered  in  such  cases  without 
reference  to  the  Commissioner  after  November  30,  1914 
(Order  2134,  O.  G.,  203,  June  2,  1914), 

It  may  be  taken  as  a  rule  that  amendments,  argu- 
ments, exhibits  or  affidavits  submitted  by  applicant 
which  respond  to  the  office  action  as  a  whole  and  tend  to 
make  progress  in  the  case  toward  a  final  result  by 
procuring  an  avoidance  or  withdrawal  of  that  action 
constitute  a  sufficient  response.  If  made  in  good  faith, 
they  should  be  accepted  and  acted  on,  even  if  not  com- 
pletely responsive  in  all  minor  details. 

But  piece-meal  actions,  directed  to  a  part,  and  not  all 
of  the  office  action,  or  actions  not  responsive,  as  petitions, 
arguments,  and  attempts  to  amend  after  final  rejection 
or  dilatory  and  ineffective  actions  will  not  save  a  case 
from  the  operation  of  Section  4894. 

The  Commissioners  have  many  times   applied   the 
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Rules  leniently,  when  the  history  of  a  case  shows  an 
attempt  to  prosecute  diligently  and  effectively,  but  more 
sharply  when  the  case  shows  a  continuous  series  of  actions 
delayed  to  the  limit,  or  of  unimportant  verbal  amend- 
ments with  no  corresponding  change  in  substance  and 
when  an  issue  and  appeal  could  have  been  reached. 

After  a  second  and  final  rejection  for  the  same  rea- 
sons in  matters  of  merit  and  when  all  claims  have  been 
so  rejected  or  allowed  and  all  matters  not  affecting  the 
merits  (except  division)  settled,  the  proper  response 
is  a  compliance  with  the  Examiner's  action  or  an  appeal 
and  no  other  action  is  responsive.  Failure  to  take  such 
proper  action  works  an  abandonment. 

ACTION   AFTER   FINAL   REJECTION. 

After  final  rejection  unless  the  case  is  reopened 
for  the  admission  of  amendments,  the  appeal  is  in 
order.  It  is  not  in  order  and  should  not  be  forwarded 
until  all  claims  appealed  have  been  twice  rejected 
and  all  matters  not  affecting  the  merits  disposed  of. 

The  regularity  of  the  final  rejection  and  the  refusal 
to  admit  claims  are  petitionable,  but  such  petition 
must  be  brought  within  a  year  from  the  action. 

If  the  appeal  is  held  to  be  prematurely  taken,  petition 
will  lie  from  the  refusal  to  forward  it.  The  appeal 
must  embrace  all  the  rejected  claims  (Benjamin,  1913), 
and  if  applicant  does  not  cancel  or  appeal  within  one 
year  from  the  Examiner's  action  the  case  is  abandoned 
for  lack  of  proper  response.  The  appeal  to  be  formal 
comprises  the  fee  and  a  written  petition  signed  by  appli- 
cant or  his  attorney  setting  forth  the  points  of  the 
decision  to  which  exception  is  taken.  If  regular  in  form 
and  relating  to  an  appealable  matter,  the  Examiner  will 
furnish  a  written  copy  of  his  answer  to  applicant  and  for- 
ward the  appeal  and  answer  to  the  Board.  The 
appellant  will  furnish  before  hearing  a  brief  of  the 
authorities  and  reasons  he  relies  on. 

If  the  final  action  relates  to  a  formal  matter,  the 
remedy  will  be  by  petition  to  the  Commissioner  in  writ- 
ing, stating  clearly  and  concisely  the  matter  and  the 
points  to  be  reviewed. 
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The  case  when  abandoned  by  failure  to  prosecute  may 
be  revived  by  the  Commissioner  on  a  snowing  to  his 
satisfaction  that  the  delay  in  prosecuting  was  unavoid- 
able. 

REVIVAL. 

Unavoidable  means  more  than 'that  the  inventor  was  ' 
too  busy  or  that  it  was  inconvenient  to  act.     It  means 
circumstances    bevond    the    control    of    the    inventor 
(Marconi,  108  O.  G.;  Decker,  1902). 

The  petition  to  revive  should  be  accompanied  by  a 
statement  of  facts  relied  on,  duly  verified  (Raymond. 
104  O.  G.;Botzky,  1905). 

A  purposed  delay,  thinking  he  had  two  years  instead 
of  one  year  to  act,  or  a  delay  to  experiment  further 
with  his  invention,  or  delay  in  forwarding  instruc- 
tions to  his  attorney,  lasting  over  eleven  months,  can 
not  be  called  unavoidable.  Waiting  till  the  last  of  the 
year  to  file  an  appeal  and  then  by  mistake  or  clerical 
error  not  getting  it  in  in  time  will  not  excuse.  The 
delay  may  be  accidental  but  is  not  unavoidable.  By 
the  intentional  delay  applicant  has  assumed  all  risks 
of  accident  or  mistake.  Intentional  delay  followed 
by  sickness  in  the  last  part  of  the  period,  where  the 
history  of  the  case  showed  a  continuous  habit  of  dilatory 
action  (McElroy,  1902),  and  sickness  extending  over 
one  year  of  a  four-year  period  insufficient  (Clarke,  1902), 

Diligence  by  a  purchaser  after  abandonment  is  not- 
sufficient  (16,  Gourick). 

A  bona  fide  mistake  is  excusable  ordinarily  as  where 
an  attorney  amended  two  applications  and  forwarded 
to  his  associate  in  ample  time,  but  one  through  inad- 
vertence was  not  filed  in  time.  Upon  inquiry  in  a  reason- 
able time,  and  ascertaining  the  case  to  be  abandoned,  a 
petition  promptly  brought  was  granted  (Heldebrant, 
1913). 

Where  attorney  has  a  careful  system  of  checks, 
but  through  mistake  in  entry  by  a  clerk,  the  time  for 
action  passes  without  action,  it  may  be  regarded  as 
unavoidable  (Henrich,  1913). 

Where  the  intention  is  to  act  in  time,  and  through 
accident  such  as  is  liable  to  occur  even  with  careful 
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management,  action  is  delayed,  it  may  usually  be  re- 
garded as  unavoidable.  Accidental  misdirection  of  mail 
and  its  consequent  loss  will  usually  excuse  if  the  peti- 
tion of  reviver  is  promptly  brought  where  but  for  such 
misdirection  the  action  would  have  been  in  time.  So  too 
the  accidental  misplacing  of  attorney's  file  (in  an  at- 
torney's interference  file)  where  it  was  not  called  to 
attention  till  too  late  was  excused  (Curtis,  1908). 

Sickness  long  continued  and  extending,  through  the 
period  of  delay  suffices  (Sellers,  1905). 

The  error  of  attorney  as  to  the  date  of  action  (Ballot, 
1905),  the  failure  of  the  attorney  to  notify  applicant 
of  his  legal  rights  or  his  neglect  to  properly  prosecute 
are  insufficient  (Clausen,  1905).  As  a  general  rule  it 
must  appear  that  applicant  and  attorney  acting  in  good 
faith  with  such  care  and  diligence  as  are  usually  observed 
by  good  business  men  and  relying  on  ordinary  and  trust- 
worthy agencies  have  unsuccessfully  endeavored  within 
the  time  limited  to  comply  with  the  requirements 
(Pratt,  1887). 

The  existence  of  a  bar  to  a  new  application  is  a  good 
reason  for  diligence  in  prosecution  but  does  not  alone 
warrant  revival.  It  has  been  held  to  justify  the  resolu- 
tion of  doubts  in  applicant's  favor  (Pietzner,  103  O.  G.; 
Bohlecke,  1901). 

The  petitioner  should  take  steps  to  revive  as  soon  as 
possible  after  the  holding  of  abandonment  (Thomas, 
1913)  since  the  delay  in  bringing  the  petition  will  in 
itself  be  fatal  if  unexcused. 

Even  when  reasons  for  delay  in  responding  to  the 
Examiner's  action  are  satisfactory,  a  long  unexcused 
delay  in  bringing  the  petition  to  revive  will  be  fatal 
(LaJeunesse,  1912). 

The  delay  in  bringing  the  case  up  before  the  Com- 
missioner to  revive  must  be  unavoidable. 

The  Commissioner  has  no  authority  to  extend  the  time 
for  filing  an  answering  amendment  (Bauercamper,  1902), 
nor  to  revive  a  case  to  await  future  action  by  applicant. 
He  is  authorized  to  determine  the  question  of  delay  only 
in  connection  with  an  action  actually  taken  (Raymond, 
104  O.  G.).  Doubts  will  be  resolved  in  applicant's  favor 
where  the  delay  is  slight  and  the  petition  is  accom- 
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parried  by  an  amendment  placing  it  in  condition  for 
allowance  (Richards,  1906). 

After  decision  by  the  Examiners-in-Chief  proper 
action  consists  in  an  acquiescence  therein  and  such 
steps  as  will  carry  it  into  effect  or  an  appeal  to  the 
Commissioner  with  a  fee.  .Such  appeal  must  be  made 
within  a  year. 

From  the  adverse  decision  of  the  Commissioner  in 
matters  of  substance,  appeal  lies  to  the  Court  of  Appeals, 
and  must  be  taken  in  accordance  with  the  Rules  of  that 
court  which  prescribe  that  it  must  be  made  within 
forty  days  (excluding  Sundays  and  holidays)  from  the 
decision  of  the  Commissioner.  Failure  to  take  these 
appeals  abandons  the  application  unless  it  be  shown 
satisfactorily  that  the  delay  was  unavoidable. 

Rules  5  and  20  (sustained  by  the  attorney  general 
in  Adams,  1907)  provide  that  the  assignee  of  the  entire 
invention  may  prosecute  the  same  to  the  exclusion  of 
the  inventor.  If  it  is  desired  to  appeal  after  the  limit 
of  appeal  has  expired,  the  proper  course  is  to  file  with  the 
appeal  a  motion  to  restore  jurisdiction  to  the  tribunal 
from  which  appeal  is  taken  to  consider  it.  After  this  a 
motion  to  extend  the  time  limit  of  appeal  may  be  made 
before  the  Commissioner  supported  by  a  verified  show- 
ing (Blackman  et  al.,  1903). 

That  the  Commissioner  is  the  final  judge  of  the 
question  whether  the  delay  in  prosecution  is  unavoid- 
able is  stated  in  Robinson  $508. 

This  does  not  however  accord  with  recent  decisions 
of  the  Supreme  Court  of  the  District  of  Columbia  in 
Tuttle  vs.  Allen,  1906,  which  stated  that  if  the  office 
has  declared  his  application  abandoned  and  that  decision 
should  be  erroneous  he  has  a  remedy  by  appeal  there- 
from. (Here  mandamus  was  denied  not  being  the  proper 
action.)    (See  also  Moore  vs.  Chott,  192  O.  G.,  520). 

The  same  views  were  expressed  in  Re  Selden,  1911, 
and  in  Re  Mattullath,  1912,  by  the  Court  of  Appeals  of 
the  District  of  Columbia,  which  held  that  where  the 
Commissioner  decides  that  the  showing  was  not  sufficient 
to  establish  that  the  delay  in  prosecuting  an  applica- 
tion was  unavoidable  in  the  meaning  of  Section  4894,  his 
action  was  reviewable  by  the  court  on  appeal.    The  office 
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contended  that  the  question  was  one  for  the  Commis- 
sioner's exclusive  determination  and  his  decision  final. 
Hut  the  court  ruled  that  the  delay  was  unavoidable,  the 
petitioner  entitled  to  relief,  reversed  the  Commissioner, 
set  aside  the  order  of  abandonment  and  ordered  the  case 
reinstated.  See  also,  Field  vs.  Colman,  Ct.  App.,  1913. 
Appeal  on  such  questions  can  be  taken  directly  from  the 
Commissioner  to  the  court  without  previous  rejection 
by  the  Examiner  and  the  Board  of  Appeals.  Favorable 
decisions  of  the  Commissioner  on  this  question  appears 
to  be  final  as  in  other  matters  affecting  the  rights  of 
parties. 

ABANDONMENT  SECTION  4897. 

Failure  to  comply  with  Section  4897,  R.  S.,  may  ulso 
work  abandonment  of  the  application. 

This  section  provides  that  any  person  who  has  an 
interest  in  the  invention  or  discovery,  whether  as 
inventor,  discoverer,  or  assignee,  for  which  a  patent 
was  ordered  to  issue  upon  payment  of  the  final  fee,  but 
who  fails  to  make  payment  thereof  within  six  months 
from  the  time  at  which  it  was  passed  and  allowed,  shall 
have  a  right  to  make  application  for  such  invention 
or  discovery  the  same  as  in  the  case  of  an  original 
application.  But  such  second  application  must  be  made 
within  two  years  after  the  allowance  of  the  original 
application  and  upon  the  hearing  of  the  renewed  appli- 
cation abandonment  shall  be  considered  as  a  matter  of 
fact. 

Rule  176  provides  that  the  original  papers  of  dis- 
closure may  be  used,  but  a  new  fee  is  required.  The 
second  application  will  not  be  regarded  as  a  continua- 
tion of  the  original  for  all  purposes  but  must  bear  date 
from  the  time  of  renewal  and  be  subject  to  examination 
like  an  original  application.  The  application  allowed 
is  forfeited  only  in  case  of  failure  to  pay  the  final  fee  in  six 
months  from  mailing  the  notice  of  allowance.  It  must 
be  paid  to  the  Commissioner  or  to  a  designated  deposi- 
tary within  the  six  months;  mere  placing  in  the  mail  (the 
sender's  agent)  or  paying  to  a  telegraph  or  express  com- 
pany is  not  payment. 

The  renewal  can  not  be  made  before  the  six  months 
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has  expired,  even  on  waiver  of  right  to  pay  the  final 
fee(Schultz,  111  O.  G.). 

After  allowance,  amendments  may  be  made  with 
the  approval  of  the  Commissioner  until  the  specifica- 
tion has  been  printed,  without  withdrawal  from  issue. 
The  practice  is  to  admit  formal  amendments  or  allow- 
able claims  where  allowability  can  be  determined  with- 
out reopening  the  case,  but  it  is  not  the  practice  to 
reopen  or  withdraw  for  full  examination  of  contestable 
claims.  The  recommendation  of  the  Primary  Examiner 
on  reference  by  the  Commissioner  is  persuasive. 

The  case  may  be  withdrawn  by  the  Commissioner 
from  issue  (Rules  165  and  166)  for  good  and  sufficient 
reason  shown,  *  and  if  so  withdrawn  a  new  notice  of 
allowance  will  be  given.  If  withdrawn  on  request 
of  applicant,  the  one-year  period  runs  from  the  notice 
of  allowance  and  if  no  action  is  taken  within  that  period 
it  will  be  abandoned  under  4894.  Applications  will 
not  be  withdrawn  from  issue  merely  to  extend  the  time 
of  payment  of  the  final  fee  (Brand,  1891 ;  Richling,  1906), 
and  after  forfeiture,  the  Commissioner  has  no  authority 
to  withdraw,  the  only  remedy  being  renewal  (Waterman, 
1910). 

There  is  no  authority  to  exfcnd  the  period  of  six  months 
directly  or  indirectly  (Simonsen,  1890). 

RENEWAL. 

Within  two  years  from  notice  of  allowance  the  case 
can  be  renewed.  A  second  or  third  renewal  is  allowed. 
The  practice  has  varied  as  to  this.  Prior  to  1894,  more 
than  one  renewal  was  permitted  in  the  two  years. 
This  was  overturned  by  an  opinion  of  the  Secretary 
of  the  Interior,  and  in  Vulte,  1895,  the  second  renewal 
was  held  to  be  void.  But  in  Uutterworth  vs.  U.  S.  ex 
rel.  Moe,  1I2U.  S.,  and  in  Poole  vs.  Avery,  14Asst.  Atty. 
Gen.  Opin.,  it  was  held  that  those  questions  involving 
judicial  or  quasi-judicial  functions  of  the  Commissioner 
were  outside  the  supervisory  authority  of  the  Secre- 
tary. Subsequently  the  original  practice  has  been 
restored  so  that  as  it  now  stands  more  than  one  renewal 
can  be  made  if  made  within  two  years  (Lambert,  1908). 
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Patent  invalid  if  renewal  made  more  than  two  years 
after  original  notice  of  allowance  (Weston  Electric  Co.  rs. 
Empire  Electric  Co.,  136  F.  R.,  597). 

Such  renewal  to  be  formal  must  be  accompanied  by 
a  petition  for  renewal  and  a  new  fee  but  the  old  dis- 
closure papers  may  be  used.  Both  petition  and  fee 
must  be  filed  within  the  two  years  (Eckerly,  1909),  and 
petitions  may  be  made  by  applicant,  assignee,  attorney, 
or  any  one  having  an  interest  in  the  invention.  Such 
renewal  can  present  new  claims  and  is  subject  to  re- 
examination, and  the  question  of  abandonment  of  the 
invention  can  be  raised  as  in  any  other  application 
(Saunders !«.  Miller,  1906;  Cutler  vs.  Leonard,  1908), and 
it  is  within  the  power  of  the.  Commissioner  whenever 
he  entertains  a  doubt  as  to  whether  there  has  been  an 
abandonment  to  require  the  explanation  of  the  delay 
in  filing  the  renewal  application.  If  applicant  files 
a  new  case  after  allowance,  specifically  and  in  writing 
abandoning  the  allowed  application  without  complying 
with  Section  4897,  the  statute  is  waived  and  the  abandon- 
ment of  the  allowed  application  is  as  complete  as  it  would 
be  under  Section  4894  (Ostergren,  1901). 

Failure  to  take  the  proper  steps  to  renew  in  two 
years  from  allowance,  will  bring  into  operation  the 
constructive  abandonment  of  the  application  under 
4897,  R.  S.,  and  when  this  is  once  in  operation,  the  Com- 
missioner has  no  authority  to  revive  the  application 
sis  under  Section  4894.  The  application  is  finally  aban- 
doned. In  Weston  Electric  Co.  vs.  Empire  Electric  Co., 
136  F.  R.,  549,  a  patent  was  held  invalid  when  granted 
on  a  renewal  filed  more  than  two  years  after  the  first 
allowance  although  less  than  two  years  after  the  second 
allowance. 

Copies  of  forfeited  and  abandoned  applications  may 
be  obtained  on  petition  to  the  Commissioner  with 
a  verified  showing  as  to  matters  not  of  record  in  the 
Patent  Office.  When  reference  is  made  in  a  patent, 
on  which  suit  is  brought  to  an  abandoned  application, 
and  a  certificate  of  the  court  is  filed  showing  the  copy 
to  be  necessary  evidence,  and  where  a  patent  purports 
to  be  a  continuation  of  an  abandoned  application,  copies 
will  be  furnished  interested  parties  after  service  of  copy 
of  petition,  and  notice  and  hearing  to  parties  concerned. 
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Abandonment  of  the  invention  is  to  be  carefully 
distinguished  from  abandonment  of  the  application. 
Abandonment  of  the  application  is  not  made  a  bar  to  a 
patent.  The  abandoned  application  has  been  held  to  fur- 
nish no  evidence  of  knowledge  or  use  since  it  is  only  a  rep- 
resentation of  what  may  have  been  merely  a  mental 
conception  of  the  man  who  abandoned  it,  and  does  not 
show  that  the  invention  was  ever  known  or  used  in  any 
country.  Nor  is  it  a  bar  as  a  publication,  nor  is  it  evi- 
dence of  prior  invention.  If  a  patent  is  sought  to  be  de- 
feated by  showing  the  thing  to  have  been  made  by  a  prior 
inventor,  his  abandoned  application  may  be  used  as  evi- 
dence but  only  to  support  a  showing  of  what  he  did  out- 
side of  his  abandoned  application  (Corn  Planter  Pats., 
1874,  23  WaUace). 

Actual  abandonment  of  the  invention  does  not  always 
follow  because  the  application  is  withdrawn.  If  the 
inventor  always  intended  to  file  a  new  application,  and 
did  so  the  two  are  continuous  in  the  meaning  of  the 
law  (Godfrey  vs.  Eames;  Dederick  vs.  Fox,  1803,  53 
Fed. ;  Weston  Electric  Co.  vs.  Sparry,  1893) . 

What  is  continuous  is  a  question  of  fact  in  each 
case,  and  determinable  by  circumstances.  Whether  the 
applicant  ever  abandoned  his  original  application  by 
his  own  will  or  acts,  and  whether  the  two  applica- 
tions are  the  same  are  the  tests.  If  by  these,  the  two 
applications  are  continuous  and  the  delay  not  unreason- 
able and  the  invention  not  abandoned,  public  use  must 
be  established  prior  to  the  first  application  to  invalidate 
a  patent  (Weston  vs.  White,  1876). 

Where  a  new  application  is  filed  during  the  life  of  the 
abandoned  application,  it  has  generally  been  treated  as 
continuous  for  the  purpose  of  giving  the  benefit  of  the 
original  date  as  to  bars  and  in  interference  (Triple,  1902). 
But  if  after  technical  abandonment  no  new  application 
is  filed  soon  enough  to  independently  avoid  the  bars 
of  public  use,  the  invention  itself  may  be  abandoned. 

This,  however,  leads  into  the  general  field  of  abandon- 
ment of  the  invention  which  I  wish  to  avoid. 

Walker  No.  103  states  that  by  omission  to  make 
a  renewal  application  (4897)  within  two  years  after 
allowance  an  inventor  loses  all  right  to  obtain  a  patent 
for  that  Invention.    This  does  not  seem  to  accord  with 
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the  principles  set  forth  in  E.  P.  Livingstone  1881  (and 
the  authorities  there  cited),  which  upholds  the  right  to 
file  a  second  independent  application  for  the  allowed  mat- 
ter, which  is  however  totally  severed  from  the  applica- 
tion abandoned  under  4897,  and  stands  on  its  own 
date  as  to  the  several  bars.  Other  cases  since  that  date 
seem  to  establish  the  conclusions  of  E.  P.  Livingstone 
(e.  g.,  Sibbold,  1892;  Britt,  1905;  LeBron,  1912),  and 
Rule  177  provides  that  abandoned  and  forfeited  appli- 
cations can  not  be  cited  as  references. 
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(A)21BTHODtrCT10H. 


Clarification  lies  at  the  foundation  of  the  mental  processes.  Without  the  power 
of  perceiving,  recognizing  resemblances,  distinguishing  differences  in  things,  phe- 
nomena and  notions,  grouping  them  mentally  according  to  those  resemblances  and 
differences,  judgment  is  impossible,  nor  could  reason  be  exercised  in  proceeding 
from  the  known  to  the  unknown. 

The  facilitation  and  abbreviation  of  mental  labor  is  at  the  bottom  of  all  mental 
progress-  The  reasoning  faculties  of  Newton  were  not  different  in  qualitative  char- 
acter from  those  of  a  ploughman;  the  difference  lay  in  the  extent  to  which  they  were 
exerted  and  the  number  of  facts  which  could  be  treated.  Every  thinking  being 
generalises  more  or  less,  but  it  is  the  depth  and  extent  of  bis  generalizations  which 
distinguish  the  philosopher.  Now  it  is  the  exertion  of  the  classifying  and  generalizing 
powers  which  thus  enables  the  intellect  of  man  to  cope  in  some  degree  with  the 
infinite  number  and  variety  of  natural  phenomena  and  objects.  (Jevons,  Principles 
of  Science.) 

PAST  CLASSIFICATIONS  OF  UNITED  STATES  PATENT  OFFICE. 

As  unrler  the  patent  laws  the  people  of  the  United  States  assume 
all  the  risks  in  granting  a  patent  for  any  means  of  the  "useful  arts," 
a  classification  that  will  facilitate  a  judgment  respecting  the  patent- 
ability of  any  means  presented  to  the  Patent  Office  is  of  peculiar 
moment.  The  enormous  extent,  diversity,  and  refinement  of  the 
useful  arte  preclude  the  formation  of  a  judgment  on  novelty  within  a 
reasonable  time,  unless  the  necessary  comparisons  with  known  proc- 
esses and  instruments  have  been  previously  made  along  the  lines 
that  searches  must  follow  and  the  results  of  such  comparisons  made 
available  in  a  classification.  The  vast  majority  of  available  dis- 
closures of  the  arts  occur  in  patents.  Hence  the  Patent  Office 
classification  must  be  adjusted  in  the  main  to  the  analysis,  diagnosis, 
and  orderly  arrangement  of  the  disclosures  of  patents. 

For  more  than  80  years  United  States  patents  have  been  classified. 
The  first  published  classification,  promulgated  in  1830,  comprised 
6,170  patents,  divided  into  1 6  classes.  The  change  from  a  registration 
to  an  examination  system  in  1836  instigated  a  new  classification  in  22 
classes,  including  9,800  patents.  The  next  came  in  1868  with  36 
classes,  including  about  75,000  patents.  On  March  1, 1872,  a  revised 
classification  was  adopted,  comprising  145  classes,  including  131,000 
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patents.  This  classification  is  said  to  have  been  planned  by  Dr. 
Edward  H.  Knight.  The  placing  of  the  patents  in  accordance  with 
the  schedule  of  classes  is  said  to  have  been  done  by  the  several 
examiners.  The  class  arrangement  was  purely  alphabetical  by  clans 
titles,  and  the  number  designations  followed  the  alphabetical  order. 
The  names  of  things  to  be  found  in  the  several  classes  were  arranged 
alphabetically  under  each  class  title.  No  attempt  was  made  to 
bring  the  titles  of  allied  materials  into  juxtaposition  or  to  effect  other 
definite  arrangement  with  reference  to  subject  matter  in  the  printed 
schedules.  A  consolidated  name  index  supplemented  the  list  of 
names  by  classes. 

This  classification  of  1872  is  in  part  the  classification  that  now 
exists,  many  of  the  same  class  numbers  and  titles  being  still  in  use. 
Examiners  were  apparently  permitted  to  make  changes  in  classifica- 
tion to  suit  their  convenience  without  notice  until  1877.  In  that 
year  a  revision  of  the  published  schedule  was  made  by  a  committee, 
resulting  in  tho  addition  of  13  new  classes,  and  examiners  were 
ordered  to  transfer  patents  in  accordance  with  the  new  titles.  The 
first  classification  published  with  distinct  subclasses  appeared  in  1880. 
From  that  time  until  1838  the  classification  grew  by  addition  and 
subdivision  of  classes  to  suit  the  ends  of  individual  examiners  or  in 
response  to  supposed  exigencies  of  the  work  where  one  division  was 
thought  to  be  overloaded  and  another  underloaded,  and  the  alpha- 
betical arrangement  of  subclasses  under  each  class  has  succeeded  the 
alphabetical  list  of  names.  The  arbitrary  correspondence  originally 
established  between  the  alphabetical  order  of  class  titles  and  the 
numerical  order  was  destroyed  as  soon  as  expansion  of  the  classi- 
fication began. 

However  suitable  to  the  then-existing  material  of  the  useful  arte 
the  classification  of  1S72  may  have  been,  it  failed  as  fail  ail  inductive 
processes  wherein  the  generalizations  are  not  broad  and  deep.  (Isaac 
Newton's  intellect  could  detect  the  resemblance  between  the  falling 
fruit  and  the  motions  of  the  planets.)  The  classification  of  1872  was 
not  exhaustive;  it  failed  to  recognize  to  the  fullest  extent  what 
Bishop  Wilkins  saw  nearly  300  years  ago,  to  wit,  that  there  are  "  arte 
of  arte;"  and  it  failed  to  provide  for  future  invention  of  new  Bpecies 
in  the  same  art,  and  to  recognize  that  new  arts  could  be  formed  from 
combinations  of  the  old. 

BEQINNINQ  OF  REVISION. 

The  Classification  Division  was  created  in  the  hope  that  guiding 

principles  of  classification  could  be  developed  and  applied  for  the 

purpose  of  amending  or  revising  the  classification  whereby  patents 

"J  be  placed  with  greater  assurance,  and  whereby  the  searcher 
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with  these  guiding  principles  in  mind  might  find  the  nearest  refer- 
ences. It  was  confronted  with  the  problem  of  revising  while  at  the 
same  time  keeping  accurate  record  of  all  changes,  correcting  all 
indexes  of  patents,  and  using  copies  in  constant  demand  for  search 
at  the  same  time,  necessitating  much  clerical  work,  and  constant 
interruption — of  correcting  rather  than  planning  anew;  of  mending 
a  machine  while  constantly  increasing  duty  was  required  of  it. 

Ideas  on  the  subject  of  revision  were  called  for  by  the  Commis- 
sioner of  Patents,  and  all  in  the  Patent  Office  had  an  opportunity 
to  set  forth  their  notions.  The  views  of  one  met  with  approval  and  in 
accordance  with  those  views  a  "Plan  of  Classification"  was  prepared 
and  promulgated  in  1900.  What  other  plans  may  have  been  sub- 
mitted is  not  now  generally  known.  But  in  substantial  accordance 
with  that  published  plan,  the  process  of  revision  has  proceeded  for 
more  than  14  years  until  approximately  50  per  cent  of  the  patents 
(including  incomplete  work)  have  been  placed  in  revised  classes. 

PRECEDENTS  AND  AUTHORITIES. 

No  effective  precedents  have  been  found  in  any  prior  classifications 
of  the  arts.  The  classifications  of  the  principal  foreign  patent  of- 
fices have  not  been  materially  different  in  principle  from  the  United 
States  Patent  Office  classifications  of  the  past. 

The  divisions  found  suitable  for  book  classification  for  library  use, 
have  not  been  deemed  adequate  to  the  exactness  and  refinement 
essential  to  a  patent  office  classification  of  the  useful  arts.  The  sys- 
tems of  class  and  subclass  sign  or  number  designations  of  the  modern 
library  classifications,  with  their  mnemonic  significance,  afford  the 
most  important  suggestions  to  be  drawn  from  library  classification. 
None  of  these  systems  of  designation  has  been  adopted,  (1)  because 
of  a  serious  doubt  as  to  the  availability  of  such  designations  by 
reason  of  the  length  or  unwieldiness  to  which  they  would  attain  in 
the  refinements  of  division  necessary  in  a  patent  office  classification, 
and  (2)  because  of  the  enormous  amount  of  labor  necessary  to  make 
the  change  from  present  practice. 

The  best  analogies  are  in  the  known  (but  changing)  classifications 
of  the  natural  sciences,  and  in  them  the  problems  are  so  different 
that  they  can  serve  only  to  illustrate  general  principles.  The  broad 
principles  of  classification  are  well  understood.  The  authorities  are 
the  logicians  from  the  ancient  Aristotle  to  the  modern  Bentham, 
Mill,  and  Jevons.  The  effort  of  the  Classification  Division  has  been 
to  adapt  and  apply  these  well-known  principles  to  the  enormously 
diversified  useful  arts,  particularly  as  disclosed  in  patents  and  appli- 
cations for  patents. 

TM«3— is — a 


4  CLASSIFICATION   OF  PATENTS. 

DEFINITION  OP  SCIENTIFIC  CLASSIFICATION. 

It  may  be  well  to  insert  here  an  authoritative  definition:  "A  scien- 
tific classification  is  a  series  of  divisions  so  arranged  as  best  to  facili- 
tate the  complete  and  separate  study  of  the  several  groups  which  are 
the  result  of  the  divisions  as  well  as  of  the  entire  subject  under  inves- 
tigation."    (Fowler,  Inductive  Logic.) 

Investigation  and  study  of  any  subject  will  be  facilitated  if  the 
facts  or  materials  pertinent  to  that  subject  be  so  marshaled  and 
arranged  that  those  most  pertinent  to  it  may  appear  to  the  mind  in 
some  form  of  juxtaposition.  It  is  the  purpose  of  the  Patent  Office 
classification  to  divide  and  arrange  the  body  and  multitudinous  units 
of  the  useful  arts  so  that,  having  the  question  of  novelty  of  any  denned 
means  to  answer,  one  may  with  reasonable  assurance  approach  that 
portion  of  the  rank  of  arts  in  which  it  will  be  found  if  it  is  not  new, 
and  in  propinquity  to  which  will  also  be  found  those  means  that  bear 
the  closest  resemblances  to  that  sought  for,  the  resemblances  of  other 
units  growing  less  in  proportion  to  their  distance  therefrom. 

Success  in  the  fundamental  aim  of  facilitating  adequate  search 
should  evidently  at  the  same  time  reduce  proportionately  the  danger 
that  interfering  applications  will  be  overlooked  and  also  effect  a  dis- 
tribution of  labor  favorable  to  the  acquisition  of  special  skill. 

(B)  PRUT CIP1ES  OF  THE  NEW  CLASSIFICATION  OF  THE  PATENT 
OFFICE. 

THE  ELEMENTS  OF  A  PATENT  OFFICE  CLASSIFICATION. 

A  classification  will  be  useful  in  proportion  (1)  to  the  pertinence  to 
the  subject  under  investigation  of  the  facts  selected  to  be  grouped 
together,  or,  in  other  words,  in  proportion  to  the  appropriateness  of 
the  "basis  of  classification"  to  the  subject  in  hand;  (2)  to  the  con- 
venience, stability,  and  uniformity  of  the  arrangement  of  the  sub- 
divisions whereby  the  investigator  may  proceed  with  reasonable 
assurance  to  that  portion  of  the  rank  of  groups  within  which  he  will 
find  cognate  material;  (3)  to  the  accuracy  and  perspicuity  of  the 
definitions  of  the  several  divisions  and  subdivisions;  (4)  to  the  com- 
pleteness and  reliability  of  the  cross-referencing  and  cross-notations; 
(6)  to  the  uniformity,  feasibility,  and  certainty  of  the  rules  by  which 
the  accessions  of  patents  disclosing  one  or  several  inventions  may  be 
diagnosed  and  distributed  to  the  appropriate  divisions  of  the  classifi- 
cation in  accordance  with  the  basis  adopted. 

Corresponding  to  the  foregoing  analysis  the  theory  of  Patent  Office 
classification  may  be  treated  in  five  parts:  (1)  The  principles  on 
which  the  arts  shall  be  divided  (basis  of  classification) ;  (2)  subdivi- 
sion and  mechanical  arrangement  of  groups;  (3)  definition;  (4)  cross- 
referencing  and  search-notes:  (5)  the  choice  of  features  by  which  a 
oatent  shall  be  assigned  in  the  classification  (diagnosis). 


CLASSIFICATION   OF  PATENTS.  5 

BASIS   OF  CLASSIFICATION. 

The  first  and  most  vital  factor  in  any  system  of  classification  is  the 
basis  of  division,  that  is,  the  kind  of  characteristics  common  to  any 
number  of  objects  selected  to  characterize  groups,  whereby  the  indi- 
viduals of  any  group  will  resemble  each  other  for  the  purpose  in 
view  more  closely  than  any  individual  in  any  group  will  resemble 
any  individual  in  any  other  group. 

"There  is  no  property  of  objects  which  may  not  be  taken,  if  we 
please,  as  the  foundation  for  a  classification  or  mental  grouping  of 
those  objects,  and  in  our  first  attempts  we  are  likely  to  select  for  that 
purpose  properties  which  are  simple,  easily  conceived,  and  percepti- 
ble in  a  first  view  without  any  previous  process  of  thought  -  but  these 
classifications  are  seldom  much  adapted  to  the  ends  of  that  classifica- 
tion which  is  the  subject  of  our  present  remarks."  (J.  S.  Mill, 
System  of  Logic.) 

It  is  clear  that  a  number  of  objects  may  be  classified  on  several 
different  bases.  For  example,  a  number  of  books  could  be  divided 
into  groups  (1)  according  to  the  subject  of  their  contents;  (2)  accord- 
ing to  the  language  in  which  the  books  are  written;  (3)  according  to 
the  size  of  page ;  (4)  according  to  the  binding  material;  or  (5)  accord- 
ing to  the  color  of  the  binding.  Each  of  these  may  be  useful  classi- 
fications for  some  purpose.  For  the  student  of  literature  none  is  of 
value  except  the  first;  for  the  connoisseur  in  bindings,  only  the  last 
three.  A  classification  of  animals  including  classes  of  land  animals 
and  water  animals  would  hardly  suit  a  student  of  zoology,  as  it  would 
associate  with  the  shad  and  perch  such  differently  organized  creatures 
as  the  porpoise,  whale,  and  seal.  Yet  such  a  classification  might 
prove  very  suitable  for  a  student  of  fisheries. 

Art  as  a  basis.' — So  in  seeking  a  basis  for  a  patent  office  classifica- 
tion the  purposes  of  the  classification  should  bo  the  guide.  Allega- 
tions of  ulterior  uses*  (such  as  may  be  made  merely  because  the  in- 
ventor thought  of  applying  his  invention  to  those  uses  only,  or  in  an 
effort  to  get  the  application  examined  in  a  certain  division)  and  other 
superficial  bases  should  be  avoided.  That  basis  will  best  suit  the 
purpose  which  effects  such  an  arrangement  as  will  exhibit  in  suitable 
groups  the  "state  of  the  prior  art,"  by  which  is  here  meant  not  neces- 
sarily all  the  instruments  of  a  trade  or  industry,  or  all  the  articles 
sold  by  a  shopkeeper,  as  a  stationer,  but  those  means  that  achieve 

i  An  "ml,"  in  the  sense  of  a  single  unitary  invention,  is  a  synonym  ol  process,  method,  and  operation. 
The  term  "art"  Is  ambiguous  In  popular  usage.  Jn  the  phrase  "useful  arts"  In  the  Constitution,  It  denotes 
the  area  of  endeavor  to  which  the  patent  lavs  apply.  When  the  word  "art"  is  used  to  specify  some  frag- 
ment of  the  useful  arts,  it  commonly  raises  different  notions  in  different  minds.  It  may  be  correctly  used 
to  designate  any  division  of  the  useful  arts.  It  Is  as  proper  to  speak  of  the  art  of  grinding  or  the  art  ol 
molding  u  ot  the  art  of  metal-working  or  the  art  ol  brlckroaklng. 

■  A  "use"  is  an  application  of  a  means  to  substance  to  produce  an  effect  which  mayor  may  not  be  the 
Herniary  effect  ol  the  means  in  Its  normal  operation.  A  catalytic  may  be  used  to  Ignite  gas  or  to  con- 
Tertotdnsrntostearmes.    Anl  ce  pick  may  be  used  to  hold  a  chalk  line  or  prick  boles  In  leather,  etc 
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similar  results  by  the  application  of  similar  natural  laws '  to  similar 
substances. 

As  all  inventions  are  made  with  the  ultimate  object  of  satisfying 
some  human  desire,  the  utility  of  an  invention  appears  to  be  a  natural 
basis  of  classification.  It  is  apparent,  however,  that  most  inventions 
may  contribute  to  numerous  utilities  besides  the  ultimate  one.  Many 
processes  and  instruments  intervene  between  the  seed  planter  and 
the  wheaten  rolls  upon  the  breakfast  table.  The  plow  may  be  viewed 
as  an  agricultural  instrument  or  as  an  instrument  of  civil  engineering, 
according  as  it  is  used  for  preparing  the  field  for  planting  or  round- 
ing a  road.  A  radiating  coil  of  pipe  may  be  thought  of  as  a  condenser 
of  steam  or  of  alcoholic  vapors,  according  as  it  is  applied  to  one  mate- 
rial or  another;  as  a  cooler  or  a  heater,  according  to  the  temperature  of 
a  fluid  circulated  through  it.  A  hammer  may  drive  nails,  forge  iron, 
crack  stone  or  nuts.  Underlying  all  of  these  ulterior  utilities,  there 
is  a  fundamental  one  to  which  the  normal  mind  will  reach  in  its 
natural  processes  and  there  rest.  The  plow  loosens  or  turns  over  the 
surface  of  earth;  the  coil  effects  an  exchange  of  heat  between  its  in- 
terior and  exterior;  the  hammer  strikes  a  blow.  A  classification  of 
plows  in  agriculture,  road  building,  or  excavating,  according  to  stated 
ultimate  use;  of  a  radiator  coil  as  a  steam  condenser,  still,  jacket- 
water  cooler,  refrigerator,  or  house  heater;  of  the  hammer  as  a  forg- 
ing tool,  a  nail  driver,  or  a  nut  cracker,  appears  to  separate  things 
that  are  essentially  alike.  But  classifying  a  plow  on  its  necessary 
function  of  plowing,  a  radiator  on  its  necessary  function  of  exchang- 
ing heat,  a  hammer  on  its  necessary  function  of  striking  a  blow,  evi- 
dently results  in  getting  very  similar  things  together.  Assuming  for 
the  moment  that  utility  is  a  reasonable  basis  of  division  of  the  useful 
arts,  it  is  deemed  more  logical  to  adopt  as  a  basis  some  utility  that 
must  be  effected  by  the  means  under  consideration  when  put  to  its 
normal  use  rather  than  some  utility  that  may  be  effected  under  some 
conditions.  Two  of  the  five  predicables  of  ancient  logic  are  property ' 
and  accident.9  The  capacity  of  the  hammer  to  strike  a  blow,  the 
capacity  of  the  radiator  coil  to  exchange  heat,  are  in  the  nature  of 
properties.  The  capacity  of  the  hammer  to  crack  nuts,  of  the  coil  to 
condense  steam,  are  in  the  nature  of  accidents — something  that  follows 

■By  "natural  low"  In  the  useful  arts  Is  mi 
any  particular  substance  In  any  particular  a 

modifies  the  manifestation  of  energy  ot  both. 

■d  as  any  quality  c-ommon  and  essential  to  the  whole  of  a  class  but  not 
necessary  to  mark  out  that  class  from  other  classes.  Thus,  all  wheel  tires  may  be  sold  to  possess  annu- 
larKy;  but  washers  and  finder  rings  are  also  annular  A  "peculiar  properly"  Isone  that  not  only  always 
belongs  to  a  class  of  objects  hut  belongs  to  that  class  alone:  thus  a  circle  has  the  peculiar  property  of  con- 
taining the  greatest  space  wi thin  a  line  ot  given  length,  and  catalytic  substances  have  the  power  ol  setting 
■p  chemical  reaction  without  themselves  being  changed. 

■  An  "accident"  Is  any  quality  that  may  indifferently  belong  or  not  belong  lo  a  class  without  afleottng 
the  other  qualities  of  the  class.  That  a  man's  name  is  James  Is  an  nrcldent  telling  nothing  of  the  moil's 
physique  or  character. 
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from  the  impact  and  the  heat  exchange  because  of  the  particular 
accidental  conditions  of  operation.  To  select  an  accident  as  a  basis 
of  classification  is  contrary  to  the  laws  of  thought. 

It  may  be  said  then  that  the  Patent  Office  classification  is  based 
upon  "art"  in  the  strict  sense  in  which  the  word  may  be  said  to  be 
used  in  section  4886,  Revised  Statutes,  but  not  necessarily  in  the 
looser  sense  of  industries  and  trades.  A  proper  maintenance  of  the 
distinction  between  the  word  "arts"  of  the  statute  and  the  phrase 
"industrial  arts"  used  in  the  sense  of  industries  and  trades  is  essential 
to  an  effective  classification  for  the  purposes  of  a  patent  office  search. 
Similar  instruments  have  been  patented  in  three  different  classes,  be- 
cause of  the  statements  that  one  was  designed  for  cooling  water,  an- 
other for  heating  water,  another  for  sterilizing  milk;  in  four  different 
classes,  because  of  the  statements  that  one  apparatus  was  to  separate 
solids  from  the  gases  discharged  from  a  metallurgical  furnace,  an- 
other to  separate  carbon  from  the  combustion  gases  of  a  steam-boiler 
furnace,  another  to  remove  dust  and  tar  from  combustible  gas,  and 
another  to  saturate  water  with  carbon  dioxid.  Owing  to  the  con- 
tinuance of  a  classification  based  largely  on  remote  use,  many  appli- 
cations come  into  the  office  setting  forth  inventions  of  very  general 
application  which  nevertheless  have  to  be  classified  more  or  less  arbi- 
trarily in  one  of  several  arts  in  which  they  may  be  used  but  to  which 
they  are  not  limited. 

Function  or  effect  as  a  basis.' — Means  of  the  useful  arts  are  related  in 
different  degrees.  Resemblances  selected  as  bonds  for  a  number  of 
inventions  may  be  more  or  less  close.  It  is  axiomatic  that  close  re- 
semblances should  be  preferred  over  looser  ones  for  classification  pur- 
poses. Processes  and  instruments  for  performing  general  operations, 
such  as  moving,  cutting,  molding,  heating,  treating  liquids  with  gases, 
assembling,  etc.,  are  more  closely  bonded  than  those  for  effecting  the 
diverse  separate  successive  operations  directed  toward  complex 
special  results,  such  as  making  shoes,  buttons,  nails,  etc.  Means  of 
the  former  sort  perform  an  essentially  unitary  act— the  application 
of  a  single  force,  the  taking  advantage  of  a  single  property  of  matter. 
Those  of  the  latter  sort  require  the  application  of  several  different 
acts  employing  frequently  a  plurality  of  forces  or  taking  advantage 
of  several  properties  of  matter.  In  the  former  case,  classification  can 
be  based  on  what  has  been  called  function,  in  the  latter  it  cannot  be 

i  "effect"  or  "result"  Is  the  consequents  of  a  process  of  the  useful  arts  practiced  with  or  without  In- 
struments. The  effect  of  an  Instrument  Is  the  effect  of  Its  operation.  Effects  may  be  direct  or  Indirect, 
proximate  or  remote,  necessary  or  accidental. 

"Product"  Is  an  effect  consequent  upon  a  process  that  changes  the  form,  state,  or  ingredients  of  matter 
perceptibly  and  permanently,  as  distinguished  from  effects  that  are  fleeting  or  involve  no  change  In  per- 
ceptible form,  state,  or  ingredients  of  matter. 

"Function"  Is  the  "action  of  means  upon  an  object  while  producing  the  effect."  (Robinson.)  Func- 
tions may  be  direct  or  Indira. t,  proximate  or  remote,  necessary  or  accidental.  The  direct,  proximate,  or 
Decenary  function  of  the  hammer  in  normal  operation  is  impacting.  Indirect,  remote,  or  accidental  func- 
tions of  a  hammer  may  be  comminuting,  forging,  driving,  etc. 
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based  on  function  but  can  be  based  on  what  has  been  called  effect 
(or  product). 

Function  is  closely  related  to  cause.  It  is  an  axiom  of  logic  that 
cause  is  preferable  to  effect  as  a  basis  of  those  classifications  designed 
for  scientific  research.  Hence  the  functional  basis  is  preferred  in  all 
eases  in  which  it  can  be  applied.  A  condenser  for  the  fumes  of  zinc 
is  much  more  like  a  condenser  for  the  fumes  of  acid  or  the  vapor  of 
water  than  it  is  like  the  art  of  recovering  zinc  from  its  ores,  and  it 
employs  only  one  principle,  to  wit,  heat  interchange.  A  water-jacket 
for  cooling  the  walls  of  a  gas-producer  or  glass-furnace  is  much  more 
like  a  water-jacket  for  cooling  the  walls  of  a  limekiln  or  steam-boiler 
furnace  than  it  is  like  the  art  of  gas-making  or  manufacture  of  glass 
articles.  In  accordance  with  what  are  thought  to  be  the  correct 
principles,  therefore,  the  zinc-condenser  ought  not  to  be  classified  as  a 
part  of  the  art  of  metallurgy,  nor  the  water-jacket  as  a  part  of  the  art 
of  gas-making,  merely  because  these  instruments  have  a  use  in 
these  arts,  but  should  be  included,  respectively,  in  classes  based  upon 
the  more  fundamental  utilities  effected  by  them. 

Although  it  is  evident  that  molding  a  button  is  more  like  molding  a 
door-knob  than  it  is  like  making  buttons  by  the  combined  operations 
of  sawing,  grinding,  turning,  and  drilling,  wherefore  the  molding  of 
buttons  should  be  classified  in  a  general  plastic  art  rather  than  in  a 
special  button-making  art,  yet  the  making  of  buttons  by  a  plurality 
of  different  kinds  of  operations  can  be  placed  only  in  a  class  based 
upon  the  product,  to  wit,  button-making.  Since,  therefore,  the  com- 
bination of  many  different  operations  for  the  production  of  a  specific 
article  can  not  be  classified  on  the  basis  of  any  single  function,  it  must 
be  classified  on  the  basis  of  product.  Thus  by  selecting  essential 
function  as  a  basis  when  possible,  and  resulting  effect  when  the  func- 
tional basis  is  not  possible,  one  may  approximate  to  the  correct  classi- 
fication described  by  Herbert  Spencer  as  follows:  "A  true  classifica- 
tion includes  in  each  class  those  objects  that  have  more  characteristics 
in  common  with  one  another  than  any  of  them  have  with  objects 
excluded  from  the  class."  ■ 

So  it  is  deemed  better  to  classify  in  accordance  with  the  function 
or  effect  it  is  known  a  means  must  perform  or  accomplish  than  in 
accordance  with  the  object  with  respect  to  which  an  act  or  acts  are 
directed  or  in  accordance  with  some  effect  which  may  or  may  not  result. 

Structure  as  a  basis.— The  phrase  "structural  classification"  is  fre- 
quently made  use  of.  The  application  of  the  phrase  to  processes  is 
manifestly  absurd.  The  Patent  Office  never  had  a  structural  classi- 
fication except  in  a  limited  sense.  How  could  a  machine,  for  example, 
be  classified  on  structure,  leaving  out  of  consideration  its  function 
and  the  effect  of  its  normal  operation!     In  the  refinements  of  sub- 

>  Cltulflcatlan  of  Uw  Scfeuiw. 
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division,  however,  it  becomes  frequently  desirable  to  form  minor 
subdivisions  on  structural  differences.  And  it  may  also  be  tb&t 
instruments  will  be  presented  for  classification  that  are  of  such  general 
utility  as  to  baffle  the  efforts  of  the  intellect  to  attain  to  the  funda- 
mental and  necessary  function,  in  which  case  a  structure-defined 
class  may  best  suit  the  needs  of  classification. 

As  between  a  classification  based  upon  structure  and  one  based 
upon  utility,  the  choice  has  been  for  the  latter,  without  prejudice, 
however,  to  instances  that  may  arise  in  favor  of  the  former. 

The  subject  of  structural  classification  will  be  dropped  with  a 
quotation  from  the  original  pamphlet  "Plan  of  Classification,"  etc. 
(p.  5):  "A  purely  'structural'  classification  is  almost  impossible  on 
account  of  the  infinite  variety  of  mechanical  combinations,  and  to 
attempt  it  would  probably  result  in  utter  confusion,  for  the  classes 
could  not  be  defined,  and  the  classification  would  be  a  mere  digest  of 
mechanical  elements  having  no  community  of  function." 

DIVISION  AND  ARRANGEMENT. 
Having  divided  the  aggregate  of  things  to  be  classified  into  a  large 
number  of  groups  on  a  satisfactory  basis,  a  most  useful  work  will  have 
been  accomplished  and  the  purpose  of  a  classification  to  assemble 
the  things  most  nearly  alike  and  separate  them  from  other  things  will 
have  been  partially  achieved.  Unless  these  numerous  groups  are 
arranged  in  some  definite  understandable  relation  to  each  other,  or  are 
placed  in  definite  known  positions  where  they  can  be  found,  the  mere 
formation  of  the  groups,  on  however  good  a  basis,  is  not  a  complete 
classification.  Furthermore,  unless  the  position  of  each  group  with 
respect  to  those  other  groups  that  resemble  it  in  whole  or  in  part  is 
made  known,  he  who  wishes  to  find  other  related  matter  must  seek 
aimlessly  with  no  assurance  that  his  quest  will  end  until  the  whole 
series  shall  have  been  investigated.  Each  classified  group  is  meta- 
phorically a  pigeonhole  to  contain  similar  material.  If  the  pigeon- 
holes are  properly  labeled,  one  can  ultimately  locate  those  that  contain 
the  matter  he  is  seeking  if  he  knows  the  name  that  has  been  applied  to 
it.  If  the  pigeonholes  are  arranged  in  alphabetical  order,  for  example, 
he  may  find  all  related  material,  provided  he  knows  the  name  of  every 
related  group  of  material,  even  though  very  similar  things  may  bear 
names  as  far  apart  as  A  and  Z.  But  if  all  things  were  so  placed  that, 
adjacent  and  in  certain  fixed  relation  to  each  pigeonhole,  other  related 
matter  could  be  found,  the  resemblances  lessening  in  proportion  to 
the  separation,  and  if  the  entire  area  of  pigeonholes  were  divided, 
and  certain  areas  assigned  to  certain  kinds  of  things  defined  in  general 
terms,  guessing  the  location  of  and  desultory  search  for  things  that 
may  have  different  names,  but  yet  be  very  much  alike,  would  be  less- 
ened and  all  cognate  material  be  bunched.  A  second  vital  factor  of  a 
system  of  classification,  therefore,  is  the  arrangement  of  the  groups. 
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Infinitude  of  possible  combinations. — There  are  now  over  1,125,000 
United  States  patents,  each  presumptively  covering  a  creation  of  the 
useful  arts  that  is  different  from  every  other.  Most  of  these  patents 
also  disclose  a  plurality  of  elements  or  acts.  Each  of  these  patented 
means  is  potentially  an  element  of  a  more  complex  combination  that 
may  be  patented.  When  one  considers  merely  the  number  of  forms 
of  energy,  the  number  of  known  substances  and  known  mechanical 
elements,  and  attempts  to  figure  possible  combinations  and  permuta- 
tions, it  becomes  apparent  that  the  size  of  the  numbers  resulting  is 
incomprehensible.  Consider  the  possibilities  of  combination  also  of 
the  enormously  varied  disclosures  of  patents.  Calculations  of  the 
possible  combinations  and  permutations  of  a  small  number  of  objects 
are  familiar.  Different  combinations  of  the  letters  of  the  alphabet 
are  sufficient  to  record  the  sum  of  human  knowledge  in  many  lan- 
guages. With  substantially  two  octaves  of  the  diatonic  scale  the 
world's  melodies  have  been  sounded,  nor  do  any  doubt  that  our 
successors  will  thrill  to  airs  that  we  have  never  heard.  "Thirty 
metals  may  be  combined  into  435  binary  alloys,  4,060  ternary  alloys, 
27,405  quarternary  alloys"  (Jevons).  This  does  not  take  into  con- 
sideration differences  in  proportion  that  figure  so  largely  in  results  in 
the  arts  of  substance-making.  The  total  number  of  possible  alloys 
of  the  known  metals  is  incomprehensible.  A  moment's  thought 
respecting  the  numbers  of  the  means  of  the  useful  arts  will  alleviate 
any  fears  that  the  possibilities  of  invention  are  near  the  limit  and 
will  give  food  for  further  thought  to  all  concerned  with  this  attempt 
to  classify  the  useful  arts  to  the  point  of  refinement  necessary  to 
enable  this  office  to  pass  judgment  with  reasonable  speed  and  accuracy 
upon  the  approximately  75,000  applications  filed  each  year. 

Division  and  arrangement  in  the  natural  sciences. — Some  of  the 
natural  sciences  are  said  to  be  in  what  is  known  as  the  classificatory 
stage  of  development.  In  some  sciences  the  subject  of  classification 
has  been  predominant  and  these  furnish  excellent  examples  of  scien- 
tific classification. 

The  much-admired  classifications  of  zoology,  botany,  and  miner- 
alogy aro  among  the  best  available  models  of  logical  division,1  sys- 
tematic and  analytical  arrangement.  The  most  casual  consideration 
of  these  classifications,  however,  renders  apparent  the  relative  sim- 
plicity of  the  task  of  classifying  natural  objects  differentiated  by 
fixed  natural  laws  as  compared  with  the  task  of  classifying  the 
products  of  the  creative  and  imaginative  faculties  as  applied  to  the 
useful  arts.  The  chimera  and  other  animal  monsters  occur  only  as 
figments  of  the  mind.  Zoological  classification  does  not  have  to 
classify  combinations  of  birds,  fishes,  reptiles,  and  mammals,  nor 

1  Logical  division  la  the  process  by  which  the  specie*  of  which  o  genua  la  composed  are  distinguished  end 
■at  opu t.  Physical  division  or  partition  Ja  the  process  by  which  the  porta  of  any  object  are  distinguished 
and  set  apart.  Metaphysical  division  la  the  proceaa  by  which  tbe  qualities  ol  a  thing  are  segregated  and 
net  apart  In  thought. 
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does  it  deal  in  the  way  of  classification  with  the  parts  of  animals,- 
nor  is  the  question  of  absolute  numbers  of  instances  a  matter  of 
moment  to  such  a  classification,  all  of  the  members  of  a  species  being1 
alike  for  classification  purposes.  But  any  instrument  of  the  useful 
arts  may  be  combined  with  some  other,  any  part  with  some  other 
part.  Organizations  may  be  parts  of  some  other  organizations,  or 
even  mutually  parts  of  each  other,  as,  for  example,  a  pump  may  be  a 
part  of  a  lubricator,  or  a  lubricator  may  be  a  part  of  a  pump.  Some 
parts  are  peculiar  to  one  instrument,  some  are  common  to  many. 
Every  member  of  a  species  differs  from  every  other  member.  Added 
to  this,  the  intellectual  differences  between  the  persons  who  present 
the  applications  for  patent,  the  differences  in  their  generalizing 
powers,  the  relatively  broad  and  narrow  views  of  two  or  more  per- 
sons presenting  the  same  invention  (variations  not  indulged  in  by1 
nature)  complicate  the  problem  of  classifying  the  useful  arts. 

Difficulty  of  entitling  a  subclass  corresponding  to  every  combination. — 
In  any  main  class  or  group  of  the  useful  arts  there  are  always  a 
number  of  characteristics  that  it  may  be  desirable  to  take  note  of  in 
subdivision  titles.  A  moment's  thought  shows  the  impossibility  of 
taking  care  of  any  large  number  of  combined  characteristics  so  as  to 
provide  exactly  for  each  combination,  for  the  reason  that  the  limita- 
tions of  space  and  of  the  perceptive  faculties  forbid.  For  a  simple 
illustration,  the  imaginary  classification  of  books  for  use  by  a  book' 
seller  may  be  recurred  to.  The  dealer,  it  may  be  assumed,  has  books 
on  (1)  four  different  subjects,  history,  science,  art,  and  fiction,  (2) 
each  printed  in  four  languages,  English,  German,  French,  Spanish, 

(3)  in  four  different  sizes  of  page,  folio,  quarto,  octavo,  duodecimo, 

(4)  bound  in  four  materials,  leather,  rawhide,  cloth,  paper.  Here 
are  four  main  characteristics,  each  in  four  varieties.  A  customer  is 
likely  to  ask  for  Ivanhoe  in  English,  octavo,  bound  in  leather.  Now 
if  the  bookseller  had  sought  to  arrange  the  books  into  one  class  ac- 
cording to  subject  matter,  into  another  according  to  language,  an- 
other according  to  size,  another  according  to  binding,  he  would  have 
fallen  into  confusion,  because  his  classes  would  be  formed  on  different 
principles  or  bases  and  overlap.  Some  histories  will  be  in  French, 
some  will  have  octavo  pages,  and  some  cloth  bindings.  But  if  he 
divides  first  on  the  basis  of  subject  matter,  then  each  subject  matter 
into  language,  each  language  book  into  sizes,  each  size  into  material 
of  binding,  he  can  immediately  place  his  hand  on  a  class  wherein  the 
book  will  be  if  he  has  it;  but  this  classification,  based  on  four  dif_ 
ferent  characteristics  and  four  varieties  of  each,  has  necessitated  the 
formation  of  256  classes  or  divisions,  and  if  five  characteristics  were 
provided  for,  1,024  divisions  would  be  required. 

Adapting  the  illustration  of  the  books  to  a  patent  office  classi- 
fication: If  it  were  possible  to  view  these  characteristics  as  patentable 
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in  combinations  of  all  or  in  any  combinations  less  than  all,  and  also 
as  separate  characteristics,  16  divisions  additional  to  the  256  for 
each  independent  characteristic  would  have  to  be  provided,  as  well 
as  other  divisions  for  combinations  of  less  than  the  whole,  in  order 
to  make  the  classification  absolutely  indicative  of  every  feature, 
and  the  number  of  divisions  would  be  enormous.  In  such  a  classi- 
fication, after  the  proper  division  had  been  located,  the  search 
would  be  nothing,  the  difficulty  would  be  to  find  the  appropriate 

Expedients  to  reduce  the  number  of  subdivisions. — Fortunately  most 
people  carry  on  their  mental  processes  in  accordance  with  certain 
uniformities.  Under  this  uniformity  of  thought  no  patentable 
relationship  may  be  alleged  between  a  quarto  volume  and  the  subject 
of  history  or  between  a  leather  binding  and  the  German  language; 
wherefore  4  classes  of  coordinate  value,  based  on  the  4  characteristics, 
each  divided  into  4  subclasses,  16  divisions  in  all,  may  serve  the 
purpose  of  a  Patent  Office  search.  But  if,  as  sometimes  happens, 
a  patentable  relationship  had  been  assumed  and  admitted  between 
a  leather  binding  and  any  of  the  languages,  or  any  of  the  subjects,  or 
between  any  two  or  more  of  those  different  characteristics,  provi- 
sion could  be  made  for  such  combinations  by  the  following  expedients: 

(1)  Arrange  the  characteristics,  in  the  order  of  relative  signifi- 
cance or  importance  for  the  purpose  in  view,  in  four  groups,  giving 
each  group  the  characteristic  title.  Under  each  title  arrange  the 
varieties  in  a  similar  relation  as  follows  in  either  (1)  or  (2): 

(1)  (2) 

CI.  X.— Books.  CI.  X.— Books, 

0.      Miscellaneous.  1.  Subject-matter — 

0.5    Subject-matter—  2.      History. 

1.  History.  3.     Science. 

2.  Science.  4.      Art. 

3.  Art.  5.      Fiction. 

4.  Fiction—  6.  Language— 
4.5    Language—  7.      English. 

5.  English.  8.      German. 

6.  German.  9.      French. 

7.  French.  10.      Spanish. 

8.  Spanish.  11.  Size— 
8.5  Size—  12.      Folio. 

9.  Folio.  13.      Quarto. 

10.  Quarto.  14.  Octavo. 

11.  Octavo.  15.  Duodecimo. 

12.  Duodecimo.  16,  Binding— 
12.5  Binding  material—  17.  Leather. 

13.  Leather.  18.  Rawhide. 

14.  Rawhide.  19.  Cloth. 

15.  Cloth.  20.  Paper. 

16.  Paper. 
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Subject-matter,  assumed  to  be  the  most  important  characteristic, 
is  placed  first.  Any  exhibit  of  mere  material  for  binding,  mere  size, 
mere  language,  or  mere  subject-matter,  would  fall  into  the  corre- 
spondingly entitled  group.  If,  however,  a  book  on  history  in  Ger- 
man or  a  history  in  red  leather,  etc.,  were  to  be  classified,  it  would 
be  placed  in  subclass  "History"  in  the  subject-matter  group,  and  a 
French  book  in  green  cloth  would  be  placed  in  subclass  "French"  in 
the  language  group.  That  is,  combinations  of  any  characteristic  with 
any  one  or  more  other  characteristics  may  be  placed  in  the  group 
for  that  characteristic  deemed  the  most  significant  and  which  ia 
highest  in  the  schedule.  Again,  by  assigning  a  number  to  each 
generic  title,  each  such  title  becomes  thereby  the  miscellaneous  group 
for  varieties  other  than  those  indented  under  it,  as  well  as  for  all 
varieties  associating  any  characteristic  with  one  or  more  of  those 
standing  lower  down.  Thus,  a  book  of  poems  would  belong  in 
subclass  "Subject-matter"  and  a  16mo  volume  bound  with  purple 
celluloid  covers  would  belong  in  subclass  "Size."  So,  by  giving 
meaning  to  relative  position,  exhaustive  arrangement  is  sought  to 
be  provided  in  a  reasonable  number  of  groups.  To  provide  for  other 
features  that  may  be  presented  in  future,  an  additional  miscella- 
neous group  may  be  added  at  the  top  (1),  or  the  class  title  (2)  might 
be  deemed  to  represent  the  unclassified  residue  and  a  depository  for 
future  matter  not  specifically  provided  for. 

(2)  If  the  number  of  instances  of  association  of  subject-matter  and 
binding  materials,  language  and  size,  etc.,  are  numerous,  additional 
groups  might  be  placed  above  the  groups  having  the  names  of  the 
characteristics,  the  fact  of  die  existence  of  these  groups  indicating 
that  the  characteristic  groups  are  for  single  characteristics  only  and 
do  not  include  books  having  several  different  ones.  In  such  case  the 
schedule  might  be  headed  by  a  miscellaneous  group,  having  either  the 
title  "Miscellaneous"  or  the  title  of  the  class,  to  receive  associated 
characteristics  not  provided  for  by  specific  titles,  immediately  fol- 
lowed by  subclasses  for  the  particular  associations  found  to  be  moat 
numerous,  as  follows: 


Miscellaneous. 

Subject-matter  and  language. 

Subject-matter  and  binding  material. 

Subject-matter. 

Language. 

Binding  material. 

To  illustrate  further,  selecting  for  the  purpose  a  mass  of  objects 
presenting  probluns  more  nearly  like  those  presented  to  the  office  in 
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questions  of  patentability,  let  it  be  assumed  that  one  is  to  classify 
the  objects  in  a  heap  of  metal  scrap. 

On  looking  over  the  material  of  the  heap  it  is  noticed  that  there 
are  a  large  number  of  metal  balls;  some  have  holes  through  them, 
some  are  hollow,  some  are  smooth  on  the  outside,  and  some  are 
hollow,  smooth,  and  perforated,  but  they  are  all  nevertheless  balls, 
and  accordingly  all  balls  can  be  separated  out  and  placed  in  a  heap 
by  themselves.  Next,  the  presence  of  bars  in  the  general  mass  is 
observed,  some  long,  some  short,  some  straight,  some  twisted,  some 
of  round  stock,  some  of  square  stock,  etc.  These  may  be  gathered 
together  and  placed  in  a  separate  pile  at  the  left  of  the  balls.  It  is 
further  observed  that  there  are  many  differently  shaped  annular 
bodies  in  the  heap  resembling  generally  the  singlo  links  of  a  chain, 
some  circular,  some  elliptical,  some  twisted,  some  made  of  round 
stock,  some  of  square  stock,  etc.  They  are  all  nevertheless  annular 
bodies;  theBe  may  be  placed  in  a  separate  pile  at  the  left  of  the  bars. 

Now,  in  the  remnant  of  the  original  heap,  a  sufficient  number  of 
similar  single  elements  does  not  remain  from  which  to  make  a  smaller 
pile  of  elements.  Different  combinations  of  links,  balls,  and  bars 
are,  however,  observed  in  the  remaining  heap.  Some  are  combi- 
nations of  links,  some  combinations  of  a  ball  and  link,  some  of  a  bar 
and  link,  and  some  of  a  bar,  link,  and  hall.  These  different  combi- 
nations may  be  separated  out  in  the  order  named  and  placed  in 
separate  piles.  After  all  these  things  have  been  removed,  there  is 
left  in  the  original  heap  a  number  of  odds  and  ends  or  miscellaneous 
metal  objects. 

These  several  groups  may  now  be  arranged  in  the  inverse  order  in 
which  (in  the  particular  illustration  adopted)  they  have  been  re- 
moved, thus: 

1.  Miscellaneous  (remnants  of  the  original  heap  of  scrap). 

2.  Combined  bar,  link,  and  ball. 

5.  Combined  bar  and  link. 
A.  Combined  bar  and  ball. 

6.  Combined  link  and  ball. 

6.  Chains. 

7.  Links. 

8.  Bars. 

9.  Balls. 

Knowing  that  objects  of  metal  scrap  not  covered  by  the  specific 
titles  will  be  found  in  the  miscellaneous  group,  and  that  the  more 
complex  specifically-named  things  are  to  be  found  first  after  the 
miscellaneous  or  at  the  left  of  the  row  of  piles  of  materials  thim 
separated  and  arranged,  and  the  more  simple  things  and  parte 
farther  to  the  right,  the  particular  piles  to  resort  to  for  the  things 
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wanted  may  be  definitely  determined.  The  same  processes  may  be 
applied  to  each  of  the  piles.  Thus,  balls,  in  the  above  illustration, 
may  be  divided  into — 

Balk— 

10.  Hollow  perforated. 

11.  Hollow  grooved. 

12.  Hollow. 

13.  Perforated. 

14.  Grooved. 

Again,  the  same  processes  may  be  applied  to  a  mass  of  more 
diversified  junk,  of  which  the  metal  scrap  may  form  one  pile,  rags 
another,  old  bricks  another,  old  timber  another,  and,  still  another, 
timber  having  metal-straps,  bolts,  nails,  etc.,  connected  with  it. 

Superiority  and  inferiority. — In  the  arrangement  of  subclasses  in  a 
class,  those  groups  that  are  related  to  each  other  as  wholes  and  parts 
are  arranged  so  that  the  wholes  shall  stand  before  the  parts,  and  so 
that  subclasses  denned  by  effect  or  by  special  use  shall  stand  before 
those  defined  by  function  or  general  use.  For  example,  in  the  scrap 
illustration  above,  assuming  the  titles  to  be  in  a  printed  arrangement, 
"chains"  precedes  "links,"  which  may  be  parts  of  chains,  and  if  it 
had  been  desired  to  separate  animal-drags,  for  instance,  from  the 
scrap,  some  animal-drags  being  particular  adaptations  of  a  bar,  links, 
and  ball,  the  group  of  animal-drags  should  precede  "Bar,  link,  and 
ball."  The  words  "superior"  and  "inferior"  have  been  used  to  indi- 
cate this  relationship.  A  class  or  subclass  denned  to  receive  a  certain 
combination  is  superior  to  one  denned  to  receive  an  element  or  a 
combination  that  is  a  part  of  that  certain  combination.  A  class  or 
subclass  denned  to  receive  means  for  making  a  particular  product,  as 
an  electric  lamp,  is  superior  to  a  class  or  subclass  designed  to  perform 
a  general  function,  as  pumping  air  from  a  container.  And  whenever 
a  question  of  assignment  of  a  patent  or  application  that  contains 
matters  of  two  or  more  groups  hearing  that  relation  is  raised,  the 
"superior"  group  is  selected  to  reeeive  it. 

Further,  in  those  instances  in  which  groups  are  formed  on  different 
bases  or  different  characteristics,  not  comparable  with  each  other, 
and  a  patent  is  presented  having  matter  failing  in  each  group,  that 
group  which  is  highest  in  position  is  preferred  in  those  instances 
where  separate  provision  for  means  having  both  characteristics  has 
not  been  made. 

In  cases  of  necessity,  as  where  a  combination  is  presented  for 
which  no  class  has  been  definitely  provided,  but  classes  exist  into 
which  the  several  parts  would  fall  if  separately  claimed,  the  same 
practice  that  obtains  in  similar  situations  with  respect  to  two  or 
more  subclasses  of  a  class  may  be  followed  with  respect  to  two  or 
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more  classes  and  the  patent  placed  in  that  class  which,  in  accordance 
with  abore-stated  principles,  should  be  deemed  the  "superior." 

Definite  positional  relationship  of  subdivisions. — In  the  metal  scrap 
example,  above,  division  has  been  effected  on  the  one  basis  of  form 
or  contour.  If  it  had  been  desired  to  separate  also  on  material,  for 
example,  if  it  were  deemed  important  to  locate  all  brass  scrap,  each 
of  the  groups  based  upon  form  could  be  divided  into  one  of  brass  and 
one  not  brass,  or  the  entire  heap  could  be  divided  into  brass  and  not 
brass,  and  under  the  heading  "brass"  could  be  indented  the  various 
articles  made  of  brass,  and  under  "not  brass"  the  various  articles  not 
made  of  brass,  and  this  would  double  the  number  of  divisions.  If 
also  it  were  desired  to  separate  the  lead  articles  in  the  same  manner 
the  number  of  classes  would  be  tripled.  Eut,  as  in  the  book  illus- 
tration, it  may  be  impracticable  thus  to  multiply  subdivisions,  and 
the  basis  "form"  having  been  selected  as  at  first-rank  importance,  all 
divisions  based  upon  form  should  be  completed  and  kept  together. 
Then,  "material,"  having  been  selected  as  of  second-rank  importance, 
should  be  carried  out  with  respect  to  all  objects  in  which  form  is  non- 
essential. If  enough  brass  balls  were  found  to  render  it  advisable  to 
make  a  subdivision  of  them,  they  should  be  assembled  into  a  sub- 
class indented  under  "balls"  and  not  into  a  subclass  indented  under 
"brass."  Having  selected  one  basis  as  primary,  it  should  never 
subsequently  be  made  secondary  or  vice  versa.  Some  such  restriction 
on  modes  of  division  appears  salutary  in  a  system  of  divisions  designed 
to  definitely  limit  search.  The  arrangement  herein  sought  to  be 
explained  is  susceptible  of  use  to  limit  all  searches  for  a  single  defi- 
nitely stated  invention  to  a  subclass  properly  entitled  to  receive  it 
or  those  indented  under  it,  and  to  those  subclasses  above,  which 
may  include  it  as  a  part  of  an  organization  or  specialized  means. 

As  between  coordinate  groups  divided  on  the  same  basis,  there  is 
no  question  of  superiority  and  inferiority.  The  terms  "superior"  and 
"inferior"  are  useful  in  questions  of  relationship  between  combina- 
tions and  subcombinations  or  elements  thereof,  and  between  groups 
founded  on  effect  or  product  and  those  founded  on  simple  function. 
The  mere  difference  in  complexity  of  mutually  exclusive  coordinate 
groups  involves  no  relationship  of  superiority  or  inferiority.  A  sub- 
class to  receive  a  screw-cutting  lathe  is  superior  to  a  subclass  to 
receive  a  lathe-hcadstock,  a  locomotive  class  is  superior  to  a  class  to 
receive  steam-engines,  for  the  reason  that  the  lathe  is  a  whole  of 
which  the  headstock  is  a  part,  and  the  locomotive  is  an  organization 
of  which  the  engine  is  an  element.  But  the  headstock  subclass  is 
not  superior  necessarily  to  the  tailstock  subclass  simply  because  the 
headstock  is  commonly  more  complex  than  the  tailstock.  Yet  arbi- 
trary preference  for  classification  in  the  headstock  subclass  may  be 
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established  b'y  position  where  an  application  or  a  patent  contains 
claims  for  both. 

Thus  in  a  class  that  is  founded  on  a  well-chosen  basis  that  brings 
together  things  bearing  close  resemblances  to  each  other,  all  types 
that  contain  the  elements  essential  to  produce  a  complete  practically 
operative  means  will  be  found  in  subclasses  that  have  a  position 
somewhere  between  the  beginning  and  end  of  the  list  of  subclasses  of 
the  class.  Those  that  add  features  of  elaboration  of  the  essential 
types  aid  those  that  are  highly  specialized  to  some  particular  pur- 
pose within  ihe  definition  of  tho  class  will  stand  above  the  essential 
type  subclasses,  while  those  subclasses  for  parts  and  details  will 
stand  below  those  for  the  essential  types. 

Indented  schedules. — In  an  indented  schedule  all  subclasses  in  the 
first  column  reading  from  the  left  are  species  to  the  genus  repre- 
sented by  the  class  title.'  All  subclasses  indented  under  another  sub- 
class are  species  to  the  genus  represented  by  the  subclass  under 
which  they  are  indented.  If  a  title  has  no  number,  it  represents 
merely  a  subject-matter  to  be  divided,  a  genus, — having  no  represent- 
atives except  in  the  species  under  it.  If  a  subclass  having  a  generic 
title  has  a  number,  it  not  only  represents  a  subject-matter  to  be 
divided  into  species  but  also  all  other  species  not  falling  within  the 
titles  indented.  Although  these  relative  positions  might  imply  that 
only  proximate  species  are  indented  one  place,  yet  mechanical  diffi- 
culties render  it  impracticable  to  so  arrange  that  all  species  shall  be 
indented  under  their  proximate  genera. 

Indention  properly  carried  out  has  a  tendency  to  prevent  in  the 
process  of  logical  division  the  logical  fault  of  proceeding  from  a  high 
or  broad  genus  to  a  low  or  narrow  species.  This  latter  fault  may 
inadvertently  separate  things  that  belong  together.  If,  for  example, 
it  were  desired  to  divide  balls  in  the  stated  illustration  according  to 
material,  an  immediate  division  of  balls  into  aluminum,  zinc,  glass, 

'  Any  classofobjectamay  tocalleda"genus"lf  Itbe  regarded  a*  made  up  oTtwo  or  mure  different  kind* 
at  object!  or  of  two  or  more  aperies.  "Motors  "  Is  a  genua  when  the  class  "Motors"  Is  considered  as  divided 
Into  electric  motors  and  nonelectric  motors,  or  electric  motors,  spring  motors,  weight  motors,  current  motor* 
Sold  pressure  motors,  etc.    A  genus  is  more  extensive  than  an;  o(  lis  species  but  less  intensive. 

A  "species"  Is  my  class  that  Is  regarded  as  forming  a  part  of  the  next  larger  class,  "electric  motors'* 
being  a  species  of  "motors"  and  "motors"  being  a  species  of  "energy  transformers."  A  species  ta  more 
Intensive  than  the  genua  to  which  It  belongs  but  less  eitenalve. 

Every  sperles  may  to  a  genua  to  another  species  until  no  further  subdivisions  can  to  made.  This  last 
Indivisible  species  Is  termed  the  rnjima  ijMttst.  Every  genus  may  be  a  species  to  another  genus  until  a 
point  k  reached  where  no  further  generalfsallon  may  to  made  or  the  rammum  otnur  la  attained.  In  the 
Patent  Office  classifies  tion  of  (be  useful  arts,  the  twnmam  gentu  Is  useful  arts.  The  summum  onus 
of  the  plastic  arts  would  be  plastics.    The  Infima  tpeda  In  the  useful  arts  evidently  never  can  be  attained, 

"Proximate  species"  and  "proximate  genus"  Indicate,  respectively,  those  species  that  are  divided  from 
n  genna  without  Intermediate  genera,  and  those  genera  from  which  the  species  are  directly  divided.  Motors, 
and  not  energy  transformers,  Is  the  proximate  genus  to  the  species,  fluid  motors,  electric  motors,  etc.,  while 
axud  motors,  electric  motors,  etc.,  and  not  steam  engines,  alternating  current  motors,  etc.,  are  proximate 
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ivory,  rubber,  would  be  less    useful    than  to  divide  *into  mineral 
materials  and  nonmineral  materials  as  follows: 
Balls- 
Mineral— 

NonnietalHc — 

Glass. 
Metallic— 

Aliirnirmm 

Nonmineral— 
Vegetable— 

Rubber. 
Animal-" 

However,  it  is  evident  that  indention  carried  to  its  full  extent, 
useful  as  it  is  in  keeping  analogous  things  together,  would  make  the 
printing  of  schedules  complex  and  unwieldy.  Nevertheless,  in  the 
generalizing  process  necessary  in  logical  division  and  arrangement, 
the  divisions  of  species  should  always  he  mentally  indented,  as  it  were, 
under  their  proximate  genera.  Thus,  under  a  genus  unnamed  may  be 
arranged  several  species  in  juxtaposition,  without  actually  printing 
the  name  of  the  genus,  so  that  the  schedule  above  may  read: 
Bails— 

Glaes. 

Aluminum. 

Zinc. 

Rubber. 

Ivory. 
In  an  arrangement  printed  in  idea-order,  though  relegating  the 
genera  mineral,  nonmetallic,  metallic,  nonmineral,  vegetable,  animal, 
to  the  mind  unaided  by  printed  words,  the  different  species  of  the 
same  genus  may  be  kept  together  except  that  species  for  which  no 
title  has  been  provided  must  go  back  to  the  subclass  under  which  the 
named  species  are  indented.  Thus  the  arrangement  above  necessi- 
tates placing  in  subdivision  "Balls"  all  copper  balls,  whereas  indention 
under  proximate  genus  "metal"  would  have  brought  all  metal  balls 
together.  In  a  finely  divided  classification,  printing  of  titles  for  all 
genera  is  not  practicable;  hence  great  care  ought  to  be  directed  toward 
grouping  species  according  to  the  principles  of  arrangement  herein 
outlined,  noting  that  whenever  a  change  of  basis  is  made,  a  new  genus 
is  implied,  and  that  subclasses  for  all  other  species  of  the  same  genus, 
under  whatever  name,  must  be  brought  into  juxtaposition  as  if  in- 
dented under  the  implied  genus.1 

>  In  the  Manual  or  Class  IB  cation  of  the  U.  3.  Patent  Office  the  arrangement  of  subclasses  baa  always 
been  alphabetical,  although  in  the  Supplement  containing  definitions  o(  revised  classes  th»  arrangement 
h  numerical.  If  the  latter  schedule  of  "  Balls  "  In  the  but  had  been  printed  In  alphabetical  order,  It  Is 
apparent  that  the  species  ''Aluminum"  and  "Ztnc"  of  thfl  semis  Metal  would  be  as  widely  separated  u 
possible.  In  the  former  schedule  of  "Balls,"  In  which  the  genus  Metal  is  printed,  "Aluminum"  and 
"Zinc"  come  together.  It  la  apparent  that  in  an  alphabetical  arrangement  allied  species  can  not  be  kept 
together  without  printing  every  proximate  genus.  This  fart,  among  others,  Indicates  the  advisability 
of  abandoning  the  alphabetical  arrangement  in  the  classification  manual  and  adopting  the  Idea  arranis- 
raent  In  the  schedules  of  revised  classes,  supplemented  by  a  consolidated  alphabetical  Index  of  all  sub- 
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Bifurcate  division. — Most  discussions  of  classification  make  refer- 
ence to  the  so-called  bifurcate  scheme  of  division  as  the  only  one  by 
which  exhaustive  division  can  be  surely  achieved.  This  is  commonly 
illustrated  by  the  ancient  tree  of  Porphyry.  By  this  method  any 
subject  it  is  desired  to  subdivide  is  first  divided  by  writing  the  name 
of  one  selected  species  at  one  branch  and  writing  at  the  other  branch 
the  name  of  the  same  species  prefixed  by  "Not."  Thus  the  Agassis 
classification  of  living  beings  divides  them  first  into  sensible  and  not 
sensible  (plants).  A  botanical  classification  divides  plants  into 
flowering  and  not  flowering.  A  zoological  classification  divides 
animals  into  vertebrate  and  not  vertebrate.  By  continuing  the 
process  of  division  in  the  same  manner,  the  division  is  obviously 
exhaustive  of  the  subject,  there  being  always  a  negative  subdivision 
to  receive  any  subsequently  created  or  discovered  species.  Although 
bifurcate  division  has  been  ridiculed  by  some,  it  is  agreed  by  highest  . 
authority  that  it  is  the  only  plan  of  division  by  which  one  can  be 
sure  to  have  a  consistent  place  for  everything,  or  by  which  one  can 
be  certain  that  the  divisions  are  mutually  exclusive.  It  can  be 
demonstrated  that  a  classification  schedule  in  which  the  relation  of 
genera  and  species  is  shown  by  indentions,  if  correctly  formed  on 
the  principles  now  sought  to  be  applied  in  the  revision  of  the  Patent 
Office  classification,  is  susceptible  of  conversion  into  a  tree  of 
Porphyry,  while  unlike  the  latter  it  is  compact  and  wieldy. 

Utility  of  arrangement  according  to  resemblances. — The  expedient  of  * 
indicating  kinds  of  relationship   between  several  equally  indented 
divisions  by  relative  position  has  the  following  utility: 

(1)  A  uniform  rule  is  provided,  applicable  to  all  classes,  for  placing 
inventions  that  bear  the  relation  of  whole  to  part  in  subdivisions  before 
those  that  bear  the  relation  of  a  part  to  that  whole,  and  those  that  are 
defined  by  a  particular  effect,  product,  material,  or  use  before  those 
that  are  defined  by  a  function  or  an  operation  applicable  generally 
to  various  effects,  products,  materials,  or  uses;  whereby  that  portion 
of  the  schedule  in  which  any  invention  belonging  to  any  particular 
class  should  be  found  may  be  approached  whether  or  not  the  investi- 
gator knows  the  name  of  the  object  sought  for  or  the  title  of  the 
appropriate  subdivision. 

(2)  The  substantial  impossibility  of  dividing  many  branches  of 
the  useful  arts  exhaustively  into  a  reasonable  number  of  mutually 
exclusive  or  non-overlapping  subclasses  is  compensated  for;  so  that 
when  the  classifier  or  the  searcher  has  an  invention  to  place  or  to 

..find  including  two  or  more  different  kinds  of  characteristics,  for  each 
Of  which  a  subdivision  is  provided,  but  no  subdivision  for  the  plural 
characteristics,  it  will  be  known  that  the  invention  should  be  in  the 
subclass  for  that  characteristic  which  stands  before  the  subclass  for 
the  other  characteristic. 
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(3)  It  compensates  for  omission  of  some  generic  titles  that  if  written 
in  the  indented  schedule  would  lengthen  specific  titles  to  a  cumber- 
some extent. 

(4)  It  provides  a  rule  for  cross-referencing  where  several  inven- 
tions are  claimed  bearing  to  each  other  any  of  the  relationships 
indicated  above,  cross-referencing  being  necessary  in  one  direction 
only  where  the  matter  illustrated  is  coextensive  with  the  matter 
claimed. 

(5)  It  definitely  limits  the  field  of  search  for  any  unitary  invention 
in  any  class  so  arranged,  as  no  patented  invention  having  the  limita- 
tions imposed  by  a  unitary  claim  should  be  found  in  any  subclass 
below  the  subclass  properly  defined  to  receive  it  or  those  indented 
under  it.  Parts  of  such  inventions  may  be  found  below  or  following 
this  subclass  in  the  same  class  if  these  parts  are  within  the  class 
definition,  or  elsewhere  in  the  useful  arts  if  not  within  that  defini- 
tion. The  unitary  invention  may  be  found  in  the  subclass  limited  to 
it  and  certain  subclasses  arranged  above  or  before  it  adapted  to  re- 
ceive organizations  of  which  it  may  be  a  part. 

A  complete  system  of  arrangement  should  comprise  (1)  a  display 
of  the  entire  field  of  the  useful  arts  in  a  manner  to  show  the  relation 
of  the  larger  as  well  as  of  the  smaller  groups, — carrying  the  appro- 
priate relationship  as  far  as  possible  from  the  highest  genera  to  the 
lowest  species,  the  arrangement  being  such  as  would  bring  materials 
most  nearly  alike  into  closest  propinquity  regardless  of  the  names 
they  may  be  called  by.  (2)  Supplementary  to  this  classification 
arrangement  by  ideas  there  should  be  an  alphabetical  index  of  sub- 
class titles,  appropriately  cross  indexed,  and  additional  titles  of 
various  technical  and  trade  names  of  things,  classified  under  subclass 
titles. 

DEFINITION. 

Definition  is  indispensable  in  any  classification  and  is  very  difficult. 
Every  class  must  be  denned  and  all  of  the  groups  under  it.  After 
definitions  have  been  made  and  printed,  tbey  are  sometimes  found 
inadequate  and  must  be  supplemented  by  the  definitions  of  other 
classes.  This  is  unavoidable  while  the  complete  material  remains 
unexplored.  Definition  in  the  strict  logical  sense  is  not  to  be  expected, 
nor  is  it  necessary.  It  is  commonly  sufficient  if  an  explanation  or 
comparison  be  made  sufficient  to  direct  the  mind  to  the  character  of 
the  contents  of  the  group  and  indicate  its  limitations.  Hitherto  four 
of  the  five  predicables  of  ancient  logic  have  been  mentioned,  to  wit, 
genus,  species,  property,  and  accident.  In  connection  with  definition, 
the  fifth  predicable,  difference,  is  useful.  To  define  a  class,  it  is  suffi- 
cient, generally,  for  the  purposes  of  office  classification,  to  state  a 
peculiar  property  (not  an  accident)  of  the  objects  included  in  (lie 
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class;  and  to  define  &  species  under  the  class  it  is  sufficient  to  state 
the  name  of  the  class  plus  the  difference — i.  e.,  with  the  addition  of  the 
limitations  that  characterize  the  species.1  This  procedure  in  defini- 
tion is  susceptible  of  application  from  the  highest  genus  to  the  lowest 
species.  It  is  advisable  to  define  the  means  included  within  a  title 
without  any  introductory  words,  such  as  "this  subclass  includes 
inventions  relating  to,"  etc.,  beating  the  subclass  for  definition  pur- 
poses as  if  it  were  a  collection  of  concrete  things,  in  the  same  manner 
as  in  a  dictionary  definition. 

CROSS-REFERENCES    AND    SEARCH- NOTES.' 

If  patents  were  in  all  respects  like  material  objects,  cross-referenced 
and  search-notes  would  not  be  necessary.  Nails,  screws,  locks, 
hinges,  and  boxes  are  distinct  things  susceptible  of  definite  separa- 
tion  and  classification.  Even  though  nails,  screws,  locks,  and  hinges 
form  part  of  the  box,  the  box  is  still  a  box,  not  a  nail,  screw,  hinge,  or 
lock.  For  the  needs  of  the  Patent  Office  classification,  however, 
although  a  patent  for  a  box  must  be  classified  with  boxes,  yet  if  a 
peculiar  nail,  screw,  lock,  or  hinge  is  claimed  in  the  same  patent  with 
the  box,  or  even  if  any  one  of  these  customary  accessories  of  boxes  is 
illustrated,  it  may  be  necessary  to  provide  copies  of  the  patent  for  the 
box  in  each  of  tile  several  classes  provided  for  nails,  screws,  locks, 
or  hinges. 

Inasmuch  as  every  relatively  complex  thing  is  made  up  of  relatively 
simple  things,  it  is  obvious  that  all  disclosures  can  not  be  cross- 
referenced.  Any  attempt  to  calculate  the  number  of  cross-references 
to  be  supplied  if  all  disclosures  of  the  subjects  of  invention  were  to  be 
cross-referenced  would  show  the  number  to  be  incalculable.  It  is 
necessary,  therefore,  to  leave  to  the  judgment  of  the  classifier  the 
propriety  of  cross-referencing  unclaimed  disclosures. 

Should  a  patent  contain  a  number  of  claims  denning  a  number  of 
differently  classifiable  inventions,  complete  cross-referencing  from 

>  A  species  contain!  all  the  qualities  of  the  gram  and  mora.  These  additional  qualities  form  the  "differ- 
ence." The  electric  molar  has  the  qualities  that  ire  common  to  motors  and  Is  differentiated  by  reason  of 
the  fact  that  electric  energy  la  thereby  converted  to  mechanic al  motion.  ' 

>Cliisslrlr/sUon  of  a  patent  Is  said  to  be ''original1'  In  the  class  anil  subclass  which  receives  the  most  intcn- 
■1  veclalmed  disclosure,  and  In  which  the  patent  la  Indexed  In  the  official  classification  Indexes.  "  Original 
elamlBcatlon  "  is  referred  to  at  opposed  to  "olassiflcallcn  by  cross-reference." 

A  "crow  reference"  la  a  copy  of  a  patent  placed  In  a  subclass  other  than  that  In  which  the  class  Ideation 
is  made  orielnal,  In  order  to  make  available  for  search  Inventions  disclosed  therein  and  additional  to  that 
by  which  the  patent  has  been  diagnosed  and  drained. 

A  "diktat  cross-reference"  is  a  cross-reference  formed  from  abstracts  or  extracts  from  R  patent  consisting 
of  0 lustration  and  text  cut  from  a  photoJlthosTsph  of  a  patent  and  mounted. 

A  "search-card"  h  a  sheet  nl  the  size  of  a  photclithrnrraph  of  a  patent  placed  with  the  photol lthogreph* 
of  patents  termini;  a  subclass  in  the  examining  division  and  public  search  room,  and  containing  suggea- 
tjoiii  for  further  search,  and  on  the  copy  for  the  search  room,  a  definition  of  the  subclass. 

"Search  notes"  are  addenda  to  class  and  subclass  definitions  comparing  other  classes  and  subclasses 
with  the  one  defined  and  giving  directions  for  search  when  necessary  to  prosecute  search  beyond  the  defined 
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the  class  in  which  the  classification  is  made  original  into  the  other 
appropriate  classes  or  subclasses  should  be  effected,  unless  cross- 
Bearch  notes  or  arrangement  of  subclasses  with  appropriate  titles  may 
be  substituted  to  advantage. 

Cross-referencing  or  cross-search  notes  are  made,  as  a  role,  from 
combination  class  to  element  class,  but  never  or  very  rarely  from  the 
element  class  to  the  combination  class  in  which  it  may  be  used.  Thus 
cross-referencing  should  normally  be  downward  in  a  schedule  of  sub- 
classes. Search  notes  indicate  parallel  or  otherwise  related  classed 
and  subclasses,  and  those  classes  and  subclasses  in  which  analogous 
structures  having  different  purposes  but  adapted  to  answer  broad 
claims  may  be  found. 

By  arbitrary  rules  of  arrangement  such  as  have  been  referred  to  in 
the  section  dealing  with  division  and  arrangement,  a  search  may 
ordinarily  be  definitely  limited  to  a  certain  number  of  subclasses, 
even  where  cross-references  are  not  made.  In  such  arrangement  any 
given  patent,  if  it  be  directed  to  one  invention,  may  be  searched  in  the 
subclass  within  which  the  definition  places  it  or  subclasses  indented 
under  it,  and  in  certain  subclasses  above,  whose  titles  will  indicate 
that  the  invention  might  be  included  as  a  part  of  the  matter  denned 
to  belong  therein,  but  it  would  never  have  to  be  searched  in  any 
subclass  following  and  not  indented  thereunder. 

DIAGNOSIS  TO  DETERMINE   OLABSIFIOAITON. 

Each  patent  and  each  application  discloses  one  or  more  means  of 
the  useful  arts  (using  the  term  "means"  to  cover  both  processes  and 
instruments  in  the  sense  in  which  it  is  used  by  Prof.  Robinson), 
almost  always  more  than  one,  since  most  new  means  are  combina- 
tions of  mechanical  elements  or  acts.  In  some  patents  and  applica- 
tions the  disclosure  is  coextensive  with  that  which  is  claimed;  in 
others  there  is  matter  disclosed  but  not  claimed.  The  unclaimed 
disclosure  may  be  as  valuable  as  the  claimed  disclosure  for  purposes 
of  anticipation,  and  the  classification  must  provide  for  both.  If  the 
claimed  disclosure  belongs  in  one  class  and  the  unclaimed  in  others, 
the  classifier  must  choose  between  two  or  more  classes  that  one 
in  which  the  patent  or  application  shall  be  classified  and  those  into 
which  it  shall  be  cross-referenced. 

Claimed  or  unclaimed  disclosure. — The  claims  of  a  patent  are  the 
statutory  indices  of  that  which  the  applicant  believes  to  be  new, 
they  define  an  invention  that  has  been  searched  by  the  Patent  Office 
and  no  anticipation  discovered  for  it.  Future  action  must  be  based 
on  inductions  from  past  experience;  none  knows  what  the  future 
lines  of  search  will  be;  the  only  guides  for  future  searches  are  the 
searches  of  the  past;   the  evidence  of  past  searches  is  the  claims 
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of  patents;  they  trace  the  course  of  invention.  Furthermore,  a 
presumption  of  novelty  attaches  to  the  claimed  matter;  no  such  pre- 
sumption attaches  to  the  unclaimed.  The  law  requires  every  patent 
for  improvement  to  show  so  much  of  the  old  as  is  necessary  to  explain 
the  uses  of  the  improvement.  In  practice  much  more  than  tbat  is 
disclosed.  Questions  as  to  the  proper  placing  of  patents  and  cross, 
references  would  be  diminished  by  the  strict  enforcement  of  Rule  38 
of  the  Rules  of  Practice  requiring  that  the  description  and  the  draw- 
ings, as  well  as  the  claims,  be  confined  to  the  specific  improvement 
and  such  parts  as  necessarily  cooperate  with  it.  In  any  event  both 
the  claimed  disclosure  and  that  which  is  unclaimed  must  be  taken 
care  of,  one  by  cross-reference,  and  the  disclosure  selected  for  cross- 
reference  is  that  to  which  no  presumption  of  novelty  attaches. 

This  practice  of  placing  patents  by  the  claimed  disclosure  is  some- 
tunes  misunderstood.  Its  chief  application  is  in  determining  classifi- 
cation in  case  of  disclosures  involving  a  plurality  of  main  classes. 
Furthermore,  the  mere  letter  of  the  rule  is  not  to  be  applied  in 
preference  to  its  spirit.  Subcombinations  claimed  may  be  placed 
with  the  combinations,  and  in  subordinate  type  subclasses  patents 
must  be  placed  sometimes  by  claimed  and  sometimes  by  not-claimed 
disclosures. 

Diagnosis  of  pending  applications. — What  has  been  said  relates  to 
patents.  The  bearing  of  the  practice  of  adopting  the  claimed  dis- 
closure as  the  basis  of  assignment  of  applications  for  examination 
has  also  to  be  considered. 

Two  pending  applications  claiming  the  same  means  very  commonly 
differ  in  the  kind  and  extent  of  disclosure.  One  application  may 
disclose  several  inventions.  Which  of  the  several  disclosures  shall  be 
selected  as  the  mark  by  which  to  place  the  application  ?  For  instance, 
the  typical  wire-nail  machine  has  a  wire-feeding  mechanism,  a  shear- 
ing mechanism,  an  upsetting  (forging)  mechanism,  side-serr&ting 
mechanism,  and  pointing  mechanism;  it  may  also  have  a  counting 
mechanism,  a  packaging  mechanism,  an  electric  motor  on  its  frame 
for  furnishing  power;  and,  in  addition,  numerous  power-transmitting 
and  other  machine  parts,  such  as  bearings,  oil-cups,  safety  appliances, 
etc.  The  applicant  may  have  made  a  complete  new  organization  of 
nail-machine  and  may  seek  a  patent  for  the  total  combination. 
He  may  have  invented  a  new  shearing  mechanism  and  have  chosen 
to  show  it  thus  elaborately  in  the  place  of  use  he  had  in  mind,  or  he 
may  have  designed  a  new  counter  or  a  new  oil-cup  or  a  new  power 
transmission,  or  even  a  new  motor,  and  have  given  his  invention 
this  elaborate  setting.  The  shears,  the  counter,  the  oil-cup,  the 
power  transmission,  and  the  motor  are  separately  classifiable  in 
widely  separated  classes.  How  shall  the  application  be  diagnosed 
for  determining  its  place  in  the  office  classification?    When  the 
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specification  and  drawing  disclose  (as  most  of  them  do)  several 
subjects  matter  of  invention,  though  claiming  only  one,  which  of 
those  several  subjects  matter  shall  control  the  classification? 

The  most  natural  procedure,  at  first  thought,  would  be  to  classify 
on  the  totality  of  the  showing,  in  which  case  the  application  for  the 
nail-machine,  suppased  above,  would  be  assigned  to  nail-making. 
But  imagine  the  invention  claimed  by  an  applicant  to  be  the  counter. 
Then  the  examiner  in  charge  of  nail-makirig  would  have  to  search 
the  class  of  registers  with  which  he  is  not  familiar.  Suppose  appli- 
cant No.  2  files  an  application  for  the  same  counter  which  he  illus- 
trates-and  describes  in  connection  with  a  bottle-filling  machine,  and 
that,  classifying  on  the  totality  of  the  showing,  this  goes  to  the 
division  that  has  the  class  of  packaging  liquids.  Now  both  the 
examiners  in  charge  of  bottle-filling  and  nail-making,  knowing  that 
counters  are  classified  in  registers,  search  the  class  of  registers  and 
also  the  pending  applications  in  registers.  After  these  examiners 
have  made  their  searches,  suppose  applicant  No.  3  files  an  applica- 
tion for  the  same  counter,  which  he  Bays  may  be  used  for  counting 
small  articles  produced  by  automatic  machines.  Perhaps  he  shows 
the  counter  attached  to  a  piece  of  conventional  mechanism  repre- 
senting any  manufacturing  machine,  mentioning,  say,  a  cigarette  or 
pill  or  cartridg  ^-making  machine.  It  has  not  occurred  to  either  the 
the  examiner  of  nail-making  or  the  examiner  of  bottle-filling  that  die 
other  might  have  any  such  application;  nor  does  it  occur  to  the 
examiner  in  charge  of  registers  to  search  nail-making  or  bottle-filling. 
As  the  specification  of  the  counter  application  mentions  cigarette, 
pill,  and  cartridge-making  machines  to  which  the  counter  may  be 
attached,  the  examiner  in  charge  of  registers  may  search  those 
classes.  Suppose  that  the  counter  proves  to  he  new,  and  each  of  the 
three  examiners  allows  a  patent.  Here  now  arc  three  patents  for 
tile  same  thing.  Of  course,  after  allowance,  the  counter  and  all 
other  disclosed  inventions  that  give  any  suggestion  of  novelty  are 
cross-referenced;  but  the  primary  purpose  of  a  patent  office  classifica- 
tion (to  aid  in  determining  patentability)  has  failed  in  this  instance. 

In  the  imagined  situation  respecting  pending  applications,  without 
doubt  diagnosis  and  classification  upon  the  invention  claimed  is 
necessary  to  effect  the  purpose  of  the  office  classification.  Cross- 
referencing  after  issue  can  not  undo  that  which  has  been  done. 

If  no  application  save  that  of  the  nail-machine  be  pending,  no 
duplication  of  patents  occurs,  but  the  labor  of  search  is  increased  by 
reason  of  the  unfamiliarity  of  the  eximiner  with  the  inventions  he 
has  to  search.  After  the  patent  is  allowed  he  may  find  the  entire 
combination  of  the  mil-machine  without  the  counter  disclosed  in  a 
patent  for  a  nail-making  machine,  so  that  as  a  nail-making  machine 
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this  new  patent  is  of  no  value  as  a  reference.  Very  probably  all  of 
the  other  inventions  illustrated  (except  the  counter)  are  also  old  in 
their  respective  classes;  but  the  examine!  of  nail-making  can  not 
tell  this  without  extensive  searches  in  those  classes,  so  he  notes  cross- 
references  for  them  all. 

Difficulties  due  to  varying  ideas  of  claims. — Very  troublesome  ques- 
tions are  constantly  arising  as  to  whether  an  invention  should  be 
classified  in  a  combination  class  or  an  element  class.  The  point 
will  be  illustrated  by  example:  A  describes  and  illustrates  an 
automobile  having  an  internal-combustion  motor  and  a  friction- 
clutch  in  the  motor  transmission-gear.  He  states  that  the  clutch  is 
in  the  usual  relationship  to  the  motor  and  gearing,  but  claims  a 
new  clutch  for  whatever  it  may  he  adapted.  B  discloses  an  inter- 
nal-combustion motor  said  to  he  for  automobiles  with  transmis- 
sion-gearing and  a  friction-clutch  and  claims  "in  an  internal-com- 
bustion motor  a  friction-clutch,"  etc.,  specifying  the  form  of  the 
clutch.  C  makes  the  same  disclosure,  but  claims  "an  internal-com- 
bustion motor  having  a  specified  clutch,"  while  D,  with  the  same 
disclosure,  claims  "the  combination  with  the  internal-combustion 
engine  of  an  automobile"  of  a  specified  friction-clutch.  E  claims 
and  illustrates  only  the  friction-clutch.  Should  these  be  classified 
together  %  If  so,  in  what  cUss?  Should  a  bearing  composed  of  a 
specified  alloy  of  copper,  tin,  and  antimony,  be  classed  as  a  bearing  or 
as  an  alloy?  Should  a  house  painted  with  a  mixture  of  linseed  oil, 
lead  oxid,  and  barium  sulphate  go  to  buildings  or  coating  com- 
positions ?  A  lamp-filament  of  titanium  and  zirconium  with  electric 
lamps  or  with  alloys!  A  building-block  of  cement,  lime,  sand, 
and  carborundum,  with  building-blocks  or  plastic  compositions) 
Whether  these  he  diagnosed  as  combinations  or  as  elements  and 
compositions  respectively,  and  classified  accordingly,  criticism  will 
be  aroused.  The  point  in  view  is  that  although  principles  of  patent- 
ability must  be  considered  in  a  classification  designed  as  an  instrument 
to  aid  in  determining  patentability,  convenience  and  accuracy  of 
search  and  avoidance  of  voluminous  cross-referencing  may  neces- 
sitate some  arbitrary  rule  of  classification  to  meet  various  and 
changing  theories  applied  to  the  drafting  and  allowance  of  claims. 

From  the  foregoing  it  will  be  evident  that  classification  involves 
orderly  logical  processes  of  induction  (supplemented  by  hypothesis), 
of  definition  and  of  deduction.  After  gathering  a  large  number  of 
facts  generalizations  are  made  from  them  and  a  hypothesis  is  found 
to  be  confirmed  or  modified  by  more  extended  research;  the  divisions 
are  then  defined;  by  correct  diagnosis  of  other  instances  (as  other 
patents)  deductions  may  be  drawn  respecting  the  appropriate  place 
for  them  in  the  classification. 
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(G)  RULES  OF  CLASSIFICATION. 

BASIS    OF    CLASSIFICATION. 

(1)  The  basis  of  subdivision  and  assemblage  of  the  means  of  the 
"useful  arts"  in  the  Patent  Office  classification  is  "art"  within  the 
meaning  of  "art"  in  section  4886,  Revised  Statutes.  The  direct, 
proximate  or  necessary  art,  operation  or  effect,  rather  than  some 
accidental  and  remote  use  or  application,  should  be  selected.  In  all 
cases  qualities  or  characteristics  that  persist  through  all  accidental 
uses  and  that  can  be  identified  as  permanent  are  to  be  preferred. 

(2)  The  operative,  instrumental,  or  manipulative  arte,  including 
machines,  tools,  and  manufacturing  processes,  should  be  classified 
according  to  whether  a  single  operation  of  one  kind  applicable  to 
various  materials  to  be  used  for  various  purposes  is  carried  out  by 
the  claimed  means,  or  whether  plural  operations  are  performed, 
which,  combined,  produce  a  special  effect  or  special  product. 

Example:  An  instrument  performing  a  plurality  of  operations  peculiar  to  shoe- 
manufacture  would  be  classified  on  the  basis  of  shoemaking,  because  that  instrument 
would  be  incapable  of  other  use,  while  an  instrument  peculiarly  adapted  to  drive 
Bails  would  be  classified  on  the  basis  of  nailing,  whether  for  nailing  shoe-heels  or  other 
objects,  and  a  hammer  would  be  classified  on  the  basis  of  its  function  as  an  impact 
tool  even  though  described  as  for  driving  nails,  and  even  into  shoe-heels. 

(3)  Structures  (passive  instruments)  will,  in  general,  be  classified 
on  the  basis  of  structure,  either  of  special  or  general  application,  the 
essential  functions  and  effects  of  static  structures  being  resistive  or 
the  maintaining  of  forces  in  equilibrium. 

Example:  A  structure  recognized  as  peculiar  to  barriers  of  the  kind  known  as 
fences  would  be  classified  in  the  special  class  of  Fences,  but  posts,  joints,  beams,  etc., 
recognized  as  having  use  in  general  building,  even  though  described  as  used  in  fences, 
would  be  classified  in  a  more  general  building  class,  such  as  Wooden  Buildings  or 
Metallic  Building  Structures. 

(4)  Compositions  of  matter  and  manufactured  or  formed  stock  or 
materials  will  be  classified  in  accordance  with  the  inherent  character 
of  the  substance  or  material  where  possible,  otherwise  according  to 
special  use. 

Example:  A  pure  chemical  is  expected  to  be  classified  on  the  basis  of  its  chemical 
structure  and  constituents,  even  though  useful  as  a  food,  medicine,  dyestuff,  explo- 
sive, etc.,  and  alloys  on  the  basis  of  metallic  composition,  even  though  used  for  bear- 
ings, coins,  tools,  etc.;  whereas  a  physical  composition  having  no  reason  for  existence 
except  to  function  as  a  cleansing  composition  or  a  paint  might  have  to  be  classified 
on  the  basis  of  its  function  as  a  detergent  or  a  coating  composition,  respectively.  Also 
a  bimetallic  layered  foil,  plate,  or  wire  would  be  expected  to  be  classified  as  metal 
stock  even  though  designed  for  use  for  dental  filler,  plowshare,  or  electric  conductor, 
and  a  woven  textile  fabric  as  a  fabric  even  though  described  as  used  for  a  filter  or 
apron  for  a  paper-making  machine. 
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DIVISION    AND    ARRANGEMENT. 


(5)  The  divisions  or  subclasses  of  &  class  should  be  made  exhaus- 
tive, i.  e.,  they  should  be  susceptible  of  receiving  any  future  inven- 
tion that  may  fall  within  the  scope  of  the  class.  The  rule  aa 
usually  phrased  is:  "The  constituent  species  must  be  equal,  when 
added  together,  to  the  genus."  Exhaustive  division  may  be  secured 
by  maintaining  always  a  residual  or  miscellaneous  subclass.  The 
miscellaneous  subclass  represents  the  remainder  of  the  original  un- 
divided material  undefined  except  as  the  class  is  defined  and  may  be 
accurately  treated  as  if  it  had  the  class  title. 

(6)  A  second  rule  respecting  the  subdivision  of  a  class  is:  "The 
constituent  species  must  exclude  each  other."  That  is,  the  divisions 
or  subclasses  must  not  overlap.     (See  exception  in  Rule  8.) 

Example:  If  a  Dumber  of  balls  of  several  different  materials,  several  different  con- 
formations, or  constructions,  several  different  colors,  were  to  be  divided  into  glass  balls, 
hollow  balls,  and  led  balls,  this  rule  would  be  violated,  because  some  balls  would  be 
glass,  hollow,  and  red. 

(7)  A  third  rule  respecting  subdivision  is:  "The  divisions  must  be 
founded  on  one  principle  or  basis."  The  application  of  this  rule  will 
generally  form  divisions  that  do  not  overlap.  (See  exception  in 
Rule  8.) 

Example:  If  a  number  of  balls  of  several  different  constructions,  several  different 
materials,  and  several  different  colors  were  to  be  classified  so  as  to  provide  a  place  for 
each  kind  of  characteristic,  they  should  be  divided  first,  for  example,  according  to  con- 
struction into  hollow  balls  and  solid  balls,  each  of  these  according  to  materials  into 
glass  balls,  rubber  balls,  metal  balls,  wooden  balls,  etc.,  and  each  of  the  latter  into  red 
balls,  blue  balls,  green  balls,  etc. 

(8)  When  it  is  found  that  division  into  overlapping  subclasses  and 
on  different  characteristics  is  a  lesser  evil  than  an  unwieldy  number 
of  subclasses  that  would  otherwise  result,  then  those  subclasses  based 
on  characteristics  deemed  more  important  for  purposes  of  search 
should  precede  in  the  list  of  subclasses  those  based  upon  character- 
istics deemed  less  important.      (See  Rule  6.) 

(9)  In  arrangement  of  subclasses  or  subdivisions  the  miscellaneous 
groups  containing  material  not  falling  within  any  of  the  specifically 
entitled  subclasses,  should  stand  first;  those  subclasses  defined  by 
effect  or  special  use  should  precede  those  defined  by  function  or 
general  use;  those  containing  matter  that  is  related  to  the  matter  of 
other  subclasses  as  whole  to  part  should  precede  those  subclasses 
that  contain  the  part;  and  those  defined' by  a  characteristic  deemed 
more  important  or  significant  for  search  purposes  should  precede 
those  defined  by  characteristics  deemed  less  important. 

Whenever  superior  rank  has  been  assigned  to  any  selected  character- 
istic by  placing  divisions  based  upon  it  in  advance  of  divisions  based 
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upon  other  characteristics,   this  superiority  should  be  maintained 
throughout. 

Example:  A  partial  schedule  of  Clam  80  follows  to  illustrate  the  arrangement  of 
subclasses: 

Class  80. — Metal  Rolling. 


1.  Miscellaneous. 

2.  Heating  and  rolling. 

3.  Cutting  and  rolling. 

4.  Drawing  and  rolling. 

5.  Annular  bodies. 

6.  Screw  threads — 

7.  Concave  and  roll. 

8.  Platen  rolling— 

9.  Dies. 

10.  Rods  and  wires. 

11.  Tubes— 

12.  Idle  rolls. 

13.  Axial  rolling. 

14.  Segmental  rolls. 

15.  Skelping. 

16.  Wheels  and  disks. 

17.  Reworking. 

18.  Concave  and  roll. 

19.  Platen  and  roll. 

20.  Platen  rolling— 

21.  Disk  platens. 

22.  Axial  rolling — 

23.  Pattern  rolls. 


.  Die  rolling — 
Oscillating  rolls. 


Mills— 

32.  Coiling. 

33.  Work  reversing. 

34.  Three  or  more  coacting  rolls. 
36.       Continuous — 

36.         Inclined  trains. 

41.  Roll  cooling  and  heating. 

42.  Cooling  beds. 

43.  Feeding— 

44.  Tables. 


55.  Housings. 

56.  Roll  adjustments — 

57.  Relief  devices. 

5B.  Rolls— 


66.       Flanged  bars. 


In  this  schedule  the  miscellaneous  subclass  is  numbered  1,  then  follow  three  sub- 
classes (2-4)  of  rolling  plus  another  function,  then  four  major  subclasses  (5-16)  of 
rolling,  merely,  but  applied  to  blanks  of  special  form  producing  special  products, 
then  one  special  subclass  (17)  based  upon  a  special  class  of  material  treated,  then  five 
subclasses  (18-31)  specialized  in  type  and  mode  of  operation,  then  general  types  of 
rolling  mills  (32-40),  then  various  parts  and  accessories  (41-59),  then  processes  (60-66). 
This  is  the  usual  arrangement  and  is  an  exhaustive  division  for  the  art  of  metal  rolling. 
Had  there  been  miscellaneous  subclasses  for  all  combined  operations  of  rolling  plus 
some  other  function,  a  miscellaneous  subclass  for  all  mere  rolling  machines,  either 
special  or  general,  and  a  miscellaneous  subclass  for  all  parts  and  accessories,  the 
requirements  of  exhaustive  division  would  have  been  also  satisfied. 

In  the  illustrative  schedule,  there  being  no  miscellaneous  subclass  for  means  having 
combined  functions  of  rolling  and  another,  any  patent  having  claims  for  the  combi- 
nation of  a  means  for  rolling  and  a  means  for  cooling  would  fall  in  subclass  1,  Miscel- 
laneous. In  that  subclass  would  also  fall  all  "Mills,"  such  as  for  rolling  spiral  conveyer- 
fljghto,  the  same  not  falling  under  any  of  the  subclasses  32—40,  no  miscellaneous  sub- 
class of  "Mills"  and  no  special  article -rolling  subclass  having  been  provided;  also 
all  parts  or  accessories,  such  as  a  water-cooled  screen,  peculiarly  adapted  to  rolling' 
mills,  there  being  no  existing  aubclan  of  screens  therein  and  uo  miscellaneous  subclass 
of  parts.  The  arrangement  of  subclasses  in  Class  80  requires  that  the  combination 
of  a  furnace  and  a  rolling-mill  aball  be  placed  in  subclass  2,  even  if  the  combination 
be  designed  and  adapted  for  rolling  annular  bodies  (subclass  5)  or  tubes  (subclass  11). 
Means  special  to  rolling  a  tube  between  a  concave  and  roll  must  be  placed  in  subclass 
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13  rather  than  in  subclass  18.    A  work-reversing  mill  must  be  placed  in  subclass  33 
rather  than  in  subclass  34  even  though  it  have  three  or  mote  coacting  rolls. 

The  rolling  of  "Screw-threads"  having  been  given  higher  rank  than  a  "Concave 
and  roll"  mechanism,  any  concave  and  roll  mechanism  limited  for  use  in  rolling 
screw-threads  should  be  formed  into  a  siibclaee  indented  under  "Screw-threads" 
and  not  into  a  subclass  "Screw-threads"  indented  under  "  Concave  and  roll." 

(10)  Class  schedules  are  arranged  with  certain  subclasses  appro- 
priately indented  according  to  a  commonly  understood  expedient. 
In  a  properly  indented  schedule  subclasses  in  column  at  the  extreme 
left  are  the  main  species  (the  proximate  species)  of  the  class.  The 
titles  and  definitions  of  all  subclasses  proximate  to  the  class  (at 
extreme  left)  must  be  read  with  the  title  and  definition  of  the  class, 
as  if  indented  under  the  class  title  one  space  to  the  right;  so  also 
with  the  titles  and  definitions  of  subclasses  indented  under  other 
subclasses.  If  a  title  has  no  number  (as  in  Class  80,  "  Mills  "),  it  repre- 
sents merely  a  subject-matter  to  be  divided,  assumed  to  have  no 
representatives  other  than  those  in  the  species  indented  under  it. 
If  a  title  having  indented  species  under  it  has  a  number,  it  not  only 
represents  a  subject  to  be  divided  but  also  a  subclass  including  all 
other  species  not  falling  within  the  indented  titles.  Indention  does 
not  indicate  superiority  or  inferiority,  but  merely  that  the  title  and 
the  definition  of  the  indented  subclass  must  be  read  with  the  title 
and  definition  of  the  subclass  under  which  it  is  indented.  A  title 
selected  in  a  scheme  of  subdivision  to  be  of  first  importance  and 
placed,  therefore,  in  advance,  should  not  thereafter  be  indented  under 
a  title  selected  to  be  of  secondary  importance  and,  therefore,  having 
a  lower  position.     (See  Rule  8.) 

(1 1 )  A  group  of  material  may  be  divided  on  several  different  bases. 
"Use"  or  "purpose"  or  "object  treated"  may  be  adopted  only 
when  the  "use"  or  "purpose"  or  "object  treated"  stamps  upon  the 
invention  such  peculiarities  of  operation  or  construction  as  to  limit 
the  applicability  of  the  invention  to  the  use  or  purpose  named. 
(See  Basis  of  Classification,  Rule  1.)  A  group  based  upon  mode  of 
operation  also  may  be  divided  into  subclasses  (1)  with  a  "functional" 
title,  usually  participial  in  form,  and  adapted  therefore  to  receive 
machines,  processes,  and  tools;  (2)  with  special  use,  purpose,  or 
object-treated  title  containing  the  name  of  the  use,  purpose,  or 
object;  (3)  with  "  type  "  title,  usually  a  name  or  a  name  with  a  qualify- 
ing adjective;  (4)  with  a  title  of  a  part  or  subcombination,  also  a 
name. 

Example:  In  Class  90,  Gear-Cutting,  Milling,  and  Planing,  are  to  be  found  sub- 
classes entitled  "Gear-cutting,"  certain  machines  being  peculiar  to  that  use;  also 
other  subclasses  with  the  general  functional  title  "Planing,"  subordinate  to  which 
are  the  special  use  subclass  "Planing,  Soft  metal,"  and  the  type  subclass  "Planers" 
divided  into  two  coordinate  subclasses,  "Reciprocating  bed"  and  "Reciprocating 
cutter,"  and  several  subordinate  "part"  subclasses,  including  "Tool-feeds"  and 
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"Tool-heads."  The  adjective  form  of  the  title  "Plane™,  Reciprocating  bed,"  indi- 
cates a  type  subclass.  If  the  title  had  been  Planers,  Reciprocating  beds,  the  indica- 
tion would  be  that  the  subclass  was  a  part  subclass  to  receive  planer  beds  only.  Id 
the  class  referred  to  for  illustration,  "Tool-feeds"  and  "Tool-heads"  indicate  sub- 
classes for  parts  and  not  for  types  of  planers  having  tool  feeds. 

(12)  In  arranging  the  divisions  of  a  class,  such  arrangement  should 
be  sought  as  will  minimize  the  need  of  cross-references.  Search  for 
any  particular  matter  can  not  always  be  limited  to  one  group  without 
such  extensive  cross-referencing  as  would  in  some  cases  defeat  the 
purpose  of  classification.  Forming  the  subdivisions  of  a  class  accord- 
ing to  the  total  similarities  of  the  inventions,  rather  than  according 
to  some  selected  more  or  less  important  characteristic,  and  arranging 
them  in  the  correct  order  of  superiority  and  inferiority,  with  care  to 
maintain  throughout  the  schedule  the  relative  positional  values  of 
the  several  selected  bases  of  division,  will  ordinarily  in  a  closely 
bonded  class  limit  the  search  for  any  single  invention  to  the  subclass 
particularly  suited  to  receive  it  and  some  subclasses  preceding  that 
one,  excluding  from  the  ncessity  of  search  the  subclasses  succeeding. 
Example:  In  Class  SO,  Metal- Rolling,  it  would  not  be  expected  to  find  any  tube- 
rolling  mill  lower  iu  the  schedule  than  the  tube-rolling  subclasses,  but  a  tube-mill 
might  be  found  higher  up  in  "Heating  and  rolling,"  "Drawing  and  rolling,"  etc. 
No  concave  and  roll  combination  should  be  found  succeeding  the  subclass  of  "Concave 
and  roll,"  but  it  may  be  found  under  subclasses  above,  such  as  "Tubes,  Screw- 
threads,"  etc.  No  rolls  should  be  found  lower  than  the  subclass  of  "Rolls,"  but 
they  may  be  found  in  many  subclasses  above. 

DEFINITION. 

(13)  Having  some  knowledge  of  the  nature  of  the  materials  about 
to  be  classified,  a  tentative  definition  of  a  class  to  be  formed  may  be 
framed,  which  may  be  either  written  down  or  merely  carried  in 
mind,  to  serve  as  a  tentative  guide.  This  tentative  definition 
must  be  considered  as  subject  to  change  to  any  extent  by  the  fuller 
knowledge  obtained  by  careful  consideration  of  the  material.  After 
a  full  knowledge  of  the  materials  to  be  classified  has  been  acquired, 
it  will  be  necessary  to  frame  a  careful  definition  of  the  class,  and 
also  of  each  subclass  whose  title  does  not  unequivocally  indicate 
what  is  contained  in  it. 

(14)  A  definition  of  any  class  should  state  the  "qualities  and 
circumstances  possessed  by  all  the  objects  that  are  intended  to  be 
included  in  the  class  and  not  possessed  completely  by  any  other 
objects."  A  proper  definition  should  not  ordinarily  contain  the 
name  of  the  thing  defined.  "Definitions  in  a  circle"  are,  of  course, 
worthless.  A  definition  should  be  exactly  equivalent  to  the  species 
defined  and  should  not  be  expressed  in  obscure  or  ambiguous  language, 
but  should  employ  terms  already  denned  or  perfectly  understood. 
It  should  not  be  in  negative  form  where  it  can  be  affirmative.     If 
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the  class  of  -objects  haa  a  peculiar  property,  the  naming  of  that  may 
serve  as  a  definition.  If  no  peculiar  property  can  be  detected,  the 
definition  should  name  more  than  one  quality  or  property.  Several 
different  classes  may  have  one  or  more  properties  alike,  but  as  the 
number  is  increased  the  likelihood  of  there  being  others  having  the 
same  properties  is  decreased.  The  briefest  possible  statement  of 
such  properties  or  qualities  as  are  possessed  by  all  the  objects  of  a 
class  and  not  completely  possessed  by  any  other  objects,  which  will 
suffice  to  distinguish  the  class  from  other  classes  and  determine  its 
position  in  the  general  classification,  will  be  most  satisfactory.  To 
define  any  species,  the  genus  having  been  defined,  the  genus  should 
be  named  and  the  difference  added.  Of  course,  no  generic  definition 
should  contain  any  limitation  not  characteristic  of  every  species 
of  the  defined  genus.  In  Beeking  qualities  by  which  to  describe  a 
genus  or  species,  no  accident  should  be  selected. 

Example:  Suppose  there  be  marked  out  and  denned  as  a  genus  all  means  whereby 
one  form  of  energy  is  transformed  into  another  form  of  energy  and  no  more,  and  the 
genus  be  named  energy-transformers.  We  may  then  name,  aa  species,  anergy-trans- 
formers  that  are  motors  and  energy-transformers  that  are  not  motors.  Motors  may  be 
denned  by  merely  naming  the  genus  energy-transformers,  and  stating  the  difference, 
to  wit,  continuously  transEurming  energy  into  cyclical  mechanical  motion.  Then  the 
definition  will  be:  E  a  ergy- transform  era  that  are  adapted  to  continuously  transform 
energy  into  cyclical  mechanical  motion.  The  non-motor  division  will  retain  the  genus 
definition. 

It  would  not  be  illuminating  fur  a  searcher  having  little  familiarity  with  the  textile 
arte  to  look  under  the  title  "Carding"  and  find  that  carding  is  defined  as  a  means  for 
carding  fiber. 

Even  though  the  first  steam-engine  invented  had  been  used  to  run  a  gristmill,  the 
accident  of  its  use  au  a  part  of  a  gristmill  would  hardly  warrant  the  definition  of  a 
steam-engine  as  a  means  to  grind  corn.  Nor  would  a  hammer  be  properly  defined  as 
an  instrument  to  drive  nails  or  to  crack  nuts  or  to  forge  horseshoes,  even  though  a 
patent  should  not  mention  any  use  other  than  one  of  these  and  should  lay  heavy 
emphasis  on  the  special  value  of  the  hammer  as  a  nut  cracker,  nail  driver,  etc. 

( 15)  In  those  cases  where  the  title  is  so  obvious  that  definition  is 
superfluous,  explanatory  notes  may  be  substituted  and  will  usually 
be  found  helpful. 

CROSS-REFERENCES    AND   SEARCH-NOTES. 

(16)  Inasmuch  as  nearly  every  patent  discloses  unclaimed  matter 
that  is  classifiable  separately  from  the  claimed  matter,  it  is  clearly 
impossible  to  cross-reference  every  disclosure  of  every  means  in  every 
patent.  Many  things  must  be  taken  as  conventional,  obvious,  or 
well  known,  and  the  good  judgment  of  the  classifier  is  bound  to  be 
exercised  in  cross-referencing  matter  disclosed  but  not  claimed  to  be 
the  invention  of  the  patentee. 

(17)  A  mere  part  or  element  should  rarely  be  cross-referenced 
from  an  element  class  to  a  superior  combination  class.     An  element 
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forming  part  of  a  combination  in  a  superior  class  should,  if  claimed, 
be  cross-referenced  to  the  element  class  and  also  if  not  claimed  if  it 
seems  to  be  not  merely  a  conventional  form,  and  patents  having 
claims  for  more  than  one  differently  classifiable  invention  should 
always  be  cross-referenced  unless  such  an  arrangement  of  subclasses 
with  search-notes  is  substituted  as  will  guide  the  searcher  to  all 
places  where  the  material  may  be  found.  Claimed  matter  additional 
to  that  which  controls  the  classification,  if  belonging  in  the  same  class, 
should  be  cross-referenced  into  a  succeeding  subclass.  Cross-refer- 
ences of  unclaimed  disclosure  may  be  in  either  direction, 

(18)  To  supplement  or  take  the  place  of  cross-referencing,  more  or 
less  elaborate  search-notes  are  needed,  giving  directions  and  sugges- 
tions for  further  search,  setting  out  the  relationship  between  classes 
and  subclasses,  and  drawing  distinctions  by  example.  Search- 
notes  should  indicate  other  classes  or  subclasses  in  which  the  subject- 
matter  of  the  group  to  which  the  search-notes  are  appended  is  likely 
to  form  a  part  of  a  more  intensive  combination,  also  analogous  mat- 
ter that  might  serve  as  a  reference  for  a  broad  claim.  They  need  not, 
in  general,  indicate  where  parte  or  elements  of  the  subject-matter 
which  are  common  also  to  other  classes  can  be  found,  because  the 
index  of  classes  contains  the  necessary  information.  For  example,  it 
is  not  necessary  iu  every  machine-class  to  indicate  by  search-notes 
where  machine-elements  and  static  parts  may  be  found,  nor  in  a  class 
of  wooden  boxes  to  point  out  where  the  nails,  screws,  hinges,  or 
locks  that  may  form  a  part  of  the  box  are  classified. 

DIAGNOSIS   TO   DETERMINE   CLASSIFICATION. 

(19)  Inasmuch  as  nearly  every  patent  contains  disclosure  that  is 
claimed  and  also  disclosure  that  is  not  claimed,  it  has  been  deemed 
advisable  to  establish  the  general  rule  that  where  the  claimed  and 
unclaimed  disclosures  are  classified  in  different  classes  or  subclasses 
the  invention  both  disclosed  and  claimed  shall  determine  the  placing 
of  a  patent  (or  a  pending  application)  rather  than  any  selected  in- 
vention that  may  be  disclosed  but  not  claimed.  "Not  claimed  "covers 
means  that  may  form  an  element  only  of  a  claim  as  well  as  means  not 
referred  to  in  any  claim.    (See  exceptions  in  Rules  21  to  22  inclusive.) 

Example :  A  patent  discloses  and  claims  a  dash-pot  but  illustrates  it  in  such  relation 
to  a  metal -planing  machine  as  to  utilize  it  for  checking  the  movement  of  the  bed  at 
one  end  of  its  path,  or  in  connection  with  an  electric  generator  to  aid  in  effecting  the 
brush  adjustment;  the  patent  should  be  classified  in  the  subclass  of  Dash-pots.  If 
the  classifier  finds  the  disclosed  organization  of  dash-pot  and  planer  or  dash-pot  and 
generator  more  than  a  conventional  illustration  of  an  obvious  use,  he  should  note  a 
cross-reference  to  Planers  or  Electricity,  Generation.  A  patent  discloses  an  internal- 
combustion  engine  associated  with  a  specific  form  of  carbureter;  the  claims  relate 
to  the  engine  parts  only;  the  class  of  Internal-Combustion  Engines  should  receive 
the  patent,  and  a  cross-reference  should  be  placed  in  Carbureters.  A  patent  discloses 
and  specifically  claims  the  combination  of  a  rail-joint  comprising  abutting  rails,  fish- 
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plates,  and  specific  bolts;  the  patent  goes  to  an  appropriate  clan  of  rail-joints,  and 
it  the  bolt  is  more  than  a  mere  obvious  conventional  bolt,  a  cross-reference  should  be 
noted  for  the  appropriate  subclass  of  Bolts. 

(20)  The  totality  of  the  claimed  invention  should  bo  selected  when 
possible  to  determine  the  appropriate  class  in  which  to  place  a  patent. 
The  entire  expression  of  the  invention  will  usually  be  set  forth  in  the 
most  relatively  intensive  claim.1  In  a  properly  drawn  patent  there 
is  at  least  one  claim  that  will  serve  as  a  mark  to  indicate  the  classi- 
fication of  that  patent. 

(21)  Where  ft  patent  discloses  but  does  not  claim  a  combination 
of  proper  scope  to  be  classified  in  a  combination  subclass  and  claims 
merely  a  detail  classified  in  a  subclass  lower  in  the  schedule,  both  in 
the  same  class,  if  the  subclasses  are  so  related  that  the  combination 
always  involves  the  detail  so  that  a  search  for  the  detail  must  neces- 
sarily be  made  in  the  combination  subclass,  the  patent  may  be  placed 
in  the  combination  subclass.  This  avoids  the  need  of  a  cross  refer- 
ence into  the  combination  subclass,  and  a  lack  of  a  copy  in  the  detail 
subclass  is  immaterial,  as  it  is  seen  in  the  completion  of  the  search 
through  the  combination  subclass.     (See  Rule  19.) 

Example:  A  patent  for  a  saw-making  machine  discloses  dressing,  jointing,  and 
gaging  mechanisms;  it  claims  dressing  and  jointing  only.  There  is  a  subclass  for 
dressing,  jointing,  and  gaging,  and  a  subclass  for  dressing  and  jointing.  In  this  case 
the  patent  may  be  placed  in  the  first-mentioned  subclass,  as  that  must  be  searched 
always  when  the  second-mentioned  one  is  searched,  cross  referencing  in  this  situation 
being  of  little  value. 

(22)  Where  a  subclass  with  a  generic  title  has  indented  thereunder 
a  species  type-subclass  bearing  the  title  of  the  generic  subclass 
qualified  by  a  difference,  any  patent  which  claims  an  invention  fall- 
ing within  the  genus  subclass  and  discloses  the  qualification  of  the 
species  type-subclass  should  be  classified  in  the  latter  whether  or  not 
the  entire  disclosure  is  claimed.     (See  Rule  19.) 

Example: 

Glass  2B. —Metal  Working. 
Hachine  chucks  and  tool  sockets — 
Cam  closing— 

126.  Scroll— 

127.  Bevel  pinion  or  ring. 

Of  the  objeor*  to  which  ttw  term  may  be  applied;  I 
■lily  possessed  by  objects  boring  that  name.    1 

aleetiic,  (U,  water,  spring,  weight,  etc.  "Motors"  In  Intension  means  Instruments  to 
or  manifestation  otanwgy  Into  periodical  or  oyclloal  motion  of  a  body.  Aa  the  bteusfom  Increases  the  ex 
don  dam  am,  and  ate  wr«J.  There  most  be  more  motors  than  there  are  decttki  motors,  and  ekonio 
motors  have  more  qualifications  than  are  common  to  all  motors.  Comparison  of  acta  and  Instruments  with 
respect  to  their  extension  and  intension  lor  classification  purposes  should  be  made  between  comparable 
qualities.  A  claim  (or  a  steam-engine  m»7  be  Tory  specific  whUa  a  claim  for  a  reaper  may  be  very  broad; 
here  there  hi  no  comparabla  relationship,  and  the  terms  Intensive  and  extensive  do  not  have  the  relative 
aignmcance  most  useful  m  cbktsmcatkni.  But  when  a  patent  or  application  contains  claims  (or  mechanism 
■     ■    ■  to  motors  and  other  kinds  o  t 
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If  a  patent  claimed  only  the  scroll  of  a  scroll-chuck,  but  disclosed  it  in  connection 
with  a  bevel  pinion  and  ring,  it  should  be  classified  in  subclass  127,  Bevel  pinion  and 
ring,  and  not  in  subclass  126,  Scroll,  although  if  there  were  no  disclosure  of  the  bevel 
pinion  and  ring  it  would  go  in  subclass  126 .  Any  search  for  scrolls  must  be  prosecuted 
through  all  subclasses  that  include  "Scroll"  in  the  title. 

(23)  Where,  as  in  the  case  of  patents  that  show  and  claim  a  combi- 
nation that  as  matter  of  common  knowledge  is  not  new  except  in  one 
of  its  elements,  to  classify  a  patent  strictly  in  accordance  with  rule 
would  result  in  placing  the  patent  where  it  would  serve  no  useful  pur- 
pose as  a  reference  and  having  to  cross-reference  it  to  a  class  where 
it  would  serve  a  useful  purpose,  it  is  best  to  classify  the  patent  in 
the  class  to  which  the  element  would  take  it.     (See  Rule  19.) 

Example:  A  patent  claiming  a  wheeled  vehicle,  broadly,  in  combination  with  an 
internal-combustion  engine  comprising  a  cylinder,  a  crank-case,  a  piston  and  suitably' 
connected  crank,  a  valve  opening  into  the  crank-case,  and  a  valve  in  the  piston  open- 
ing into  the  cylinder,  may  be  advantageously  classified  as  an  internal-combustion 
engine  notwithstanding  the  alleged  invention  is  for  a  motor  vehicle. 

(24)  In  order  to  meet  the  situation  respecting  the  classification 
of  those  patents  that  indiscriminately  claim  an  article  of  manufacture 
defined  only  by  the  material  of  which  it  is  made  and  those  patents 
that  claim  those  materials,  leaving  to  the  specification  information 
regarding  the  designed  uses,  patents  for  articles  defined  only  by  their 
ingredients  specifically  set  forth  may  be  placed  in  the  composition 
of  matter  or  material  class.     (See  Rule  19.) 

Example:  A  patent  having  a  claim  for  a  cutter  made  of  an  alloy  of  iron,  tungsten, 
and  manganese  would  be  classified  with  Alloys;  a  patent  claiming  a  box  made  of 
paper  composed  of  two  layers  united  by  a  solution  of  asphsltum  should  go  to  the  class 
of  Laminated  Fabric  and  Analogous  Manufactures,  rather  than  to  paper  boxes;  and 
a  patent  for  a  house  having  its  exterior  coated  with  equal  quantities  by  volume  of 
carbonate  of  lead  and  oxid  of  barium  suspended  in  a  vehicle  of  linseed-oil  would  be 
classified  as  a  paint  rather  than  as  a  house. 

(25)  An  alleged  process  of  utilizing  a  specifically-defined  compo- 
sition or  material  which  consists  in  merely  applying  it  to  the  use  it 
was  designed  for  may  be  classified  as  a  composition  or  material 
rather  than  as  a  process.     (See  Rule  19.) 

Example:  A  process  of  painting  the  bottom  of  a  marine  vessel  which  consists  in 
applying  thereto  a  composition  consisting  of  sulphate  of  copper,  powdered  metallic 
sine,  chlorid  of  antimony,  and  hyposulphite  of  soda,  in  a  vehicle  of  Unseed  oil, 
would  be  more  usefully  classified  as  an  antifouling  paint  than  as  a  ship,  as  the  inven- 
tion would  hardly  be  distinguishable  from  a  paint  claimed  as  such  and  described  for 
use  on  submarine  surfaces. 

(26)  An  alleged  process  consisting  merely  in  the  use  of  a  particu- 
larly-defined machine  or  similar  instrument  operating  according  to 
its  law  of  action  will  ordinarily  be  classified  in  the  class  or  subclass 
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where  the  machine  belongs.  But  if  in  addition  to  denning  the  opera- 
tion of  a  particular  machine  the  claim  also  specifies  acts  not  per- 
formed by  the  machine,  the  classification  should  he  in  the  class  or 
subclass  in  which  the  process  belongs.     (See  Rule  19.) 

Example:  Thus  a  claim  for  a  method  of  rolling  an  iron  plate  which  consists  in  pass- 
ing an  iron  blank  between  a  pair  of  rolls  arranged  horizontally  in  juxtaposition  one 
above  the  other  and  geared  together  bo  an  to  rotate  in  opposite  directions,  and  causing 
an  idle  roll  supported  in  bearings  on  the  roll-housings  to  bear  against  the  central 
portion  of  the  surface  of  one  of  the  first  pair  of  rolls  on  the  upper  side  thereof,  should 
be  classified  as  a  rolling-mill,  while  if  to  that  claim  were  added  the  steps  of  doubling 
the  sheet  after  one  passage  between  the  rolls,  again  passing  between  the  rolls,  again 
doubling,  and  then  passing  the  now  four-ply  pack  between  the  rolls  sidewise  or  turned 
90  per  cent  to  the  direction  in  which  it  had  previously  been  fed,  the  classification 
should  be  with  processes  of  sheet-metal  manufacture. 

(27)  In  the  absence  of  settled  rules  denning  permissible  joinder  of 
inventions,  there  may  be  in  one  patent  claims  for  one  or  more  or  all 
of  the  classes  of  invention  named  in  the  statute,  to  wit,  machine,  art, 
manufacture,  and  composition  of  matter.  There  may  also  be  claims 
to  several  more  or  less  related  inventions  in  the  same  statutory  class 
of  invention  but  each  belonging  to  a  different  industrial  art.  (1) 
Where  different  main  classes  are  involved,  the  patent  will  be  classi- 
fied by  the  most  intensive  invention,  without  regard  to  the  statutory 
class  to  which  it  belongs.  (2)  Where  different  subclasses  of  the  same 
class  are  involved,  the  patent  will  be  classified  in  that  one  of  the  sev- 
eral subclasses  defined  to  receive  the  several  inventions  which  stands 
highest  in  the  schedule  of  subclasses. 

(28)  Where  a  patent  contains  claims  for  all  or  a  plurality  less  than 
all  of  the  statutory  classes,  the  general  rule  of  preference  or  superi- 
ority of  the  several  classes  or  subclasses  is  that  represented  by  the 
following  order,  to  wit:  (1)  Machine  (or  other  operative  instrument) ; 
(2)  Art;  (3)  Manufacture;  (4)  Composition  of  matter.  This  order 
is,  in  a  general  way,  the  order  of  intensiveness  of  the  several  kinds  of 
invention.     (See  Rules  29-35.) 

Example:  An  automatic  screw- machine,  peculiarly  adapted  to  carry  out  a  process 
of  making  a  novel  form  of  machine-screw  out  of  a  new  iron  alloy,  and  having  a  claim 
to  the  machine,  to  the  process,  to  the  screw,  and  to  the  alloy,  would  be  assigned  Co- 
Metal -Working,  Combined  machines,  and,  if  all  claims  were  allowed,  cross-referenced 
to  Bolt  and  rivet-making  processes,  to  Bolts,  and  to  Alloys.  If  the  claim  to  any  one 
or  two  of  the  subjects  were  eliminated,  the  order  of  preference  or  superiority  and  the 
order  of  cross-referencing  would  remain  the  same. 

(29)  Patents  containing  a  plurality  of  claims  for  several  different 
statutory  lands  of  invention  that  are  classifiable  in  different  main 
classes,  and  wherein  the  rule  of  relative  intensiveness  varies  from  the 
order  Machine,  Art,  Manufacture,  and  Composition  of  matter,  may 
be  diagnosed  and  classified  as  directed  in  the  following  paragraphs- 
(30  to  35). 
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(30)  Where  a  patent  contains  claims  for  a  process  and  for  an  appa- 
ratus susceptible  of  use  as  an  instrument  in  carrying  out  the  process, 
but  not  peculiar  to  that  use,  or  for  an  apparatus  adapted  to  carry  out 
but  one  step  or  only  a  part  of  the  process,  the  process  claim,  being  in 
this  instance  the  more  intensive,  would  control  the  classification- 
(See  rule  28.) 

Example:  In  a  patent  containing  a  claim  for  a  process  of  roasting  ore  and  then  col- 
lecting the  fumes,  and  another  claim  (or  a  roasting  furnace  that  is  a  mere  material-heat- 
ing furnace,  the  process  claim  would  control;  whereas,  if  one  claim  were  for  a  method 
of  roasting  ores  consisting  of  stirring  the  ore,  applying  heat  to  the  same,  and  collecting 
the  solids  from  the  fumes,  and  the  other  claim  were  for  a  heating  furnace  having  a 
stirrer  and  a  fume  arrester,  the  apparatus  claim  would  control.  And  if  a  patent  con- 
tained claims  for  a  process  of  roasting  ores,  and  other  claims  for  a  furnace  susceptible 
of  use  in  carrying  out  the  process  but  equally  useful  in  annealing  glass  or  steel  articles, 
the  process  claim  would  control. 

(31)  Where  a  patent  claims  a  specified  article  of  manufacture  or 
other  product,  and  also  an  instrument  for  making  a  part  only  of  that 
specified  article  or  other  product,  the  product  claim,  being  mote 
intensive,  should  control  the  classification; 'bo  also  in  case  of  a  claim 
for  a  product  and  a  claim  for  an  instrument  performing  any  minor 
act  with  respect  thereto.     (See  Rule  28.) 

Example:  Where  a  patent  claims  a  particular  construction  of  a  riveted  joint,  and 
also  a  tool  for  calking  the  rivet,  and  where  a  patent  claims  a  particular  construction  of 
shoe,  and  also  a  buttonhook  for  buttoning  said  shoe,  the  article  and  not  the  tool  claims 
control, 

(32)  Where  a  patent  contains  claims  to  a  process  and  a  product, 
the  process  claims  govern  the  classification  in  those  cases  where  search 
among  machines  for  making  the  product  would  have  to  be  made,  and 
such  processes  would  be  classifiable  on  the  basis  of  the  mode  of  opera- 
tion, usually  in  the  same  class  with  machines  for  practicing  such 
processes.     (See  Rule  28.) 

Example:  A  patent  having  a  claim  for  a  process  of  making  bifocal  lenses,  consisting 
in  grinding  the  surface  of  one  piece  of  glass  to  form  a  convex  lens,  heating  another  piece 
of  glass  until  it  is  plastic,  then  forcing  the  ground  surface  of  the  first-named  piece  into 
the  body  of  the  latter  and  gradually  cooling  the  lens-blank  thus  formed;  and  also  a 
claim  for  a  bifocal  lens  composed  of  two  pieces  of  glass  weld-united,  would  be  classi- 
fied in  Glass-manufacture  and  cross-referenced  into  lenses.  Or  a  patent  having  a  claim 
to  a  process  of  making  a  metal  plate  with  elongated  perforations,  consisting  in  forming 
round  perforations  in  the  plate  and  subsequently  rolling  the  plate,  thereby  thinning 
and  elongating  the  plate  and  elongating  the  openings,  and  also  a  claim  to  a  metallic 
plate  having  relatively  long  and  narrow  perforations,  would  be  classified  on  the  basis 
of  the  process  claim. 

(33)  Where  a  patent  claims  both  process  and  product,  and  the 
alleged  process  is  disclosed  in  the  product,  so  that  search  would  have 
to  be  made  in  the  appropriate  class  of  products,  the  product  will  be 
adopted  as  the  basis  of  classification,  and  classification  will  be  in 
the  appropriate  product  class.     (See  Rule  28.) 
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Example:  A  claim  for  a  process  of  making  a  pencil  consisting  in  assembling  a  core 
of  graphite  with  a  sheathing  of  wood,  and  attaching  a  cap  of  rubber-composition  to 
one  end,  would  be  classified  as  a  pencil  rather  than  as  a  process,  because  conception 
of  the  article  is  inseparable  from  the  process  and  search  must  be  made  in  (he  article 

(34)  Where  a  patent  claims  a  process  of  making  a  composition  of 
matter,  and  also  the  composition  of  matter,  the  claims  will  be  classi- 
fied in  general  in  accordance  with  the  classification  of  the  composi- 
tion of  matter  in  all  cases  where  the  process  is  peculiarly  adapted  to 
produce  the  composition,  as  by  setting  forth  the  introduction  or 
assemblage  of  particular  ingredients,  since  those  processes  that 
include  the  selection  of  particular  ingredients  necessitate  search 
among  compositions  having  such  ingredients.     (See  Rule  28.) 

Example:  A  patent  having  a  claim  for  a  composition  consisting  of  a  mixture  of 
caoutchouc  and  casein,  and  a  claim  for  the  process  of  preparing  a  rubberlike  sub- 
stance which  consists  in  adding  undissolved  raw  caoutchouc  to  casein  and  thoroughly- 
mixing  and  kneading  the  mass,  would  be  classified  according  to  the  composition. 

(35)  Where  a  patent  claims  a  product  such  as  a  specific  article 
of  manufacture,  or  a  specific  composition  of  matter,  and  also  claims 
a  process  of  general  application  for  making  one  of  the  parts  of  the 
article  or  one  of  the  ingredients  of  the  composition,  the  product 
claim  should  control  the  classification.     (See  Rule  28.) 

Example:  If  a  patent  claimed  a  woven  textile  fabric  having  the  yams  interlaced 
in  a  defined  relation,  and  a  process  of  spinning  a  yarn  utilized  in  the  fabric;  or  if  a 
patent  claimed  a  varnish  composed  of  shellac,  dissolved  in  wood  alcohol,  and  a  pig- 
ment, and  also  contained  a  claim  for  distilling  wood  to  obtain  the  alcohol,  the  product 
claim  would  control  the  classification  in  each  instance,  and  the  process  would  be 
cross-referenced . 

(D)  PROCEDURE   IN  KECLASSIFYING   WITHIN  EXAMINING 
DIVISIONS. 

(1 )  Do  not  start  to  make  a  new  class  or  revise  an  old  oue  with  pre- 
conceived fixed  notions  respecting  its  scope  and  the  particular  sub- 
divisions required.  Wait  until  all  patents  pertinent  to  the  subject 
have  been  seen  and  adequate  knowledge  of  them  acquired.  In  other 
words,  make  no  a  priori  classification  but  discover  and  assemble  all 
the  facts  and  from  them  make  your  inductions.  Then  the  common 
characteristics  of  the  subject-matter  of  the  class  may  be  intelligently 
defined,  the  limitations  of  the  class  marked  out,  and  its  relation  to 
other  classes  set  forth.  Bear  in  mind  that  the  Patent  Office  classi- 
fication deals  with  the  subject-matter  of  the  useful  arts  rather  than 
merely  with  existing  classes,  and  that  it  is  not  therefore  essential  to 
retain  classes  that  are  found  to  be  composed  of  unrelated  or  too 
distantly  related  units. 
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Assuming  that  the  work  of  reclassification  is  undertaken  by  exam- 
iners who  are  already  experienced  in  the  subject-matter  to  be  classi- 
fied, procedure  as  follows  is  recommended : 

(2)  Utilizing  your  previously  acquired  knowledge  of  the  patents  in 
the  class  you  are  about  to  revise,  subdivide  the  existing  subclasses 
into  bundles,  so  as  to  assemble  in  each  bundle  those  patents  deemed 
to  have  the  closest  resemblance  to  each  other.  For  the  purpose  of 
this  assemblage,  consider  each  patent  as  an  entirety  and  not  with 
reference  to  various  more  or  less  important  parts  of  that  entirety. 

Example:  An  apparatus  comprising  in  alleged  combination  a  means  for  derail  ting 
water,  a  means  for  electro! ytically  depositing  impurities,  and  a  means  for  filtering  the 
water,  should  not  be  classified  either  as  a  decanter,  an  electrolytic  apparatus,  or  a 
filter,  but  should  be  classified  as  a  combination  apparatus  (taking  it  to  the  general  art 
ol  liquid  purification).  So  also  the  combination  of  a  rotary  printing-press  with  a 
folding  mechanism,  and  a  wrapping  mechanism,  should  not  be  classified  merely  as  a 
rotary  printing-press,  a  folding  machine,  or  a  wrapping  machine,  but  should  be 
classified  as  a  combination  of  the  several  mechanisms  as  an  entirety  whose  functions 
carried  out  in  proper  order  produce  a  printed  and  wrapped  newspaper. 

(3)  Write  an  approximate  or  tentative  definition  of  the  matter 
thus  assembled  in  each  bundle"  ami  attach  it  to  its  appropriate 
bundle. 

(4)  Where  it  appears  that  the  subject  matter  of  any  bundle  formed 
from  the  patents  of  any  subclass  is  analogous  to  matter  in  other  sub- 
classes of  the  same  class  or  in  other  classes,  a  note  should  be  added 
to  that  effect  so  that  this  matter  may  be  given  special  consideration. 

(5)  When  the  same  examiner  or  different  examiners  are  working 
on  different  subclasses  containing  analogous  matter,  parallel  lines  of 
subdivision  should  bo  followed  wherever  possible,  in  order  to  effect 
an  arrangement  that  will  facilitate  comparisons. 

(6)  When  subdividing  a  group  of  more  or  loss  complex  organized 
structures  or  mechanisms,  nots  should  be  taken  of  subcombinations 
that  form  or  it  is  thought  should  form  the  basis  of  other  subclasses, 
either  in  the  same  or  different  classes,  into  which  those  details  may  be 
collected,  either  classified  therein  originally  or  by  cross-reference. 

Example:  Assuming  that  the  combination  of  press,  folder,  and  wrapping  mechan- 
ism, referred  to  in  a  preceding  paragraph  is  to  be  classified  in  a  class  of  Printing,  on 
the  entirety  as  a  combination  having  the  function  of  printing,  plus  other  functions, 
and  that  folding  and  also  wrapping  are  separately  classified,  then  the  particular  type 
of  press  should  be  selected  to  be  cross-referenced  into  a  press-type  subclass  of  the  class 
of  Printing,  such  as  "  Presses,  rotary,"  while  the  folding  mechanism  and  the  wrapping 
mechanism  would  be  noted  for  ernes-reference  to  other  appropriate  classes.  Also, 
any  part  of  the  printing  press,  such  as  the  inking  mechanism,  specifically  described, 
should  be  noted  for  cross-reference  into  a  subclass  of  Printing  designed  to  receive  the 
inking  mechanism  as  a  part  of  the  printing  press. 

(7)  After  a  knowledge  of  the  material  of  the  class  has  beeu  obtained 
by  estimating  the  resemblances  between  the  individual  patents  that 
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have  been  assembled  in  the  several  groups,  comparison  of  these  groups, 
represented  by  the  bundles  of  photo  lithographs,  by  the  aid  of  the 
approximate  definitions  and  notes  attached  can  be  made.  It  can 
then  be  decided  whether  all  of  these  groups  are  to  be  retained  in  the 
proposed  class,  and  the  retained  groups  can  be  organized  into  a  class 
with  ths  subclasses  arranged  so  as  to  bring  those  subclasses  having 
the  strongest  resemblances  in  closest  relation,  and  in  such  order  as  to 
comply  with  the  conventions  adopted  in  the  official  classification. 
It  will  probably  be  necessary  to  have  one  subclass  or  group  as  broad 
as  the  definition  of  the  class,  to  take  unclassifiable  matter  and  to 
provide  for  possible  future  inventions. 

(8)  Up  to  this  point,  more  or  less  cursory  attention  may  be  given 
individual  patents;  but  when  an  arrangement  of  subclasses  shall  have 
been  tentatively  adopted  it  will  be  necessary  to  consid?r  each  patent 
carefully  to  ascertain  whether  it  is  properly  placed. 

(9)  Patents  that,  considered  as  an  entirety,  cover  means  not 
peculiar  to  the  class  or  subject-matter  being  revised,  should,  in  general, 
when  assembled  in  groups  as  indicated,  have  a  note  attached  indi- 
cating not  only  want  of  limitation  to  the  subject-matter  of  tha  class 
but  also  a  more  appropriate  class  to  receive  them  if  such  there  be. 
Although  a  very  large  proportion  of  patents  can  be  accurately  classi- 
fied as  indicated  by  their  titles  and  stated  uses,  the  mere  fact  that  in  a 
patent  found  in  a  class  the  invention  is  called  in  the  specification  or 
claims  by  a  name  peculiar  to  the  class  is  not  of  itself  a  reason  for  con- 
sidering it  peculiar  to  the  class.  A  gas  and  liquid  contact  apparatus 
may  be  called  a  heater,  a  cooler,  a  gas-washer,  a  water-carbonator,  a 
condenser,  a  disinfecter,  an  air-moistener,  and  so  on,  depending  upon 
accident  of  use.  If  there  are  not  elements  in  some  claim  to  confine 
the  means  described  distinctively  to  what  it  is  called,  or  if  there  are 
no  functions  necessarily  implied  in  the  means  claimed  peculiar  to  the 
named  use,  the  patent  should  not  be  kept  in  the  class  unless  there  is 
no  other  class  in  the  office  that  can  receive  it. 

Example:  Where  the  matter  claimed  is  a  metal  beam  of  peculiar  cross-section,  it 
should  be  classified  with  other  metal  beams,  as  in  Class  189,  Metallic  Building  Struc- 
tures, even  il  it  is  named  in  the  application  as  a  beam  of  particular  use,  as  a  railroad- 
tie,  car  frill,  bridge-tie,  etc.  Should  a  mere  dash-pot  be  found  classified  in  Class  171. 
Electricity,  Generation,  a  note  should  be  attached  indicating  that  it  belongs  in  the 
appropriate  element  clan. 

(10)  In  giving  this  final  careful  attention  to  the  patents,  each 
should  also  be  scanned  to  see  whether  it  contains  matter  that  should 
be  cross-referenced.  A  few  lines  obscurely  located  in  a  specification 
may  contain  a  disclosure  of  a  most  valuable  invention.  No  class 
can  be  deemed  complete  until  the  disclosures  appropriate  to  it  found 
as  parts  of  more  complex  inventions  in  other  classes,  or  disclosures 
of  analogous  matter  in  other  classes,  are  either  cross-referenced  into 
it  or  cross  search-notes  made. 
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(11)  To  indicate  cross-references,  from  one  subclass  to  another 
within  the  class  or  from  the  class  under  consideration  into  another 
class,  attach  a  small  slip  of  paper  to  the  patent  and  mark  on  the  slip 
the  subclass  number  in  which  the  cross-reference  shall  be  mounted. 
If  the  matter  to  be  cross-referenced  relates  only  to  a  portion  of  a 
voluminous  patent,  the  portion  of  the  specification  and  drawing  to 
be  cross-referenced  should  be  indicated.  If  the  cross-reference 
falls  outside  the  class,  the  class  number  should  be  noted  in  addition 
to  the  subclass  number. 

(12)  Should  it  be  found  that  the  handling  of  copies  in  making 
examinations  detaches  the  cross-reference  slips,  it  may  be  advisable 
to  mark  lightly  but  legibly  in  pencil  on  the  lower  right-hand  corner 
of  the  examiner's  photolithograph  the  number  of  the  subclass  or 
subclasses  into  which  it  is  to  bo  cross-referenced,  or  the  number  of 
the  class  and  subclass  in  case  it  is  to  be  cross-referenced  to  another 
class. 

(13)  Whether  cross-reference  notations  are  written  on  a  separate 
slip  or  on  the  photolithograph,  the  number  of  the  class  and  subclass 
into  which  a  patent  is  to  be  cross-referenced  should  always  be  pre- 
ceded by  X  (thus  X  101-23)  in  order  to  distinguish  the  original 
classification  notation  from  the  cross-reference  notation  and  enable 
sorting  and  indexing  to  be  done  without  confusion. 

(14)  To  indicate  cross-references  from  other  classes  into  the  one 
being  reclassified,  set  down  the  number  of  the  patent  in  a  notebook, 
placing  after  the  number  (1)  the  class  and  subclass  in  which  it  is 
classified;  and  (2)  the  number  of  the  class  and  subclass  in  which  it 
is  to  be  cross-referenced. 

(15)  Should  new  subclasses  be  formed  or  transfers  of  patents  be 
determined  on,  and  lists  of  the  patents,  instead  of  copies  thereof, 
be  furnished  clerks  for  the  purpose  of  making  such  subclasses  and 
transfers  and  correcting  the  official  indexes  and  other  records,  each, 
patent  should  be  listed  by  number  in  column  to  the  left  of  a  sheet  of 
paper  or  notebook,  and  opposite  each  patent  number  on  the  same 
sheet  should  be  written  (1)  the  number  of  the  class  and  subclass  in 
which  it  is  officially  classified;  (2)  the  number  of  the  class  and  sub- 
class to  which  it  is  intended  to  transfer  it;  and  (3)  the  numbers  of 
the  classes  and  subclasses,  preceded  by  X,  into  which  it  is  intended 
to  cross-reference  it. 

Note:  Even  though  examiners  engaged  in  reclassifying  are  confident  of  their  ability 
to  classify  and  arrange  on  better  principles  than  those  that  have  been  applied  thus 
far  in  the  classification,  they  ought,  nevertheless,  to  follow  those  principles  under 
which  one-half  of  the  patents  have  been  classified.  Until  the  Commissioner  of 
Patents  orders  examiners  to  classify  on  other  principles,  it  is  expected  they  will 
follow  those  now  established. 
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Rules  75,  94,  96,  and  J  24,  Read  in  the 

Light  of  Decisions  Explanatory 

Thereof 

By 
G.  A.  NIXON, 

■  Examiner,  Division  Thirteen, 
XT.  S.  Patent  Office. 


The  purpose  of  this  paper  may  be  thus  explained : 
A  number  of  the  Rules  of  Practice  have  beenamended, 
and  some  new  rules  have  been  added  in  view  of,  or  in 
consequence  of,  certain  decisions  of  the  Commissioners 
and  the  courts.  Other  rules  have  had  their  meaning 
more  fully  explained  or  their  scope  more  clearly  indicated 
in  decisions  of  the  Commissioners.  What  I  purpose  to 
do  is  to  consider  a  few  of  these  rules  in  connection  with 
the  decisions  on  which  they  are  founded  or  which  inter- 
pret and  explain  their  meaning,  in  the  effort  to  thus  ren- 
der less  difficult  and  more  accurate  the  application  of  the  * 
rules  to  particular  cases. 

RtlLE  75. 

A  number  of  important  decisions  have  been  rendered 
by  several  Commissioners  with  regard  to  the  nature  of 
the  showing  that  must  be  made  under  Rule  75  for  the 
purpose  of  overcoming  references.  The  first  of  these  in 
order  of  date  was  Ex  parte  Gasser,  17  O.  G.,  507,  in 
which  Commissioner  Paine  held  as  follows: 

"The  applicant,  being  rejected  on  an  unexpired 
patent,  shows,  by  an  affidavit  filed  under  Rule 
74  (now  75),  'that  he  made  the  invention'  before 
the  filing  of  the  patented  application.  This  is  a 
mere  assertion  of  invention.  'It  may  embody  a 
legal  opinion  as  well  as  facts.    To  avoid  a  rejec- 
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tion  on  an  unexpired  patent  the  applicant  is  re- 
quired by  Rule  74  to  make  oath  to  'facts  showing  , 
the  completion  of  the  invention  before  the  filing 
of  the  application  for  the  domestic  patent.'  It  is 
not  necessary  that  the  earliest  actual  date  of  his 
invention  should  be  shown,  but  he  'must  show  a 
date  prior  to  the  fifing  of  the  application  on  which 
the  unexpired  patent  was  granted. 

"The  rule  is  not  to  be  so  interpreted  as  to  deny 
a  patent  or  an  interference  to  an  inventor  who, 
being  first  to  conceive  a  device,  was  diligent  in  the 
prosecution  of  his  invention,  but  was  not  the  first 
to  reduce  it  to  practice.  But  it  is  to  be  so  con- 
strued as  to  require  the  applicant  to  make  oath  to 
facts  showing  his  right  to  a  date  of  invention  prior 
to  that  of  the  filing  of  the  patented  application. 
The  applicant,  therefore,  must  state  on  oath  facts 
showing  either  that  a  reduction  to  practice  had 
been  made  before  the  filing  of  the  application  on 
which  the  patent  was  granted,  or  that  the  inven- 
had  been  conceived  before  that  time,  and  by  due 
diligence  connected  with  a  subsequent  reduction 
to  practice." 

This  decision  was  followed  by  Ex  parte  Saunders,  23 
0.  G.,  1224;  Ex  parte  Hunter,  49  0.  G.,  733;  and  Ex 
parte  Donovan,  52  O.  G.,  309,  in  which  decisions  Ex 
parte  Gasser  was  approved  and  in  which  the  Commis- 
sioners at  considerable  length  set  forth  the  nature  of  the 
proof  required  by  Rule  75  in  order  to  overcome  an 
anticipating  reference.  The  mere  naked  statement  of  an 
applicant  that  he  completed  the  invention  prior  to  a  speci- 
fied date  was  said  to  be  an  insufficient  compliance  with 
the  rule,  which  requires  an  oath  to  facts  showing  a 
completion  of  the  invention  by  him  before  a  certain  date. 
If  the  applicant  rests  his  claim  of  invention  upon  draw- 
ings or  devices  made  by  him,  he  should  produce  such 
drawings  or  devices  or  furnish  eopies  or  representations 
of  the  same,  in  order  that  the  office  may  judge  whether 
he  in  fact  made  the  invention  claimed  in  his  application 
before  the  date  specified. 

In  the  development  of  an  invention  from  its  first  crude 
conception  and  embodiment  to  the  perfected  form  in 


which  it  is  disclosed  in  an  application  for  patent,  it 
might  be  the  belief  of  the  applicant  that  at  a  certain  date 
he  had  made  the  invention  disclosed  in  a  cited  reference. 
This,  however,  would  be  a  mere  matter  of  opinion. 
Different  minds  might  reach  different  conclusions.  It 
was  accordingly  held  in  Ex  parte  Saunders,  that — 

"no  patent  will  hereafter  be  granted,  therefore,  for 
inventions  disclosed  in  prior  patents  or  publica- 
tions until  the  applicant  shows  by  exhibits  or 
descriptions  properly  verified  by  oath  that  the 
invention  was  made  and  completed  by  him  -  in 
a  patentable  sense  before  the  date  of  the  applica- 
tion upon  which  the  patent  was  granted  or  before 
the  date  at  which  the  printed  publication  was 
made." 

The  purpose  of  these  decisions  with  reference  to  the 
kind  of  showing  required  under  Rule  75  is  to  put  before 
the  examiner  in  a  tangible  way,  evidence  upon  which  the 
applicant  relies  to  overcome  a  reference,  so  that  the  ex- 
aminer may  be  in  a  position  to  determine  whether  or  not 
the  rejected  claim  covers  the  article  or  machine  which 
applicant  avers  he  made  before  the  date  of  the  anticipat- 
ing reference.  If  the  rule  permitted  the  mere  statement, 
under  oath,  of  the  applicant  that  he  completed  the  inven- 
tion before  the  date  of  the  reference,  to  be  sufficient  to 
overcome  such  reference  as  an  anticipation  of  the  claim, 
it  would  permit  the  question  of  anticipation  to  be  decided 
by  the  opinion  of  the  applicant.  This  is  the  function  of 
the  examiner.  Drawings  or  a  model  are  preferable  for  the 
reason  that  they  show  in  a  more  definite  and  distinct 
way  than  could  any  verbal  description,  no  matter  how 
complete  it  might  be,  just  what  was  the  antedating  de- 
vice. Under  the  well-recognized  rules  of  evidence,  it 
would  be  best  if  the  device  itself  and  not  merely  a  model 
or  drawing  thereof  should  be  filed.  Ordinarily,  however, 
at  least  in  the  case  of  machines,  this  would  be  impracti- 
cable, and  accordingly,  tho  ordinary  practice  is  to  file 
models  or  drawings.  Models  or  drawings  are  also 
generally  preferable,  as  they  can  be  more  readily  filed 
as  a  part  of  the  permanent  record  of  the  application. 

In  Ex  parte  Hunter,  supra,  the  question  considered  was 


as  to  the  completion  of  the  invention  before  the  date  of  the 
reference.  The  showing  was  clearly  sufficient  to  show  a 
conception  of  the  invention  in  1883,  the  references  cited 
being,  a  publication  bearing  date  1887,  and  twp  patents 
the  applications  for  which  were  filed  July  30,  1887,  and 
March  5,  1888,  respectively.  The  affidavit  stated  that 
the  invention  as  shown  was  embodied  in  a  oar  constructed 
in  the  year  1887,  and  that  other  cars  embodying  it  were 
begun  in  the  early  spring  of  1888,  and  had  been  used 
siDce  September  4,  1888.  On  this  shewing  the  Commis- 
sioner held  as  follows: 

"It  therefore  appears,  if  it  be  conceded  that  the 
drawing  discloses  the  invention,  and  of  this  there* 
seems  to  be  no  doubt,  that  in  1883  petitioner  had 
a  conception  of  the  invention,  but  that  there  was 
no  complete  reduction  to  practice  of  the  same 
■until  after  the  dates  of  the  references.  The  inven- 
tion in  controversy,  therefore,  can  nut  be  said  to 
have  been  completed  before  such  reference  dates. 
If  the  petitioner  is  entitled  to  his  patent  in.  the 
face  of  the  disclosure  of  the  references,  it  must 
appear,  as  was  stated  by  Mr.  Commissioner 
Paine,  that  he  has  connected  his  prior  conception 
by  due  diligence  with  his  subsequent  reduction  to 
practice.  Such  diligence  has  not  been  shown.  It 
is  true  that  petitioner  avers  'he  has  used  every 
diligence  possible  in  putting  the  invention  into 
use,'  but  a  mere  statement  of  this  character  un- 
accompanied by  any  facts  which  tend  to  show 
such  diligence  is  not  a  sufficient  compliance  with 
the  rule  as  interpreted  by  the  office." 

It  is  an  exceedingly  liberal  rule  that  permits  the  with- 
drawal from  the  public  of  an  unclaimed  invention  in  a 
prior  patent;  and  it  is  believed  for  this  reason  that  the 
requirements  of  Rule  75  should  be  strictly  enforced.  The 
ex  parte  showing  required  by  this  rule  shculd  be  such  as  to 
establish  the  same  state  of  facts  as  would  be  required  in 
an  interference  between  the  application  and  patent.  To 
this  effect  is  Ex  parte  Grcsselin,  97  O.  G.,  2977,  in  which 
Commissioner  Allen  held  as  follows: 

"The  statutes  make  no  provision  directly  by 
which  an  applicant  may  establish  his  right  to  a 


patent  over  a  reference  showing  and  describing 
but  not  claiming,  the  invention  by  proving  that 
he  is  in  fact  the  first  and  original  inventcr.  There 
can  be  no  contest  where  the  reference  is  not  a 
United  States  application  or  patent  claiming  the 
invention.  By  analogy  to  the  statute  relating  to 
interferences,  however,  the  applicant  should  be 
permitted  to  show  in  some  way  that  he  is  the 
pricr  inventor  and  entitled  to  a  patent  in  spite 
of  the  reference,  and  since  there  can  be  no  contest 
.the  Office,  by  Rule  75,  permits  him  to  make  an 
ex  parte  showing  of  his  rights.  In  that  ex  parte 
shewing,  however,  it  requires  the  same  kind  of 
facts  to  be  set  forth  which,  if  true,  would  estab- 
lish prima  fade  his  right  to  a  patent  even,  if  the 
reference  claimed  the  invention.  The  whole  pro- 
ceeding is'  by  analogy  to  the  interference  practice, 
and  therefore  it  follows  that  practice  as  closely  as 
possible.  This  is  necessary  for  the  protection  of 
the  public." 

Accordingly,  therefore,  it  is  not  sufficient,  in  order  to 
overcome  a  prior  patent  as  a  reference,  to  show  that 
before  the  date  of  the  application  on  which  the  patent 
was  granted,  the  invention  had  been  reduced  to  practice 
by  the  applicant,  if  the  knowledge  of  his  invention  was 
deliberately  concealed  from  the  public  until  after  the 
grant  of  said  prior  patent.  See  Mason  vs.  Hepburn,  84 
O.  G.,  147. 

If  the  Examiner  is  of  the  opinion  that  an  affidavit  filed 
under  Rule  75  is  insufficient,  he  should  reject  for  that 
reason  (ex  parte  Donovan,  supra). 

A  deposition  taken  in  an  interference  proceeding  is  an 
affidavit  under  the  meaning  of  Rule  75  and  should  be 
•  received  as  such  (Ex  parte  Keller,  61  0.  G.,  1790). 

Affidavits  filed  by  a  party  under  Rule  75  should  be 
sealed  up  or  removed  from  the  file  before  the  papers  in  - 
•  the  case  are  thrown  open  to  the  inspection  of  opposing 
parties  in  an  interference  '(Ex  parts  Gasser,  supra,  and 
Davis  vs.  Ocurapaugh  vs.  Garrett,  103  O.  G.,  1679). 

The  filing  of  an  incomplete  application  does  not  con- 
stitute "a  completion  of  the  invention"  within  the  mean- 
ing of  Rule  75,  as  no  patent  can  be  granted  on  an  applica- 

2-3109 


tion  until  it  is  complete  {Ex  parte  McElroy,  HO  0.  G., 
1207). 

RULE  04. 

The  affidavit  required  by  Rule  94  is  not  of  the  same 
character  as  that  required  by  Rule  75,  since  Rule  94 
dees  not  call  for  the  showing  of  .facts  required  by  Rule  75. 
The  reason  for  this  is  clear,  since  as  a' result  of  an  cath 
filed  under  Rule  94,  the  appUcaticn  will  go  into  an  inter- 
ference, in  which,  in  an  inter  -partes  contest,  will  be 
proven  the  same  facts  that  would  be  required  to  be  set 
forth  ex  parte  under  Rule  75,  if  the  patent  did  not  claim 
the  invention.  See  Ries  vs.  Thomson,  -57  O.  G.,  1598, 
and  Ex  parte  Davis,  62  O.  G.,  1516. 

RULE  96. 
Present  Rule  96  reads  as  follows: 

"Whenever  the  claims  of  two  or  more  applica- 
tions differ  in  phraseology,  but  cover  substan- 
tially the  same  patentable  subject-matter,  the 
examiner,  when  one  of  the  applications"  is  ready 
for  allowance,  will  suggest  to  the  parties  such 
claims  as  are  necessary  to  cover  the  common 
invention  in  substantially  the  same  language. 
The  examiner  will  send  copies  of  the  letter  sug- 
,  gesting  claims  to  the  applicant  and  to  the  as- 

signees, as  well .  as  to  the  attorney  of  record  in 
each  case.  The  parties  to  whom  the  claims  are 
suggested  will  be  required  to  make  such  claims 
and  put  the  applications  in  condition  for  allow- 
ance within  a  specified  time  in  order  that  an 
interference  may  be  declared.  Upon  the  failure 
of  any  applicant  to  make  the  claim  suggested ' 
within  the  time  specified,  such  failure  or  refusal 
shall  be  taken  without  further  action  as  a  dis- 
claimer of  the  invention  covered  by  the  claim,  and 
the  issue  of  the  patent  to  the  applicant  whose 
application  is  in  condition  for  allowance  will  not  be 
delayed  unless  the  time  for  making  the  claim 
and  putting  the  application  in  condition  for 
allowance  be  extended  upon  a  proper  showing. 


If  a  party  make  the  claim  without  putting  his 
application  in  condition  for  allowance,  the  declara- 
tion of  the  interference  will  not  be  delayed^  but 
after  judgment  of  priority  the  application  of  such 
party  will  be  held  for  revision  and  restriction, 
subject  to  interference  with  other  applications." 

This  rule  was  adopted  for  the  purpose  of  carrying  into 
effect  the  practice  set  forth. by  Hammond  vs.  Hart,  83 
O.  G.,  743.  Preceding  this  rule,  but  subsequent  to 
Hammond  vs.  Hart,  Rule  96  read  as  follows: 

"Whenever  two  or  more  applications  disclose 
the  same  invention,  and  one  of  said  applications  is 
ready  for  allowance  and  contains  a  claim  to  said 
invention,  the  primary  examiner  will  notify  the 
other  applicant  of  such  fact,  furnish  him  with  a 
copy  of  the  patentable  claim,  and  require  him  to 
make  such  claim  and  put  his  case  in  condition  for 
allowance  within  a  specified  time,  so  that  an 
interference  can  be  declared.  Upon  the  failure  of 
any  applicant  to  make  the  claim  suggested  within 
the  time  specified,  such  failure  or  refusal  shall 
be  taken  without  further  action  as  a  disclaimer 
of  the  invention  'covered  by  the  claim,  and  the 
issue  of  the  patent  to  the  applicant  whose  applica- 
tion is  in  condition  for  allowance  will  not  be  de- ' 
layed  unless  the  time  for  making  the  claim  and 
putting  the  application  in  condition  for  allowance 
be  extended  upon  a  proper  showing.  If  a  party 
make  the  claim  without  putting  his  application  in 
condition  for  allowance,  the  declaration  of  the 
interference  will  not  be  delayed,  but  after  judg- 
ment of  priority  the  application  of  such  party 
will  be  held  for  revision  and  restriction,  subj  ect  to 
interference  with  other  applications." 

It  will  be  observed  that  present  Rule  96  differs  from 
this  earlier  rule  principally  in  the  fact  that  under  the 
earlier  rule,  in  order  to  warrant  the  suggestion  of  claims, 
it  was  only  necessary  that  the  several  applications  should 
disclose  the  common  invention;  while  under  the  present 
rule  the  claims  of  the  applications  must  cover  substan- 


tially  the  same  patentable  subject-matter  in  order  to 
authorize  the  examiner  to  suggest  claims  to  this  subject- 
matter.  The  former  rule  was  obviously  not  in  accord- 
ance with  Hammond  vs.  Hart,  and  was  superseded  by  the 
new  rule  for  that  reason. 

It  will  bje  interesting,  and  it  is  believed  instructive,  as 
to  the  meaning  of  Rule  96,  if  the  "development  of  the 
practice  of  declaring  interferences  from  Ex  parte  Upton, 
27  O.  G.,  99,  up  to  the  adoption  of  present  Rule  96  be 
considered.  In  Ex  parte  Upton,  which  was  rendered  by 
Commissioner  Butterworth,  the  following;  was  stated : 

"The  examiner  says : 

"  'This  appeal  is  taken  from  the  action  of  the 
primary  examiner  refusing  a  patent  to  the  appli- 
cant, in  view  of  Patent  No.  282,449  to  T.  H.  Dodge 
July  31,  1883,  and  involves  a  question  of  practice 
as  to  the  right  of  the  examiner  to  cite  as  a  reference 
a  patent  granted  on  an  application  pending  at  the 
same  time  with  the  .application  under  considera- 
tion. 

"  'The  application  at  issue  was  filed  June  25, 
1883.  That  of  the  patentee,  Dodge,  was  filed 
December  15,  1879,  and  a  patent  accordingly  is- 
sued as  above  July  31,  1883.  No  question  is  here 
raised  as  to  the  pertinency  of  the  reference 
from  lack  of  identity  of  subject-matter.  In 
fact,  it  is  acknowledged  to  be  generically  the  same 
in  both.  Dodge,  the  patentee,  made  one  very 
limited  claim  to  the  construction  shdwn  and 
described.  The  applicant  makes  broad  claims 
to  the  genus,  and  denies  the  right  of  the  examiner 
to  cite  said  patent,  holding  that  under  the  rules 
either  an  interference  should  be  declared  or  both 
patents  allowed  to  issue,  and  cites  Rule  74  as 
sustaining  his  views.  No  interference  exists  nor 
has  at  any  time  existed.' 

"The  examiner  is  in  error  as  to  there  being  no 
interference.  An  interference  does  and  did  exist. 
The  spirit  of  the  interference  rule  is  not  that 
claims  must  conflict  in  terms  in  order  to  constitute 
an  interference,  but  that  the  subject-matter 
claimed  must  conflict.  It  is  not  necessary  that  the 


claims  should  be  so  alike  that  the  claim  in  either 
case  will  apply  just  to  the  matter  or  device  of  the 
other.  If  the  claim  of  one  party  will  include  that 
of  the  other,  there  is  an  interference  in  fact.  The 
Dodge  case  having  got  to  issue,  the  examiner  was 
right  in  citing  the  patent  to  the  applicant.  It 
should  be  settled  in  the  Patent  Office  who  is  en- 
titled to  the  broad  claim,  and  this  should  appear  as 
the  result  of  an  interference  proceeding. 
'  "Neither  the  spirit  of  the  law  nor  public  policy 
sanctions  the  granting  of  patents  with  specific 
claims  while  applications  with  generic  claims 
which  include  the  specific  claim  allowed,  are  still 
pending,  the  objection  being  that  whether  the 
application  with  the  generic  claim  pending  belongs 
to  the  same  party  who  has  a  specific  claim  under 
the  genus,  or  is  an  application  of  a  different  party, 
a  patent  covering  by  a  generic  claim,  if  a  subse- 
quent patent,  improperly  extends  the  monopoly." 

The  practice  under  the  Upton  decision,  therefore,  was 
to  declare  an  interference  between  two  or  more  applica- 
tions whenever  any  one  or  more  of  the  applications  con- 
tained a  claim  or  claims  which  were  broad  enough  to 
dominate  or  include  the  claims  made  in  the  other  appli- 
cations. These  broad  claims  were  made  the  issue  ot  the 
interference,  and  the  interference  was  declared  without 
the  suggestion  of  claims,  and  in  many  cases,  probably  in 
most  cases,  the  limited  claims  were  such  as  could  not 
have  been  made  by  the  party  making  the  broad  claims. 

This  practice  was  followed  until  Reed  vs.  Landman, 
55  O.  G.,  1275,  rendered  by  Commissioner  Mitchell  in 
1891.  In  this  case  an  interference  had  been  declared 
between  Reed's  application  containing  broad  or  domi- 
nating claims  and  Landman's  patent,  none  of  whose 
claims  could  ha\  e  been  made  by  Reed.  After  a  rather 
extensive  review  of  the  decisions  of  the  courts  and  a  very 
full  consideration  of  interferences  between  applications 
and  between  applications  and' patents  in  the  Patent 
Office,  the  Commissioner  arrived  at  the  following  con- 
clusions: 

1.  That  interferences  in  the  Patent  Office,  like 
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interferences  in  the  courts,  exist  only  when  the 
claimed  inventions  conflict. 

2.  That  generic  and  specific  claims  based  upon 
the  same  [structure  of  invention  conflict  because 
the  invention  is  one  and  the  same,  whether  gen- 
erically  or  specifically  stated. 

3.  That  an  interference  should  not  be  declared 
between  an  unexpired  patent  which  shows  and 
claims  one  species  of  an  invention  and  a  subse- 
quent application  disclosing  another  and  different 
species,  even  though  the  latter  contains  a  claim 
of  sufficient  scope  to  include  the  species  claimed 
in  the  unexpired  patent. 

4.  That  where  a  patentee  claiming  specifically 
would  be  entitled  to  all  of  his  claims,  even  if  he 
were  an  applicant,  in  spite  of  a  judgment  of 
priority  in  favor  of  his  opponent,  the  fact  that  his 
opponent's  claim  would  dominate  his  own  is  no 
sufficient  reason  for  declaring  or  continuing  an 
interference.  Rule  75  provides  for  precisely  such 
a  case,  and  unmistakably  states  that  on  filing  the 
proper  antedating  oath,  the  unexpired  patent 
shall  cease  to  be  a  bar. 

It  was  accordingly  decided,  therefore,  by  this  decision, 
that  in  the  case  of  an  application  and  a  patent,  in  which 
the  only  claims  in  the  patent  were  specific  to  a  structure 
different  from  that  of  the  application,  no  interference 
should  be  declared  between  the  application  and  the 
patent,  notwithstanding  that  the  applicant  made  claims 
which  would  dominate  or  include  the  claims  of  the 
patent.  It  was,  perhaps,  not  quite  clear  irom  this  decision 
whether  or  not  an  interference  should  be  declared  be- 
tween two  applications,  one  of  which  made  broad  claims 
and  the  other  of  which  had  only  claims  limited  to  a 
structure  different  from  that  of  the  appbeation  having 
the  broad  claims.  It  was  made  clear,  however,  in  the 
later  decision  of  Kinyon  vs.  Carter,  66  O.  G.,  513,  that 
in  such  cases  an  interference  ought  to  be  declared. 
Assistant  Commissioner  Fisher,  in  rendering  this  deci- 
sion, stated: 

"Applicant  Kinyon  has  a  broad  claim,  which 
covers  not  only  the  particular  form  shown  in  his 
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application,  but  also  the  form  shown  in  Carter's 
application.  Carter's  application  has  one  claim, 
which  is  limited  to  the  specific  form  shown. 
Kinyon,  the  applicant  having  the  broad  claim,  is 
the  one  who  seeks  to  have  the  interference  dis- 
solved. 

"The  question  to  be  decided,  therefore,  is 
whether  or  not  it  is  proper  to  declare  an  inter- 
ference between  two  applications  which  show  and 
claim  different  species  and  only  one  of  which  has 
a  claim  broad  enough  to  cover  both  species.  If 
each  application  contained  this  broad  claim,  it  is 
unquestionable  that  an  interference  ought  to  be 
declared.  (Searle  vs.  Frumveller  vs.  Sessions,  C.  D. 
1892,  27;  58  O.  G.,  804;  Dodd  vs.  Reading,  C.  D. 
1892,  49;  58  O.  G.,  1413.) 

"If  one  of  the  cases  is  a  patent  and  the  other  an 
application  and  the  patent  contains  narrow  claims 
to  one  species  and  the  application  broad  claims 
dominating  those  of  the  patent  and  specific 
claims  directed  to  a  different  species,  it  is  also 
unquestionable  that  an  interference  ought  not 
to  be  declared.  (Reed  vs.  Landman,  C.  D.  1891, 
73;  55  O.  G.,  1275;  Zeitinger  vs.  Reynolds  vs. 
Mclntire,  C.  D.  1891,  212;  57  0.  G.,  1279.) 

"It  becomes  necessary,  therefore,  to  consider 
whether  the  principle  governing  the  present  in- 
terference is  the  same  as  that  governing  the  in- 
terference between  a  patent  and  an  application. 

"It  is  obvious  that  the  applicant  Carter  might 
have  had  a  claim  in  his  application  as  broad  as  the 
broad  claim  in  the  Kinyon  application.  In  such 
case  an  interference  would  be  proper.  It  is  also 
obvious  that  the  applicant  having  the  narrow 
claim  may  not  wish  to  contest  the  interference. 
In  such  case  he  might  file  a  disclaimer,  under  Rule 
107,  and  the  interference  would  be  dissolved  as  a 
matter  of  course.  If,  however,  an  interference 
had  never  been  declared,  both  cases  would  have 
been  passed  to  issue  and  the  applicant  having  the 
single  narrow  claim  would  find  his  patent  domi- 
nated by  the  patent  having  the  broad  claim  with- 
out having  had  a  chance  to  have  decided  by  an 
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interference  which  party  was  entitled  to  the 
broad  claim  as  being  the  original  inventor.  His 
onlyvemedy,  as  far  as  this  Office  is  concerned, 
would  be  to  file  a  reissue  application  and  demand 
that  it  be  put  in  interference  with  the  patent 
containing  the  broad  claim.  If  this  should  be 
done  and  he  should  succeed  in  this  interference, 
the  reissued  patent  would  contain  the  broad 
claim  and  the  claim  to  the  species  shown  in  his 
application.  There  would  then  be  extant  two 
patents  having  an  interfering  claim.  This  would 
necessitate  a  suit  in  equity  if  either  patentee 
wished  to  have  the  broad  claim  of  the  other 
*  patentee  declared  void.  Necessarily  this  would 
result  in  an  increase  of  litigation,  and  if  inter- 
ferences in  this  office  have  any  justification  it  is 
that  they  should,  in  some  measure,  prevent  litiga- 
tion by  having  only  one  of  the  interfering  applica- 
tions mature  into  a  patent. 

"I  therefore  think  the  action  of  the  examiner  in 
declaring  an  interference  was  proper.  If  the 
applicant  having  the  narrow  claim  does  not  choose 
to  contest  the  interference,  he  can  easily  avoid  such 
a  proceeding  by  filing  a  disclaimer  under  Rule 
107.  For  the  applicant  having  the  broad-  claim, 
as  in  the  present  case,  to  bring  a  motion  for 
dissolution  seems  indefensible.  He  practically 
asks  that  the  broad  claim  be  allowed  to  him  and 
refused  to  another  applicant  who  has  a  right  to 
make  it." 

The  practice  under  Reed  vs.  Landman  and  Kinyon  va. 
Carter  continued  until  Hammond  vs.  Hart,  before  re- 
ferred to.  In  this  case,  in  which  an  interference  had  been 
declared  between  the  pending  applications,  Commissioner 
Duell,  after  a  review  of  the  court  decisions,  stated  at 
length  his  reasons  for  disagreeing  with  Ex  parte  Upton, 
Reed  vs.  Landman  and  Kinyon  vs.  Carter.  These 
reasons  may  be  mere  briefly  stated  as  follows : 

That  it  is  not  the  prftvince  of  the  Patent  Office  to  settle 
who  is  entitled  to  any  claim,  broad  or  narrow,  unless  an 
applicant  first  makes  the  claim.  In  the  case  of  Ex  parte 
Upfcon,  since  the  patent  contained  no  claim  for  the  broad 
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invention,  if  the  applicant  complied  with  the  require-  , 
ments  of  Rule  75,  he  would  have  done  all  that  should 
have  been  required  of  him  to  have  had  his  claim  allowed 
without  an  interference.  That  the  spirit  of  the  law  can 
only  be  determined  by  its  language  and  by  the  decisions 
of  the  courts  construing  this  language.  That  it  is  unsafe 
to  conclude  that  what  the  law  requires  is  contrary  to  pub- 
lic policy.  Further,  that  the  :>bjecticn  of  an  improper 
extension  of  the  monopcly  is  not  well  founded.  That 
under  a  long  line  cf  reported  cases  a  patent  with  a  specific 
claim  and  cne  with  a  generic  claim  would  undoubtedly 
be  held  not  to  be  interfering  patents.  That  a  monopoly 
is  extended  only  when  two  patents  claim  the  same  thing 
in  the  same  breadth.  That  so  far  as  the  Upton  case  holds 
that  an  interference  should  be  declared  between  two 
applications  or  between  an  application  and  a  prior  patent 
whcse  claims  are  not  substantially  identical  in  tencr  and 
scope  it  is  not  well  founded  in  law. 

As  to  Reed  vs.  Landman,  Commissioner  Duell  did  not 
agree  that  "generic  and  specific  claims,  based  on  the 
same  structure  of  invention  conflict,  because  the  inven- 
tion is  one  and  the  same,  whether  generically  or  specifi- 
cally stated."  The  Commissioner,  however,  stated 
that— 

"It  is  not  essential  to  the  decision  cf  this  case  to 
assert  that  this  contention  is  clearly  erroneous, 
and  the  necessity  for  its  application  to  any  given 
case  hereafter  can  easily  be  avoided.  Where 
two  applications  are  concurrently  pending  hav- 
ing claims  of  different  scope  drawn  on  the  same 
structure,  I  see  no  good  reason  why  the  examiner 
should  not  give  the  applicant  making  the  specific 
or  narrow  claim  an  opportunity,  by  suggestion, 
if  necessary,  to  make  the  broader  claim.  If  the 
suggestion  is  fMlcwed,  then  the  parties  would  be 
making  a  claim  identical  in  tenor  and  scope,  and 
an  interference  will  properly  and  naturally  fol- 
low." 

Commissioner  Duell  alsc  disagreed  with  Kinyon  vs. 
Carter  in  holding  that  an  interference  exists  when 
different  specific  forms  are  shewn  by  two  applicants,  both 
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capable  of  being  covered  by  a  bread  claim,  although  but 
one  of  the  applicants  makes  the  broad  claim,  while  the 
other  makes  a  claim  limited  to  his  species,  holding 
that  the  same  rule  is  to  be  applied  in  an  interference  be- 
tween two  applications,  and  one  between  an  applica- 
tion and  a  patent.  In  both  cases  an  interference  does 
not  and  can  not  legally  exist  unless  the  claims  are 
coextensive. 

This  part  of  the  decision  concludes  as  follows: 

"Reviewing  the  uniform  decisions  of  the  courts 
and  the  conflicting  decisions  of  the  Patent  Office, 
giving  due  weight  to  the  reasons  adduced  for 
arriving  at  the  various  conclusions,  and  noting 
the  authorities  sustaining  the  various  conclu- 
sions, whenever  authorities  have  been  cited,  I  am 
of  the  opinion  that  an  interference  can  only  be  in- 
stituted for  the  purpose  of  determining  the  ques- 
tion of  priority  of  invention  between  two  or  more 
parties  claiming  substantially  the  same  patent- 
able invention;  that  of  necessity  there  must  be 
allowed  claims  to  all  parties  before  an  inter- 
ference can  be  declared,  and  that  only  a  patent 
and  an  application  must  claim  in  whole  or  in  part 
the  same  invention,  but  also  two  applications 
must  claim  in  whole  or  in  part  the  same  inven- 
tion before  an  interference  can  be  declared." 

Present  Rule  96  was  adopted  for  the  purpose  of  carry- 
ing into  effect  the  practice  approved  by  Hammond  vs. 
Hart,  and  under  this  rule  and  decision  it  is  necessary,  in 
order  that  an  interference  may  properly  be  declared, 
first,  that  the  disclosure  should  be  of  the  same  structure, 
and,  second,  that  the  claims  shall  be  substantially 
identical.  This  last  condition  is  secured  under  ihe  rule 
by  suggestion  of  the  bread  claim  covering  the  subject- 
matter  common  to  the  applications.  There  is  no  ground, 
however,  fcr  the  suggestirn  of  claims  in  the  case  where  an 
application  is  limited  to  a  specific  structure  different 
from  that  of  the  application  in  which  the  bread  claims 
are  made.  This  is  clear  not  only  from  the  definite 
language  of  the  rule,  in  which  it  is  said  that  in  order  to 
authorize  such  suggestion  the  claims  of  the  application 
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must  "cover  substantially  the  same  subject- matter," 
and  frcm  Hammond  vs.  Hart,  on  which  said  rule  is  based, 
but  it  is  also  definitely  required  by  Myers  us.  Brown,  112 
O.  G.,  2093,  in  which  Commissioner  Allen  said : 

"Prior  to  the  promulgation  of  amended  Rule  96, 
■  it  had  been  the  practice  to  suggest  claims  tc  an  ■ 
applicant  who  had  merely  disclosed  the  inven- 
tion, either  in  his  specification  alcne  cr  in  his 
drawing  alone,  cr  in  bcth  the  specification  and 
drawing,  but  had  failed  to  file  any  claim  at  all 
based  upon  such  disclosure.  Experience  has 
shewn  the  desirability  of  discontinuing  this  prac- 
tice, and  Rule  96  was  promulgated  with  that  end 


To  summarize : 

An  interference  was  declared  between  applications  or 
between  a  patent  and  an  application  under  the  practice 
as  established  by  the  decisions  hereinbefore  referred  to, 
as  follows: 

Under  Ex  parte  Upton: 

1.  Between  claims  of  the  same  scope. 

2.  Between  a  broad  or-dominating  claim  and  a 
specific  claim,  whether  or  not  the  claims  were 
based  on  the  same  structure. 

Under  Reed  vs.  Landman  and  Kinyon  vs.  Carter: 

1.  Between  claims  of  the  same  scope. 

2.  Between  a  broad  or  dominating  claim  of  one 
application  and  a  specific  claim  of  another 
application,  whether  or  not  the  claims  were  based 
on  the  same  structure. 

3.  Between  a  broad  or  dominating  claim  of  an 
application  and  a  specific  claim  of  a  patent  only 
when  based  on  the  same  structure. 

Under  Hammond  vs.  Hart  and  present  Rule  96: 
Between  claims  of  the  same  scope  only. 

It  is  no  simple  matter  to  formulate  a  rule  for  the 
declaration  of  interferences  which  will  observe  both  the 
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rule  that  pending  applications  are  to  be  preserved  in 
secrecy,  and  the  one  that  interfering  applications  should 
claim  the  same  invention.  Ex  parte  Upton,  Reed  t>s. 
Landman  and  Kinyon  vs.  Carter  violated  the  second  of 
these  rules.  Present  Rule  96  violates  neither.  The 
trouble  with  Rule  96,  however,  is  that,  under  penalty 
of  an  implied  disclaimer  of  the  invention  if  he  fails  to  do 
so,  an  applicant  is  compelled  to  adopt  a  suggested  claim 
based  on  a  structure  which  he  is  not  permitted  to  see, 
and  which  claim,  therefore,  he  often  can  not  understand. 

In  the  event  that  an  applicant  does  not  understand  a 
suggested  claim,  or  its  patentability  over  the  prior  art,  he 
should  adopt  it,  although  under  protest,  the  question 
of  the  patentability  of  the  claim  being  reserved  for 
determination  subsequently  on  a  motion  for  dissolution 
(Ex  parte  Zamboni,  20  Gour.,  22-14). 

There  are  several  classes  of  cases  in  which  claims  may  be 
suggested  under  Rule  96. 

1.  In  pending  applications  where  claims  are 
made  in  both  applications  based  on  identically  the 
same  structure,  i.  e.,  where  the  claims  in  each 
application  will  read  exactly  on  the  disclosure  of 
the  other. 

2.  In  pending  applications  where  one  applica- 
tion contains  a  claim  broad  enough  to  read  on  the* 
disclosure  of  the  other  while  the  claims  in  the 
second  application  contain  immaterial  limitations 
not  found  in  the  first. 

3.  In  pending  applications  where  the  claims  in 
each  application  will  read  on  the  other  except  for 
immaterial  limitations'  contained  in  the  claims  of 
each  application. 

4.  In  a  pending  application  when  a  claim  is 
made  in  a  patent  broad  enough  to  read  on  the 
disclosure  of  the  application  and  the  claims  in  the 
applicaticn  also  read  on  the  disclosure  of  the 
patent. 

5.  In  a  pending  application  when  a  claim  is 
made  in  a  patent  broad  enough  to  read  on  the 
disclosure  of  the  application  and  the  claims  of  the 
application  will  read  on  the  patent  except  for  im- 
material limitations. 
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6.  In  a  pending  application  when  the  claims 
therein  will  read  on  a  patent  and  the  claims  of  the 
patent  will  read  on  the  disclosure  of  the  applica- 
tion except  for  immaterial  limitations. 

7.  In  a  pending  application  when  the  claims  of 
a  patent  and  those  of  the  application  are  such 
that  the  claims  of  each  case  will  read  on  the  other 
except  for  immaterial  limitations.  i 

The  practice  as  to  the  first  class  of  cases  is  clear  and  is 
directly  covered  by  the  rule*  The  broad  claims  of  each 
application  should  be  suggested  for  adoption  in  the  other 
application. 

In  the  second  class  of  cases  the  rule  also  applies,  since 
because  the  limitations  are  immaterial  the  claims  of  the 
two  applications  cover  substantially  the  same  subject- 
matter.  The  broad  claims  should  be  suggested  in  the 
application  having  the  limited  claims. , 

In  the  third  class  of  cases  neither  party  makes  a  claim 
which  can  form  the  issue  of  an  interference,  but  it  is  ap- 
parent that  the  claims  in  both  cases  should  not  be  al- 
lowed, since  neither  device  is  patentable  over  the  other. 
.  The  examiner,  therefore,  should  suggest  a  claim  to  each 
party  which  will  cover  the  invention  common  to  both, 
omitting  immaterial  limitations.  Such  a  practice  is  au- 
thorized by  Ex  parte'  Thompson,  US  O.  G.,  227,  in  which 
the  Commissioner  said: 

'  "Rule  96  permits  the  examiner  to  suggest  to  one 
party  an  allowable  claim  made  by  another,  so  as 
to  bring  about  a  proper  interference,  when  they 
are  both  claiming  the  same  thing  in  different  ways, 
but  it  does  not  in  terms  permit  the  suggestions 
to  both  parties  of  a  claim  not  made  by  either. 
The  suggestion  of  such  a  claim,  however,  in  a  case 
like  the  present  to  cover  the  real  inveotion 
common  to  the  two  cases  clearly  comes  within  the 
spirit  of  the  rule.  The  purpose  of  the  rule  and  the 
recent  practice  of  the  office  are  not  to  avoid  inter- 
ferences between  applications  because  of  some 
differences  in  the  form  of  the  claims,  but  merely 
by  suggestions  to  bring  the  parties  together  upon 
an  issue  which  shall  be  as  nearly  as  possible  the 
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same  as  the  claims  of  the  parties,  so  as  to  reduce 
to  a  minimum  the  chances  for  motions  and  con- 
troversies during  the  progress  of  the  interference 
based  upon  differences  in  the  claims.  There  is 
nothing  in  the  rule  which  prohibits  the  suggestion 
of  a  claim  to  constitute  the  issue  in  a  case  of  this 
kind,  and  the  suggestion  would  be  in  accordance 
with  the  general  purpose  of  the  Rule." 

In  the  fourth  and  fifth  classes,  the  broad  claim  of  the 

patent  should  be  suggested  to  the  applicant  and  a  time 

limit  set  within  which  to  make  such  claim  the  same 

as  in  the  case  of  pending  applications.     This  practice 

is  authorized  by  Ex   parte   Card  &  Card,  112  O.  G., 

499,  in  which  the  Commissioner  said:  *    - 

"It  must  be  held  as  a  matter  of  procedure 

that  the  examiner  was  right  in  suggesting  the 

claims  of  the  patentee  to  these  applicants  and  in 

his  statement  that  if  they  failed  to  make  them 

certain  of  the  claims  which  they  now  make  will 

-  be  rejected.    An  applicant  can  not  be  permitted  to 

avoid  an  interference  with  a  patentee  by  carefully 

avoiding  the  words  of  his  claims  when  the  real 

invention  is  the  same.    When  he  claims  substan- ' 

tially  the  same  thing  he  can  secure  his  patent  only 

by  proving  priority  of  the  invention  in  the  regular 

way. 

"The  petitioners  make  the  additional  point  that 
even  if' it  was  proper  to  suggest  the  patentee's 
claims  to  them,  it  was  not  proper  to  fix  a  time  limit 
within  which  they  should  make  them.  They 
say  it  might  be  proper  to  fix  a  time  limit  if  the 
other  party  was  an  applicant;  but  it  is  not  proper 
where  the  other  party  is  a  patentee.  It  seems 
perfectly  clear  that  if  these  applicants  are  to  have 
the  option  of  either  making  the  claims  of  the 
patent  and  contesting  an  interference  or  of 
having  their  present  claims  rejected  ex  parte  it  is 
necessary  to  fix  a  time  limit  within  which  they 
shall  choose.  There  seems  to  be  no  reason  why 
they  should  not  make  the  claims  of  the  patentee 
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within  a  reasonable  time  if  they  intend  to  make 
them,  and  it  is  no  injustice  to  hold  thein  estopped 
after  a  time  specified.  In  regard  to  interferences 
it  is  a  matter  of  practical  necessity  and  has 
always  been  considered  proper  to  fix  time  limits, 
'  because  of  the  interests  of  the  opposing  party. 
No  good  reason  is  seen  for  departing  from  that 
practice." 

The  sixth  and  seventh  classes  of  cases  are  the  only  ones 
in  which  an  interference  may  be  declared  including  a 
claim  which  is  not  in  the  exact  terms  of  the  issue.  This 
for  the  reason  that  the  only  claim  or  claims  to  the 
common  subject-matter  in  the  patent  contain  immaterial 
limitations  not  found  in  the  application  and  because  the 
patent  is  not  subject  to  amendment  like  an  application. 
There  can  be  no  question,  however,  that  an  interference 
should  be  declared,  since  the  invention  is  substantially 
the  same  notwithstanding  the  immaterial  limitations. 
As  was  said  in  Ex  parte  Thompson,  supra: 

"It  is  not  believed  that  the  decisions  cited  and 
others  of  the  same  character  were  intended  to 
mean  that  there  is  in  law  no  interference  in  fact 
in  a  case  of  this  kind,  where  the  real  invention 
claimed  is  the  same  in  both  cases,  merely  because 
the  claims  differ  in  the  statement  of  the  specific 
form  of  one  of  the  elements  of  the  combination. 
If  those  specific  elements  are  the  mechanical 
equivalents  of  each  other,  there  is  an  interference 
under  the  well-settled  principles  of  law.  Winans 
vs.  Denmead,  15  How.,  330;  Rodebaugh  vs. 
Jackson,  C.  D.,  18S9,  435;  Recce  Button-Hole 
Co.  vs.  Globe  Co.,  C.  I).,  1804,  360.  Each  party's 
device  would  infringe  the  other's  claim  under  the 
doctrine  of  mechanical  equivalents,  and  under 
such  circumstances  it  can  scarcely  be  said  that 
there  is  no  conflict." 

The  patentee's  claim  with  the  immaterial  limitations 
omitted  would  form  the  issue  of  the  interference  and 
should  be  suggested  to  the  applicant. 

In  some  instances  there  should  be  a  liberal  application 
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of  the  rule  In  regard  to  the  suggestion  of  claims,  as,  for 
instance,  where  an  applicant  is  prosecuting  his  own 
application,  or  where  by  amendment  in  view  of  a  rejec- 
tion an  applicant  cancels  a  broad  claim  substantially 
the  same  as  one  subsequently  allowed  in  another  applica- 
tion. When  an  applicant,  however,  is  represented  by  a 
competent  attorney,  and  it  is  clear  that  at  no  time 
/during  the  pendency  of. the  application  was  there  any 
intention  to  cover  anything  but  the  applicant's  specific 
structure,  under  present  Rule  96,  and  the  decisions  bear- 
ing thereon,  especially  Hamond  vs.  Hart,  on  which 
said  rule  waft  based,  there  is  no  warrant  for  the  suggestion 
of  a  broad  claim  made  in  another  application. 

,  RULE  124 

Rule  124  in  the  Revised  Edition  of  the  Rules  of  Prac- 
tice of  July  1, 1891,  reads  as  follows: 

"Appeal  may  be  taken  directly  to  the  Commis- 
sioner from  decisions  of  the  primary  examiner 
on  all  motions  except  the  following:  (1)  on  mo- 
tions to  dissolve  which  deny  the  patentability  of 
applicant's  claim;  (2)  on  motion  to  dissolve 
which  deny  the  right' of  an  applicant  to  make  the 
claim ;  (3)  on  motions  involving  the  merits  of  the 
invention.  Decisions  on  these  motions,  when 
appealable,  go  to  the  Examiners-in-Chief;  and 
upon  such  appeals,  the  party  only  whose  claim  is 
affected  should  have  the  right  to  appear  and  be 
heard. 

"From  a  decision  of  the  Primary  Examiner 
affirming  the  patentability  of  the  claim  or  the 
applicant's  right  to  make  the  same,  no  appeal  can 
be  taken." 

It  will  be  observed  that  under  this  rule  the  appeal 
from  the  Examiner's  decision  upon  a  motion  to  dissolve 
was  heard  ex  parte.  In  the  later  editions  the  rule  was 
amended  to  require  that  the  appeal  be  heard  inter  partes. 
In  the  case  of  Newcomb  vs.  Thomson,  122  O.  G„  3012, 
and  122  O.  <_».,  3013,  an  interference  was  declared  be- 
tween a  patent  to  Newcomb  and  an  application  of 
Thomson.   A  motion  was  brought  by  Newcomb  to  dis- 
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solve  the  interference  on  several  grounds,  and  this  mo- 
tion was  granted  by  the  Primary  Examiner.  Attempt 
was  made  by  Thomson  to  avoid  the  inter  partes  hearing 
required  on  appeal  from  the  Examiner's  decision  in  this 
manner:  Appeal  was  taken  from  this  motion  to  the 
.Examiners-in-Chief,  but  was  subsequently  withdrawn 
and  the  interference  dissolved.  The  Thomson  applica- 
tion was  then  taken  up  for  ex  parte  consideration,  and 
the  claims  which  had  been  involved  in  the  issue  were 
twice  rejected  on  the  ground  stated  in  the  decision  grant- 
ing the  motion  to  dissolve.  Thereupon  Thomson  took 
an  appeal,  ex  parte,  to  the  Examiners-in-Chief,  who  re- 
versed the  decision  of  the  Primary  Examiner.  The  in- 
terference was  then  reinstated,  and  time  set  for  taking 
testimony.  Motion  was  then  brought  by  Newccmb  to 
vacate  the  official  action  reinstating  the  interference, 
and  by  the  appeal  from  the  denial  of  this  motion  the 
case  came  before  the  Commissioner.  In  order  to  prevent 
this  manner  of  avoiding  an  inter  partes  appeal,  and  also 
to  avoid  an  appeal  inter  partes  on  the  motion  to  dissolve 
and  an  appeal  ex  parte  on  the  rejection  of  the  claims 
after  dissolution  of  the  interference,  the  Commissioner 
stated : 

"It  was  my  intention  in  the  decision,  to  which 
this  is  a  supplement,  to  institute  a  practice  by 
which  parties  must  appeal  inter  partes  and  in  a 
reasonable  time  where  there  has  been  a  holding 
upon  motion  tor  dissolution  against  the  merits  of 
their  cases  if  they  would  appeal  at  all,  and  it  was 
also  my  intention  that  the  Examiner  should  take 
such  action  subsequent  to  his  decision  upon  the 
motion  as  will  put  the  cases  in  condition  for  the 
statutory  appeal  so  that  appeal  might  be  con- 
tinued directly  to  the  court  of  appeals  without  the 
necessity  of  a  second  course  of  appeals  through 
the  Patent  Office." 

In  order  to  carry  this  practice  into  effect,  Rule  124 
was  later  amended  to  read  as  follows: 

"Where,  on  motion  for  dissolution,  the  primary 
examiner  renders  an  adverse  decision  upon  the 
merits  of  a  party's  case,  as  when  he  holds  that 
the  issue  is  not  patentable  or  that  a  party  has  no 


right  to  make  a  claim  or  that  the  counts  of  the 
issue  have  different  meanings  in  the  oases  of 
different  parties,  he  shall  at  once  reject  such  claims 
as  may  be  affected  and  shall  set  a  time  for  re- 
consideration; after  reconsideration,  if'  he  adheres 
to  his  original  conclusion,  he  will  make  the  pre-  . 
vious  rejection  final  and  fix  a  limit  of  appeal.  The 
appeal  must  go  to  the  Examiners-in-Chief  in  the 
first  instance  and  will  be  heard  inter  partes.  If  the 
appeal  is  not  taken  within  the  time  fixed,  it  will 
not  be  entertained  except  by  permission  of  the 
Commissioner. 

"No  appeal  will  be  permitted  from  a  decision 
rendered  upon  motion  for  dissolution  affirming 
the  patentability  of  a  claim  or  the  applicant's 
right  to  make  the  same  or  the  identity  of  mean- 
ing of  counts  in  the  cases  of  different  parties." 

"Appeals  may  be  taken  directly  to  the  Com- 
missioner, except  in  the  oases  provided  for  in  the 
preceding  portions  of  this  rule,  from  decisions  on 
such  motions  as,  in  his  judgment,  should  be 
appealable." 

It  is  to  be  especially  noted  that  the  change  in  practice 
indicated  in  Newcomb  i>s.  Thomson  and  in  Rule  124  was 
necessitated,  as  stated  in  said  decision,  by  the  refusal 
of  the  court  to  receive  appeals  on  motions.  Following 
this  decision  a  petition  was  filed  for  a  writ  of  mandamus 
against  the  Commissioner  of  Patents  directing  him  to 
vacate  and  set  aside  the  proceedings  in  the  Patent  Office 
just  referred  to  (Newcomb  Motor  Co.  vs.  Commissioner 
of  Patents,  130  O.  G„  302.),  This  petition  being  dis- 
missed, appeal  was  taken  to  the  Court  of  Appeals  of  the 
District  of  Columbia,  (133  O.  G.,  1680),  and  after  a  full 
discussion  of  the  case  the  court  decided  that  when  the 
appeal  from  the  decision  of  the  Primary  Examiner  was 
abandoned  Ids  decision  became  final  and  binding  upon 
the  parties,  or  in  other  words,  that  no  subsequent  ex 
parte  action  could  be  taken.  Attention  is  also  called  to 
Cosper  vs.  Gold  and  Gold,  1G8  O.  G.,  787,  in  which  the 
Court  of  Appeals  of  the  District  of  Columbia  held  that 
where  the  Commissioner  of  Patents  affirms  a  decision 
dissolving  an  interference  on  the  ground  that  one  of  the 
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parties  thereto  has  no  right  to  make  the  claims,  the 
Commissioner  has  jurisdiction  to  award  priority  to  the 
other  party,  since  the  question  of  the  right  to  make  the 
claims  is  ancillary  to  that  of  priority. 

These  decisions  avoid  the  necessity  of  rejecting  the 
claims  at  the  time  that  the  adverse  decision  is  rendered 
on  the  motion  for  dissolution,  since  if  the  appeal  from  the 
decision  of  the  Primary  Examiner  is  abandoned  his 
decision  becomes  final  and  binding  upon  the  parties 
under  the  decision  of  the  Court  of  Appeals  of  the  Dis- 
trict of  Columbia;  and  if  appeal  is  taken  up  to  the  Com- 
missioner and  his  opinion  is  adverse  to  the  right  of  an 
applicant  to  make  the  claims,  he  can  award  priority  to 
the  other  party,  from  which  decision  appeal  can  be  taken 
to  the  court. 

Accordingly,  the  first  paragraph  of  Rule  124  was  super- 
seded by  the  first  paragraph  ol  present  Rule  124,  which 
reads  as  follows : 

"Where,  on  motion  for  dissolution,  the-Primary 
Examiner  renders  an  adverse  decision  upon  the 
merits  of  a  party's  case,  as  when  he  holds  that  the 
issue  is  not  patentable  or  that  a  party  has  no  right 
to  make  a  claim,  or  that  the  counts  of  the  issue 
have  different  meaning  in  the  cases  of  different 
parties,  he  shall  fix  a  limit  of  appeal  not  less  than 
twenty  days  troin  the  date  of  his  decision.  Appeal 
lies  to  the  Examiners-in-Chief  in  the  first  instance 
and  will  be  heard  infer  partes.  If  the  appeal  is  not 
taken  within  the  time  fixed,  it  will  not  be  enter- 
tained except  by  permission  of  the  Commissioner." 

January  7, 1915. 
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Claims  for  Aggregations  of  Elements 

By 

W.  D.  GROESBECK, 

Principal  Examiner,  Division  Twenty-three, 

U.  S.  Patent  Office. 


Most,  if  not  all,  of  the  previous  papers  have  been  sub- 
mitted quite  impersonally- on  well  settled  subjects.  Any 
opinion  I  may  express  in  this  is  advanced  merely  as  my 
own,  and  with  the  knowledge  that  others  may,  and 
probably  do,  disagree  with  some  of  my  conclusions;  and 
my  hope  is  that  the  paper  will  lead  to  a  full  discussion  of 
all  phases  of  the  question. 

In  the  sense  of  the  term  common  in  the  practice  of  the 
Patent  Office,  an  aggregation  is  a  collocation  or  an  as- 
sembly of  mechanical  elements  in  which  assembly  each 
element  performs  its  own  expected  function  and  no 
more. 

Negatively  defined,  an  aggregation  is  what  a  combina- 
tion is  not.  The  late  Commissioner  Butterworth  defined 
a  combination  as  "a  coordination  of  individual  functions 
so  as  to  constitute  aTcommon  function.  Coordination 
necessarily  implies  some  modification  of  the  individual 
function  of  each  pact  as  it  existed  prior  to  the  combina- 
tion." If  I  may  presume,  I  would  modify  his  definition 
to  this  extent,  if  it  is  to  be  applied  to  apparatus  claims. 
A  combination  is  a  joinder  of  elements  having  individual 
{unctions  in  such  a  manner  as  to  merge  these  individual 
functions  into  a  unitary  function.  Otherwise,  the  defini- 
tion applies  only  to  method  claims.  Negatively,  then, 
an  aggregation  is  a  joinder  of  elements  in  which  there  is 
no  such  modification  of  the  individual  functions  as  will 
produce  a  common  function. 

As  an  example  of  a  good  combination,  and  as  a  basis 
for  illustration  of  other  points,  I  submit  the  following; 
In  a  time-piece,  in  combination,  a  source  of  power,  a  shaft 


driven  therefrom,  an  escapement  wheel  on  said  shaft,  an 
anchor  pivotally  mounted  to  engage  said  escapement 
wheel  and  a  pendulum  mounted  in  operative  engagement 
with  said  anchor. 

Of  course,  this  combination  is  almost  as  old  as  the  art 
of  horology,  but  it  is  still,  as  it  always  has  been,  a  good 
combination  in  a  patentable  sense.  It  long  ago  ceased 
to  be  patentable  under  the  statute,  because  it  long  ago 
ceased  to  be  novel;  but  there  is  still  that  coordination 
of  individual  functions  cf  the  weight  or  spring,  the  wheel- 
teeth  and  anchor,  and  of  the  pendulum,  which  produces 
the  common  function  of  sustained  synchronism  that 
makes  the  appartus  chronometrically  valuable.  The 
motor,  through  the  escapement,  maintains  the  pendulum 
in  oscillation  and  these  oscillations  of  the  pendulum 
restrain  the  motor,  likewise  through  the  escapement,  and 
accurately  measure  duration  throughout  a  considerable 
period,  without  attention  or  renewal  of  the  potential 
energy  of  the  motor. 

As  an  example  of  a  claim  for  an  unquestionable  ag- 
gregation, let  us  consider  the  following:   ' 

"A  package  or  case  which,  when  made  with 

distributing  holes  and  filled,  is  cemented  by  the 

wax  or  wafer,  as  set  forth." 

Sawyer  vs.  Bixby  et  al.,  1  O.  G.,  165. 

"The  distinction  .between  a  combination  and  an 
aggregation  lies  in  the  presence  or  absence  of 
mutuality  of  action." 

Am.  Choc.  Machy.  Co.  vs.  Helmstetter,  142 
F.  R.,  979. 

The  main  statutory  prerequisites  to  the  patentability 
of  a  claim  are  found  in  Section  4886,  R.  S.,  which  need 
not  be  quoted.  Not  only  must  the  art,  machine,  manu- 
facture or  composition  of  matter  be  new  and  useful; 
but  it  must  have  been  invented  or  discovered.  Dis- 
covery usually  has  to  do  with  arts  or  compositions  of 
matter;  invention,  with  machines  or  articles  of  manu- 
facture. As  has  already  been  stated  in  prior  papers,  no 
court  has  yet  attempted  to  say,  unequivocally,  what 


invention  is;  but  there  are  scores  of  particular  instances 
where  they  have  told  us  what  it  is  not. 

There  is  no  mention  of  aggregations  in  the  statutes, 
but  Section  4888  says  that  the  inventor  "shall  par- 
ticularly point  out  and  distinctly  claim  the  .  .  . 
combination,"  which  he  deems  his  invention, 
■  What  statutory  basis,  then,  has  a  rejection  on  the 
ground  that  a  claim  is  for  an  aggregation  of  elements? 
It  is  solely  that  of  lack  of  invention.  In  other  words, 
one  who  has  merely  juxtaposed  a  plurality  of  elements 
which  thereafter  perform  only  the  identical  functions 
they  performed  before  the  assembling,  has  not  displayed, 
and  did  not  need  to  display,  any  invention. 

Decisions  supporting  this  statement  may  be  found  by 
scores,  and  it  would  be  but  a  waste  of  time  to  cite  any  ■ 
considerable  number  of  them;  but  it  may  be  of  interest 
to  trace  briefly  some  of  the  earlier  ones  in  point  cf  time. 
One  of  the  first  to  state  the  principle  from  a  common 
sense  viewpoint,  irrespective  of  any  statutory  considera- 
tions is  the  English  case  Sanders  vs.  Acton,  1  Am.  and 
Eng.  Pat.  Cases,  469  (1832).  The  patent  before  the 
court  was  one  for  improvements  in  making  buttons,  and 
the  specification  stated  that  the  improvement  consisted 
in  the  substitution  of  a  flexible  material  for  metal 
shanks.  Neither  the  construction  of  the  button-body 
nor  the  application  of  a  flexible  shank  was  new;  but  the 
two  were  joined  by  a  novel  form  of  collet,  which  collet, 
however,  was  not  claimed.  Three  justices  wrote  separate 
but  concurring  decisions,  best  expressed,  perhaps,  by 
Justice  Littledale  as  follows: 

"Then  it  tomes  to  this,  that  neither  of  them  are 
new  inventions,  nor  is  the  manner  of  putting  them  ' 
together  new.  It  seems  to  me  that  putting  the 
twc  together  and  making  it  an  entire  button 
.  .  .  does  not  constitute  such  a  new  invention 
as  to  be  the  subject  of  a  patent." 

The  patent  was  declared  void.  The  decision,  ol  course, 
does  hot  state  in  so  many  words  that  the  button-body 
and  the  flexible  shank  each  perform  only  their  separate 
functions,  but  the  inference  that  this  view  was  in  the 
mind  of  each  of  the  justices  is,  I  think,  entirely  warranted. 


The  earliest  United  States  decision  I  have  found,  bear- 
ing on  the  subject  of  claims  for  aggregations,  is  Ex  parte 
Whitney,  MS.  Dec.  vol.  1,  p.  23;  July,  1853.  Early 
as  it  was,  no  subsequent  decision,  even  of  the  Supreme 
Court,  has  stated  the  ground  of  rejection  more  clearly. 
In  it,  Commissioner  Charles  Mason  said: 

"I  fully  assent  to  the  proposition  that  a  com- 
bination of  old  devices  is  patentable  where  a  new 
and  useful  result  is  thereby  attained,  but  in  such 
cases  something  more  than  the  mere  assembling 
together  of  the  several  devices  and  placing  them 
in  juxtaposition  is  requisite.     .     .     . 

"It  seems  to  me  that  the  different  devices  which 
are  here  claimed  to  be  combined  act  wholly  inde- 
pendent of  each  other,  and  that  neither  is  de- 
pendent on  any  of  the  others  for  its  utility.  If, 
therefore,  there  is  any  meritorious  invention,  it  is 
for  the  devices  themselves  separately  and  not  for  a 
combination.  The  utility  of  all  is  only  the  ag- 
gregate of  the  separate  utility  of  each  without 
receiving  any  augmentation  or  modification  from 
the  fact  of  combination.  If  this  be  true,  there 
is  no  doubt  of  the  propriety  of  refusing  a  patent." 

(The  invention  was  a  revolving  firearm,  and  no  claim 
was  quoted.) 

In  discussing  the  aggregation  claim  quoted  above  from 
the  case  of  Sawyer  vs.  Bixby,  Judge  Woodruff  said : 

"Pepper  boxes,  etc.,  are  not  new  and  are  not 
claimed  to  be  new.  Th,e  closing  of  packages  of 
various  forms  .  .  .  by  .  .  .  paper  made 
to  attach  itself  by  the  use  of  .  .  .  adhesive 
material,  is  no  more  new  than  the  other.  .  .  . 
In  combination  there  is  no  other  effect.  .  .  . 
The  employment  of  these  instrumentalities  in 
putting  up  packages  for  transportation  is,  there- 
fore, the  exercise  of  judgment  in  selecting,  not  of 
invention  or  devising  or  combining." 

These  decisions,  each  published  more  than  forty 
years  ago,  set  forth  as  well  as  could  a  score  of  citations, 


the  statutory  ground  for  rejecting  claims  for  aggrega- 
tions of  elements.  Hailes  vs.  VanWormer,  20  Wallace, 
353;  Reckendorfer  vs.  Faber,  92  U.  S.,  357;  Pickering  vs. 
McCulloch,  104  U.  S.,  318;  Thatcher  Heating  Co.  vs. 
Burtis,  121  V.  S.,  293;  Krell  Auto  Piano  Co.  of  Am.  vs. 
Story  et  al.,  207  F.  R.,  951 ;  are  decisions  more  recent  and 
from  higher  authority,  and  therefore  more  frequently 
cited;  but  they  add  nothing  of  clearness  of  statement  or 
positiveness  of  judicial  conviction  to  the  earliest  deci- 
sions cited  above. 

There  is,  however,  a  class  of  claims  often  rejected  as 
aggregations  which  are,  in  my  opinion,  not  such  and  not 
properly  so  rejected.  Such  claims  were  first  discussed, 
so  far  as  I  have  had  time  to  trace,  in  Ex  parte  Griffith, 
85  O.  G.,  936.  In  this  case,  Ex-Assistant  Commissioner 
Greeley,-  after  discussing  claims  which  were  undoubted 
aggregations,  continued: 

"A  party  may  invent  an  improvement  on  a 
certain  element  ot  an  old  combination  without  in 
any  manner  changing  that  combination  itself,  and 
in  such  case  he  is  not  entitled  to  a  claim  as  the 
inventor  of  the  combination,  although  it  includes 
the  thing  which  he  really  has  invented.  Mere 
double  use  of  his  invention  does  not  give  him  a 
right  to  the  combination  in  which  he  places  it." 

This  "Griffith  Doctrine,"  if  I  may  so  term  it,  has  been 
rather  firmly  established  by  subsequent  decisions,  such  as 
In  re  McNeil,  100  0.  G.,  2178;  In  re  Hawley,  121  O.  G., 
691;  Ex  parte  Potter,  82  MS.  D.,  46  (published  in  part 
in  17  Gouriek);  In  re  Ratican,  162  O.  G.,  540,  and  Ex 
parte  Mumford,  206  O.  G.,  878. 

Now  it  is  clear  enough  from  Ex  parte  Griffith,  cited, 
that  the  ground  of  rejection  is  not  lack  of  invention. 
It  was  conceded  that  invention  may  appear  in  the 
production  of  an  improved  element.  The  ground  of 
rejection  of  a  claim  for  a  combination  embodying  this 
novel  element  was  that  of  lack  of  novelty  of  the  com- 
bination. This  is  perhaps  more  clearly  stated  in  In  re 
McNeil,  cited. 

There  is  a  paragraph  in  Ex  parte  Potter,  cited,  which, 


unless  considered  as  a  whole,  may  appear  to  support 
the  rejection  of  this  type  of  claim  as  an  aggregation. 
ItisthiB: 

"Specific  features  of  an  element  should  not  be 
included  in  claims  to  combinations  of  elements 
where  the  specific  features  do  not  themselves  co- 
operate with  the  other  elements  and  thus  modify 
and  enter  into  the  combination.  .  .  .  Where 
limitations  of  combination  claims  to  specific 
features  of  an  element  of  the  combination  seems 
to  be  necessary  in  order  to  distinguish  the  sup- 
posed invention  from  prior  combinations,  although 
the  specific  features  do  not  cooperate  with  the 
other  elements,  the  fact  is  that  no  new  combination 
has  been  invented.  The  novel  invention,  if  there 
is  one,  resides  in  the  element  itself." 

The  first  sentence  of  this  paragraph  seems  to  imply 
that  unless  the  elements  specifically  claimed  do  not  make 
a  novel  combination,  they  do  not  make  any  combina- 
tion; in  other  words,  that  the  assembly  is  a  mere  aggre- 
gation. This  implication,  however,  is  negatived  by  the 
last  sentence.  That  is,  no  new  and,  therefore,  no 
patentable  combination  is  formed.  The  ground  of  rejec- 
tion is  clearly  that  of  lack  of  novelty  in  the  combina- 
tion as  a  unit  and  not  lack  of  invention  in  a  collocation 
of  elements  which  never  did  and  never  could  cooperate 
to  effect  a  common  function. 

So  it  will  be  seen  that  whether  a  party  merely  substi- 
tutes one  old  element  for  another  old  element  in  an  old 
combination  or  whether  he  substitutes  an  entirely 
new  and  patentable  element  for  an  old  element  in  an  old 
combination,  he  has  not  produced  that  novel  and  patent- 
able unit  or  entity,  a  new  combination,  unless  the  sub- 
stituted element,  in  cooperation  with  the  remaining  old 
elements,  brings  about  some  new  common  function — one 
not  possessed  by  the  combination  before  the  introduction 
of  the  new  element;. 

I  believe  the  best  way  to  express  the  rejection  of  such  a 
claim  is  to  reject  it  as  an  unpatentable  combination,  be- 
cause the  combination  is  no  longer  novel,  or  to  reject  it  as 
an  old  use  of  applicant's  novel  element,  which  element 


should  be  claimed  per  ae,  as  a  manufacture,  if  the  prior 
art  warrants  it. 

Thus,  the  question  of  aggregation  and  the  question  of 
novelty  are  entirely  separate  ones.  It  is  conceivable 
that  an  inventor  might  actually  produce  a  half  dozen 
entirely  novel  and  patentable  manufactures  and  still  be 
properly  denied  a  claim  for  all  six,  if  the  claim  covered  the 
six  merely  so  juxtaposed  as  to  be  convenient  for  succes- 
sive use,  or  without  being  able  to  perform  any  common 
function  contributed  to  by  each.  If  there  is  no  capability 
of  cooperation  between  the  elements  assembled,  it  does 
not  matter  in  the  least  how  novel  they  may  be,  con- 
sidered as  elements,  any  more  than  it  matters,  in  a  com- 
bination, how  old  they  may  be  individually,  if  they  co- 
operate perfectly  to  perform  a  common  function,  and 
thus  form  a  unitary  and  patentable  entity.  (Krell  Auto- 
piano  Co.  rs.  Story  &  Clark,  ubi  supra;  Electric  Accu- 
mulator us.  Julien  Electric  Co.,  38  F.  R.,  117.) 

Nor  is  it  in  the  least  necessary,  in  rejecting  a  bald 
aggregation  claim,  to  cite  references  showing  the  ele- 
ments themselves  to  be  old,  although  it  is  much  more 
satisfactory  to  the  applicant,  usually,  to  be  shown  the  old 
elements.    To  quote  again  from  Ex  parte  Potter: 

"Where  the  applicant  contended  in  effect  that 
rejection  on  the  ground  of  aggregation  can  not 
properly  be  made  except  when  supported  by 
references  showing  the  devices  which  are  alleged 
not  to  cooperate;  Held,  that  the  contention  is 
error;  that  the  question  of  aggregation  is  one  of 
invention  and  not  of  novelty." 

It  is,  however,  exceedingly  difficult  in  many  instances 
to  convince  applicants  that  they  should  claim  the  novel 
ele"ment  rather  than  the  old  combination,  or  that  they  are 
sufficiently  protected,  in  fact  better  protected,  by  a 
claim  to  the  element  than  by  a  claim  to  a  combination 
including  it;  for  a  patentee  "is  entitled  to  all  the  benefits 
of  his  improvement  ...  as  fully  as  if  he  had  fore- 
seen all  the  uses  to  which  it  would  be  applied"  (Ex 
parte  Day,  C.  D.,  1869,  4),  unless,  perhaps,  the  use  is  in 
an  art  so  remote  as  to  itself  involve  invention  in  the 
adaptation.      (Potts   is.    Creager,    C.    D.,    1895,    143.) 


On  the  other  hand,  if  the  inventor  patent  the  combination, 
his  claims  therefor  are  void  for  want  of  novelty,  although 
he  may"  believe  that  he  invented  a  new  combination  as 
well  as  a  new  element.  (Langan  vs.  Warren  Axe.  & 
Tool  Co.,  166  O.  G.,  986.)  In  fact,  he  may  have  ac- 
tually invented,  the  entire  combination;  may  never  have 
seen  or  known  of  snch  a  combination  prior  to  his  dis- 
closure of  it;  but  that  does  not  make  it  any  the  less 
unpatentable  for  want  of  novelty.  He  is  in  no  worse 
position  than  another  inventor  who  has  expended  time, 
labor  and  money  to  reinvent  something  which  proves  to 
be  old  in  toto.  It  is  in  all  respects,  then,  preferable 
for  him  to  relinquish  all  that  is  old  and  to  claim  in  the 
broadest  manner  possible  that  which  proves  to  be  actually 
novel. 

There  is  one  more  point  to  be  considered.  It  is  held 
by  some  that  although  both  a  combination  and  many 
of  the  elements  thereof  are  novel,  specific  features  of  the 
elements  should  not  be  included  in  claims  to  such  com- 
binations where  the  specific  features  do  not  themselves 
cooperate  with  the  other  elements  tq  modify  the  com- 
bination. To  express  this  more  briefly,  they  hold  that 
there  may  be  a  combination  broadly  where  there  is  no 
combination  specifically;  which  is  equivalent  to  saying 
that  a  collocation  of  elements  may  be  a  good  and  patent- 
able combination  when  claimed  broadly  and  an  aggre- 
gation when  claimed  specifically.  This  seems  to  me  to 
run  counter  not  only  to  the  statutory  ground  of  rejection 
of  an  aggregation,  but  to  a  number  of  authorities  and 
decisions,  as  well-  For  instance,  in  conceiving  and  em- 
bodying in  practical  form  a  new  and  useful  invention,  an 
inventor  will  devise,  modify  and  adapt  elements  to  fit 
them  into  a  combination,  also  new,  which  shall  disclose 
"the  best  mode  in  which  he  has  contemplated  applying 
the  principle"  underlying  his  invention,  as  required  by 
the  statute  (Section  4888).  To  hold  that  in  claiming 
his  new  combination  he  may  not  also  simultaneously 
claim  his  new  elements  as  specifically  as  he  chooses  is, 
first  of  all,  to  deny  him  the  right  to  "particularly  point 
out  and  distinctly  claim,"  as  required  by  the  same  sec- 
tion. Furthermore,  the  elements  broadly  claimed, 
cooperate  in  some  way  to  effect  a  common  function; 


specifically  claimed,  they  still  effect  a  common  func- 
tion, the  same  one,  and  a  novel  one;  and,  lastly,  if  it 
required  invention  to  conceive  and  produce  the  broad 
combination,  it  required  so  much  the  more  invention 
to  produce  the  concrete,  specific  assembly  which  em- 
bodies "the  best  mode  ...  of  applying  the  princi- 
ple" utilized. 

To  illustrate,  let  us  revert  to  the  claim  for  a  time- 
piece, suggested  at  the  beginning  of  the  paper;  and  let  us 
suppose  that  the  inventor  had  first  experimented  with 
pendulums  and  had  devised  a  mercury  pendulum  which 
was  practically  synchronous  for  all  temperatures,.  Let 
us  also  suppose  that  he  was  the  first  to  devise  a  spiral- 
spring  motor.  Is  it  logical,  after  having  allowed  him  the 
broader  claim  quoted  to  deny  him  one  like  the  following: 
In  a  time-piece,  in  combination,  a  spiral  spring,  a  shaft 
driven  therefrom,  an  escapement  wheel  on  said  shaft,  an 
anchor  pivotally  mounted  to  engage  said  escapement 
wheel,  and  a  pendulum  having  a  bob  comprising  a  recep- 
tacle containing  an  elongated  column  of  mercury,  said 
pendulum  being  mounted  in  operative  engagement  with 
said  anchor.  I  think  not,  for  the  latter  claim  sets  forth  a 
novel  combination  as  much  as  the  other,  and  one  which  it 
required  invention  to  produce.  In  short,  it  meets  all  the 
prerequisites  of  Section  4886  quite  as  well  as  the  broader 
claim.  The  inventor  says,  in  effect:  Here  is  the  actual, 
physical  embodiment  of  my  conception  in  the  best  mode 
in  which  I  have  contemplated  applying  it;  having 
complied  fully  with  the  statute,  you  can  not  deny  my 
right  to  claim  it  as  specifically  as  I  choose. 
Walker  says: 

"It  is  a  proper  practice  to  make  a  generic  claim 
and  also  a  specific  claim,  in  an  application  for  a 
patent  on  a  generic  invention,  even  where  only  one 
species  Js  described  in  the  specification.  In  such  a 
case,  if  the  inventor's  understanding  that  his  in- 
vention is  primary  turns  out  to  be  true,  both 
claims  will  be  valid.  But,  if  some  invention  is 
afterward  discovered  in  the  prior  art,  which  rele- 
gates the  patent  to  a  secondary  place,  the  specific 
,  claim  may  stand  and  be  valid,  though  the  generic 
claim  is  too  broad  to  be  maintained."  (Walker  on 
Patents,  4th  Ed.,  sec.  116.) 
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Ex  parte  Eagle,  C.  D.,  1870,  137,  the  office  standby 
on  requirements  of  division,  says: 

"An  applicant  may  fairly'  describe  several 
species  of  a  genus  and  may  make  any  claim  that  is 
generic  in  its  character  and  includes  them  all. 
In  addition  to 'this,  .  .  .he  may  select  one  of 
the  embodiments  of  his  invention  for  specific 
claims.". 

See,  also  Ex  parte  Ewart,  C.  D.,  1880,  78,  and 
Ex  parte  Cook,  C.  D.,  1890,  81. 

Neither  Walker  nor  any  of  the  decisions  just  cited  puts 
any  limit  upon  the  inventor.  He  may  claim  his  preferred 
embodiment  just  as  specifically  as  he  choosey  provided 
always  that  he  does  not  file  what  the  courts  have  styled 
"a  multitude  of  fuliginous  and  attenuated  claims," 
which  do  not  differ  patentably  from  each  other. 

As  recently  as  1913,  the  Circuit  Court  of  Appeals  for 
the  Sixth  Circuit  outlined  this  right  to  specific  claims 
to  the  following  extent: 

"Each  claim  shauld  be  directed  at  some  func- 
tion, step,  or  advantage  to  give  it  individuality; 
it  should  have  a  characterizing  thought  or  point 
by  which  it  can  be  identified;  and,  if  the  court 
which  is  to  construe  the  claim  can  find  this  domi- 
nant thought,  its  task  will  be  simplified.  We.  may 
make  this  concrete  by  supposing  that  elements  A, 

B,  and  C  are  each  old  in  several  specific  forms, 
but  are  operative  only  in  the  combination  A,  B, 

C.  An  inventor  perfects  new  and  useful  specific 
forms  of  each,  a,  b,  c.  The  most  desirable  form 
of  his  invention  is  the  combination  a,  b,  c,  and 
this  the  inventor  considers  his  perfect  work;  but  he 
may  use  and  is  entitled  to  monopolize  one  or  two 
of  the  old  forms  in  combination  with  two  or  one 
of  his  new  forms.  He  may  have,  and  the  proper 
drafting  of  his  patent  will  secure  for  him,  a  series 
of  combination  claims  like  this  (capitals  repre- 
senting generic;  lower  case,  his  new  specific  forms) : 
(1)  a,  b,  c;  (2)  a,  b,  C,  (3)  a,  B,  C,  (5)  A,  b,  c, 
(6)  A,B,c,(7)  A,b,C." 

Scaife   &  Sons  Co.    vs.   Falls  City  Woolen 
Mills,  209  F.  R.,  210. 


In  a  still  more  recent  decision,  the  Honorable  First 
Assistant  Commissioner  held : 

"A  claim  for  a  machine  for  wax-treating  parts  of 
boots  and  shoes  including  a  wax  applying  wheel 
provided  with  'a  working  face  of  combustible 
fabric'  is  not  an  aggregation  because  limited  to  a 
'combustible'  fabric,  the  claim  otherwise  setting 
UP  a  good  combination." 

Ex  parte  Pease,  2Q2  O.  G.,  631. 

Note  the  "otherwise"  in  this  citation.  The  trend  of 
Walker  and  all  these  decisions  is  that  a  claim  for  an  as- 
sembly of  elements  which  is  a  good  combination  when 
broadly  stated  does  not  become  an  aggregation  (that  is, 
does  not  cease  to  embody  invention),  even  when  it  is 
claimed  as  specifically  as  possible.  With  this  view,  it  ap- 
pears to  me  that  the  statute  and  the  entire  line  of  deci- 
sions are  harmonious. 

-  SUMMARY. 

An  aggregation  is  an  assembly  of  elements  which  are 
incapable  of  coacting  to  produce  a  common  function  and 
which  assembly,  therefore,  exhibits  no  invention. 

Some  claims  which  are  often  rejected  as  aggregations 
are,  in  reality,  for  good  combinations  which  are  no  longer 
novel.  They  may  contain  novel  elements,  but  the 
combination,  which  is  the  entity  considered  by  the 
statute,  is  no  longer  patentable.  The  novel  element  or 
.elements  should  be  made  the  subject-matter  of  the  claims. 

If  a  combination  is  new  and  patentable  if  claimed 
broadly,  it  does  not  become  an  aggregation  by  embodying 
specific  limitations  sf  the  elements  making  up  the  com- 
bination. 

Read  January  14,  1915. 
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The  constitution  of  the  United  States  provides  that 
"Congress  shall  have  power  ...  to  promote  the 
Progress  of  Science  and  Useful  Arts  by  securing  for 
limited  times  to  Authors  and  Inventors  the  exclusive 
right  to  their  respective  writings  and  discoveries." 
.  R.  S.  4886  states  that  a  patent  may  be  obtained  by 
"any  person  who  has  invented  or  discovered  any  new  and 
useful  art,  machine,  manufacture,  or  composition  of 
matter,  etc." 

It  is  therefore  clear  that  Congress  has  limited  the 
Subject-matter  of  a  patent  to  an  invention,  novelty  and 
utility  alone  being  insufficient  to  justify  the  grant. 

Where  a  device  is  composed  of  but  a  single  element,  the* 
question  of  patentability  is  simple,  depending  on  whether 
the  element  is  the  result  of  invention  or  the  product 
of  mere  mechanical  skill;  but,  when  two  or  more  elements 
are  grouped  together,  as  in  combined  tools,  machines,  or 
the  several  steps  of  a  process,  a  new  question  arises. 
Are  the  several  elementary  parts  so  related  as  to  produce 
a  legitimate  combination  and,  if  so,  under  what  cir- 
cumstances do  they  consitute  a  patentable  invention? 

The  decisions  of  the  Federal  Courts,  from  the  beginning 
of  our  patent  system,  have  been  remarkably  uniform 
in  respect  to  this  matter,  yet,  judged  by  the  nature  of  the 
patents  granted,  the  practical  distinction  between  patent- 
able and  unpatentable  combinations  or  aggregations 
seems  to  be  little  understood  by  many.  I  therefore  base 
the  remarks  which  I  shall  make  on  a  few  of  the  decisions 


which  I  have  found  most  useful  in  determining  the  many 
cases  which  have  come  before  me. 
These  are : 

"To  make  a  valid  claim  for  a  combination  it  is 
not  necessary  that  the  several  elementary  parts 
of  the  combination  should  act  simultaneously. 
If  those  elementary  parts  are  so  arranged  that 
the  successive,  action  of  each  contributes  to 
produce  some  one  practical  result,  which  result, 
where  attained,  is  the  product  of  the  simul- 
taneous or  successive  action  of  all  the  elementary 
parts,  viewed  a$  one  entire  whole,  a  valid  claim 
for  thus  combining  those  elementary  parts  may 
be  made." 

Furbush  et  al.  vs.  Cook  et  al.,  10  Mo.  L.  R.. 
664,  Curtis,  1857. 

"Although  three  elements  of  a  patented  com- 
bination may  all  be  old  and  two  of  them  have  been 
'  combined  before,  yet  he  who  brings  into  the 
combination  the  third  element,  and  thereby  gets 
a  practical  advantage,  makes  a  patentable  in- 
vention." 
lb. 

"Although  a  combination  of  old  devices  may  be 
patentable  when  a  new  and  useful  result  is  pro- 
duced, no  one  can,  by  combining  several  devices, 
each  of  which  is  old,'  thereby  deprive  others 
of  the  right  to  use  them  separately  or  the  right 
to  use  them  in  new  combinations,  or  the  right 
to  use  some  of  them  in  combinations,  omitting 
others." 

Hailes  et  al.  vs.  Van  Wormer  et  al.,  7  Blatch- 
ford,  443,  Woodruff,  1870. 

"The  mere  addition  of  an  old  device,  producing 
a  specific  result,  to  another  device,  producing 
its  own  result,  in  such  wise  that  their  combina- 
tion produces  those  two  same  results,  and  no 
other,  is  not  invention." 

!    lb. 


.  3 

"Patents  may  be  granted  for  combinations 
in  which  some  of  the  parts  are  old  and  some  are 
.  new;  and  whatever  in  the  several  parts  is  new  may 
be  separately^ secured  to  the  inventor;  and  yet  it 
may  be  true  that  only  in  the  combination  de- 
scribed or  in  some  similar  combination,  the  new 
part  thus  secured  to  the  inventor  is  of  any  practi- 
cal use  whatever." 

Wheeler,  Jr.,  vs.  Clipper  Mowing  and  Reap- 
ing Co.,,  10  Blatch.,  185,  Woodruff,  1872. 

"Under  the  statutes  patentee  is  required  to 
particularly  specify  what  he  claims  to  be  new,  and 
if  he  claims  a  combination  of  certain  elements  or 
parts,  we  can  not  declare  that  any  one  of  these 
is  immaterial.  The  patentee  makes  them  all 
material  by  the  restricted  form  of  his  claim." 

Union  Water  Meter  Co.  vs.  Desper,  101  U.  S., 
332,  Sup.  Ct.,  1879. 

"A  mere  aggregation  of  old  things  is  not  patent- 
able, and,  in  the  sense  of  the  patent  law,  is  not  a 
combination.  In  a  combination  the  elemental 
parts  must  be  so  united  that  they  will  depend- 
ency co-operate  and  produce  some  new  and 
useful  result." 

Wood  et  al.  vs.  Packer,  57  Fed.  Rep.,  651, 
Nixon,  1883. 

"A  combination  is  patentable  (])  if  it  produces 
new  and  useful  results,  though  all  the  constitu- 
ents of  the  combination  were  well  known  and  in 
common  use  before  the  combination  was  made, 
provided  the  results  are  a  product  of  the  combina- 
tion, and  not  a  mere  aggregation  of  several 
results,  each  the  produce  of  one  of  the  combined 
elements;  (2)  if  it  produces  a  different  force, 
effect,  or  result  in  the  combined  forces  or  proc- 
esses from  that  given  by  their  separate  parts 
and  a  new  result  is  produced  by  their  union; 
(3)  if  it  either  forms  a  new  machine  of  distinct 


character  or  formation  or  produces  a  result  which 
is  not  the  mere  aggregate  of  separate  contribu- 
tions, but  is  due  to  the  joint  and  co-operating  ac- 
tion of  the  elements;  (4)  when  the  several  ele- 
ments of  which  it  is  composed  produce,  by  their 
joint  action,  either  a  new  and  useful  result,  or  an 
old  result  in  a  cheaper  or  otherwise  more  ad- 
vantageous way."  , 
Niles  Tool  Works  vs.  Betts  Machine  Co.,  27 
Fed.  Rep.,  691,  Wales,  1886. 

"A  patent  for  a  combination  can  not  be  main- 
tained where  nothing  is  done  except  to  bring  well- 
known  devices  into  juxtaposition,  each  working 
its  own  effect,  and  the  aggregate  producing  no 
new  and  useful  result." 

Kerosene  Lamp  Heater  Co.   as.   Littell,  3 
Banning  and  Arden,  312,  Nixon,  1878. 

"There  is  no  patentable  combination,  properly 
so  called,  in  an  aggregation  of  devices  which  have 
no  common  purpose  or  effect,  concurrent  or  suc- 
cessive." 

Tower  vs.  Bemis  &  Call  Hardware  &  Tool 
Co.  et  al.,  19  Fed.  Rep.,  498,  Lowell,  1884. 

"A  broad  claim  can  not  be  sustained  for  merely 
putting  together  two  old  tools  for  convenience  of 
manipulation  in  several  and  wholly  distinct  uses — 
the  patent  must  be  limited  to  some  patentable 
improvement,  either  in  the  mode  of  combining 
the  tools  or  in  one  or  more  of  the  tools  themselves." 
lb. 

"To  combine  the  parts  of  two  existing  machines, 
leaving  the  parts  in  the  new  union  to  work  as  be- 
fore does  not  constitute  a  patentable  combina- 
tion, but  merely  an  aggregation." 

Troy  Laundry  Machinery  Co.  et  al.  vs.  Bun- 
nell, 23  Blatch.,  558,  Wallace,  1886. 


"A  patent  for  a  combination  is  not  invalid  be- 
cause all  the  parts  are  old.  But  merely  .as- 
sembling them  together,  or  placing  them  in  juxta- 
position does,  not  indicate  invention.  Some 
new  or  peculiar  function  produced  by  such  a 
combination  must  be  develcped.  Unless  this  fol- 
lows, the  new  arrangement  is  the  mere  exhibition 
of  mechanical  skill." 

Scott  Mfg.  Co.  vs.  Sayre,  26  Fed.  Rep.,  153, 
Nixon,  1886. 

"The  fact  that  an  article  is  convenient  and  has 
commercial  advantages  does  not  render  it  patent- 
able where  it  is  made  up  of  independent  devices, 
each  of  which  is  unaffected  by  the  presence  or 
absence  of  the  other." 

Ex  parte  Davenport,  C.  D.,  1904,  110. 

From  these  it  is  clear  that  the  patentability  of  a  group 
of  elements  does  not  depend  on  their  individual  novelty, 
but  upon  their  unitedly  producing  a  new  and  improved 
result,  the  product  of  their  combined  operation,  not  the 
mere  sum  of  their  several  individual  effects.  This 
result 'may  be  produced  by  the  simultaneous  or  sequen- 
tial operation  of  the  elements,  each  upon  tne  other  or 
their  co-operation  in  groups.  If  this  united  participa- 
tion-in  the  result  is  not  present,  then  ordinarily  no  patent- 
able combination  exists,  but  an  unpatentable  aggrega- 
tion, an  arrangement  lacking  invention  since  based  alone 
on  mechanical  skill. 

The  patentability  of  claims  which  involve  several  ele- 
ments can  ordinarily  be  readily  determined  by  applying 
these  tests. 

Let  A,  B,  and  C  represent  several  grouped  elements. 
If  their  relation  is  A  +  B  +  C,  their  function  or  result 
being  merely  additive  or  the  sum  of  their  individual 
results,  they  constitute  an  unpatentable  combination, 
whether  new  or  old. 

If  their  relation  is  A  X  B  X  C,  each  modifying  the 
other  or  co  operating  singly  or  by  groups  and  all  mu- 
tually tending  to  produce  a  unitary  result,  they  form  a 
legitimate  combination  and,  if  the  result  is  new  and  use- 


ful,  the  device  is  patentable,  but  it  does  not  follow  that 
all  legitimate  combinations  are  patentable. 

A  X  B  X  C  is  old  in  the  art,  and  C  *,  a  modification  or 
specific  form  of  C,  is  substituted  for  that  element. 

If  Cl  is  an  old  and  well-known  equivalent  for  C,  no  new 
result  is  accomplished  and  the  resultant  combination  is 
unpatentable. 

If  a  new  and  improved  result  follows  the  substitution 
and  this  is  due  to  the  modifying  influence  of  the  sub- 
stituted element  on  all  the  others,  the  combination  is 
new  and  patentable. 

If  C'does  not  affect  the  functions  of  A  and  B,  individ- 
ually or  in  group,  other  than  did  C,  adding  only  its  own 
peculiar  function  to  the  Result,  the  combination  is  not 
patentable  over  A  X  B  X  C,  the  broad  combination 
being  exhausted,  and  C1  should  be  claimed  by  itself  since 
in  it  alone  does  the  invention  lie.  This  is  true  whether,  C 
is  new  or  old.  It  is  not  a  new  combination  since  the  only 
modification  of  the  result  rests  in  the  substitute  element. 

A  X  B  X  C  being  old,  if  C  is  omitted  while  the  old 
result  is  maintained,  a  new  and  patentable  combination 
results. 

Richards  vs.  Chase  Elevator  Co.,  73  O.  G.,  1710.  - 

In  special  art  tools  it  may  be  that  each  element  accom- 
plishes only  its  own  result,  but,  if  the  several  elements 
contribute  by  their  operation  to  the  production  of  a  uni- 
tary improved  result,  unattainable  in  the  absence  of 
either,  there  is  a  legitimate  combination.  Such  an  in- 
stance is  seen  in  the  ordinary  glass  cutter,  in  which  the 
scoring  roll  of  the  cutter  combines  with  the  breaking 
notch  to  produce  the  complete  severance  of  the  glass. 

Lying  close  to,  yet  apart  from  this  clearly  defined 
field  of  combination  and  aggregation,  is  a  twilight  zone  in 
which  there  appears  to  be  no  well  settled  practice  either 
in  the  courts  or  Patent  Office.  This  resides  in  that  class 
of  cases  in  which  old  elements  are  so  positioned  with 
respect  to  each  other  that,  while  each  performs  its  own 
function,  the  ultimate  effect  of  grouping  the  parts  is  the 
production  of  a  better,  more  advantageous  or  cheaper 
result.  Such  cases  are  discussed  in  Burdett-Rountree 
Mfg.  Co.  vs.  Standard  Plunger  Elevator  Co.,  196  Fed. 


Rep.,  43;  Standard  Plunger  Elevator  Co.  vs.  Burdett* 
Rountree  Mfg.  Co.,  197  Fed.  Rep.,  743;  and  Krell  Auto 
Grand  Piano  Co.  of  America  vs.  Story  &  Clark  Co. 
et  al.,  207  Fed.  Rep.,  646,  in  the  last  of  which  it  was  held 
that  a  patent  for  a  mechanism  consisting  of  two  or  more, 
elements  is  not  necessarily  invalid  as  an  aggregation  be- 
cause there  is  no  direct  co-action  between  the  elements, 
where  such  co-action  comes  to  produce  a  unitary  result 
through  the  mediation  of  the  operative  or  the  operating 
force,  but  without  the  court  laying  down  any  hard  and 
fast  rule  of  general  application. 

Perhaps  a  few  concrete  illustrations  of  this  type  of  in- 
vention will  in  part  clear  the  practice.  It  is  old  to  form 
a  flexible  metal  tube  of  small  diameter  and  to  form  a  web 
or  braided  cover  about  such  tube  by  separate  machines, 
also  to  feed  tubes  through  their  forming  mechanism 
by  drawing  rolls.  So  positioning  these  devices  as  to  have 
a  pair  of  rolls  for  forming  a  smatl  flexible  walled  tube,  a 
means  in  direct  alinement  with  the  delivery  outlet  of  the 
forming  rolls  to  form  a  web  or  casing  about  the  tube,  and 
drawing  rolls  for  feeding  the  product  through  the  forming 
and  casing  mechanism,  forms  a  patentable  combination, 
as  the  direct  line  delivery  insures  the  perfection  of  the 
tube  at  the  point  where  the  web  is  placed  about  it  and 
the  feed  rolls  maintain  the  direct  alinement  of  the  ma- 
terial while  being  worked  upon.  The  parts  work  as  be- 
fore, but  synchronism  of  operation  is  maintained  by  the 
tube  as  drawn  through  the  machine  and  the  perfected 
product  is  due  to  the  consecutive  operation  of  the  several 
elementary  machines  without  any  deformation  of  the 
.  tube  due  to  intermediate  handling. 

It  is  mere  aggregation  to  place  an  oil  can  in  the  handle 
of  a  wrench  so  as  to  have  a  handy  supply  of  lubricant 
in  case  a  nut  is  rusted  on  its  bolt.  Change  the  position  of 
the  oiler,  by  recessing  the  inner  face  of  the  wrench  jaw, 
fitting  the  oil  can  therein  with  its  elastic  wall  projecting 
into  the  space  between  the  jaws  and  place  its  jet  orifice 
near  the  outside  of  the  .jaw  face,  and  a  new  and  ad- 
vantageous result  is  produced.  The  first  motion  of  the 
wrench  handle  forces  the  nut  against  the  can,  ejecting 
the  oil  upon  the  rusted  parts,  while  continued  motion 
in  the  same  direction  loosens  the  lubricated  nut.    This 


is  a  clear  combination  due  to  the  exercise  of  invention  in 
so  arranging  or  constructing  the.  parts,  each  old  in  itself, 
that  an  improved  result  is  produced.  Thatcher  Heating 
Co.  vs.  Burtis,  121  U.  S.,  28(>,  justifies  the  grant  of  a  claim 
for  such  a  device. 

To  place  a  can  opener  on  the  handle  end  of  a  bottle 
decapping  tool  is  an  aggregation,  since  each  produces  its 
own  result  and  no  more. 

Change  the  position  of  the  knife  edge  to  the  inner  curve 
of  the  fulcrum  arm  of  the  decapper,  where  it  is  protected, 
by  the  overhang  of  the  decapper  claw  and  fulcrum  point, 
while  the  cam  shaped  back  of  the  fulcrum  arm  serves  as 
a  rolling  fulcrum  for  the  can  opening  blade,  and  we  again 
have  a  clear  case  of  patentable  combination  due  to  change 
of  position. 

In  the  Tower  ys.Bemjset  al.,  decision,  above  noted,  it  is 
stated  that  there  is  no  patentable  invention  in  broadly 
combining  two  forms  of  wrench  in  a  single  tool.  So 
position  them  that  their  joint  operation  is  due  to  a  single 
element  and  a  patentable  combination  may  result.  Class 
81-77  is  made  up  of  just  such  cases. 

The  same  result  fellows  where  an  intermediate  jaw  is 
placed  between  the  jaws  of  an  ordinary  pair  of  pliers, 
doubling  the  efficiency  of  the  tool  by  its  co-operation  with 
each. 

While  in  cases  like  the  above  legitimacy  of  the  combina- 
tion must  be  admitted,  care  must  be  exercised  that  this 
positioning  is  not  too  freely  treated  as  a  ground  for  al- 
lowing claims. 

Though  the  Constitution  gives  to  Congress  power  to 
■  pass  enabling  legislation,  I  find  neither  in  the  Revised 
Statutes,  nor  in  the  decisions  of  (he  Federal  Courts  any 
authority  for  granting  patents  for  structures  which 
possess  convenient  and  commercial  advantages,  but  are 
made  up  of  independent  parts  each  of  which  is  unaffected 
by  the  presence  or  absence  of  the  other.  I  refer  to  ag- 
gregated tools  or  other  parts  in  so-called  articles  of  manu- 
facture. "The  beneficiary  must  be  an  inventor  and  he 
must  have  made  a  discovery.  The  statute  has  always 
carried  out  this  idea.  ...  So  it  is  not  enough  that  a 
thing  shall  be  new,  in  the  sense  that  in  the  shape  or  form  in 
which  it  is  produced  it  shall  not  have  been  before  known, 


and  that  it  shall  be  useful,  but  it  niust  under  the  Constitu- 
tion and  the  statutes,  amount  to  an  invention  or  dis- 
covery." 

Thompson  et  al.  vs.  Boisellier  et  al.,  31  O.  G.,  377. 

I  will  mention  one  more  example,  illustrating  an  ex- 
treme type,  which  yet  has  its  advocates. 

A  ring  having  an  inward  extension  on  which  is  pivoted 
a  screw-driver,  adjacent  lugs  on  the  face  of  the  ring 
with  which  the  ends  of  the  screw-driver  may  engage  to 
hold  the  parts  in  fixed  relation,  when  the  screw-driver  is 
not  in  use,  and  a  twine  cutter  blade  projecting  from  the 
exterior  of  the  ring. 

Herein  is  no  community  of  operation,  but  rather  a 
negation  of  results.  The  ring  with  its  lugs  protects  the 
pocket  of  the  carrier  from  being  torn  by  the  screw-driver 
blade,  while  the  pr6jecting  blade  of  the  twine  cutter 
insures  the  opposite  result.  Graphically  stated  +1 — 
1=0,  and  assuredly  in  such  a  case  is  neither  invention  nor 
utility.  Each  element  may  be  patentable  by  itself,  but 
where  the  result  of  their  sequenti  tl  use  is  the  obliteration 
of  any  practical  joint  result,  there  can  be  no  justification 
under  the  present  law  for  the  issue  of  a  patent.  For  this 
reason  I  can  find  no  justification  for  the  theory  that 
were  the  Reckendorfer  vs.  Faber  (92  U.  S.,  347,  Sup.  Ct., 
1875),  case  to  be  retried  now,  the  Supreme  Court  would  re- 
verse its  judgment,  for  there,  as  in  the  above  illustration, 
we  have  as  the  only  result  of  the  alleged  combination 
+  1 — 1=0,  means  for  making  a  mark,  means  for  erasing 
the  mark,  conjointly  producing  nothing. 

January  14, 1915.  * 
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The  statutory  provision  making  processes  one  of  the 
subjects  of  patent  protection  is  not  as  definite  or  clear  as 
that  relating  to  machines,  composition  of  matter,  and 
articles  of  manufacture.  The  word  "art"  was  used  in  the 
statute,  and  its  meaning,  or  rather  its  exact  scope  in  this 
relation,  has  caused  much  doubt  and  confusion  of  court 
decisions  during  the  history  of  patent  litigation.  Even 
as  late  as  1895,  we  find  in  the  Supreme  Court  decision 
Risdon  Iron  and  Locomotive  Works  vs.  Medart  et  al.. 
158  U.  S.,  68;  71  O.  G.,  751,  ground  for  doubt  on  one 
phase  of  the  question,  that  is,  the  question  of  the  patent- 
ability of  purely  mechanical  processes. 

Also  in  former  times,  there  was  much  doubt  as  to  where 
to  draw  the  limit  in  another  direction,  that  is,  between  a 
proper  process  and  a  monopoly  of  the  use,  even  for  a 
particular  purpose,  of  any  one  of  the  principles  of  nature, 
and  likewise,  between  a  proper  process  and  a  statement 
of  general  notion  or  idea  of  some  result  to  be  accomplished 
but  without  specific  way  or  steps  of  doing  it,  claims  for 
which  are  sometimes  called  functional. 

Patentably,  a  process  has  been  defined  by  the  Su- 
preme Court  as  a  mode  of  treatment  of  certain  materials 
to  produce  a  given  result.  It  is  an  act,  or  a  series  of  acts, 
performed  upon  the  subject-matter  to  be  transformed  and 
reduced  to  a  different  state  or  thing  (Cochrane  vs. 
Deener,  11  O.G.,  687,  94  U.S.,  780),  and— a  process  is  an 
act  or  mode  of  acting  (Tilgman  vs.  Procter,  102  U.  S., 
707). 

■  The  second  part  of  the  first  definition  and  the  seccnd 
one  as  a  whole  especially  set  forth  the  vital  elements 


of  a  proper  process,  as  being  one  or  more  acts,  commonly 
called  steps,  which  are  performed.  These  steps  are  the 
actual  positive  things  to  be  done  by  the  operator  in 
executing  the  process.  They  do  not  necessarily,  and,  in 
fact,  in  chemical  processes  seldom,  if  ever,  represent 
all  the  numerous  or  secondary  actions  or  reactions  that 
take  place  as  a  result  of  the  actual  or  primary  step3 
performed.  For  instance,  a  claim  for  preparing  a  bleach- 
ing liquor  might  include  only  the  single  positive  step  of 
passing  an  electric  current  through  an  aqueous  solution 
of  sodium  chloride.  It  would  be  entirely  proper  as  a 
process  claim  though  some  half  dozen  chemical  reactions 
would  take  place  in  the  solution  while  the  current  passed. 
In  chemical  processes,  it  would  be  entirely  impracticable 
to  name  as  steps  all  that  happens  in  the  process  as 
secondary  actions. 

In  chemical  processes  the  materials  treated  may  be 
considered  to  enter  into  or  patentably  modify  the  step3. 
The  process  consisting  of  heating  to  2,000°  C.  a  mixture  of 
calcium  oxide  and  carbon  would  be  a  different  process 
from  that  of  heating  to  2,000°  C.  a  mixture  of  silicia  and 
carbon;  in  one  case,  the  result  would  be  calcium  carbide 
'  and  in  the  other  silicon  carbide,  two  different  products. 
And  likewise,  the  step  of  mbung  nitric  acid  and  glycerine 
would  constitute  a  very  different  process  from  that  of 
mixing  nitric  acid  and  sodium  hydroxide.  These  would 
constitute  patentably  different  processes  because  a  dif- 
ferent chemical  reaction  results  in  each  of  the  two 
cases  which  produce  products  widely  different  in  their 
properties.  This,  however,  is  not  considered  to  be  true 
in  the  case  of  broadly  mixing  or  otherwise  treating  inert 
materials.  Thus,  the  step  broadly  of  mixing  gravel  and 
tar  to  make  a  paving  compound,  while  perhap3  a  proper 
process,  is  not  patentably  different  from  that  of  mixing 
granulated  coal  and  tar  to  make  fuel  briquettes.  Any 
patentability  in  the  case  of  these  latter  examples  would 
reside  in  the  mixture  and  not  in  the  mixing.  This  does 
not  mean  that  in  case  some  special  result  is  derived  from  a 
particular  way  of  mixing  two  or  more  ingredients  even  in 
non-chemical  cases,  there  might  not  be  patentability  in 
the  process. 

On  account  of  the  indefinite  scope  of  the  word  "art" 


3 

in  the  statute,  it  has  remained  for  the  federal  courts,  the 
tribunals  of  the  Patent  Office,  and  text  writers  to  lay  out 
such  bounds  as  we  have  for  this  subject  of  invention. 

One  question  though  it  now  seems  elementary  and 
only  of  historical  interest,  caused  much  controversy  in  the 
early  history  of  patent  litigation;  viz.,  should  a  person 
when  he  had  discovered  that  a  natural  fact  or  principle 
of  nature  was  capable  of  use  for  some  purpose  be  entitled 
to  claim  the  exclusive  tise  of  that  agency  for  that  purrJbse, 
or  should  he  be  "limited  to  some  specific  way  or  mode  of 
applying  it;  that  is,  to  some  steps  to  be  performed  by 
which  the  fact  or  principle  was  utilized  and  embodied 
in  a  working  process  or  by  constructing  a  machine  de- 
pending upon  the  fact.  It  was  finally  decided  that  neither 
the  facts  themselves,  nor  the  use  thereof,  were  subjects  of 
patents,  since  to  allow  such  patents  would  obstruct  in- 
stead of  promote  the  advance  of  the  different  arts,  many 
of  which  depend  upon  these  very  principles  of  nature  for 
their  existence. 

The  terms  "elemental  force,"  "scientific  fact,"  "princi- 
ple of  nature,"  and  even  "principle"  have  all  been  used 
synonymously  in  this  relation  to  designate  these  various 
facts  or  principles  of  nature.  Careful  distinction  must  be 
made,  however,  where  the  term  "principle"  is  used  not  to 
confuse  it  with  its  use  in  a  more  general  sense  in  patent 
law,  that  is,  where  it  is  used  to  refer  to  the  plan  according 
to  which  a  process  or  machine  operates,  a  mode  of  action, 
otherwise  denoted  the  principle  of  the  process  or  machine. 
In  this  sense  it  might  include  any  number  of  primary  or 
elementary  facts.  Whichever  of  these  terms,  and  per- 
haps of  other  similar  ones,  is  used  in  this  relation,  that  is, 
as  being  something  different  from  a  patentable  process, 
it  means  any  of  the  facts  relative  to  the  properties  of  mat- 
ter or  actions  of  the  various  forces  of  nature,  including 
in  its  scope  all  of  the  manifestations  by  results  of  the 
various  physical  and  chemical  forces  such  as  mere 
mechanical  energy,  heat,  light,  electricity,  magnetism, 
chemical  affinity,  gravity,  and  the  energy  involved  in  the 
various  forms  of  cathode,  radium,  and  similar  rays  or 
emanations. 

The  subjects  of  physics  and  chemistry  and  combina- 
tions of  the  two  are  made  up  of,  and  have  for  an  object, 
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the  classification  of  the  many  directly  apparent  properties 
of  matter  and  characteristics  of  the  above-named  forces 
in  order  that  theories  andlaws  may  be  formulated  lead- 
ing to  othewnot  so  apparent.  AH  these  facts  relating  to 
.  actions  and  reactions  in  the  material  world  around  us,  are 
available  as  foundations  for  processes,  but  in  themselves 
they  are  not  subjects  of  patents.  They  are  as  building 
stones  or  structural  units  with  tyhich  inventors  may  con- 
struct the  purely  artificial  creations  designated  processes. 

A  process,  then,  may  be  said  to  be  something  artificial, 
while  a  principle  or  scientific  fact  is  a  thing  of  nature.  For 
devising  the  former,  a  person  may  be  given  a  patent;  for 
discovering  the  latter,  he  may  be  given  a  doctor's  degree 
or  other  reward,  but  there  can  be  ho  patent  for  a  mere 
principle  or  scientific  fact. 

The  inventor  may  or  may  not  be  the  discoverer  of  the 
chemical  or  physical  facts  or  laws  which  he  utilizes  in  de- 
vising his  process.  If  the  particular  step  or  combina- 
tion of  steps  which  he  employes  in  applying  and  utilizing 
the  one  or  more  facts  be  new,  that  is  sufficient. 

It  would  seem  that  the  word  "art"  might  be  broad' 
enough  in  scope  to  permit  the  granting  of  a  patent  for  the 
exclusive  use  of  one  of  these  principles  of  nature  for  a 
particular  purpose,  that  is,  for  the  creation  of  a  new  art 
to  the  first  discoverer  thereof,  as,  for  instance,  the  exclu- 
sive use  of  the  electric  current  for  writing  intelligible 
characters  at  a  distance,  or  transmitting  sound  or 
generating  light,  or  for  the  exclusive  use  of  high  frequency 
electromagnetic  waves  for  conveying  intelligence,  as  in 
the  wireless  telegraph  art,  or  for  the  exclusive  use  of  the 
fact  that  hydrogen  is  lighter  than  air  for  the  purpose  of 
aerial  navigation.  These  could  properly  be  called  new 
arts.  This  view  was  expressed  in  a  very  logical  dissenting 
opinion  in  O'Riley  vs.  Morse.  It  was  decided  in  that  case, 
however,  that  the  term  art  in  the  statute  could  not  be 
allowed  such  broad  scope,  the  court  placing  the  reason 
therefor  on  the  above-mentioned  ground  that  to  do  so 
and  thus  close  such  large  fields  to  invention  would  hinder 
rather  than  promote  the  advancement  of  the  useful  arts. 

In  the  case  of  O'Riley  vs.  Morse,  15  How.,  02,  the  Su- 
preme Court  announced  the  rule  that  the  exclusive  use  of 
a  principle  of  nature  or  scientific  fact  for  a  particular 


purpose  broadly  was  not  a  proper  subject  of  a  patent, 
that  the  most  that  could  be  recognized  by  the  patent 
laws  was  some  specific  process  or  apparatus  embodying 
or  depending  upon  the  fact. 

This  case  involved  the  patent  to  Morse  onthe  electric 
telegraph.  In  connection  with  the  question,  it  is  of  in- 
terest to  note  that  the  mechanism  of  the  original  tele- 
graph was  very  complicated  compared  to  one  of  today 
for  merely  sending  a  single  message  at  a  time.  It  was  not 
recognized  at  that  time  that  messages  might  be  sent  by 
the  now  familiar  hand  key  and  received  by  ear  alone, 
although  transmission  of  mere  signals  was  known;  and, 
therefore,  Morse  devised  an  automatic  machine  employ- 
ing devices  similar  to  type  which  had  to  be  set  up  in  a 
holder  adapted  to  be  moved  p*ast  a  contact  for  making 
and  breaking  the  current  according  to  requirements  of 
speliing  out  the  words  of  the  message  and  likewise  an  auto- 
matic machine  for  moving  a  tape  past  a  marker  worked 
by  an  electromagnet  at  the  receiving  end. 

One  of  Morse's  claims  was  considered  of  such  scope  as 
to  be  for  the  use  of  an  electric  current  for  marking  in- 
» telligible  signs  at  any  distance.  It  is  claim  8  of  Reissue 
No.  117,  June  13,  1848,  worded  as  follows: 

"Eight,  I  do  not  propose  to  limit  myself  to  the 
specific  machinery  or  parts  of  machinery  described 
in  the  foregoing  specification  and  claims;  the 
essence  of  my  invention  being  the  use  of  the 
motive  power  of  the  electric  or  galvanic  current, 
which  I  call  "electro-magnetism"  however  de- 
veloped for  marking  or  printing  intelligible  char- 
acters, signs,  or  letters  at  any  distances,  being  a 
new  application  of  that  power,  of  which  I  claim  to 
be  the  first  inventor  or  discoverer." 

The  court  said  as  to  this  claim : 

"It  is  impossible  to  understand  the  extent  of 
this  claim.  He  claims  the  exclusive  right  to  every 
improvement  where  the  motive  power  is  the 
electric  or  galvanic  current,  and  the  result  is  the 
marking  or  printing  intelligible  characters,  signs, 
or  letters  at  a  distance." 


"If  this  claim  can  be  maintained,  it  matters 
not  by  what  process  or  machinery  the  result  is 
accomplished.  For  aught  that  we  now  know,  some 
future  inventor,  in  the  onward  march  of  science, 
may  discover  a  mode  of  writing  or  printing  at  a 
distance  by  means  of  the  electric  and  galvanic 
current,  without  using  any  part  of  the  process  or 
combination  set  forth  in  the  plaintiff's  specifica- 
tion. His  invention  may  be  less  complicated — 
less  liable  to  get  out  of  order — less  expensive  in 
construction  and  in  its  operation.  But  yet,  if  it  is 
covered  by  this  patent,  the  inventor  could  not  use 
it,  nor  the  public  have  the  benefit  of  it  without 
the  permission  of  this  patentee." 

"Nor  is  this  all:  while  he  shuts  the  door  against 
inventions  of  other  persons,  the  patentee  would 
be  able  to  avail  himself  of  new  discoveries  in  the 
properties  and  powers  of  electro-magnetism  which 
scientific  men  might  bring  to  light.  For  he  says 
he  does  not  confine  his  claims  to  the  machinery  or 
parts  of  machinery  which  he  specifies,  but  claims 
for  himself  a  monopoly  in  its  use  however,  de- 
veloped for  the  purpose  of  printing  at  a  distance.* 
New  discoveries  in  physical  science  may  enable 
him  to  combine  with  it  new  agents  and  new 
elements,  and  in  that  manner  attain  the  object  in 
a  manner  superior  to  the  present  process,  and  al- 
together different  from  it.  If  he  can  secure  the 
exclusive  use  by  his  present  patent,  he  may  vary  it 
with  every  new  discovery  and  development  of  the 
science,  and  need  place  no  description  of  the  new 
manner,  process,  or  machinery  upon  the  records 
of  the  Patent  Office.  And  when  his  patent  ex- 
pires, the  public  must  apply  to  him  to  learn  what 
it  is.  In  fine,  he  claims  a  manner  and  process 
which  he  has  not  described,  and  indeed  had  not 
invented,  and,  therefore,  could  not  describe  when 
he  obtained  his  patent.  The  court  is  of  opinion 
that  the  claim  is  too  broad  and  not  warranted  by 
law." 

"No  one,  we  suppose,  will  maintain  that  Fulton 
could  have  taken  out  a  patent  for  his  invention  of 


propelling  vessels  by  steam,  describing  the  process 
and  machinery  he  used,  and  claimed  under  it  the 
exclusive  right  to  the  use  of  the  motive  power 
of  steam,  however  developed,  for  the  purpose  of 
propelling  vessels.  It  can  hardly  be  supposed  that 
under  such  a  patent  he  could  have  prevented  the 
use  of  the  improved  machinery  which  science  has 
since  introduced,  although  the  motive  power  is 
steam  and  the  result  is  the  propulsion  of  vessels." 

"Neither  could  the  man  who  first  discovered 
that  steam  might,  by  a  proper  arrangement  of 
machinery,  be  used  as  a  motive  power  to  grind 
corn  or  spin  cotton,  claim  the  right  to  the 
exclusive  use  of  steam  as  a  motive  power  for  the 
purpose  of  producing  such  effects.", 

"Again,  the  use  of  steam  as  a  motive  power  in 
printing  presses  is  comparatively  a  modern  dis-  " 
covery.  Was  the  first  inventor  of  a  machine  or 
process  of  this  kind  entitled  to  a  patent,  giving 
him  the  exclusive  right  to  use  steam *as  a  motive 
power,  however  developed,  for  the  purpose  of 
making  or  printing  intelligible  characters?  Could 
he  have  prevented  the  use  of  any  other  press 
subsequently  invented  where  steam  was  used? 
Yet,  so  far  as  patentable  rights  are  concerned,  both 
improvements  must  stand  on  the  same  princi- 
ples. Both  use  a  known  motive  power  to  print 
intelligible  marks  or  letters;  and  it  can  make  no 
difference  in  their  legal  rights  under  the  patent 
laws,  whether  the  printing  is  done  near  at  hand  or 
at  a  distance.  Both  depend  for  success,  not  merely 
upon  the  motive  power,  but  upon  the  machinery 
with  which  it  is  combined.  And  it  has  never,  we 
believe,  been  supposed  by  any  one  that  the 
first  inventor  of  a  steam  printing  press  was  en- 
titled to  the  exclusive  use  of  steam  as  a  motive 
power,  however  developed,  for  marking  or  print- 
ing intelligible  characters." 

"Indeed,  the  acts  of  the  patentee  himself  are 
inconsistent  with  the  claim  in  his  behalf  for  in 
1846  he  took  out  a  patent  for  his  new  improve- 
ment of  local  circuits  by  means  of  which  intelli- 


gence  could  be  printed  at  intermediate  places 
along  the  main  line  of  the  telegraph  and  he  ob- 
tained a  reissued  patent  for  this  invention  in  1848. 
Yet  in  this  new  invention  the  electric  or  galvanic 
current  was  the  motive  power  and  writing  at  a  dis- 
tance the  effect.  The  power  was  undoubtedly 
developed  by  new  machinery  and  new  combina- 
tions. But  if  his  eighth  claim  could  be  sustained, 
this  improvement  would  be  embraced  in  his  first 
patent.  And  if  it  was  so  embraced,  his  patent  for 
the  local  circuits  would  be  illegal  and  void; 
for. he  could  not  take  out  a  subsequent  patent 
for  a  portion  of  his  first  invention,  and  thereby 
extend  his  monopoly  beyond  the  period  limited  by 
law." 

Attorneys  for  Morse  had  cited  several  cases  alleged  to 
support  their  contention  that  a  claim  of  this  scope  should 
be  sustained.  Among  these  cases  was  a  British  case, 
Neilson  et  al.  vs.  Harford  et  al.,  decided  by  the  English 
Court  of  Exchequer.  Neilson  was  the  inventor  of  the 
process  of  supplying  hot  air  blast  to  furnaces  where 
before  cold  air  had  been  used.  He  accomplished  this 
by  interposing  between  the  blowing  device  and  the  fur- 
nace a  receptacle  or  passageway  through  which  the  air 
passed  on  its  way  to  the  furnace  and  which  could  be 
heated  by  heat  applied  externally  to  the  walls.  This  was 
found  to  be  a  very  valuable  way  of  operating  furnaces 
of  various  sorts  because  the  hot  air  resulted  in  the  pro- 
duction of  a  much  higher  temperature  in  the  furnace 
and  reduced  the  ore  much  faster. 

The  Court  of  Exchequer  had  said  that  it  had  had  much 
doubt  whether  the  Neilson  patent  was  not  for  the 
principle  that  heated  air  would  produce  better  combustion 
than  cold  and  intimating  that,  if  so,  the  patent  would  be 
void,  but  stated  that  after  much  consideration  it  had 
concluded  that  it  was  not  for  a  principle  but  for  an  ap- 
paratus embodying  a  principle.    They  said: 

"After  full  consideration,  we  think  that  the 
plaintiff  does  not  merely  claim  a  principle,  but  a 
machine  embodying  a  principle  and  a  very 
valuable  one.     We  think  the  case  must  be  con- 


sidered  as  -if  the  principle  being  well  known,  the 
plaintiff  had  first  invented  a  mode  of  applying  it 
by  a  mechanical  apparatus  to  furnaces  and  his 
invention  then  consists  in  this  by  interposing  a 
receptacle  for  heated  air  between  the  blowing  ap- 
paratus and  the  furnace.  In  this  receptacle  he 
directs  the  air  to  be  heated  by  the  application  of 
heat  externally  to  the  receptacle;  and  thus  he 
accomplishes  the  object  of  applying  the  blast 
which  was  before  cold  air  in  a  heated  state  to  the 
furnace." 


The  Supreme  Court  said  as  to  this  citation  that 
instead  of  supporting  the  contention  that  a  principle 
might  be  claimed,  it  rather  denied  it,  since  the  Court  of 
Exchequer  specifically  said  that  Neilson's  invention 
would  be  considered  not  for  a  principle  but  for  a  machine 
embodying  a  principle;  a  mode  of  applying  a  known 
principle  to  furnaces  by '  interposing  a  receptacle  for 
heating  air  between  the  blowing  apparatus  and  the  fur- 
nace and  further  making  it  clear  that  if  the  patent  had 
been  construed  as  one  for  the  exclusive  use  of  a  principle 
or  fundamental  law  of  nature,  that  is,  the  exclusive  use  of 
the  fact  that.hot  air  resulted  in  higher  temperatures  than 
cold  air,  that  the  patent  would  not  have  been  sustained. 
The  court,  therefore,  denied  that  this  citation  in  any  way 
afforded  any  ground  for  sustaining  such  style  of  claim, 
citing  with  approval  the  case  of  Le  Roy  et  cd.  vs.  Tatham, 
14  Howard,  156. 

This  case  of  Le  Roy  et  al.  vs.  Tatham  had  been  decided 
by  the  Supreme  Court  the  year  previous,  that  is,  1852, 
and  is  interesting,  not  so  much  on  account  of  any  direct 
decision  by  the  court  on  the  question  of  claiming  a 
newly  discovered  natural  phenomenon  or  principle,  but 
on  account  of  the  variation  of  opinion  and  discussion  of 
the  question,  both  as  between  the  lower  court,  which, 
in  this  case,  was  the  Circuit  Court  of  the  Southern  Dis- 
trict of  New  York,  and  the  Supreme  Court,  and  between 
the  members  of  the  Supreme  Court  itself,  since  three  of 
the  members  dissented. 
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The  facts  involved  in  this  ease  were  that  John  and 
Charles  Hanson,  the  inventors  and  assignors  to  Tatham, 
had  discovered  an  unknown  property  of  certain  soft 
metals,  such  as  lead,  that  if  a  solidified  or  unmolten  body 
of  it  be  divided  under  non-oxidizing  conditions  and  at 
certain  temperature,  and  the  parts  be  pressed  together, 
they  will  reunite  or  weld  perfectly  to  form  an  integral 
piece.  This  property  of  the  metal  was  very  useful  in 
making  lead  pipe,  since  all  that  was  necessary  was  a  cylin- 
der with  a  plunger  at  one  end,  and  an  opening- with  a 
mandrel  or  core,  centered  therein  at  the  other.  The 
core,  however,  had  to  be  supported  rigidly  enough  to 
avoid  being  moved  out  of  center  with  respect  to  the  open- 
ing. It  was,  therefore,  supported  by  a  bridge  piece  ex- 
tending across  the  inner  end  of  the  die  or  outlet  opening 
and  this  required  that  the  lead  in  being  extruded  should 
divide  to  pass  around  the  obstructing  bridge  member,  and 
reunite  to  form  the  annular  wall  of  the  tube.  This  was 
where  the  newly  discovered  property  of  the  lead  came 
into  use,  since  before  that  time  the  mandrel  or  core  had 
as  was  thought  necessary  been  supported  from  the 
plunger  at  the  other  end  of  the  cylinder,  or  even  beyond 
the  plunger  and  extended  through  a  hole  in  the  plunger 
and  thence  on  through  the  die  opening,  thereby  not  being 
rigid  or  stable  enough  laterally  in  the  die  to  make 
uniform  or  concentrically  walled  tubing.  The  invention 
was  of  great  practical  value;  the  extruded  lead  being  in 
better  physical  state  than  cast  lead  and  the  mandrel, 
being  very  rigidly  and  accurately  held  directly  in  the  die 
by  the  bridge  piece,  made  the  pipe  of  mechanically  per- 
fect dimensions  and  uniformity.  But  it  all  depended 
upon  the  newly  found  principle  or  physical  fact  that  solid 
lead  would  thus  flow  around  a  bridge  piece,  and  again 
unite  into  a  homogeneous  mass  to  form  a  tube.  This 
being  true,  we  have  a  peculiar  set  of  circumstances,  for 
the  same  style  of  machine  had  been  used  before  and  in 
the  same  way  for  forming  macaroni  and  in  making  clay 
pipe,  and  the  claim  was  worded  in  a  peculiar  way  as: 

"We  do  not  claim  as  our  invention  and  im- 
provement any  of  the  parts  of  the  above  described 
machinery,  independently  of  its  arrangement  and 
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combination  above  set  forth.  What  we  do  claim 
as  our  invention,  and  desire  to  secure,  is  the  com- 
bination of  the  following  parts  above  described, 
to  wit,  the  core  and  bridge,  or  guide  die,  when 
used  to  farm  pipes  of  metal,  under  heat  and 
pressure  in  the  manner  set  forth,  or  in  any  other 
manner  substantially  the  same."  * 

The  judge  in  the  Circuit  Court  had  instructed  the  jury 
in  respect  to  patentability  over  the  publications  cited, 
showing  the  application  of  like  machines  in  other  arts, 
that: 

"The  result  is  a  new  manufacture,  and  even  if 
the  mere  combination  of, machinery  in  the  ab- 
stract is  not  new,  still,  if  used  and  applied  in 
connection  with  the  practical  development  of  a 
principle  newly  discovered,  producing  a  new  and 
useful  result,  the  subject  is  patentable.  In  this 
view,  the  improvement  of  the  plaintiff  is  the  ap- 
plication of  a  combination  of  machinery  to  a  new 
end — to  the  development  and  application  of  a  new 
principle,  resulting  in  a  new  and  useful  manu- 
facture. That  the  discovery  of  a  new  principle  is 
not  patentable  but  it  must  be  embodied  and 
brought  into  operation  by  machinery,  so  as  to 
produce  a  new  and  useful  result.  Upon  this  view 
of  the  patent  it  is  an  important  question  for  the 
jury  to  determine,  from  the  evidence,  whether  the 
fact  is  established,  on  which  the  alleged  improve- 
ment is  founded,  that  lead  in  a  set  or  semi-solid 
state  can  thus  be  reunited  or  welded,  after  separa- 
tion," and  further — 

"That  in  the  view  taken  by  the  court  in  the 
construction  of  the  patent,  it  was  not  material 
whether  the  mere  combinations  of  machinery  re- 
ferred to  were  similar  to  the  combinations  used 
by  the  Hansons,  because  the  originality  did  not 
consjst  of  the  novelty  of  the  machinery,  but  in 
bringing  a  newly  discovered  principle  into  practi- 
cal application,  by  which  a  useful  article  of  manu- 
facture is  produced,  and  wrought  pipe  made  as 
distinguished  from  cast  pipe." 

3-3305  * 
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A  verdict  and  judgment  sustaining  the  claim  was  ren- 
dered. 

It,  therefore,  appears  that  the  lower  court  based  the 
validity  of  this  claim  entirely  on  the  newly  found  princi- 
ple of  nature,  the  physical  fact  that  solid  lead  would 
thus  divide  and  homogeneously  unite  under  pressure, 
and  the  wording  of  the  instructions  seems  very  similar 
to  the  expression  of  opinion  in  the  English  case,  Neilson 
et  al.  vs.  Harford  et  al.,  above  referred  to,  and  another 
on  the  same  patent,  Househill  Company  vs.  Neilson.  But 
we  have  the  distinction  between  this  case  and  the  English 
cases  that  English  patents  do  not  to  such  extent  depend 
on  the  exact  construction  of  the  claims,  and,  second, 
that  the  apparatus  described  in  Neilson's  patent  was  not 
old,  as  in  the  present  case.  The  English  court  could, 
therefore,  say  in  considering  Neilson's  patent  that  it  was 
not  for  a  principle,  but  for  apparatus  or  process  embodying 
a  principle,  and,  therefore,  as  the  apparatus  and  corre- 
sponding operation  or  function  were  novel,  the  patent  was 
held  valid.  But  ho  such  latitude  is  allowable  in  American 
practice.  Therefore  when  the  present  case  was  appealed 
to  the  Supreme  Court  on  the  ground  that  the  above 
quoted  instructions  to  the  jury  were  erroneous,  a  ma- 
jority of  the  court  held  that  in  view  of  the  form  of  the 
claim,  as  being  for  the  combination  of  the  several  mechan- 
ical elements  when  used  to  produce  lead  pipe,  that  the 
novelty  of  the  machine  alone  was  material  to  patent- 
ability, and  that  the  principle  of  nature  or  physical  fact 
involved  in  the  behavior  of  lead  could  not  be  held  to 
affect  the  question,  that  it  was  merely  a  case  of  double 
use.  The  court  stated,  however,  in  discussing  the  erro- 
neous idea  of  the  Circuit  Court,  that  there  was  much 
confusion  both  in  court  decisions  and  in  the  text  books 
about  the  distinctions  between  principles  and  proc- 
esses, and  as  to  patentability  of  the  exclusive  use  of  the 
latter.  But  the  court  stated  positively  that  principles, 
fundamental  truths,  or  facts  of  nature  were  not  included 
in  the  scope  of  the  term  art  of  the  patent  statutes,  and 
this  would  apply  either  to  the  appropriation  for  exclu- 
sive use  and  for  a  particular  purpose  of  a  known  fact  or 
principle  or  to  the  exclusive  use  in  general  of  a  newly 
found  or  discovered  fact  or  principle.     Mere  discovery 
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of  a  natural  fact  or  scientific  truth  which  necessarily 
existed  before  as  well  as  after  being  found,  is  not  inven- 
tion, but  any  step  or  steps  directed  to  the  application  of 
one  or  more  of  these  facts  or  principles  is  a  subject  of 
invention. 

In  Tilgman  vs.  Proctor,  U.  S.  Reports,  102,  page  707, 
1880,  we  have  another  Supreme  Court  decision  which  dis- 
cusses the  subject  of  processes  patentably  considered. 

Tilgman,  on  October  3,  1854,  secured  a  patent,  No. 
11,766,  for  a  process  of  separating  vegetable  or  animal 
fats  into  their  components,  glycerine  and  fatty  acid,  by 
subjecting  an  emulsion  of  the  fat  in  water  to  a  tem- 
perature between  440°  F.  to  660°  F.,  depending  upon  the 
particular  fat  treated  and  speed  of  reaction  desired,  under 
a  pressure  of  2,000  pounds  per  square  inch.  This  resulted 
in  a  reaction  of  water  with  the  fat  to  split  it  into  glycerine 
and  fatty  acid,  which  separated  when  allowed  to  stand 
and  cool  into  two  layers  which  could  be  drawn  off 
separately. 

The  single  claim  was  worded  as  follows : 

"The  manufacture  of  fat  acid  and  glycerine 
from  fatty  bodies  by  the  action  of  water  at  a  high 
temperature  and  pressure." 

This  claim  does  not  clearly  set  forth  any  positive  steps 
performed,  but  merely  refers  to  the  action  of  water  at 
high  temperatu're  and  pressure. 

The  court  construed  it  to  mean  subjecting  to  a  high  de- 
gree of  heat,  a  mixture  of  fat  and  water,  which  construc- 
tion involves  the  substitution  of  the  words  subjecting 
to  for  the  expression  by  the  action  of,  thereby  making  the 
claim  more  positive  in  terms  of  steps.  After  thus  con- 
struing it,  the  court  held  that  it  was  not  for  a  principle  or 
chemical  fact — the  fact  that  water  at  high  temperature 
and  pressure  would  decompose  fat — but  for  a  proper 
process.    It  said : 

"In  the  first  place,  the  claim  of  the  patent  is  not 
•  for  a  mere  principle.  The  chemical  principle,  or 
scientific  fact  upon  which  it  is  founded  is,  that  the 
elements,  of  neutral  fat  require  to  be  severally 
united  with  an  atomic  equivalent  of  water  in  order 
to  separate  from  each  other  and  become  free." 
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Thus  indicating  that  if  the  claim  had  been  considered 
to  be  for  a  mere  chemical  fact,  it  would  not  have  been 
valid. 

The  third  important  case  along  this  line  is  the  decision 
of  the  Supreme  Court  in  the  so-called  Telephone  Cases, 
126  U.  S.,  1.  The  court  rendered  a  single  decision  on 
five  appeals  from  five  separate  circuit  court  cases,  involv- 
ing the  two  patents  to  Alexander  Graham  Bell,  No. 
174,465,  March  7,  1876,  and  No.  186,787,  January  30, 
ISTf.  One  of  these  patents  was  based  on  the  principle 
that  if  an  iron  diaphragm  is  vibrated  in  the  neighborhood 
of  an  electro-magnet  through  which  a  current  is  flowing, 
undulations  will  be  set  up  in  the  electric  circuit  which 
correspond  exactly  to  the  vibrations  of  the  air  which 
accompany  vocal  or  other  sounds.  This  patent  also 
disclosed  other  ways  of  producing  the  undulating  cur- 
rent, one  of  which  consisted  of  a  wire  dipping  into 
a  bath  of  mercury  to  a  greater  or  less  extent  according  to 
the  sound  waves,  which  varied  the  resistance  of  the 
circuit  to  a  current  flowing  through  the  wire  and  bath.^ 
The  other,  patent  involved  the  same  general  idea  except 
in  place  of  an  electro-magnet,  a  permanent  magnet  sur- 
rounded by  a  coil  was  used  and  an  undulatory  current 
was  generated  by  the  nagneto  effect  of  the  vibrating 
diaphragm  in  the  neighborhood  of  the  coil  and  permanent 
magnet.  Any  one  of  these  species  of.  device  could  be  used 
as  the  transmitter  or  sending  instrument  and  either  the 
first  or  third  forms  of  instrument  was  used  at  the  receiv- 
ing end  of  the  line  where  the  undulatory  current  flowing 
through  the  coil  vibrated  the  diaphragm  to  create  cor- 
responding sound  waves. 

The  important  question  in  this  case  was  the  scope  of 
claim  5  of  Patent  No.  174,465,  worded  as  follows: 

"The  method  of,  and  apparatus  for,  transmit- 
ting vocal  or  other  sounds  telegraphically,  as 
herein  described,  by  causing  electrical  undulations 
similar  in  form  to  the  vibrations  of  the  air  accom- 
panying the  said  vocal  or  other  sounds,  substan- 
tially as  set  forth." 

This  claim  is  of  very  queer  form  according  to  our 
present  practice.   It  seems  intended  to  cover  both  process 
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and  apparatus  by  the  expression  "method  of  and  ap- 
paratus for"  and  it  is  very  indefinite  or  incomplete  as  to 
what  steps  are  included  when  considered  as  a  process. 
It  merely  states,  in  substance,  the  method  of  transmitting 
sound  by  causing  electrical  undulations  similar  in  form 
to  the  vibrations  of  the  air  accompanying  the  sound. 
The  only  step  set  forth  is — causing  electrical  undulations, 
which  "obviously  would  not  by  itself  transmit  sound; 
perhaps  the  words  "as  herein  described"  used  in  the 
claim,  were  considered  sufficient  to  involve  other  neces- 
sary steps.  However,  the  court  held  that  this  was  a 
valid  claim  to  cover  each  of  the  above  species  of  proc- 
esses, and  accompanying  device.    The  court  said : 

"In  this  art — or  what  is  the  same  thing  under 
the  patent  law,  this  prooess,  this  way  of  trans- 
mitting speech — electricity,  one  of  the  forces  of 
nature,  is  employed;  but  electricity  left  to  itself 
will  not  do  what  is  wanted.  The  art  consists  in  so 
controlling  the  force  as  to  make  it  accomplish 
the  purpose." 

"It  had  long  been  believed  that  if  the  vibra- 
tions of  air  caused  by  the  voice  in  speaking  could 
be  reproduced  at  a  distance  by  means  of  electric- 
ity the  speech  ,  itself  would  be  reproduced  and 
understood.  'How  to  do  it  was  the  question.  Bell 
discovered  that  it  could  be  done  by  gradually 
changing  the  intensity  of  a  continuous  electric 
current  so  as  to  make  it  correspond  exactly 
to  the  changes  in  the  density  of  the  air  caused  by 
the  sound  of  the  voice.  This  was  his  art.  He  then 
devised  a  way  in  which  these  changes  of  intensity 
could  be  made  and  speech  actually  transmitted. 
Thus  his  art  was  put  in  condition  for  practical 
use." 


It  seems,  therefore,  that  the  court  did  not  regard  Bell's 
patent  as  being  for  a  mere  principle,  but  for  a  process, 
although  the  claim  is  of  rather  vague  form. 

Even  considering  the  indefinite  form  of  claim  in  each 
of  the  three  patents  of  Morse,  Tilgman  and  Bell,  there 
seems  to  be  a  difference  in  the  intent  or  fundamental 


idea  between  the  claim  of  Morse  and  those  of  Tilgman 

and  Bell. 
Morse's  claim  is,  in  effect —  (    > 

".  .  .  the  essence  of  my  invention  being  the 
use  of  the  motive  power  of  the  electric  or  galvaTiic 
current  which  I  call  electromagnetism  however 
devfeloped,  for  marking  or  printing  intelligible 
characters,  signs,  or  letters  at  any  distances." 

Tilgman  claimed,  in  effect — 

".  .  .  decomposing  fats  by  the  action  of  water 
at  a  high  temperature  and  pressure." 

While  Bell  claimed  in  effect  as  to  the  process: 

"The  method  of  transmitting  sound  as  herein 
described  by  causing  electrical  undulations,  similar 
in  form  to  the  vibrations  of  the  air  accompanying 
the  said  sound." 


There  is  less  difference  between  Morse's  and  Tilgman's 
claim  than  between  Bell's  and  the  other  two.  Bell's 
claim  seems  merely  to  be  open  to  the  fault  of  being  for  an 
incomplete  process  for  transmitting  sound.  The  only 
positive  step  included  in  his  claim  is,  causing  electrical 
undulations  corresponding  to  sound  waves,  whereas  a 
second  important  step  would  be  necessary,  ,that  of  causing 
sound  waves  corresponding  to  the  electrical  undulations 
produced.  The  claim  could  not  be  held  to  be  for  the 
exclusive  use  of  any  scientific  fact  or  principle  as  such. 
It  is  not  so  stated.  It  is  stated  in  the  form  of  a  step 
or  act  to  be  performed,  while  Morse's  claim,  on  the 
other  hand,  is  of  different  form,  as  boldly  for  the  use  of 
electromagnetism  for  marking  characters  at  a  distance. 
This  is  not  stated  in  the  form  of  some  specific  step  or  way 
of  using  the  force  or  principle  of  nature,  but  for  any  or  all 
ways  of  using  it  for  that  purpose;  that  is,  for  the  exclusive 
use  of  a  principle  of  nature. 

Tilgman's  claim,  if  transposed  so  as  to  be  stated  in  the 
same  order,  would  read,  "I  claim  the  action  of  water 
at  high  temperature  and  pressure  for  decomposing  fats." 

This  brings  the  difference  down  to  the  mere  difference 
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between  Morse's  expression,  "the  use  df  electromagnet- 
ism,"  and  Tiigman's,  "by  the  action  of  water  at  high 
temperature  and  pressure."  The  court,  however,  con- 
strued Tiigman's  claim  to  mean,  subjecting  fat  to  the 
action  of  water  at  high  temperature  and  pressure,  which 
clearly  makes  a  process  out  of  it,  and  removes  any  doubt 
that  one  of  the  chemical  facts  of  nature  is  being  claimed; 
that  is,  the  fact  that  hot  water  under  pressure  decom- 
poses fats. 

MECHANICAL  PROCESSES. 

Another  question  that  has  involved  much  controversy 
is  whether  processes  may  consist  entirely  of  mechanical 
steps  and  actions  as  distinguished  from  involving  some 
chemical  reaction. 

A  series  of  cases  along  this  line  are  Corning  vs.  Burden, 
15  How.,  267,  1853;  Risdon  tw.  Medart,  1895,  C.  D., 
330;  Westinghouse  vs.  Boyden,  170  U.  S.,  537,  and 
Expanded  Metal  Co.  vs.  Bradford,  214  I) .  S.,  366. 

The  case  of  Coming  vs.  Burden,  15  How.,  267,  1853, 
involved  an  alleged  method  of  preparing  puddler's 
balls  for  rolling  according  to  patent  to  Burden,  1,890, 
Dec.  10,  1840.  Two  species  of  the  machine  were  illus- 
trated and 'described  in  the  patent;  one  was  formed 
of  a  revolvable  drum  and  a  stationary  member  extending 
about  half  way  around  the  drum  spaced  somewhat 
eccentrically  therefrom  to  give  a  gradually  narrowing 
space  between  the  drum  and  member  from  one  end  of  the 
member  to  the  other,  so  that  when  a  puddler's  ball 
was  placed  at  the  wider  or  mouth  end  of  the  space,  it 
would  be  seized  by  the  rotation  of  the  cylinder  and  rolled 
between  itself  and  the  member  to  the  narrow  end  of 
the  space  and  be  discharged  as  a  consolidated  and 
kneaded  cylinder  ready  for  the  subsequent  rolling 
operation.  Another  species  involving  a  reciprocating 
wedge-shaped  piece  working  adjacent  a  stationary 
surface  accomplished  the  same  result.  The  claim  was 
worded  as  follows: 

Having  thus  fully  made  known  the  nature  of 
my  said  improvements,  and  explained  and  exem- 
plified   the   manner   in    which    I    construct    the 
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machinery  for  carrying  the  same  into  operation, 
what  I  claim  as  constituting  my  invention,  and  de- 
sire to  secure  by  letters  patent,  is  the  preparing 
■  of  the  puddler's  balls  as  they  are  delivered  from 
the  puddling  furnace,  or  of  other  similar  masses  of 
iron,  by  causing  them  to  pass  between  a  revolving 
cylinder,  and  a  curved  segmental  trough  adapted 
thereto,  and  constructed  and  operating  substan- 
tially in  the  manner  of  that  herein  described  and 
represented  in  Figs.  2  and  3,  of  the  accompany- 
ing drawings;  or  by  causing  the  said  balls  to 
pass  between  vibrating  or  reciprocating  tables, 
surfaces,  or  plates  of  iron,  in  the  manner  exemplified 
in  Fig.  1,  in  the  accompanying  drawing,  or  be- 
tween vibrating  or  reciprocating  curved  surfaces 
operating  upon  the  Bame  principle,  and  producing 
like  result  by  analogous  means. 

The  fact  that  two  entirely  different  styles  of  ap- 
paratus were  described,  and  others  suggested,  for  carry- 
ing out  the  process  indicates  that  there  was  a  proper 
process  involved,  but  expressions  used  in  the  case  seem 
to  indicate  that  the  novelty  was  thought  to  be  in  the 
machine.    In  the  preamble  we  find: 

"Be  it  known  that  I,  etc.,  have  invented  an  im- 
provement in  the  process  of  manufacturing  iron, 
which  improvement  consists  in  the  employment  of 
a  new  and  useful  machine  for  the  rolling  cf  pud- 
dler's balls,  or  balls  prepared  in  the  puddling 
furnace,  and  of  other  similar  masses  of  iron." 

and  in  the  oath — 

"that  he  does  verily  believe  that  he  is  the  original 
and  first  inventor  or  discoverer  of  the  said  ma- 
chine." 

The  claim,  however,  is  indefinite  as  to  whether  process 
or  machine  is  claimed,  but  seems  to  incline  to  a  process 
rather  than  to  a  machine  in  the  statement  that  what  he  f 
claimed  as  constituting  his  invention  and  desired  to  be 
secured  by  letters  patent,  was  the  preparing  of  the  pud- 
'  dler's  balls  as  they  are  delivered  from  the  puddling 
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furnace,  or  of  other  similar  Masses  of  iron,  by  causing 
them  to  pass  between  wedging  surfaces  operating  as  de- 
scribed to  produce  the  desired  result.  The  court  was  in 
doubt  whether  the  claim  was  for  a  process  or  machine 
and  their  discussion  of  the  question  was  in  such  terms  as 
to  raise  doubts  as  tc  patentability  of  mechanical  proc- 
esses. 

The  court  decided  that  the  patent  should  be  held  to  be 
for  the  machine  and  not  for  a  process.  This  conclusion 
seems  to  have  been  reached  as  a  result  of  three  reasons  or 
circumstances;  first,  because  Burden  in  his  specifica- 
tion refers  several  times  to  his  invention  as  being  for  a 
new  and  useful  machine;  likewise,  in  the  oath,  that  he 
believed  himself  to-be  the  inventor  of  the  machine;  and 
.second,  to  what  seems  to  have  been  an  opinion  that 
purely  mechanical  processes  were  not  subjects  of  patents, 
that  only  those  involving  chemical  or  ether  elemental 
forces  were;  and,  third,  that  processes  were  usually 
discovered  rather  than  deliberately  devised. 

That  part  cf  the  decision  relating  to  the  second  and 
third  reasons  reads  as  follows: 

"Is  the  plaintiff's  patent  for  a  process  or  a  ma- 
chine? 

"A  process,  eo  nomine,  is  not  made  the  subject  of 
a  patent  in  our  act  of  Congress.  It  is  included 
under  the  general  term  'useful  art.'  An  art 
may  require  one  or  more  processes  or  machines 
in  order  to  produce  a  certain  result  or  manu- 
facture. The  te"rm  machine  includes  every  me- 
chanical device  or  combination  of  mechanical 
powers  and  devices  to  perform  some  function 
and  produce  a  certain  effect  or  result.  But 
where  the  result  or  effect  is  produced  by  chemical 
action,  by  the  operation  or  application  of  some 
element  or  power  of  nature,  or  of  one  substance  to 
another,  such  modes,  methods,  or  operations  are 
called  processes." 

"A  new  process  is  usually  the  result  of  dis- 
covery;  a  machine  of  invention." 

"The  arts  of  tanning,  dyeing,  making  water- 
proof cloth,  vulcanizing  India  rubber,  smelting 
ores,  fjid  numerous  others  are  usually  carried 
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on  by  processes,  as  distinguished  from  machines. 
One  may  discover  a  new  and  useful  improvement 
in  the  process  of  tanning,  dyeing,  etc.,  irrespective 
of  any  particular  form  of  machinery  or  mechani- 
cal device,  and  another  may  invent  a  labor 
saving  machine  by  which  this  operation  or  process 
may  be  performed,  and  each  may  be  entitled 
to  his  patent.  As,  for  instance,  A  has  discovered 
that  by  exposing  India  rubber  to  a  certain  degree 
of  heat,  in  mixture,  or  connection  with  certain  me- 
tallic salts,  he  can  produce  a  valuable  product  or 
manufacture-  He  is  entitled  to  a  patent  for  his  dis- 
covery, as  a  process  or  improvement  in  the  art, 
irrespective  of  any  machine  or  mechanical  device. 
B,  on  the  contrary,  may  invent  a  new  furnace,  or» 
stove,  or  steam  apparatus  by  which  this  proc- 
ess may  be  carried  on  with  much  saving  of  labor 
and  expense  of  fuel,  and  he  will  be  entitled 
to  a  patent  for  his  machine,  as  an  improvement 
in  the  art.  Yet  A  could  not. have  a  patent  for 
a  machine  or  B  for  a  process,  but  each  would 
have  a  patent  for  the  means  or  method  of  pro- 
ducing a  certain  result  or  effect,  and  not  for  the 
result  or  effect  produced.  It  is  fcr  the  discovery 
or  invention  cf  some  practicable  method  or  means 
of  producing  a  beneficial  result  or  effect  that  a 
patent  is  granted,  and  not  for  the  result  or  effect 
itself.  It  is  when  the  term  process  Is  used  to 
represent  the  means  or  method  of  producing  a 
result,  that  it  is  patentable,  and  it  will  include  all 
methods  or  means  which  are  not  effected  by 
mechanism  or  mechanieal  combinations."       s 

"But  the  term  process  is  often  used  in  a  more 
vague  sense,  in  which  it  can  not  be  the  subject  of  a 
patent.  Thus,  we  say  that  a  board  is  undergoing 
the  process  of  being  planed,  grain  of  being  ground, 
iron  of  being  hammered  or  rolled.  Here  the  term 
is  used  subjectively  or  passively  as  applied  to  the 
material  operated  on,  and  not  to  the  method  or 
mode  of  producing  that  operation,  which  is  by 
mechanical  means,  or  the  use  of  a  machine  as  dis- 
tinguished from  a  process." 
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"In  this  use  of  the  term,  it  represents  the  func- 
tion of  a  machine,  or  the  effect  produced  by  it 
on  the  material  subjected  to  the  action  of  the 
machine.  But  it  is  well  settled  that  a  man  can 
not  have  a  patent  for  the  function  or  abstract 
effect  of  a  machine,  but  only  for  the  machine 
which  produces  it." 

"It  is  by  not  distinguishing  between  the  primary 
and  secondary  sense  of  the  term  'process'  that 
the  learned  judge  below  appears  to  have  fallen 
into  an  error.  It  is  clear  that  Burden  does  not 
pretend  to  have  discovered  any  new  process  by 
which  cast  iron  is  converted  into  malleable  iron; 
but  a  new  machine  cr  combination  of  mechanical 
devices,  by  which  the  slag  or  impurities  of  the 
cast  iron  may  be  expelled  or  pressed  out  of  the 
metal  when  reduced  to  the  shape  of  puddler's 
balls.  The  machines  used  before  to  effect  this 
compression  were  tilt  hammers  and  alligator  jaws, 
acting  by  percussion  and  pressure,  and  nobbling 
rolls  with  eccentric  grooves,  which  compress  the 
metal  by  use  of  the  inclined  plane,  in  the  shape 
of  a  cyclovolute  or  snail-cam." 

"In  subjecting  the  metal  to  this  operation,  by 
the  action  of  these  machines,  more  time  and 
manual  labor  is  required  than  when  the  same 
function  is  performed  by  the  machine  of  Burden. 
He  saved  labor,  and  thus  produced  the  result  in  a 
cheaper,  if  not  a  better,  manner,  and  was  there- 
fore the  proper  subject  of  a  patent." 

"In  either  case,  the  iron  may  be  said,  in  the 
secondary  sense  of  the  term,  to  undergo  a  process 
in  order  to  change  its  qualities,  by  pressing 
out  its  impurities;  but  the  agent  which  effects 
the  pressure  is  a  machine  or  combination  of  me- 
chanical devices." 

This  decision  is  interesting  as  showing  the  different 
views  that  have  been  taken  of  this  subject  of  invention, 
although  it  is  apparently  overruled  by  the  decision  in 
Expanded  Metal  Co.  vs.  Bradford,  214  U.  S.,  366,  since 
it  is  the^e  held  that  purely  mechanical  processes  may  be 
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patentable;  and  it  is  not  apparent  but  that  an  inventor 
might  set  to  work  to  devise  a  process  rather  than  to  dis- 
cover one.  It  would  seem  that  such  intentional  develop-' 
ment  would  usually  be  the  case  where  the  process  involved 
the  utilization  in  turn  of  several  chemical  or  physical 
facts,  as  the  chances  of  mere  accidental  performance 
of  the  process  would  be  small.  Where  the  process  con- 
sisted of  a  single  step  it  might  happen  that  such  dis- 
covery would  take  place. 

Following  this  case,  Corning  vs.  Burden,  we  find  the 
case  of  Risdon  vs.  Medart,  158  U.  S.,  68,  and  1895 
C.  D.,  330,  inclining  even  more  to  the  position  that  a 
mechanical  process  could  not  be  the  subject  of  a  patent. 
This  cawe  involved  three  patents;  one  for  a  process  of 
manufacturing  belt  pulleys,  and  two  for  the  pulley. 
The  process  patent  is  the  only  one  which  is  of  interest  in 
this  relation.  It  is  Patent  No.  248,599,  of  October  25, 
1881,  to  Philip  Medart. 

This  is  a  patent  for  a  specific  process  of  building  up  a 
belt  pulley  of  separate  parts  instead  of  casting  an  integ- 
ral wheel.  It  consists  of  axially  boring  a  portion  which 
constitutes  the  hub  and  spokes,  that  is,  an  integral  spider. 
Then  truing  up  the  outer  ends  of  the  spokes  in  respect 
to  the  bore  of  the  hub;  then  mounting  a  rim  on  the 
spokes  and  truing  up  the  rim.  Apparatus  suitable  for 
use  in  the  process  is  shown  and  described  in  the  patent. 
Claim  3  represents  the  complete  process  and  reads  as 
follows : 

"The  herein  described  improvement  in  the  art  of 
manufacturing  belt  pulleys,  which  consists  in 
centering  the  pulley  center  or  spider,  boring 
the  hub  thereof,  grinding  the  center  or  spider 
concentric  with  the  axis  of  the  pulley,  securing 
the  rim  concentric  with  the  axis  of  the  pulley, 
and  then  grinding  or  squaring  the  edges  of  the  rim, 
substantially  as  set  forth." 

After  renewing  several  of  its  prior  decisions,  the  court 
cited  with  approval  Corning  vs.  Burden,  15  How.,  252, 
and  apparently  concluded  that  because  Medart's  process 
was  not  a  chemical  process  and  did  not  consist  in  the  use  of 
one  of  the  agencies  of  nature,  it  could  consequently  be 
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only  the  function  of  a  machine  and  not  patentable. 
Whether  this  process  necessarily  depends  upon  a  par- 
ticular machine  and  could  not  be  performed  by  other, 
machines  or  by  hand  does  not  seem  to  have  been  con- 
sidered. No  reason  is  apparent  why  it  could  not  be  so 
performed,  that  is,  without  a  specific  machine,  or  why 
it  is  not  a  proper  process  according  to  present  practice. 
It  may  be  noted  here  that  the  practice  of  the  Patent 
Office  granting  these  mechanical  processes  undoubtedly 
finally  settled  the  law. 

Another  case  often  cited  in  connection  with  the  ques- 
tion of  mechanical  processes  and  function  of  machines 
is  that  of  Boyden  Power  Brake  Co.  et  al.  vs.  Westinghouse 
et  al.,  and  Westinghouse  et  al.  vs.  Boyden  Power  Brake 
Co.  el  al,  170  U.  S.,  537  and  1898  C.  D„  443. 

This  case  involved  the  question  of  infringement  of 
claims  1,  2,  and  4  of  the  patent  to  Westinghouse,  360,070, 
for  a  "Fluid  Pressure  Automatic-Brake  Mechanism." 
The  question  related  to  a  rather  specific  feature  of  the  air 
brake  in  general  and  for  that  reason  a  careful  construe- ' 
tion  of  the  claims  was  necessary.  The  court  took  into 
consideration  that  the  patent  was  not  of  the  pioneer  type. 
The  claims  were  drawn  to  apparatus  of  which  claim  2 
will  serve  as  illustration.        i 

"Claim  2.  In  a  brake  mechanism,  the  combina- 
tion of  a  main  air  pipe,  an  auxiliary  reservoir, 
a  brake- cylinder,  and  a  triple  valve  having  a  pis- 
ton whose  preliminary  traverse  admits  air  from 
the  auxiliary  reservoir  to  the  brake-cylinder,  and 
which  by  a  further  traverse  admits  air  directly 
from  the  main  air  pipe  to  the  brake  cylinder,  sub- 
stantially as  described." 

It  was  urged  that  this  claim  be  construed  to  be  for  a 
process  so  as  to  broaden  its  scope  sufficiently  to  cover 
the  alleged  infringing  device,  but  the  court  held  that,  if 
considered  to' be  for  a  process,  there  might  be  doubt 
of  its  validity,  since  it  still  seemed  to  be  an  open  question 
whether  processes  which  did  not  involve  chemical  or  other 
similar  elemental  action  were  valid,  citing  Corning  vs. 
Burden,  103  U.  S.,  461,  and  Risdon  vs.  Medart,  158  U.  S., 
680,  as  indication  of  the  negative  contention,  and  Eastern 


24 

Paper  Bag  Co.  vs.  'Standard  Paper  Bag  Co.,  30  F.  R„ 
63;  Union  Paper  Bag  Machine  Co.  vs.  Waterbury,  39 
F.  R.,  389;  and  Travers  vs.  American  Cordage  Co.,  64 
F.  R.,  771,  as  indication  of  the  affirmative;  and  further 
that  if  it  should  be  attempted  to  construe  the  claim 
in  the  direction  of  a  process,  it  would  apparently  not  be 
such,  but  merely  the  function  of  the  apparatus  or  ma- 
chine which  would  be  an  unpatentable  subject.  How- 
ever, the  court  held  that  they  would  not  assume  or 
decide  either  of  the  above  questions  since  the  claim  was 
clearly  drawn  to  a  mechanism  and  could  not  in  any  way 
be  construed  to  be  for  a  process. 

This  case,  therefore,  still  left  the  patentability  of  me- 
chanical processes  in  doubt  so  far  as  the  Supreme  Court 
is  concerned.  Eleven  years  later,  however,  we  find  a 
decision  by  this  court,  which  clearly  and  definitely  states 
that  such  processes  are  proper  subjects  of  patents.  That 
case  is  the  case  of  The  Expanded  Metal  Co.  et  al.  vs. 
Bradford  et  al.,  and  The  General  Fireproofing  Co.  ta. 
The  Expanded  Metal  Co.,  214  U.  S.,  366,  and  143  O.  G., 
863,  1909,  C.  D.,  page  521,  which  involved  a  patent  to 
John  F.  Golding,  527,242,  for  a  process  of  forming  ex- 
panded sheet  metal  suitable  for  use  in  plastering  and  * 
cement  work.  The  process  claimed  is  purely  mechanical,  " 
yet  clearly  not  dependent  on  any  particular  machine 
for  performing  it.  The  process  is  very  clearly  set  forth 
in  a  claim  of  good  form  as  follows: 

"The  herein  described  method  of  making  open  or 
reticulated  metal  work  which  consists  in  simul- 
taneously slitting  and  bending  portions  of  a  plate 
or  sheet  of  metal  in  such  manner  as  to  etretch 
or  elongate  the  bars  connecting  the  slit  portions 
and  body  of  the  sheet  or  plate,  and  then  similarly 
slitting  and  bending  in  places  alternate  to  the 
first-mentioned  portions,  thus  producing  the  fin- 
ished expanded  sheet  metal  of  the  same  length  as  - 
that  of  the  original  sheet  or  plate,  substantially  as 
described." 

Looking  at  the  subject  now,  there  appears  to  be  no 
logical  reason  why  the  propriety  of  such  processes  should 
be  questioned;  but  as  has  been  shown  certain  decisions 
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had  assumed,  although  they  did  not  perhaps  expressly 

decide,  that  they  were  not  patentable. 

The  court  disposed  of  the  question  in  this  case  by  the 

statement  that — 

"an  invention  or  discovery  of  a  process  or  method 
involving  mechanical  operations  and  producing  a  , 
new  and  useful  result  may  be  within  the  protection 
of  the  Federal  Statute  and  entitle  the  inventor  to  a 
patent  for  his  discovery." 

This  statement  by  the  Supreme  Court  would  seem  to 
settle  the  question.  It  may  be  noted  that  quite  a  num- 
ber of  lower  court  *  decisions  had  clearly  announced 
this  conclusion  of  which  In  re  Weston,  C.  D.,  1907,  290, 
by  the  Court  of  Appeals  of  the  District  of  Columbia,  and 
those  cited  above  in  the  case  of  Westinghouse  is.  Boyden 
are  gocd  examples. 

Still  a  different  type  of  alleged  process  is  that  involving 
motors  or  other  apparatus  operated  by  electricity,  steam, 
hydraulic  pressure,  etc.  We  have  a  few  decisions  along 
this  line  which  are  instructive.  One  is — In  re  Creverling, 
C.  D.,  1905,  684,  appealed  to  Court  of  Appeals  of  the 
District  of  Columbia  from  the  Patent  Office,  relating 
to  an  alleged  process  of  regulating  an  electric  generator 
or  dynamo.  The  application  included  description  and 
drawings  of  the  particular  apparatus  and  no  description 
of  any  process,  the  mere  operation  of  the  device  being  the 
alleged  process. 

Briefly,  the  invention  consisted  in  varying  the  field  or 
other  circuit  of  the  machine  by  means  of  an  electric 
motor  device  in  which  an  independently  determined 
magnetomotive  force  is  opposed  by  a  magnetomotive 
force  which  is  a  function  of  the  current  generated.  There 
is  thus  produced  a  resultant  magnetic  field  whose 
polarity  is  dependent  upon  the  current  generated. 
Exposed  to  the  action  of  the  resultant  magnetic  field  is 
a  member  (a  motor  armature)  which  tends  to  set  up  an 
independent  magnetic  field,  producing  motion  in  a 
positive  or  negative  direction  and  thereby  causing  the 
generator  to  be  regulated  in  the  manner  desired.  This 
final  regulation  was  done  actually  by  the  movement 
of  a  rheostat  included  in  circuit  with  the  field  of  the 


generator  and  mechanically  connected  with  the  motor 

armature.*  An  example  of  the  claims  is — 

"The  herein  described  method  of  regulating  the 
output  of  a  generator  which  consists  in  pro- 
ducing mechanical  motion  by  the  combined  action 
of  a  flux  which  is  the  resultant  effect  of  a  magnetic 
motive  force  which  is  a  function  of  the  current 
generated,  and  a  determined  magnetomotive  force 
and  another  flux  substantially  as  specified." 


The  court  said  that  since  applicant  already  had  a 
patent  on  a  machine  operating  on  this  principle,  the  al- 
leged process  was  so  associated  with  the  machine  that  it 
would  be  unpatentable  thereover.  Incidentally,  the 
court  also  said  that  the  claims,  if  considered  to  be 
proper  process  claims,  were  incomplete  for  the  purpose 
alleged  because  they  omitted  one  of  the  essential  steps 
cf  the  process,  that  of  the  operation  of  the  rheostat,  and 
that  they  would  be  unallowable  on  that  account. 

A  very  recent  case,  however,  seems  to  be  in  conflict 
with  the  above  conclusion  as  to  what  constitutes  a  true 
process  aside  from  the  function  of  the  machine  and 
patentable  thereover.  This  case  is  Century  Electric  Cc. 
vs.  Westinghouse  Electric  and  Manufacturing  Co.,  191  Fed. 
Rep.,  350,  207  O.  G.,  1249.  It  relates  to  patentability 
■of  a  process  over  apparatus,  where  the  two  seem  to  be 
very  closely  associated.  The  two  subjects  were  allowed 
to  the  same  patentee  in  different  patents.  They  were 
patents  511,915  and  555,190  to  Nicola  Tesla  for  an 
electric  motor  and  process. 

Claim  1  of  patent  511,915  for  the  process  reads  as 
follows : 

"The  method  of  operating .  electro-magnetic 
motors  having  independent  energizing  circuits  as 
herein  described,  which  consists  in  passing  an 
alternating  current  through  one  of  the  energizing 
circuits  and  inducing  by  such  current  the  current 
in  the  ether  energizing  circuit  of  the  motor  as  set 
forth." 


The  machine  as  set  forth  in  claim  1  of  patent  555,190 
reads  as  follows : 

"In  an  electro-magnetic  motor,  the  combination 
of  independent  energizing  circuits,  one  adapted 
to  be  connected  with  a  source  of  alternating 
current,  the  other  arranged  in  inductive  relation 
to  the  said  first  circuit  whereby  the  motor  will  be 
operated  by  the  resultant  action  of  the  two  cir- 
cuits as  set  forth." 

The  court  in  this  case  held  the  above  process  claim  to 
be  a  proper  one.  It  seems  to  me  that  In  re  Creverling  is 
the  more  logical  of  the  above  two  cases,  and  that  the 
prccess  claim  in  the  second  case  is  entirely  useless. 

In  some  cases  where  an  inventor  has  devised  a  machine 
or  apparatus,  it  may  be  that  there  is  also  a  proper  process 
involved  in  connection  with  it  which  the  device  is  capable 
of  carrying  out.  But  to  entitle  him  to  claim  the  process, 
it  must  be  such  as  not  to  be  dependent  exclusively  on  that 
particular  apparatus  and  the  burden  is  upon  applicant 
to  point  out  as  example  another  apparatus  capable  of 
carrying  out  the  process  unless  the  suggestion  of  such 
other  apparatus  is  within  the  reach  of  persons  skilled  in 
that  art.  In  these  cases,  unless  the  Examiner  can  readily 
see  that  other  apparatus  might  be  used,  such  examples 
should  be  required,  or  more  directly  the  claim  should 
be  held  to  be  merely  the  function  of  the  apparatus. 
American  Lava  Co.  vs.  Stewart,  155  F.  R.,  731, 
1909,  C.  D.,  557. 

In  re  Cunningham,  1903,  C.  D.,  524,  Court  of  Appeals 
of  the  District  of  Columbia,  related  to  an  alleged  process 
of  coaling  ships  at  sea.  It  consisted  of  making  a  flexible 
connection  between  two  ships  to  serve  as  a  conveyor 
from  one  ship  to  the  other,  then  creating  tension  on  the 
cable  to  hold  it  in  proper  stretched  condition.  This 
tension  was  created  by  propelling  one  ship  from  the 
other.  There  had  already  been  allowed  a  claim  on  the 
apparatus  arjd  the  process  claim  rejected  read  as  follows: 
"The  improvement  in  the  art  of  coaling  ships 
in  the  open  water  herein  described,  the  same 


consisting  in  making  a  flexible  connection  athwart- 
ships,  or  abeam,  between  the  ship  to  be  supplied 
and  the  ship  from  which  the  coal  is  to  be  taken  at 
sufficient  distance  apart  to  permit  rolling  and 
pitching  of  both  ships  without  interference  with 
each  other,  and  creating  sufficient  lateral  pressure 
between  one  of  the  ships  and  the  surrounding 
water  on  the  side  toward  the  other  ship  to  main- 
tain them  at  such  distance  apart." 

The  court  was  very  positive  that  there  was  no  patent- 
able process  set  forth;  that  the  alleged  process  could  not 
be  conceived  of  independently  of  the  particular  apparatus 
of  which  it  was  merely  the  function  or  use. 

MISCELLANEOUS  FEATURES. 

Where  a  process  is  an  obvious  and  apparently  the  only 
patentable  way  of  producmg  an  article,  the  invention  is 
said  to  reside  in  the  article  and  not  in  the  process.  The 
Examiner  may  suggest  this  idea  to  applicant  where  the 
invention  seems  to  be  claimed  in  the  wrong  form.  Ex 
parte  Trevette,  1901,  C.  D.,  170,  and  Mica  Insulator  Co.  vs 
Commercial  Mica  Co.,  157  F.  R„  90. 

A  situation  similar  to  this  is  that  if  a  patent  is  taken 
out  for  an  article  denned  by  a  process  of  producing  it,  that 
patent  is  a  bar  to  the  allowance  of  any  subsequent  separ- 
ate patent  claiming  that  process. 

Mosler  vs.  Mosler,  127  V.  R.,  354,  43  O.  G.,  1115, 
1888,  C.  D„  420,  and  Oval  Wood  Dish  Co. 
vs.  Sandy  Creek  Mfg.  Co.,  1894,  C.  D.,  21(i. 

Another  point  of  importance  in  treating  process  claims 
is  the  rule  that  in  applying  references  it  is  not  sufficient 
that  a  prior  apparatus  might  have  been  used  to  carry 
out  the  process,  but  it  must  appear  that  it  was  actually 
intended  to  perform  the  process,  or  that  such  use  would 
have  been  obvious  to  a  person  skilled  in  the  art  in  which 
it  was  used.  The  mere  existence  of  a  piece  of  apparatus 
does  not  necessarily  suggest  all  the  possible  uses  of  it, 
and  any  process  which  would  be  outside  the  range 
of   those   which    would    obviously    suggest    themselves 
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upon  use  of  the  apparatus  would  be  patentable  over  it. 
This  is  merely  the  converse  of  the  rule  that  the  use 
of  an  old  device  in  an  entirely  new  and  non-analogous  art 
may  amount  to  invention. 

The  former  of  these  rules  was  announced  in  the  Su- 
preme Court  decision— The  Carnegie  Steel  Co.  vs.  The 
Cambria  Iron  Co.,  1902,  C.  D.,  592.  The  patent  involved 
was  that  to  Jones,  404,414,  June  4,  1889.'  It  involved 
the  question  of  anticipation  of  the  process  for  producing 
Bessemer  steel  directly  from  blast  furnace  iron  without 
intermediate  cooling,  involving  as  the  important  step  the 
feature  of  maintaining  a  large  bath  of  molten  metal  re- 
plenished by  successive  portions  of  molten  metal  direct 
from  one  or  more  blast  furnaces  and  discharged  from 
the  bath  in  small  quantities  into  the  converter  to  be 
blown.  The  important  thing  was  the  fact  that  there  was 
maintained  at  all  times  in  the  mixing  bath  a  mass  of 
metal,  many  times  greater  than  the  successive  additions 
and  discharges. 

The  claim  involved  was : 

"In  the  art  of  mixing  molten  metal  to  secure 
uniformity  of  the  same  in  its  constituent  parts 
preparatory  to  further  treatment,  the  process  of 
introducing  into  a  mixing-receptacle  successive 
portions  of  molten  metal  ununiform  in  their 
non-metallic  constituents  (sulfur,  silicon,  etc.), 
removing  portions  only  of  the  composite  molten 
contents  of  the  receptacle  without  entirely  drain- 
ing or  emptying  the  same,  and  successively 
replenishing  the  receptacle  with  fresh  ununiform 
additions,  substantially  as  and  for  the  purpose 
described." 


Several  prior  devices  cited  might  have  been  operated  so 
as  to  follow  the  process,  but  the  court  did  not  find 
sufficient  proof  to  show  that  they  had  been  so  operated 
or  that  their  use  would  have  suggested  the  Jones  proc- 
ess; hence  the  above  rule. 

This  rule  was  followed  also  in  Loew  vs.  German- 
American,  164  Fed.  Rep.,  855. 


AGGREGATION.     . 

In  general,  the  same  rules  apply  to  processes  as  to 
apparatus  in  determining  whether  ah  alleged  process  is  in 
fact  a  single  process,  that  is,  a  proper  combination  of 
steps,  or  whether  it  is  made  up  of  parts  which  are  inde- 
pendent of  each  other  and  consequently  an  aggregation, 
and  also,  if  the  association  of  steps  forms  a  proper 
combination,  to  determine  whether  Dhe  novelty  is  in  the 
combination,  as  a  whole  or  merely  in  one  part  of  it.  If 
merely  in  a  part,  then  the  claims  should  be  limited  to  the 
part  that  is  new. 

As  in  machines  and  apparatus,  the  elements 'making  up 
the  process,  that  is,  the  steps  and  any  groups  of  steps 
which  form  sub-processes,  must  cooperate  with  each 
other  to  produce  a  new  result  which  is  different  from  the 
mere  sum  of  the  results  of  the  steps  if  performed  sepa- 
rately. There  must  be  some  degree  of  direct  dependence 
upon  each  other. 

A  very  difficult  question  peculiar  to  processes  arises 
where  several  processes  which  are  old  and  which  belong 
to  arts  that  are  distinct  are  associated  with  the  object 
of  using  up  by-products.  A  favorite  expression  for  this 
style  of  associated  processes  is  "cyclical  processes." 
They  are  often  very  important  commercially  and  the 
continuance  of  some  chemical  industries  depends  upon 
such  special  association.  A  large  number  of  these  alleged 
processes  will  be  found  to  sift  down  to  a  purely  com- 
mercial proposition.  The  several  distinct  processes 
involved  not  mutually  affecting  the  operation  each  of  the 
other;  each  would  operate  in  the  same  way  whether 
associated  or  not.  This  condition  of  affairs  seems  plainly 
not  to  fulfill  the  established  rules  as  to  patentable  com- 
binations and  constitutes  only  an  aggregation,  and  this 
would  seem  to  follow  whether  the  individual  processes 
were  new  with  applicant  or  old.  If,  however,  as  happens 
in  some  cases,  they  do  affect  each  other  so  as  to  produce 
a  new  result,  then  they  are,  of  course,  patentable  as  a 
new  process. 

Mond  vs.  Duell,  decided  by  Court  of  Appeals,  D.  C, 
1900,  C.  D.,  298,  announces  the  simple  rule  that  asso- 


ciation  of  two  old  processes  does  not  constitute  invention 
where  no  new  result  is  produced.  ' 

This  case  involved  the  following  claim:   ' 

■ '  "The  herein  described  improvement  in  the 
manufacture  of  zinc,  which  consists  in  lixiviating 
roasted  zinc  ores  by  a  solution  of  caustic  soda 
or  potash,  electrolyzing  the  solution  of  zinc  oxide 
thus  obtained  with  an  anode  of  sodium  or  po- 
tassium amalgam,  and  causing  deposit  of  zinc 
on  a  metallic  cathode,  as  specified." 

Both  main  parts  of  this  alleged  process  were  old;  first, 
that  of  making  a  zinc  solution  by  lixiviating  roasted 
zinc  ores  with  caustic  soda  or  potash,  and,  second,  that  of 
electrolyzing  the  zinc  solution  in  the  same  way.  No  new 
result  would  be  expected  from  this  mere  association  and 
apparently  applicant  could  show  none. 

The  rule  that  each  claim  should  set  forth  all  the  steps 
necessary  to  make  a  process  or  subprocess,  which  is 
sufficiently  complete  to  be  operative  to  accomplish  some 
useful  purpose,  is  as  important  in  processes  as  the 
analogous  rule  in  machine  cases  requiring  a  complete 
combination  or  subcombination.  As  was  said  in  the  case 
of  Oxnard  &  Baur,  C.  D.,  1899, 170,  decision  by  theCom- 
missioner  of  Patents: 

"An  applicant  may  properly  in  one  etise  have 
claims  covering  the  principal  or  essential  steps  of 
his  process  and  other  claims  including  those  steps, 
together  with  other  specific  steps  which  are  not 
absolutely  necessary  to  the  performance  of  the 
process,  but  which  add  to  its  efficiency  or  make  its 
operation  more  perfect.  The  mere  inclusion 
in  one  claim  of  a  step  not  included  in  another 
claim  does  not,  therefore,  make  those  claims 
cover,  entirely  different  processes  which  can  not 
properly  be  retained  in  one  case." 

The  invention  involved  was  a  process  of  making  sugar, 
and  claim  2  included  as  an  intermediate  step  in  that  proc- 
ess "agitating  and  reducing  the  temperature  of  this 
second  masse-cuit,"  whereas  claim  1  omitted  that  step. 


32 

The  court  held  that  this  step  w,as  not  so  vital  to  the 
process  that  its  inclusion  or  omission  would  materially 
affect  the  principle  or  operation  thereof. 

A  similar  rule  was  announced  in  the  case  of  In  re 
Creverling,  C.  D.,  1905,  684. 

The  above  remark  does  not  refer  to  claims  related  as 
process  and  sub-process,  but  to  an  integral  process 
not  susceptible  of  division  into  any  distinct  sub-processes. 
It  is  well  established  that  .process  and  sub-process  may 
stand  together  where  the  sub-process  is  complete  for 
some  useful  purpose,  and  where  it  does  not  belong  to  a 
specific  and  recognized  art  of  its  own. 

As  to  alternate  species  of  process  either  as  complete  or 
sub-processes,  there  is  no  reason  why  the  same  rules 
do  not  apply  as  in  machine  cases  in  accordance  with 
Ex  parte  Eagle,  1870,  C.  D.,  137. 

Another  situation  which  often  arises  in  process  cases  is 
where,  after  a  series  of  steps,  two  or  more  products  may 
result  and  two  or  more  processes  may  be  necessary  to 
continue  the  treatment  of  these  two  products.  It 
might  be  said  that  the  process  splits  or  branches  out  into 
a  plurality  of  different  lines;  these  different  lines  con- 
sidered separately  might  or  might  not  form  recognized 
independent  subjects  of  invention ;  if  they  do,  of  course 
they  should  be  divided;  if  not,  they  may  stand  together. 

A  system  of  transacting  business  is  not  a  subject  of  a 
patentable  process,  though  made  up  of  a  series  of  transac- 
tions to  be  performed  in  sequence. 

Hotel  ■».  Lorain,  160  Fed.,  467. 

Fowler  vs.  City  of  New  York,  121  Fed.t  747. 

The  law, requires  that  an  applicant  state  the  necessary 
steps,  whether  or  not  he  is  able  to  state  the  scientific 
principles  upon  which  the  process  depends.  But  it  is 
always  desirable,  if  possible,  to  discover  and  state  the 
principle  involved,  provided  it  can  be  correctly  deter- 
mined, because  if  an  alleged  invention  be  made  and  the 
case  be  prepared  on  purely  empirical  methods  of  research 
the  applicant  may  omit  to  describe  an  essential  point  or 
step  which  makes  the  process  operative  but  which  in  the 
course  of  arbitrary  performance  of  the  process  had  been 
done  unintentionally  or  merely  incidentally  to  some  other 
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step  which  was  thought  important,  but  which  was  not. 
This  would  net  happen  if  the  theory  cf  the  process  were 
thoroughly  understood ;  and  in  that  case  also  claims  can 
be  framed  in  the  most  direct  -and  broadest  terms  to 
protect  the  important  points  of  the  process.  This  relates 
to  chemical  processes  principally,  since  the  principles 
underlying  purely  mechanical  processes  are  usually 
obvious  from  mere  description  of  the  process.  Wherever 
principles  are  set  forth  as  the  foundation  of  a  process,  the 
examiner  should  carefully  verify  them  by  comparison 
with  published  statements  of  reliable  authorities,  if 
available,  and  if  not  available,  or  if  they  vary  therefrom, 
then  by  affidavits  stating  facts  found  to  be  true  by  tests 
performed  by  reliable  experts  in  that  line. 

The  weight  put  upon  the  theory  or  principles  on  which 
a  process  depends  is  illustrated  by  the  case  of  Steward 
et  al.  vs.  American  Lava  Co.  el  at.,  C.  D-,  1909,  557,  in 
which  the  United  States  Supreme  Court  concluded  in 
regard  to  the  patent  to  Dolan,  589,342,  Aug.  31,  1897, 
Acetylene-Gas  Burner,  that — where  an  application 
as  originally  filed  did  not  differentiate  from  the  prior 
art  either  in  construction  or  theory  of  operation  and  an 
amendment  thereto  was  filed,  without  verification  by  the 
inventor,  introducing  a  new  theoiy  of  operation  and  con- 
taining process  claims  covering  such  theory,  such  claims 
are  invalid  as  covering  new  matter. 

The  particular  amount  of  detail  in  the  directions  for 
carrying  out  the  steps  depends  upon  the  nature  of  the 
process;  if  it  is  obvious  from  a  mere  mention  of  the  gen- 
eral steps  necessary  to  the  process  how  they  might  be 
carried  out,  this  is  sufficient;  if  not  obvious  to  one 
skilled  in  the  art,  then  the  inventor  roust  give  specific 
directions  both  as  to  details  of  steps  and  apparatus 
■  suitable  (or  one  way  of  performing  the  process.  A  very 
convenient  kind  of  drawing  to  illustrate  a  chemical  proc- 
ess is  a  diagrammatic  one;  that  is,  one  in  which  the 
minute  details  of  the  apparatus  are  not  shown,  but  in 
which  mere  outlines  of  the  elements  are  used  and  legends 
are  applied  to  the  different  elements  to  show  the  reac- 
tions or  steps  taking  place  in  that  part. 

A  patent  for  a  process  including  steps  for  the  per- 
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,  formance  of  which  there  js  do  knpwn  means,  would  be 
void  even  where  the  means  could  probably  be  devised, 
but  where  devising  the  means  would  necessitate  inven- 
tion. 

Dountown  vs.  Yeager  Milling  Co.,  17  O.  G.,  906. 

Where  a  patent  clearly  shows  and  describes  a  machine 
use  of  which  necessarily  involves  the  performance  of  the 
process,  it  constitutes  a  bar  to  the  grant  of  a  patent  on 
that  process. 

New  Process  Fermentation  Co.  us.  Koch,  28  O.  G., 
535. 

January  21,  1915. 
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Some  Suggestions  as  to  Methods  of  Short- 
ening the  Time  Required  to  Finally 
Adjudicate  Applications  for  Patents 


By 

WM.  A.  KINNAN, 

Examiner,  Division  Sixteen, 

U.  S.  Patent  Office. 


The  subject  of  patent  law  has  been  described  as  cover- 
ing a  very  limited  portion  of  the  field  of  general  law. 
While  not  extensive,  it  is,  gentlemen,  as  deep  as  a  well. 

It  is  believed  to  be  generally  recognized  that  there  is  no 
other  branch  of  the  law  that  requires  a  greater  mentality, 
a  wider  knowledge,  or  greater  skill  and  training. 

The  Examiner,  who  with  the  all  too  little  time  for  each 
case,  is  able  to  apply  this  law  with  reasonable  accuracy, 
to  the  multitude  of  different  inventions,  embraced  in  ap- 
plications possessing  a  multitude  of  different  imperfec- 
tions and  insufficiencies,  and  adjudicate  the  enormous 
number  of  claims  required  to  mark  the  limits  of  the 
rights  involved,  must  indeed  possess  a  degree  of  skill, 
judgment  and  learning  that  is,  to  say  the  least,  unusual. 
He  must  be  at  once  judge,  jury  and  counsel.  He  must 
determine  the  law,  weigh  the  evidence,  and  combat  and 
expose  the  fallacies  in  the  arguments  presented  by  the  too 
zealous  applicant.  All  this  he  must  do  with  a  maximum 
of  speed,  if  the  work  before  him  is  not  to  hopelessly  ac- 
cumulate. 

It  is  the  purpose  of  this  paper  to  make  some  suggestions 
looking  to  the  shortening  of  the  time  required  to  finally 
adjudicate  the  application.  That  every  effort  to  this  end 
is  necessary  is  abundantly  evidenced  by  the  fact  that 
steadily  the  number  of  applications  filed  each  year  has 
increased,  and  as  steadily  the  time  required  to  adjudicate 
■each  case  has  also  increased,  until  now,  the  corps  staggers 
under  a  load  it  is  well  nigh  impossible  to  carry. 
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It  is  of  little  utility,  perhaps,  to  discuss  the  reasons 
for  this  increase.  It  will  be  sufficient  to  merely  note,  in 
passing,  that  they  are  found  in  the  fact  that  we  are  the 
most  inventive  people  in  the  world;  that  our  industrial 
and  commercial  supremacy  is  in  a  considerable  measure 
due  to  this  fact,  and  the  steady  increase  in  our  popula- 
tion brings  with  it  the  natural  increase  in  the  number  of 
applications  filed  each  year.  In  1840,  there  were  765 
applications  filed;  in  1860,  over  7,000;  in  1880,  23,000: 
in  1900,  41,000;  in  1913,  70,000.  The  examiners  will, 
in  the  near  future,  be  facing  the  stupendous  task  of  ex- 
amining a  hundred  thousand  new  cases  a  year. 

Experience  has  shown  that  there  is  no  such  thing  as  an 
exhausted  art. 

Even  where  there  are  lulls  in  the  advance  of  some  of 
the  arts,  these  are  more  than  offset  by  the  sudden  ac- 
tivity in  others,  brought  about  by  the  invention  of  some 
radically  new  thing. 

The  invention  of  the  wireless  telegraph;  of  the  suc- 
cessful flying  machine;  of  the  automobile,  have  resulted 
in  a  flood  of  applications  for  inventions  in  the  nature  of 
improvements  and  refinements,  all  having  their  bearing 
upon  the  creation  of  the  eventually  practical,  commer- 
cial form  of  apparatus. 

These  pioneer  inventions  also  bring  about  an  increased 
activity  in  a  large  number  of  related  arts. 

A'  wireless  telegraph  station  must  have  its  source  of 
high  frequency  current,  its  structural  towers  of  great 
height,  its  special  conductors  of  high  insulation.  In 
fact,  these  new  conditions  have  brought  about  an  in- 
creased activity  in  almost  every  branch  of  the  electrical 
art.  _ 

A  flying  machine  and  an  automobile  must  each  have  a 
gas  engine,  with ,  its  electric  igniting  means,  its  gas 
mixing  apparatus,  and  its  multitude  of  related  devices 
pertaining  to  many  mechanical  and  metallurgy  arts.  All 
these  take  on  special  designs  and  refinements  incident 
to  their  new  use,  and  bring  their  multitude1  of  applica- 
tions to  the  various  divisions  of  the  office  having  in 
charge  the  cases  relating  to  these  various  arts. 

The  art  that  must  be  searched  is  increasing  by  leaps 
and  bounds,  and  reclassification,  imperative  as  it  Is, 


and  helpful  as  it  is,  can  not  solve  this  part  of  the  problem, 
and  is  only  a  partial,  though  welcome,  aid. 

The  complexity  of  the  subject-matter  of  the  applica- 
tions is  ever  increasing.  The  fact  that  more  and  more  of 
the  complicated  manual  operations  and  processes  are 
being  accomplished  by  machinery,  and  that  existing  ma- 
chinery is  being  more  and  more  refined,  made  automatic, 
and  made  to  do  things  requiring  almost  a  human  intelli- 
gence, with  a  minimum  of  supervision,  brings  about  this 
result. 

There  has  also  grown  up  a  class  of  people  who  are 
desirous  of  a  patent  of  some  sort,  of  any  sort,  who  keep 
an  application  which  is  fairly  anticipated  before  the 
Examiner  as  long  as  possible,  hoping  by  some  argument 
or  shift,  or  amendment,  to  find  some  slight  point  on 
which  to  hang  an  allowable  claim  or  to  weary  or  argue 
the  Examiner  into  allowing  some  sort  of  a  claim,  so  that 
counsel  may  obtain  his  fee,  or  satisfy  an  uninformed 
client  or  a  client  who  is  indifferent  to  the  validity  of 
his  patent  but  wishes  to  mark  his  device  patented 
merely  for  the  intimidating  effect  upon  would-be  rivals. 

It  is  plain  enough,  therefore,  that  in  the  near  future, 
the  work  of  the  examining  corps  will  not  grow  less.  The 
situation,  as  we  are  all  aware,  has  resulted  in  the  cases 
awaiting  action  reaching  the  somewhat  startling  number 
of  over  25,000 

There  are  several  very  cogent  reasons  why  applica- 
tions should  be  speedily  brought  to  a  final  adjudication. 

Applications  long  pending  are  a  source  of  scandal  and 
abuse.  Often  they  da  not  embody  the  inventions  in 
commercial  form,  they  are  kept  pending  in  the  office 
while  others,  ignorant  of  them,  and  therefore  obtaining 
no  aid  from  them,  invent  and  produce  successful  de- 
vices, create  a  commercial  value  and  status  at  great 
expense  and  risk,  only  to  find  that  the  owner  of  the 
long  pending  application  has  placed  therein  a  claim 
dominating  all  that  the  later  inventors  have  done,  has 
issued  the  patent  and  by  legal  process  lays  tribute 
upon  the  labors  and  the  rewards  of  the  later  innocent 
inventors.  Such  a  proceeding  is  so  repugnant  to  justice 
and  equity  that  this  office  is  warranted  in  doing  all 
it  can  to  prevent  such  applications  from' being  kept 
pending  during  long  periods. 


Further,  by  removing  the  cause,  legislation  honestly 
intended  to  reach  this  class  of  cases,  but  also  doing 
great  harm  to  inventors  whose  applications  are  neces- 
sarily delayed  in  the  office,  will  be  rendered  needless. 

The  long  pendency  of  a  large  number  of  applications 
before  the  office,  by  consuming  its  time  in  reconsider- 
ing them  over  and  over,  renders  the  period  before  a  new- 
application  is  reached  for  the  first  examination  so  long 
that  the  inventor  frequently  suffers  great  loss.  The 
art  may  pass  beyond  his  invention.  He  may  lose  his 
opportunity  to  sell.  He  dare  not  incur  the  expense  inci- 
dent to  manufacture  because  of  lack  of  protection.  Hav- 
ing no  indication  of  the  attitude  of  the  office  his  com- 
mercial interests,  so  far  as  that  invention  is  concerned, 
are  entirely  halted. 

The  foregoing  considerations  are  sufficient  to  show  that 
the  office  has  reached  a  condition  that  may  be  regarded 
as  almost  critical,  and  one  that  fully  justifies  it  in  adopt- 
ing any  means,  not  inconsistent  with  law  and  which  will 
not  injure  the  rights  of  inventors,  that  will  enable  the 
corps  to  reduce  the  number  of  times  applications  must  be 
reconsidered,  the  period  they  may  be  kept  pending,  and 
thejiumber  awaiting  action. 

How  is  this  to  be  done? 

I  shall  not  consider  here  possible  future  legislation, 
but  will  consider  only  what  can  be  done  with  the  means  at 
hand. 

The  standard  of  work  must  be  maintained.  If  the  ex- 
amination and  adjudication  of  applications  are  to  be 
worth  while,  are  to  possess  any  real  value  justifying 
the  enormous  cost  involved,  the  work  can  not  be  slighted, 
Enough  patents,  more  than  enough,  in  spite  of  the  best 
we  can  do,  are  declared  invalid  in  whole  or  in  part. 

It  is  believed  there  is  room  for  improvement  in  a  con- 
servation of  energy. 

I  am  reminded  of  a  youth  whom  I  knew  in  my  younger 
days,  who  was  wont  to  contest  in  foot  races.  When  he 
was  in  full  action,  he  had  such  a  habit  of  waving  his  arms 
and  moving  his  body  up  and  down,  that  he  had  too 
little  energy  or  time  left  for  making  progress  forward. 
He  always  came  in  last.  It  has  seemed  possible  the 
office  sometimes  progressed  a  little  like  this  youth; 


that  it  takes  too  many  unnecessary  actions,  and  the  fol- 
lowing suggestions  are  made,  with  a  good  deal  of  diffi- 
dence, in  the  hope  that  some  economy  of  time  and  effort 
may  be  realized.    , 

In  the  first  examination  of  the  application,  if  the  action 
is  to  go  to  the  merits,  let  it  be  a  complete  one. 

In  matters  of  form  all  objections  should,  so  far  as  pos- 
sible, be  embodied  in  the  first  office  letter,  and  be  kept 
before  the  applicant  in  subsequent  letters,  if  necessary, 
by  simple  reference  to  the  first  letter.  This  generally 
enables  them  to  be  all  out  of  the  way  by  the  time  the 
matters  of  merit  are  determined.  I  recall  a  letter  re- 
ceived in'  a  division  in  which  I  was  an  assistant  many 
years  ago,  which  read  something  like  this:  "The  in- 
formalities and  objections,  which  seem  to  increase  in 
number  with  each  reexamination  of  this  case,  have,  we 
hope,  all  been  cured." 

Just  a  word  here  about  formal  objections.  It  is  a 
wel|  recognized  fact  that  a  great  many  are  made. that 
are  subsequently  waived.  Bearing  in  mind  the  specifica- 
tion and  drawing  are  addressed  to  those  ordinarily 
skilled  in  the  art,  and  they  should  be  clear  and  under- 
standable, yet  as  few  formal  objections  should  be  made 
as  is  consistent  with  this  ultimate  end.  Merely  be- 
cause the  Examiner  would  state  a  matter  differently, 
or  could  even  state  it  better,  were  he  writing  the  descrip- 
tion, is  no  reason  for  requiring  revision  or  change. 
If  the  matter  is  not  incorrect,  is  not  misleading,  and  the 
meaning  of  the  inventor  is  plain,  objection  should,  or- 
dinarily, not  be  made.  The  Examiner  should  be  sure  his 
formal  objections  are  really  necessary.  This  saves  time, 
argument  and  friction. 

Before  making  a  search  for  anticipatory  art  the 
application  and  the  invention  should  be  fully  understood. 
It  pays  to  take  time  to  fully  and  completely  comprehend 
the  disclosure  every  time  the  case  is  acted  upon.  Then 
the  first  search  should  be  as  nearly  complete  m  it  is 
possible  to  make  it.  Not  only  the  broadest  and  the  nar- 
rowest claims  should  be  held  in  mind  in  searching, 
but  the  invention,  the  thing  itself,  and  its  functions 
should  be  held  in  view.  Where  the  invention  is  simple 
and  fully  comprehended  a  second  search  is  rarely  neces- 


sary.  In  the  more  complex  and  extensive  cases,  how- 
ever, second  or  even  third  searches  are  often  necessary, 
it  is  true,  but  even  here  the  gain  of  a  complete' search 
is  proportionally  great,  and  second  searches  will  be  pro- 
portionally fewer.  ' 

In  regard' to  the  search : 

It  is  said  all  men  are  equal  before  the  law.  Some 
one  has  added,  "this  is  true,  however,  only  in  theory." 
The  same  is  true  of  claims. 

A  narrow  claim  limited  to  the  precise  embodiment 
of  the  invention  disclosed  is  much  less  likely  to  be  antici- 
pated by  anything  found  outside  the  class  where  the 
case  belongs.  A  search  on  such  a  claim,  therefore,  should 
seldom  be  prosecuted  beyond  rather  restricted  limits. 

Further,  a  narrow  structural  claim  is  seldom  sued 
upon.  An  alleged  infringer  almost  always  adopts  a  modi- 
fication and  escapes  the  terms  of  such  a  claim.  Also 
courts  are  very  apt  to  sustain  a  specific  claim  where  an 
infringer  uses  the  very  same  thing  on  which  it  is  based. 

For  these  reasons,  therefore,  the  narrow  structural 
claim  is  not  so  important,  is  of  less  value  and  is  much 
4ess  frequently  heard  of  after  being  once  granted. 

It  is  the  broad  claim  that  is  important.  It  is  this 
claim  that  dominates  an  art,  that  spreads  over  the 
territory  that  others  may  seek  to  occupy.  It  is  almost 
always  this  type  of  claim  that  is  brought  before  a  court, 
and  by  which  the  plaintiff  seeks  to  restrain  an  alleged 
infringer  who  uses  something  different. 

This  type  of  claim  is  valuable,  if  it  is  good,  and  is 
harmful  if  it  is  invalid.  The  inventor  should  have 
it,  if  he  is  entitled  to  it,  and  it  should  be  denied  him 
if  it  is  not  rightly  his.  Such  a  claim  should  be  more 
carefully  weighed.  The  chance  of  anticipating  such  a 
claim  outside  the  class  where  the  case  belongs  is  pro- 
portionally great.  Before  searching  in  any  place,  how- 
ever, the  Examiner  should  first  weigh  the  question  as 
to  whether,  if  he  found  something  there,  it  would  be  in 
an  analogous  art  and  would  be  a  proper  reference. 

Where  an  incomplete  search  is  made,  the  Examiner 
takes  very  nearly  as  much  time  to  make  it  and  fully  as 
much  to  adjudicate  the  claims  on  the  art  he  finds  as  if  he 
made  a  complete  search.     The  attorney,  in  response, 


amends  his  case  to  define  from  the  art  found.  The  Ex- 
aminer reviews  the  case,  possibly  months  later  and  after 
he  has  forgotten  both  the  case  and  how  faithfully  he 
searched  it.  He  will  usually  research  the  ground  pre- 
viously covered  as  well  as  the  additional  ground  he 
originally  should  have  searched.  Here  is  a  great  loss 
of  time  because  he  covers  the  same  territory  twice.  The 
whole  status  of  the  case  may  now  be  changed.  The  first 
action  taken  in  the  case  as  well  as  the  response  of  the 
attorney  are  rendered  almost  useless,  possibly  quite  so. 
The  application  is  now  just  where  it  should  and  would 
have  been  had  a  complete  search  been  made  at  first. 
The  practice  of  not  making  a  full  and  complete  search  in 
the  first  instance  has  resulted  in  some  attorneys  mak- 
ing a  practice  of  not  attempting  to  really  advance 
their  cases  until  after  the  second  or  even  third  action 
by  the  Office.  It  is  easv,  to  see  that  time  and  energy  are 
lost  by  such  proceedings. 

The  temptation  is  great,  where  an-Examiner  is  driven 
at  top  speed  to  get  off  his  cases  so  as  to  make  the  neces- 
sary weekly  gain,  to  make  an  incomplete  search,  hoping 
that  when  the  case  comes  up  again  he  will  have  more 
time.  But  he  merely  puts  off  the  evil  day,  and  in 
the  end  does  more  work  and  gives  more  time  in  reach- 
ing a  final  adjudication  of  a  given  case  than  he  other- 
wise would.  When  this  case  is  multiplied  by  a  hun- 
dred or  even  a  thousand,  the  Examiner  is,  like  the 
youth  in  the  foot  race,  wasting  a  great  deal  of  energy 
and  time.  When  the  search  has  been  made  and  the  Ex- 
aminer comes  to  apply  his  references  and  adjudicate  the 
claims,  some  of  them  may  be  squarely  met  by  some  refer- 
ences. Little  time  need  be  wasted  here.  Some  claims, 
however,  may  require  a  combination  of  references.  Here 
it  is  almost  always  best  to  explain,  in  as  few  words 
as  possible,  just  how  the  combination  is  made.  Even 
where  the  invention  is  simple,  this  is  often  advisable. 
It  puts  the  matter  specifically  and  squarely  before  the 
applicant  and  he  can  and  must  either  point  out  why  the 
combination  is  not  proper  or  amend  the  claims.  Where 
a  reference  lacks  an  element  recited  in  a  claim  or  must 
be  modified  in  any  way,  even  if  ever  so  slightly,  it  is 
well  to  make  an  explanation,  in  a  few  specific  words, 
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just  why  the  element  of  the  claim  which  is  not  in  the 
reference  is  regarded  as  insufficient,  or  just  what  the 
modification  of  the  reference  consists  of.  Where  the 
subject-matter  is  more  complicated,  these  explanations 
are  correspondingly  more  advantageous.  Where  an 
attorney  is  known  to  be  well  skilled  in' the  art,  less 
explanation  is  necessary.  Where  an  inventor  is  prose- 
cuting his  own  case  but  exhibits  sufficient  knowledge 
of  patent  law  to  warrant  the  Examiner  in  the  belief 
that  suggestions  will  enable  the  inventor  to  conclude 
his  case  without  the  aid  of  an  attorney,  the  explana- 
tions should  be  correspondingly  extended  and  made  as 
specific  as  possible. 

This  practice  places  before  the  inventor  or  his  coun- 
sel all  formal  objections,  the  complete  art,  and  the 
Examiner's  interpretation  of  the  relation  of  such  art 
to  the  application.  It  is  evident  the  termination  of 
the  prosecution  of  the  case  before  the  Examiner  need 
not  be  greatly  prolonged.  In  the  reasonably  simple 
cases,  where  the  entire  scope  of  the  invention  can 
be  readily  seen  and  comprehended,  the  third  action 
by  the  Examiner  with  the  same  references  before  him 
should  ordinarily  be  sufficient  to  conclude  the  case. 
There  are  some  cases,  where  special  reasons  exist,  in 
which  further  consideration  will  be  necessary.  The 
Examiner  should  exercise  judgment  in  each  case  and  not 
make  any  fixed  rule.  With  the  increase  in  the  com- 
plexity and  extent  of  the  subject-matter  of  other  cases, 
a  reasonable  increase  in  the  number  of  actions  is  in- 
evitable. Even  in  these  cases,  however,  che  early  cita- 
tion of  the  complete  art,  and  the  notation  of  all  formal 
objections,  will  go  far  to  reduce  the  number  of  re- 
considerations and  reexaminations,  while  in  no  manner 
preventing  the  applicant  obtaining  full  protection  for  all 
he  has  invented. 

Whenever  final  rejection  is  about  to  be  taken,  and 
whenever  the  condition  of  the  case  indicates  such 
a  course  would  be  helpful,  the  Examiner  should  suggest 
in  brief  specific  terms  any  amendment  which  he  thinks 
would  advance  the  case  or  render  the  claims  allowable. 

There  is  a  class  of  applications  that  I  can  not  ap- 
proach without  realizing  I  am  standing  on  holy  ground 


These  are  the  old  pending  cases.  Some  have  been  pend- 
ing five,  ten,  fifteen,  and  even  twenty-five  and  more 
years,  I  know  of  no  one,  or  half  a  dozen,  things  that 
will  bring  about  so  great  an  improvement  in  the  condi- 
tion of  work  before  this  Office  as  the  conclusion  of 
the  pendency  of  these  cases.  Over  and  over  -again  have 
they  been  examined.  Unusually  they  have  been  amended 
once  a  year,  some  are  so  old  that  they  fall  under  the 
old  law  of  requiring  amendment  only  once  every  two 
years.  For  a  variety  of  reasons,  some  good  and  some 
bad,  these  cases  have  been  kept  in  the  Office,  growing 
older,  their  records  larger  and  more  cumbersome,  and 
adding  very  greatly  to  the  labors  of  the  examinmg 
corps.  The  annual  amendments  made  to  them  have  not 
been  calculated  or  intended  to  really  advance  them  to- 
ward a  conclusion.  The  Examiners,  too,  have  in  the 
past  despaired  of  making  much  advancement,  and  their 
annual  actions  have  sometimes  been  less  complete  than 
they  might  have  been.  Until  a  comparatively  recent 
time  the  Examiners  have  felt  helpless  to  solve  this 
problem, 
-     Section  4904,  R.  S.,  states: 

"Whenever,  on  examination,  any  claim  for  a 
patent  is  rejected,  the  Commissioner  shall  notify 
the  applicant  thereof,  giving  him  briefly  the  rea- 
sons for  such  rejections,  together  with  such  in- 
formation and  references  as  may  be  useful  in 
judging  of  the  propriety  of  renewing  his  applica- 
tion or  of  altering  his  specification;  and  if,  after 
receiving  such  notice,  the  applicant  persists 
in  his  claim  for  a  patent,  with  or  without  altering 
his  specifications,  the  Commissioner  shall  order  a 
reexamination  of  the  case." 

Rule  68  is  based  on  this  statute  and  provides  that  an 
applicant  "may  amend  as  often  as  the  Examiner  pre- 
sents new  references  or  reasons  for  rejection." 

Section  4909,  R.  S.,  states: 

"Every  applicant  for  a  patent  or  for  the  reissue 
of  a  patent,  any  of  the  claims  of  which  have 
been  twice  rejected  .  .  .  may  appeal  from 
the  decision  of  the  Primary  Examiner." 
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Rule  134,  which  is  based  on  this  statute,  specifies: 

"There  must  have  been  two  rejections  of  the 
claims  as  originally  filed,  or,  if  amended  in  matter 
of  substance,  of  the  amended  claims,  and  all 
the  claims  must  have  been  passed  upon,  .  .  . 
before  the  case  can  be  appealed  to  the  Examiners- 
in-Chief." 

These  two  sections  of  the  statutes  and  these  two 
rules  have  constituted  the  basis  for  a  practice  that 
existed  from  the  adoption  of  the  law,  to  almost  the 
present  time,  and  which  was  to  the  effect  that  an  Ex- 
aminer could  never  close  the  prosecution  of  a  case  before 
him  so  long  as  an>  applicant  presented  at  each  recon- 
sideration at  least  one  claim  thaC  was  different  in  scope 
from  any  previously  considered.  When  it  is  recalled 
that  an  application  may  have  anywhere  from  half,  a 
dozen  to  several  hundred  claims,  it  is  at  once  apparent 
any  skilled  attorney  could,  under  such  practice,  keep  an 
application  pending  so  long  as  he  desired. 

This  has  been  the  cord  that  tied  the  hands  of  the 
Examiners- and  has  rendered  possible  this  great  accumula- 
tion of  old  cases.  By  the  decision  in  Ex  parte  Miller 
(139  O.  G.,  730),  the  cord  was  severed  and  the  examining 
corps  was  relieved  from  this  helpless  condition  which 
had  become  well-nigh  intolerable.  That  decision  is  based 
upon  the  view,  which  is  clear  enough,  that  the  statute 
does  not  contemplate  nor  require  the  repeated  re- 
consideration of  an  application,  dependent  only  upon 
the  will  of  the  applicant  or  the  skill  of  his  counsel  in 
varying  the  language  used  to  define  the  invention. 

That  decision  held: 

"Where  the  Examiner  has  held  that  certain 
claims  are  unpatentable  and  has  fully  advised  the 
applicant  of  his  reason  for  such  holding  and  the 
latter,  after  reasonable  prosecution  of  the  case, 
has  failed  to  so  amend  as  to  necessitate  the  cita- 
tion of  new  references  and  has  been  unable  by 
argument  to  convince  the  Examiner  that  he  was  in 
error,  an  issue  is  reached,  and  the  Examiner 
is  justified  in  refusing  to  accept  further  amend- 
ment and  in  finally  rejecting  the  claims  then  of 
record  in  the  case." 
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This  ruling,  which  has  been  subsequently  fully  up- 
held in  Ex  parte  Perry  (140  O.  G.,  1001),  a  second  Ex 
parte  Miller  (150  O.  G.,  827),  and  Ex  parte  Lang  (153 
O.  G.,  ip81),  constituted  a  very  marked  departure  from 
the  old  practice,  in  that  it  transferred  from  the  applicant 
to  the  Examiner,  the  power  to  bring  the  prosecution 
of  an  application  before  the  Examiner  to  a  close.  This 
at  once  made  it  possible  for  the  corps  to  put  a  check 
upon  what  was  becoming,  in  some  instances,  a  grave 
abuse  of  the  latitude  of  the  Office  procedure. 

In  explaining  this  holding  of  Ex  parte  Miller,  Perry, 
etc.,  Mr.  Billings  pointed  out  that  while  it  was  true 
Rule  68  provided  that  <  an  applicant  had  a  right  to 
amend  as  often  as  the  Examiner  presented  new  references 
or  reasons,  this  rule  also  made  it  incumbent  upon  the 
applicant  in  amending  to  "clearly  point  out  all  the 
novelty  which  he  thinks  the  case  presents  in  view  'of 
the  art  disclosed."  It  is  a  natural  deduction  that  if 
an  applicant  really  does  this,  when  he  amends,  a  con- 
dition will  ordinarily  be  reached  in  one  or  two  actions 
where  the  Examiner  has  no  new  references  or  reasons 
to  present. 

Still  the  Examiners  are  not  out  of  the  wilderness. 
These  old  cases  are  often  complex*  and  extensive  in 
subject-matter.  It  is  not  difficult,  and  the  more  com- 
plicated they  are  the  easier  it  is,  in  amending  them, 
to  drive  the  Examiners  to  "new  references  or  new 
reasons."  This  precludes  the  application  pf  the  Miller 
doctrine,  in  such  instances,  and  brings  them  under 
Rule  68,  giving  applicants  the  right  to  further  amend, 
and  argue. 

Many  inventors  and  attorneys,  since  the  real  con- 
dition of  the  Office  and  the  possibility  of  stringent 
legislation  being  enacted  have  been  made  known  to  them 
by  the  Commissioner,  have  recognized  the  necessity, 
in  the  interests  of  all,  for  prompt  action  looking  to 
a  bringing  to  a  conclusion  these  old  cases,  and  have 
presented  carefully  prepared  amendments  which  have 
enabled-the  Office  to  considerably  reduce  the  number 
of  such  cases.  In  passing  it  is  worthy  of  remark  that 
it  is  surprising  and  also  gratifying  to  note  the  extent 
■  to  which  it  is  possible  to  advance  one  of  these  old  cases, 
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by  a  carefully  prepared  amendment,  without  sacrificing 
any  of  the  inventor's  rights. 

There  are,  however,  quite  a  number  of  these  old 
cases  where  financial  and  other  reasons  impel  the  ap- 
plicant to  seek  a  further  delay.  Sometimes  large  rival 
concerns  have  many  applications  pending  relating  to  a 
.general  subject  or  a^t,  and  are  involved  in  many  inter- 
ferences which  delay  their  cases  in  the  office.  Their 
interests  are  financially  very  great.  Millions  have 
been  and  are  being  expended  in  the  production  and  per- 
fection of  these  inventions.  The  securing  of  patents 
which  will  protect  the  owners  in  the  use  of  such  inven- 
tions is  vital.  To  take  out  some  of  their  patents,  while 
so  much  is  being  litigated,  and  while  rival  concerns 
still  have  pending  cases  relating  to  analogous  subject- 
matter,  would  be  productive  of  enormous  loss.  These 
considerations  must  be  given  due  weight. 

Some  cases,  in  which  a  plea  for  further  delay  is  made, 
it  would  appear  that  counsel  merely  hopes,  by  repeating 
and  impressing  his  arguments  in  various  forms,  to  finally 
win  over  the  Examiner. 

,  Whether  rightly  or  not  a  good  many  attorneys  do  not 
wish  to  be  denied  the  privilege  of  impressing  their 
arguments  on  the  Examiner  over  and  over  again.  This 
should  not  be  necessary.  If  the  applicant  and  the  Ex- 
aminer fully  understand  the  case  and  the  art,  there  is 
no  necessity  for  this  repeated  review. 

Some  few  of  these  applicants  whose  cases  have  been 
long  pending  are  undoubtedly  actuated  by  motives  sim- 
ilar to  those  which  actuate  the  citizen  who  does  not  want 
to  enlist.  They  hope  that,  by  some  hook  or  crook,  to 
keep  their  cases  going  a  year  or  two  longer  and  by  that 
time,  they  are  trusting,  the  war  may  be  over,  and  they 
will  finally  escape  the  firing  line. 

So  grave  has  become  this  evil  of  long  pending  cases, 
so  great  is  the  inertia  of  this  load,  so  clearly  is  a  remedy 
necessary  to  the  preservation  of  our  patent  system 
and  the  interests  of  inventors  and  the  public  alike, 
that  the  Commissioner  has  seriously  set  about  the  work 
of  bringing  these  cases  to  a  conclusion.  Results  are 
plainly  apparent,  but  the  end  has  not  been  reached.  Eager 
to  afford  these  tardy  prosecutors  an  additional  oppor- 
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tunity  to  protect  their  inventions  as  he  is,  yet  he  has 
firmly  impressed  upon  these  applicants  that  he  will  not 
permit  any  needless'  delay.  To  that  end  he  has  sought 
to  limit  amendments  to  those  that  will  not  longer  de- 
lay the  case.  He  has  taken  over  the  personal  considera- 
tion of  all  amendments  to  applications  pending  five  years 
or  over. 

"If  an  amendment  is  filed  in  such  a  case  which 
puts  it  in  condition  for  allowance  or  final  rejec- 
tion, it  will  be  accepted,  but  if  the  amendment 
does  neither  of  these  two  things,  as,  for  example,  t 
when  an  applicant  undertaken  to  put  in  new  claims 
the  amendment  will  be  considered  without  being 
entered  and  the  applicant  notified  by  the  Com-  - 
missioner  of  the  character  of  a.  supplemental 
amendment  which  will  put  the  case  in  condi- 
tion for  allowance  or  final  rejection.  If  the  appli- 
cant fails  to  file  such  supplemental  amendment, 
-the  amendment  which  has  already  been  filed  will 
be  refused  admission  and  the  case  when  the  year 
is  up  will  be  held  abandoned."  (Commissioner's 
address  to  the  Patent  Bar  Association,  Chicago, 
111.,  Nov.  19,  1914,  Sci.  Am.  Dec.  12,  1914,  P- 
491.) 

It  will  be  readily  apparent  that  this  plan  is  going 
to  bring  the  prosecution  of  this  class  of  cases  to  a  close, 
yet  there  is  given  each  applicant,  after  all  the  op- 
portunities he  has  already  had,  a  still  further  oppor- 
tunity to  draw  his  claims  to  cover  what  he  believes 
he  has  invented;  and  if  he  can  not  agree  with  the  Ex- 
aminer to  obtain  the  judgment  of  the  higher  tribunals. 
Even  where  an  applicant  seeks  to  expand  his  case  anew, 
at  this  late  date,  by  claiming  something  he  has  not 
claimed  before,  thereby  necessitating  "new  references  or 
reasons  of  rejection"  the  office  goes  so  far  as  to  examine 
this  new  amendment  and  indicate  to  him  what  part,  if 
any,  is  allowable,  and  gives  him  an  opportunity  -to  incor- 
porate this  part  in  his  patent. 

It  would  seem  that  this  plan  is  as  liberal  as  is  pos- 
sible, consistent  with    the  end  had  in  view,  and  that 
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no  one  can  justly  claim  his  rights  have  not  been  safe- 
guarded. 

Returning  to  the  consideration  of  applications  gen- 
erally, there  is  thought  to  be  some  loss  of  time  due 
to  what  may  be  called  debatable  rejections.  There  is 
no  need  to  discuss  here  practices  that  are  settled,  grounds 
of  rejection  that  are  fixed,  but  there  are  several  grounds 
of  rejection  that  are  very  frequently  used  and  possibly 
a  little  more  uniformity  throughout  the  corps  wduld 
be  an  economy  of  time. 

I  have  read  office  letters  rejecting  claims  on  the 
ground  they  recite  aggregations,  where  the  claims  would 
seem  to  be  for  true  combinations,  which  were  merely  old 
combinations.  Perhaps  the  ultimate  end,  the  amend- 
ment of  the  claim,  is  finally  reached,  but  often  such  rejec- 
tion precipitates  argument  and  needless  waste  of  time. 

While  the  United  States  Supreme  Court  in  the  de- 
cisions of  Hailes  vs.  VanWormer  (20  Wall.,  368)  Flor- 
sheim  vs.  Schelling  (53  O.  G.,  1737);  Adams  vs.  Bellaire 
Stamping  Co.  (57  O.  G.,  1280);  Richards  vs.  Chase  Ele- 
vator Co.  (71  O.  G.(  1456);  Reckendorfer  vs.  Faber  (92 
U.  S.,  347),  and  the  V.  S.'C.  C.  of  Appeals  .Seventh 
Circuit,  in  the  case  of  Deere  and  Co.  vs.  Rock  Island 
Plow  Co.  (82  O.  G.,  1561),  discuss  very  fully  this  ques- 
tion of  aggregation  versus  combination,  the  following 
from  a  decision  of  the  Examiners-in-Chief,  made  in  a 
recent  case,  is  so  pertinent  that  I  take  the  liberty  of 
quoting  it.     , 

"In  the  first  place,  it  should  be  observed  that 
the  problem  of  whether  a  given  claim  sets  out  a 
patentable  combination  or  an  aggregation  is  not 
to  be  solved  by  the  citation  of  references.  A 
true  combination  of  elements,  working  together 
under  a  cooperative  law,  and  producing  a  given 
result,  remains  a  true  combination  for  all  time, 
irrespective  of  the  antiquity  of  its  original  crea- 
tion, .  .  .  the  ground  of  rejection  which  is 
proper  is  not  that  the  combination  is  illegitimate, 
but  that  it  is  old." 

The  question  settles  itself  by  determining  whether 
the  elements  named  in  the  claim  cooperate,  work  to- 
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gether,  though  not  necessarily  simultaneously,  but  so  that 
by  virtue  of  what  they  together  accomplish,  a  different 
result  is  secured  from  what  would  be  secured  if  the 
elements  were  used  separately.  As  was  said  by  the 
Supreme  Court  in  the  Iteckendorfer  vs.  Faber  case,  supra: 
"There  must  be  a  new  result  produced  by  their  union; 
if  it  is  not  so  it  is  only  an  aggregation  of  separate  ele- 
ments." This  case  was  based  on  a  lead  pencil  with 
a  rubber  eraser  at  one  end.  The  court  aptly  pointed 
out  that  the  rubber  did  not  perform  any  function  in 
connection  with  the  writing.  It  remained  inoperative, 
and  could  as  well  be  absent. .  So  in  erasing  the  marks, 
the  pencil  remained  inactive,  did  nothing,  could  as 
well  be  absent.  These  two  things  never  worked  to- 
gether, and  never  accomplished  any  joint  function  or 
result. 

A  second  ground  of  rejection  that  gives  rise  to  much 
trouble  and  creates  considerable  argument  and  friction 
is  applied  to  claims  for  alleged  machine  or  apparatus 
methods  or  processes  as  distinguished  from  chemical  and 
article  methods. 

.  It  is  not  the  purpose  of  this  paper  to  discuss  this 
class-  of  claims  from  an  academic  view  point  or  quote 
from  the  many  learned  expounders  of  this  subject.  Fur- 
ther, the  matter  has  been  ably  treated  in  a  previous 
paper  presented  to  this  body.  It  is  desired  here,  how- 
ever, to  make*  if  possible,  a  few  practical,  rough  sugges- 
tions which  may  be  helpful  in  determining  whether  a 
claim  is  for  a  true  method  or  for  the  function  of  the 
apparatus. 

The  authorities  are  pretty  well  settled  that  the  old 
definition  of  the  United  States  Supreme  Court  in  Coch- 
rane vs.  Deener  (11  O.  G.,  087),  stands  as  about  the  most 
tangible  and  workable  definition  yet  given.  There  must 
be  present  an  act  or  a  series  of  acts  and  they  must  be 
performed  upon  something  to  change  it  to  a  different 
state  or  thing.  Remembering  that  only  so-called  machine 
processes  are  under  consideration,  and  that  the  main 
difficulty  is  to  distinguish  them  from  the  function  of 
the  machine  or  apparatus,  it  may  be  helpful  to  first 
note  that  the  claim  does  not  recite  specific  means  or 
mechanism.     If  this  specific  mechanism  is  necessary  to 
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support  the  alleged  steps,  it  is  probable  these  latter 
are  inevitably  the  function  of  such  mechanism.  It  is 
well  to  try  to  discover  what  the  step  is  or  what  the 
series  of  steps  are;  to  recognize  them  in  the  language 
used  in  the  claim.  Then  the  thing  they  are  performed 
on  should,  if  possible,  be  identified.  ,  This  may  be 
the  electric  current,  as  in-  the  Telephone  Cases  (126 
U.  S.,  1532),  and  O'Reilly  vs.  Morse  (15  Howard,  62).  If 
these  can  be  identified  it  is  generally  easy  enough  to 
determine  whether  the  steps  are  so  tied  to  specific 
mechanism  as  to  be  but  its  function,  or  whether  they 
can  be  performed,  within  the  language  or  terms  of  the 
claim,  by  different  mechanisms  differently  organized,  or, 
if  the  nature  of  the  steps  permit,  by  hand.  While  no 
function  can  be  carried  out  without  some  means  to  do  it, 
yet  the  function  must  be  distinct  from  the  means,  from 
its  practical  embodiment,  and  its  immediate  effect.  There 
must  be  some  other  means,  with  some  other  embodiment, 
to  which  this  function  is  common.  Robinson  on  Patents 
cites  the  example  of  smoothing  something,  and  explains 
how  different  things,  like  running  water,  a  single  knife, 
a  sliding  weight,  a  group  of  revolving  knives,  may  per- 
form this  function.  The  machine  step  of  smoothing, 
therefore,  is  performed  by  some  means,  but  is  not  a  func- 
tion of  any  specific  means,  but  is  a  function  of  several 
different  mechanisms  or  means,  and  is  a  proper  step  of 
a  method.  Again,  this  author  cites  the  function  of  ex- 
ploding or  igniting  a  substance,  and  notes  this  may  be 
accomplished  by  different  means,  as  a  red  hot  iron,  a 
flame,  the  electric  spark,  etc.  The  function  is  common 
to  these  different  -devices,  and  also  these  different 
devices  can  operate  without  producing  the  function  of 
exploding  or  igniting  a  substance.  These  things  have 
separate  existence,  the  means  is  a  permanent  thing  and 
the  function  is  a  transient,  intangible  thing. 

If  these  principles  concerning  this  class  of  claims 
can  be  had  in  mind  considerable  time  can  be  savted,  both 
in  determining  when  a  claim  should  be  rejected  a,nd  in 
making  suggestions  to  an  applicant  who  discloses  but  is 
not  succeeding  in  properly  claiming  a  method  of  this 
character. 

There  is  another  ground  of  rejection  which  is  not 
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uniformly  interpreted  throughout  the  office.  This  is 
that  the  claim  is  functional  in  that  it  fails  to  recite 
the  means  for  accomplishing  the  results  specified.  Some- 
times the  mere  length  of  a  functional  statement,  predi- 
cated upon  a  properly  included  means,  is  made  the  basis 
of  rejection.    Obviously  this  is  in  error. 

The  so-called  "whereby"  clauses,  and  those  beginning 
with  the  word  "adapted,"  are  often  found  to  be  unsup- 
ported by  the  inclusion  in  the  claim  of  the  means  for 
accomplishing  these  functions.  In  such  cases,  the 
means  should  be  included.  But  the  statement  of  means, 
mechanisms,  or  devices,  accompanied  by  their  functions, 
constitute  the  tong  accepted  manner  of  drawing  claims 
for  mechanical  inventions.  If  the  elements  are  recited, 
the  length  of  the  functional  clause  is  of  no  moment.  If 
recited  genetically,  the  claim  is  merely  broad  and  if 
otherwise  patentable  is  allowable. 

There  is  a  class  of  claims  wherein  the  entire  inven- 
tion is  recited  in  the  generic  words  "means,"  mechan- 
ism, or  devices,  accompanied  by  the  functions  of  such 
means,  or  mechanism,  without  defining  anywhere  in  the 
claim  the  structural  nature  of  the  means  or  mechanisms 
or  devices.  Of  course  these  claims  are  as  broadly 
drawn  as  possible,  and  in  language,  cover  any  and  all 
means  for  accomplishing  these  functions,  cover  means 
substantially  different. 

There  are  at  least  two  views  held  in  this  Office  as 
to  such  claims.  One  is  that  they  are  too  broad,  are 
broader  than  the  invention,  and  that  they  are  therefore 
unpatentable.  Beside  several  Commissioner's  decisions 
there  are  decisions  of  the  United  States  courts  which  look 
to  the  support  of  this  view.  (Consolidated  Electric  Light 
Co.  os.  McKeesport  Electric  light  Co.,  V .  S.  Supreme 
,  Court,  159  V.  S.,  465;  Madison  vs.  Campbell,  V.  S.  C.  C, 
78  Fed.  Rep.,  910;  Wilson  Trolley  Catcher  Co.  vs. 
Frank  Ridlon  Co.,  V.  S.  C.  C.  of  Appeals,  First  Circuit, 
159  O.  G.,  244;  Ex  parte  Denning,  26  O.  G„  1207;  Ex 
parte  Knudson,  72  O.  G.,  589;  Ex  parte  Pacholder,  51 
O.  G.,  295.) 

The  other  view  is  that  no  matter  what  the  breadth 
of  terms  used  in  the  claim,  an  inventor  is  only  entitled 
to  what  he  has  invented  and  produced,  and  substantially 
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its  equivalents  and,  if  the  invention  is  of  a  pioneer 
character,  the  range  of  equivalents  will  be  propor- 
tionally broadened  when,  on  proofs,  this  is  made  to  ap- 
pear. These  claims,  if  they  can  not  be  met  by  refer- 
ences, are,  therefore,  to  be  allowed. 

The  cases  where  courts  have  held  such  claims  void 
on  this  ground  alone,  of  being  broader  than  the  inven- 
tion, are  so  few,  and  modern  judges  are  so  prone  to 
construe  claims  to  save  a  really  meritorious  invention 
that  the  question  is  one  of  no  very  great  moment. 

There  is  one  other  ground  of  rejection  of  which 
mention  may  be  made.  This  is  upon  the  so-called 
Hawley  doctrine.  This  doctrine  was  first  emphasize 
and  made  prominent  in  the  decision  of  the  Court  of 
Appeals  of  the  District  of  Columbia,  In  re  Hawley  (121 
0.  G.,  691),  although  it  is  but  a  repetition  of  the  sub- 
stance of  Ex  parte  Griffith  (85  0.  G.,  936).  This  holding 
has  been  confirmed  by  the  same  court  In  re  McNeil  (20 
Ct.  App.  D.  C,  294),  and /n  re  Rafican  (162  0.  G.,  540)* 
Later  the  Circuit  Court  of  Appeals,  Third  Circuit,  held  a 
claim  void  on  this  ground  in  the  case  of  Langan  vs. 
Warren  Axe  and  Tool  Co.  (166  O.  G.,  986). 

This  doctrine  is  to  the  effect  that  where  the  com- 
bination recited  in  the  claim  is  old  and  the  distinction 
over  the  prior  art  resides  in  one  element  only  of  the 
combination  and  does  not  result  in  a  modified  or  im- 
proved action  of  the  other  elements  of  the  combination 
the  claim  is  unpatentable  and  should  be  limited  to  the 
clement  perse. 

The  doctrine  has  been  quite  extensively  applied  by 
some  Examiners  and  but  little  used  by  others.  It  ,is 
a  proper  ground  of  rejection  when  properly  applied. 

It  is  believed  the  vital  determining  factor  is  whether 
the  element  which  has  been  improved  constitutes 
a  complete  thing  itself  capable  of  separate  and  inde- 
pendent use,  or  one  that  has  acquired  a  distinct  status 
in  the  arts  and  trades.  If  neither  of  these  conditions  is 
present,  it  is  doubtful  if  the  doctrine  applies. 

In  the  Hawley  case,  the  improvement  was  in  a  tape 
to  be  used  in  a  recording  mechanism.  The  latter  was 
not  modified  in  any  way  and  was  admittedly  old.  Ob- 
viously the  tape  fulfilled  the  conditions  above  noted. 
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No. one  would  buy  a  new  recorder  every  time  he  used 
up  the  tape,  any  more  than  one  would  buy  a  new  type- 
writer machine  every  time  he  used  up  his  supply  of 
paper.  The  tape  was  clearly  a  separate  subject  of  in- 
vention, a  separate  article  of  manufacture  and  sale  and 
should  not  have  been  claimed  in  combination  with  the 
old  recorder. 

In  the  Ratican  case,  the  invention  resided  in  a  nozzle 
for  a  street  washing  machine,  otherwise  old.  It  is 
plain  enough  the  nozzle  was  a  separate,  complete  unitary 
thing,  did  not  in  any  manner  change  the  operation 
of  any  part  of  the  machine,  was  a  separate  subject 
of  manufacture  and  sale.  Obviously  no  one,  wishing  a 
new  nozzle,  would  purchase  an  entire  new  street  washing 
machine. 

The  case  of  Langan  tv,  Warren  Axe  and  Tool  "Co.  is 
a  very  much  more  important  one.  The  decision  was 
rendered  by  the  United  States  Circuit  Court  of  Appeals, 
the  patent  was  already  granted  and  the  claim  was  held 
invalid. 

There  exists  some  difference  of  opinion  as  to  whether 
this  ruling  may  be  said  to  uphold  the  so-called  Hawley 
doctrine.  There  was  a  very  plain  discrepancy  be- 
tween the  statement  of  invention  in  the  specification 
and  the  structure  covered  by  the  claim.  The  specifica- 
tion made  it  very  clear  that  the  patentee  had  invented 
a  new  kind  of  grab-hook,  and  merely  described  how  such 
hooks  were  to  be  used,  in  pairs,  with  a  draft  device 
in  skidding  logs.  The  claim,  however,  was  for  the  com- 
bination of  a  pair  of  hooks  with  the  draft  device.  The 
novel  details  of  the  hook  were,  however,  specified  in 
the  claim. 

The  court  emphasized  this  lack  of  consistency  between 
the  statement  of  invention  in  the  description,  which  was 
that  applicant  had  merely  improved  the  hook,  and  the 
statement  of  the  claim,  and  in  doing  so  said : 

"There  is  no  suggestion  that  any  part  of  the 
patentee's  invention  resides  in  the  combination  of 
the  grab-hooks  and  the  draft  appliance.  The 
connection  between  the  grab-hooks  and  the 
draft  appliance  by  means  of  links  or  chains 
is  mentioned,  but  such  connection  was  as  old 
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as  grab-hooks  themselves,  and  the  patentee  ex- 
pressly states  that  his  invention  consists,  not  in 
any  such  combination,  but  in  the  particular 
and  peculiar  form  of  hook.  .  .  .  Not  only 
is  the  claim  for  a  combination  foreign  to  what  is 
set  forth  in  the  specification,  but  there  is  no  new 
coaction  or  cooperation  of  the  elements  of  the 
combination.  The  grab-hooks  and  the  draft 
appliance  of  the  patent,  in  combination,  coact  as 
grab-hooks  and  draft  appliances  have  always  done. 
The  grab-hook  of  the  patent,  by  reason  of  its 
peculiar  constwction  and  form,  is  very  probably 
an  improvement  of  no  little  utility.  But  the 
patentee  can  not,  merefy  because  of  this  fact, 
have  a  patent  for  a  combination,  which  shall  have, ' 
as  one  of  its  elements,  a  pair  of  such  grab-hooks. 
He  did  not  invent  the  combination.  He  invented, 
if  he  invented  anything,  an  improved  grab- 
hook." 

On  being  urged  by  counsel  to  construe  the  claim  as 
for  the  hook  alone,  the  court  said; 

"Manifestly,  we  can  not  so  construe  it.  The 
claim  is  for  a  combination  of  grab-hooks,  of  a 
peculiar  form,  and  a  draft  device.  We  are  not  at 
liberty  to  distort  its  plain  language." 

Whatever  may  be  the  view  as  to  the  general  effect 
of  this  decision,  the  fact  is  plain  enough  that  this  patentee 
lost  his  invention  because  he  did  not  claim  the  hook 
alone,  because  he  claimed  it  in  the  old  combination 
which  it  did  not  affect  in  any  new  way. 

It  is  hardly  to  be  presumed  the  court  would  have 
found  the  claim  valid  if  the  patent  itself  had  not  con- 
tained the  inconsistencies  noted  by  the  court,  provided 
the  proofs  adduced  at  the  trial  had  been  such  as  to  set 
forth  this  same  state  of  facts. 

This  decision  is  sufficiently  suggestive,  that  in  plain 
cases,  the  doctrine  should  be  applied. 

In  the  usual  house  door-bell  arrangement,  in  use  all 
over  this  city,  there  is  apush  button  switch,  a  bell,  abat- 
tery,  and  the  wire  conductors.  Each  is  a  separate  subject  of 
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invention  and  has  a  distinct  status  in  the  art  and  trades. 
An  inventor  may  improve  the  bell,  the  switch,  the 
battery,  or  the  wires.  None,  of  these  improvements 
would  affect  the  mode  of  operation  of  the  other  elements, 
and  the  claims  should  be  confined  to  whichever  element — 
the  switch,  the  bell,  the  battery  or  the  conductors — that 
is  improved.  A  combination  claim  should  riot  be  al- 
lowed. 

But  if  an  invention  is  made  in  a  part  of  the  switch, 
or  the  bell,  or  the  battery,  which  part  has  no  general 
utility,  no  separate  status,  it  is  doubtful  if  the  Office  is 
warranted  in  objecting  to  a  claim  that  includes  the 
entire  switch  or  the  entire  bell,  or  battery.  These  are 
unitary  things,  and  tb  carry  the  Hawley  doctrine  to  their 
details  of  structure  constitutes  a  refinement  of  pro- 
cedure that  can  only  result  in  harmful  confusion,  fric- 
tion and  delay. 

An  adherence  to  this  firmer  ground  in  the  applica- 
tion of  this  doctrine  will  in  no  way  endanger  the  validity 
of  any  grant,  but  will  save  much  time  and  needless  argu- 
ment. 

In  conclusion  I  leave  with  you,  therefore,  this  sugges- 
tion: 

If  this  great  and  ever-increasing  quantity  .of  work 
is  to  be  carried  on  at  all,  if  there  is  not  to  be  such  an 
accumulation  of  pending  applications  as  will  cause  the 
whole  examining  system  to  fall  of  its  own  weight,  there 
must  be  a  greater  uniformity  of  practice  on  the  part  of 
the  various  Examiners,  there  must  be  fewer  needless  ob- 
jections, fewer  needless  rejections,  better  first  searches, 
more  carefully  considered  actions,  both  on  the  part  of<the 
Examiners  and  on  the  part  of  the  applicants  as  well,  and 
a  more  prompt  conclusion  of  the  pendency  of  cases  before 
the  corps. 

January  28,-1915. 
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Inasmuch  as  the  claims  of  an  inventor  constitute  the 
chief  bone  of  contention  both  in  and  out  of  the  Patent  ■ 
Office,  it  is  thought  that  a  study  of  the  evolution  of  the 
claims  practice  might  not  be  without  profit.  While 
the  first  statutes  did  not  positively  require  an  inventor  to 
summarize  his  invention  in  a  claim  or  claims,  the  prac- 
tice of  doing  so  obviously  grew  directly  out  of  certain 
requirements  of  these  statutes.  The  United  States 
practice,  in  its  development,  is  the  more  interesting  in 
comparison  with  that  of  the  leading  foreign  countries. 

Referring  briefly  to  the  requirements  of 
Foreign  some  foreign  governments,  it  is  to  be  expected 
Practice  that  our  law  should  conform  most  closely 
(English),  to  that  of  Great  Britain  which  requires  a 
complete  specification  "to  conclude  with  a 
distinct  statement  of  the  invention  claimed."  Patentees 
should  state*,  not  what  they  claim  for  their  inventions, 
but  what  they  claim  as  their  inventions.  Thornton  on 
Patents,  page  15.  The  same  author  states  the  purpose 
of  the  claim  to  be  "to  define  and  delimit  the  invention, 
to  enable  the  patentee  to  inform  all  whom  it  may  con- 
cern exactly  what  it  is  he  considers  is  his  invention,  and 
it  is  upon  these  claims  that  the  validity  of  his  patent 
invariably  hangs." 

Thornton  gives  the  following'  rules  for  drawing  claims 
under  the  English  Practice: 

Be  clear  and  precise  and  carefully  enumerate  the 
essential  features,  having  in  mind  the  question 
"what  is  the  essence  of  the  invention." 
Claim  nothing  that  is  not  new. 


Po  not  claim  the  principle  alone,  but  only 
in  combination  with  means  for  carrying  it  into 
effect.  Claim  the  principle  carried  into  effect  in  a 
specific  way,  and  you  automatically  protect 
the  principle.  The  discovery  that  the  principle 
can  be  successfully  applied  is  the  important  point 
and  other  devices  involving  the  new  principle 
would  at  any  rate  be  subservient  to  the  master 
patent.  Do  not  claim  the  principle  and  every  way 
of  carrying  it  into  effect. 

Claim  the  combination  if  that  is  the  novelty 
and  also  the  one  novel  and  essential  element  if 
there  is  one. 

The  clever  claim-draftsman  is  the  man  who 
covers  by  his  claim  developments  which  are  not 
actually  in  view,  without  imperilling  the  validity 
of  the  patent  by  the  use  of  too'  ambiguous  lan- 
guage. 

Justice  Fletcher  Moulton  in  British  United  Shoe 
Machine  Company  vs.  Fussell  and  Sons  (Thornton,  page 
299),  says  that  "the  patentee  must  leave  the  public  in  no 
doubt  whatever  as  to  what  constitutes  that  invention 
which  he  claims  as  his  monopoly." 

Under  theEngbsh  practice  a  reference  to  the  specifica- 
tion and  drawings  in  the  claim  limits  the  claim  to  the 
German  constructi°n  described  and  shown. 
Practice  ^'ie  ProP09ed  new  German  Patent  Law 
1913  has  this  requirement  with  respect  to  the 
claim: 

"At  the  conclusion  of  the  specification  it  shall 
be  stated  what  is  to  be  placed  under  protection  as 
patentable." 

Under  the  German  practice  there  must  be  some  novel 
feature  which  performs  or  involves  some  new  function. 
Claims  for  meritorious  mechanical  combinations  are  not 
patentable  unless  something  has  been  accomplished 
which  has  not  been  accomplished  before  (Thornton  on 
Patents).  Radical  improvements,  for  instance,  in  an 
internal  combustion  engine,  which  do  not  affect  the  cycle 


of  operations  would  be  unpatentable  but  alterations  of 
construction  of  apparatus  of  a  trivial  nature  which 
would  result  in  a  different  cycle  of  operations  would  be 
patentable. 

"The  claim  should  first  recite  the  common 
type  to  which  the  improvement  is  applied  and 
thereafter  enumerate  in  a  subordinate  clause  or 
clauses  the  characteristic  feature  which  distin- 
guishes the  new  manufacture  from  previous 
forms;  that  is,  a  statement  of  what  is  old  is  to  be 
followed  by  a  statement  of  what  is  new." 

Other  The    Austrian    practice    follows    that    of 

Foreign  Germany.  "Swedish  practice  is  closely  akin 
Countries,  to  that  of  Germany  and  Austria  but  appli- 
cant is  obliged  to  characterize  his  invention 
more  specifically  in  terms  of  the  means  employed  for  a 
particular  purpose  rather  than  in  terms  of  the  function  to 
be  discharged."  (Fairweather  Foreign  and  Colonial 
Patent  Laws,  page  241.)  Under  the  French  law  "to  the 
specification  must  be  appended  a  resum^  or'succinct  enu- 
meration of  the  fundamental  principle  of  the  invention 
and  of  the  secondary  features  if  any  (Fairweather,  page 
168). 

The  early  Patent  History  of  the  United 
Early  States  is  not  entirely  devoid  of  the  element  of 
History,  humor,  nor  does  it  lack  elements  which  appeal 
to  the  sense  of  national  pride  and  patriotism.  In 
its  making  is  embodied  the  genius  of  John  Marshall,  Joseph 
Story,  Bushrod  Washington,  Joseph  Bradley,  and  other 
great  judges  of  the  Circuit  Courts  and  the  Supreme  Court 
of  the  United  States.  Among  the  advocates  before  the 
patent  bar,  are  the  names  of  Charles  Sumner  and  Daniel 
Webster.  The  earliest  grants  were  given  under  the  signa- 
tures of  George  Washington,  Thomas  Jefferson,  Edmund 
Randolph.  Before  1836  the  law  required  the  signatures 
of  the  President  cf  the  United  States,  the  Secretary  of 
State,  and  the  Attorney  General,  the  latter  being  re- 
quired to  examine  the  applications  to  see  that  they  were 
"comformable  to  law." 


An  Early        The  following  quotation  from  a  decision  of 

Decision.  Judge  Story  rendered  over  a  hundred  years 

ago  is  interesting  as  showing  the  court's  idea 

of  the  progress  and  advance  of  the  art  at  that  early  period : 

"In  the  present  improved  state  of  machinery,  it  is 
almost  impracticable  not  to  employ  the  same 
elements  of  motion  to  produce  any  new  effect," 
noting  "the  gradual  progress  of  the  invention  from 
the'first  rude  attempts  to  the  present  extraordinary 
perfection;  from  the  slight  combination  of  simple 
principles  to  the  present  wonderful  combinations 
in  ingenuity  and  intricacy  scarcely  surpassed  in 
,  the  world." 

Whittemore  et  al.  vs.  Cutter  U.  S.  Circuit  ■ 
Court,  1st  Circuit,  Oct.  1813. 


In  the  same  court  in  1814  (Odiome  vs.  Winkley)  we 
have  a  picture  of  a  jury  of  unskilled  citizens  struggling 
with  a  "reference"  in  the  form  of  a  nail  cutting  and  head- 
ing machine  produced  in  court  to  be  compared  with  the 
patented  machine  also  produced.  Expert  witnesses 
testified  as  to  the  identity  and  diversity  of  the  two 
machines  in  their  principles  and  modes  of  operation. 
With  no  statement  of  the  patentee  of  any  value  as  to 
what  constituted  the  invention,  the  jury  must  decide 
whether  the  patentee  made  an  invention  and  if  so  in  what 
it  consisted. 

Two  In  the  evolution  of  the  claim  there  are 

Periods,  broadly  two  periods,  that  prior  to  1836  and 
that  succeeding  this  date.  In  practice  there  was 
no  clearly  defined  line  between  these  periods,  one  merging 
into  the  other  with  no  marked  change  in  1836.  Patents 
of  the  latter  part  of  the  first  period  almost  universally 
have  formal  claims  although  not  required  by  law. 
The  law  of  1836  merely  endorsed  and  positively  required 
what  inventors  had  been  doing  voluntarily  for  years  prior 
to  this  date. 


THE  STATUTES. 

Requirement  for  The  act  of  1790  was  the  first 

a  Distinction  Be-  Patent  Statute.  This  act  required 
tween  New  and  Old.  the  grantee  of  each  patent  to  de- 
liver to  the  Secretary  of  State  a 
specification  in  writing,  containing  a  description  of  the 
thing  or  things  by  him  invented,  which  specification 
shall  be  so  particular  as  to  distinguish  the  invention  or 
discovery  from  other  things  before  known  and  used- 
This  requirement  for  such  a  disclosure  as  will  distinguish 
the  new  from  the  old  forms  the  original  basis  of  bur 
claims.  The  direction  is  a  general  one,  leaving  it  to  the 
inventor  to  decide  the  best  way  to  distinguish.  The 
very  early  inventors  thought  the  requirement  satisfied 
merely  by  a  description  of  the  thing  supposed  to  have 
been  invented.  In  the  case  of  an  invention  totally  new, 
disconnected  from  other  things  before  known  and  used, 
the  law  was  easily  conformed  to;  but  not  so  in  the  case 
of  an  improvement  on  something  already  known. 

The  act  of  1793  repeated  the  above  requirement  and 
added: 

"In  the  case  of  a  machine,  he  shall  fully  ex- 
plain the  principle,  etc.,  by  which  it  may  be  dis- 
tinguished from  other  inventions." 

The  requirement  for  a  distinction  between  the  new  and 
the  old  is  clear  and  positive  in  these  early  statutes.  In 
the  act  of  1836,  we  find  the  first  positive  requirement 
for  a  claim  in  the  words;- 

"He  shall  particularly  specify  and  point  out  the 
part,  improvement  or  combination  which  he 
claims  as  his  own  invention  or  discovery." 

Section  26  of  the  act  of  1870  and  Section  4888,  R.  S., 
change  the  wording  to:  "He  shall  particularly  point 
out  and  distinctly  claim."  These  provisions  of  the 
various  statutes  constitute  the  sole  basis  for  the  law 
built  up  on  this  subject. 


Practice  Under  Referring  to  the  practice  under  the 
Act  of  1793.        acts  of  1790  and  1793,  it  soon  became 

apparent  that  the  public  and  the  courts 
Burden  on  had  the  great  burden  imposed  on  them 

Public  and  of  sifting  out  a  patentee's  invention  by  a 

Courts.  careful  scrutiny  of  the  "schedule"   or 

specification  of  the  patent  in  connection 
with  the  prior  art.  Such  was  the  case  in  Odiorae  vs. 
Wlnkley  and  Whittemore  et  al.  vs.  Cutter,  both  above 
cited.    In  the  latter  case,  Justice  Story  said: 

"The  intrinsic  difficulty  is  to  ascertain  the  exact 
boundaries  between  what  was  known  and  used 
before  and  what  is  new." 

Summary  Some  of  the  early  patentees  voluntarily 
Binding.  summarized  their  inventions  at  some  point 
in  the  schedule  or  specification  and  it  was 
uniformly  held  by. the  courts  that  in  such  cases,  the 
patentee  was  bound  by  his  summary.  In  Moody  vs. 
Fiske  et  al.,  Assoc.  Justice  Story  (1820),  where  the 
patentee  stated:  "I  claim  as  new  and  as  my  invention 
the  following:  1.  The  position  of  the  rollers,"  held  the 
patent  void  because  this  position  of  the  rollers  as  shown 
by  the  evidence  was  not  new.    The  justice  said: 

It  is  often  a  serious  difficulty  from  the  obscure 
language  of  the  specification  to  ascertain  what  is 
the  nature  and  extent  of  the  invention  claimed 
by  the  patentee.  Whether  his  patent  be  valid  or 
not  must  materially  depend  upon  the  accuracy 
and  distinctness  with  which  the  invention  is 
stated.  But  in  all  cases  where  the  patentee  claims 
anything  as  his  own  invention  in  his  specifica- 
tion, courts  of  law  can  not  reject  the  claim.  Where 
a  patentee  in  his  specification  states  and  sums  up 
the  particulars  of  his  invention  and  his  patent 
covers  them,  he  is  confined  to  such  summary. 

Likewise  Judge  Baldwin  in  Whitney  et  al.  vs.  Emmett 
et  al.,  3rd  Circuit,  1831,  holds  "the  summing  up  bind- 
ing." x 


Claim  Construed  However,  this  stringency  was  fre- 
With  Rest  of  quently  modified  by  construing  the 

Specification.  summary  in  connection  with  the  rest 

of  the  specification  if  there  were'  incor- 
porated in  the  summary  a  reference  to  the  specification. 
This  interpretation  of,  the  law  is  noted  in  some  of  the 
later  decisions  of  Justice  Story.  In  Wyeth  vs.  Stone 
(1840),  the  following  claim  was  held  to.  save  the  patent 
on  this  theory: 

"The  invention  of  this  art  as  well  as  of  the 

particular  method  of  the 'application  of  the  princi-, 

pie  is  claimed  by  the  subscriber." 

Likewise  in  Stone  vs.  Sprague,  Fed.  Cases,  13487 
(1840),  the  same  justice  held  that  the  patentee — 

"limits  his  invention  to  the  specific  machinery 
and  mode  of  communication  of  motion  set  forth 
and.  specifically  described  in  the  specification." 

The  claim  in  this  case  stated: 

"I  claim  as  my  invention  the  connection,  etc., 
as  above  specified." 

The  patents  in  these  two  cases  were  granted  under  the 
act  of  1793.  To  the  same  effect  are  the  decisions  under 
the  act  of  1836  by  Justice  Woodbury  in  Davoll  vs.  Brown, 
Fed.  Cases,  3662  (1845),  and  Justice  Curtis  in  Silsby  vs. 
Foote,  14  How.,  226  (1852).  The  claim  in  the  former 
case  calls  for: 

"The  arrangement  of  the  spindles  and  flyers 
in  two  rows  in  combination  with  the  described 
arrangement  of  gearing." 

The  claim  did  not  specify  the  kind  of  flyer  but  the 
court  held  it  thus  limited  from  the  specification.  The 
gearing  could  not  be  used  with  any  other  kind  of  flyer 
In  the  latter  case  the  justice  states  respecting  the  fol- 
lowing claim : 

"I  claim  the  combination  above  described  by 
which  the  regulation  of  the  heat  of  a  stove  or  other 
structure  in  which  it  may  be  used  is  effected." 


"The  patent  calls  for  all  the  elements  of  the 
combination  as  are  actually  employed  to  effect  the 
regulation  of  the  heat  according  to  the  plan  of  the 
patentee  described  in  his  specification." 

"When  a  claim  does  not  point  out  and  designate 
the  particular  elements  which  compose  the  com- 
bination but  only  declares,  as  it  properly  may, 
that  the  combination  is  made  up  of  so  much  of  the 
described'  machinery  as  effects  a  particular  re- 
sult, it  is  a  question  of  fact  which  of  the  described 
parts  are  essential  to  produce  that  result." 

The  requirement  for  a  distinction  between 
Early '  the  new  and  the  old  is  insisted  upon  in 

Decisions,  numerous  decisions  under  the  early  statutes. 
The  early  judges  followed  a  leading  English 
decision  to  enforce  this  requirement  of  the  law.  Lord 
Ellehborough  in  McFarlane  vs.  Price  (1  Starkies,  N.  P.  R. 
199),  holds: 

"It  is  essential  to  point  out  what  is  new  and 
what  is  old.  A  patent  ought  to  inform  the  person 
who  consults  it  what  is  new  and  what  is  old. 
A  person  ought  to  be  warned  by  the  specification 
against  the  use  of  a  particular  invention." 

In  Lowell  vs.  Lewis  (1817)  Fed.  Cases,  8568,  Justice 
Story  says  the  patentee— 

"should  distinguish  what  is  new  and  what  is 
old  in  his  specification  so  that  it  may  clearly  ap- 
pear for  what  the  patent  is  granted.  .  .  . 
If  the  description  mixes  up  the  old  and  the 
new  and  does  not  distinctly  ascertain  for  which 
in  particular  the  patent  is  claimed,  it  ia  void; 
since  if  it  covers  the  whole  it  covers  too  much,  and 
if  not  intended  to  cover  the  whole,  it  is  impossible 
for  the  court  to  say  what  in  particular  is  covered 
as  a  new  invention.  It  is  sufficient,  however,  if 
what  is  claimed  as  new  appear  with  reasonable  cer- 
tainty on  the  face  of  the  patent  either  expressly 
or  by  necessary  implication.  But  it  ought  to  ap- 
pear with  reasonable  certainty;  for  it  is  not  to  be 
left  to  minute  inferences  and  conjectures." 


One  of  the  leading  early  cases  is  that  of  Evans  vi. 
Eaton,  3  Wheaton,  518.  This  case  first  came  before 
Chief  Justice  Marshall  in  1818,  in  which  the  Chief  Jus- 
tice laid  down  the  law  as  follows: 

"In  all  cases  where  a  patentee's  claim  is  for  an 
improvement  on  a  machine,  it  wiU  be  incumbent 
on  him  to  show  the  extent  of  the  improvement 
so  that  a  person  understanding  the  subject  may- 
comprehend  distinctly  in  what  it  consists." 

When  this  case  came  up  for  a  second  trial  in  the  Cir- 
cuit Court  of  the  United  States  for  the  District  of 
Pennsylvania,  Justice  Bushrod  Washington  of  the  United 
States  Supreme  Court  remarked:  "Of  what  use  is  the 
specification  unless  it  be  to  define  with  precision  the  ex- 
tent and  nature  of  the  improvement,"  and  on  appeal  to  - 
the  Supreme  Court  before  Justice  Story  in  1822,  the 
justice  has  this  to  say  about  the  purpose  of  a  patent 
specification: 

"The  specification  has  two  objects: 
"1st.    To  make  known  the  manner  of  construct- 
ing  the   machine    so    as   to   enable   artisans   to 
make  and  use  it  and  thus  give  the  public  the  bene- 
fit of  the  discovery. 

"2d.  To  put  the  public  in  possession  of  what  the 
party  claims  as  his  own  invention.  The  specifica- 
tion must  distinguish  the  invention  from  all 
other  things  before  known.  How  can  that  be  a 
sufficient  specification  of  an  improvement  in  a 
machine  which  does  not  distinguish  what  the 
improvement  is,  nor  state  in  what  it  consists,  nor 
how  far  the  invention  extends;  which  describes 
the  machine  fully  and  accurately  as  a  whole,  mix- 
ing up  the  new  and  the  old,  but  does  not  in  the 
slightest  degree  explain  what  is  the  nature  or  limit 
of  the  improvement  which  the  party  claims  as  his 
own." 

This  decision  and  McFarlane  vs.  Price  were  quoted 
and  followed  in  Barrett  et  al.  vs.  Hall  et  al.,  Fed.  Cases, 
1047,  by  Justice.  Story  in  the  Circuit  Court  of  the  United 
States,  District  of  Massachusetts. 
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In  Dixon  fs.'Moyer,  Fed.  Cases,  3931  (1821)  Assoc. 
Justice  Washington  says: 

'  "It  is  not  enough  for  the  plaintiff's  counsel 
or  the  witnesses  to  point  out  at  the  trial  or  even 
for  the  jury  to  perceive  by  examination  of.  the 
thing  patented  and  comparing  it  with  others  be- 
fore in  use,  what  it  is  that  constitutes  the  im- 
provement. Third  persons  wishing  to  avoid  sub- 
mission to  the  penalty  which  the  law  imposes  on 
them  and  the  troubles  and  expense  of  litigation  can 
safely  depend  upon  no  other  information,  than 
what  the  records  of  the  Secretary  of  State's 
office  afford.  No  description  of  the  discovery 
secured  by  a  patent  will  fulfill  the  demands  of 
justice  and  of  the  law,  but  such  as  is  of  record 
there.  The  specification  contains  the  whole 
truth  relative  to  the  discovery;  but  the  objection 
is  that  throughout  the  whole  of  a  very  intelligi- 
ble description  of  the  mode  of  making  the  saddle, 
the  patentee  has  not  distinguished  what  was  new 
from  what  was  old  before  in  use,  nor  pointed  out 
in  what  particulars  his  improvement  consisted." 


These  decisions  are  followed  by  Justice, Woodbury  in 
Hogg  vs.  Emerson,  6  How.,  484. 

From  a  study  of  the  above  cases,  the 
Decisions  deficiency  of  the  early  patent  specifica- 
Under  the  tions  is  easily  seen.  Endless  difficulties 
Act  of  1836'.  for  the  courts  and  public,  and  great  and 
irreparable  loss  to  inventors  and  patentees 
resulted  from  failure  to  distinctly  claim  the  invention  to 
be  covered  by  the  patent.  While  the  above  decisions 
place  the  burden,  under  the  law,  of  setting  forth  the  in- 
vention on  the  patentee,  as  a  matter  of  fact  the  cases 
show  that  this  burden  fell  on  the  public  and  the.  courts 
because  of  the  failure  of  the  patentees  to  assume  it. 
The  obvious  solution  of  the  problem  was  to  require  the 
inventor  to  formulate  his  invention  in  a  claim  or  claims 
at  the  end  of  his  description.  This,  the  act  of  1836  for 
the  first  time  positively  required. 
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The  mere  embodiment  of  a  formal 
Growth  of  the  claim  as  required  by  the  act  of  1836 
Modern  Claim,  however,  was  not  a  panacea  for  all  diffi- 
culties. It  remained  for  the  lawyers  of 
succeeding  years  to  perfect  the  practice  by  evolving  , 
a  claim  of  proper  form  and  substance  to  clearly  and  dis- 
tinctly set  forth  the  invention.  The  claims  of  many 
patents  under  the  new  act  remained  so  informal,  inde- 
finite, unprecise,  and  inadequate  to  define  the  invention 
as  to  afford  little  relief  to  the  courts  and  public. 

A  patent  to  William  Hovey  granted  September  23, 
1845,  was  the  subject  of  a  suit  in  Hovey  vs.  Stevens,  Fed. 
,  Cases,  6745,  in  the  1st  Circuit  under  Justice  Wood- 
bury in  1846.  The  claim  involved  set  forth  giving  to  a 
cutter  a  traveling  motion  in  combination  with  aTecipro- 
oatory  rotary  motion  indirectly  referring  to  the  elements 
of  his  construction.  The  court  was  willing  to  construe 
the  claim  to  be  for  "the  mode  or  manner  of  producing 
these  motions,"  the  combination  of  which  was,  however, 
,  proved  to  be  old.  The  law  with  respect  to  a  distinction 
between  the  new  and  old  was  re-affirmed,  this,  said  the 
justice,  being  part  of  the  bargain  with  the  Government. 

"How  easy  it  would  have  been  to  say  what  the 
inventor  wished  and  to  say  it  so  as  to  be  intelligible 
to  all;  some  new  part  or  combination  of  old  parts. 
But  now  all  is  doubtful  on  the  face  of  the  patent. 
The  only  thing  certain  is  the  combination  of  the 
two  motions,  but  this  is  admitted  to  be  old." 

An  interesting  case  in  which  the  patentee  needlessly 
limited  the  definition  of  his  invention  is  that  of  Winans 
vs.  Denmead,  15  How,  341  (1853).  The  claim  called  for  a 
car  body  in  the  form  pf  the  frustum  of  a  cone.  Justice 
Curtis  held  that  other  shapes  of  ear  bodies  having  the 
same  mode  of  operation  infringed  the  claim.  "In  con- 
templation of  the  law  a  patentee  is  deemed  to  claim  every 
form  in  which  his  invention  may  be  copied." 

As  showing  how  the  courts  looked  upon  the  purpose  of 
the  claim  in  1868  attention  is  called  to  the  statement  of 
District  Judge  Shipman  Circuit  Court  for  the  District 
6i  Connecticut  in  Blake  vs.  Stafford,  Fed.  Cases,  1504, 


following  Lowell  vs.  Lewis,  Moody  vs.  Flake,  and  Bar- 
rett et  al.  vs.  Hall  et  al; 

"The  office  of  the  claim  is  to  define  the  limits 
of  the  patented  discovery  claimed  by  the  patentee 
as  his  exclusive  property.  If  the  court  can  clearly 
see  the  nature  and  limits  of  the  invention,  Uie 
claim  will  be  upheld-" 

Coming  now  to  certain  decisions  of 
Some  Decisions  early  Commissioners  of  Patents,  in 
of  Commissioners  Ex  parte  Continental  Wind  Mill 
of  Patents.  Co.,   C.    D.,  1870,    Acting  Commis- 

sioner Duncan  held    the  following 
claim  unobjectionable: 

"The  arrangement  of  gearing  for  communicat- 
ing motion  from  the  windwheel  shaft  to  the  driv- 
ing shaft  by  interposed  reversing  cog  wheels,  sub- 
stantially as  described,  in  combination  with  the 
turn  table,  or  equivalent,  and  the  vane  for 
holding  the  windwheel  to  the  wind." 

The  following  reproof  of  the  attorney  is  interesting  as 
showing  this  early  Commissioner's  views  respecting 
the  form  of  claims: 

"The  claim  is  clumsily  constructed  and  reflects 
tittle  credit  upon  the  professional  skill  employed 
in  framing  it.  Yet,  it  can  have  but  a  single  inter- 
pretation and  in  a  legal  aspect  is  unobjectionable." 

Acting  Commissioner 
Claims  in  the  Participial  Form.  Thacher  in   1872  criti- 
cises the  following  claim 
in  a  wet  gas-meter  specification: 

"Increasing  the  area  of  the  water 
Beginning  of  surface  in  one  chamber  with  relation  to 

Modern  Practice,  that  in  another  chamber,  by  construct- 
ing the  one  chamber  'with   the  en- 
largement shown  in  Figures  2  and  3." 

The  claim  should  read: 

"The  inlet  chambers  provided  with  an  enlarge- 
ment having  a  certain  relation." 
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Commissioner  Leggett  in  the  same  year  calls  attention 
to  the  bad  foTm  of  a  similar  claim  in  Ex  parte  JohD  M. 
Cornell;  also  in  Ex  parte  T.  C.  Hooper: 

"1  have  no  doubt  but  that,  if  allowed,  the 
courts  would  by  a  liberal  construction  save  the 
claim.  The  reference  to  mechanism  would  enable 
a  court  in  its  efforts  to  save  the  patent  to  so 
construe  the  claim  as  to  make  it  embrace  the 
means  by  which  the  ends  of  beams  are  prepared, 
although  in  terms  the  claim  is  for  preparing  the 
ends  of  the  beams.  The  fact  that  courts  will  con- 
strue loosely-drawn  and  ambiguous  claims  so  as  to 
save  the  patent  if  possible  is  no  valid  reason  for 
allowing  such  claims  and  is  no  justification  of  at- 
torneys in  pressing  them  upon  the  office.  The 
public  has  a  right  to  know  the  exact  limitations  of 
a  patentee's  monopoly  and  for  that  reason  the  law 
requires  distinct,  exact,  and  sharply  defined 
claims  (Sect.  26  and  Rule  44). 


The  above  view  of  the  requirements  of  the  law  is 
repeated  by  Acting  Commissioner  Thacher  in  1873  in 
the  case  of  Ex  parte  Cox  in  an  application  for  the  re- 
issue of  a  patent  granted  in  1850,  in  which  claims  in  the 
participial  form  were  allowed  without  objection,  "under 
a  former  lax  practice.  Now  that  they  are  before  the  office 
again,  they  should  be  amended  to  conform  to  the  deci- 
sions of  the  courts  and  the  present  practice  of  the  office." 
These  decisions  rendered  over  forty  years  ago  are  inter- 
esting as  showing  the  beginning  of  the  present  prac- 
.  tice  of  the  office  with  reference  to  the  positive  inclusion 
of  elements  in  a  claim.  Justice  Bradley  in  Ives  et  al.  vs. 
Hamilton,  C.  D.,  1876,  in  a  suit  on  a  patent  granted 
September  5,  1865,  raised  no  objection  to  a  claim  in  this 
participial  form,  viz.:  "Giving  to  a  saw  a  certain  move- 
ment," etc.,  and  Judge  Blatchford  in  Lull  vs.  Clarke  etal., 
C.  D.,  1882,  U.  S.  Circ.  Court  of  Dist.  of  New  York, 
construed  this  form  of  claim  as  one  for  mechanism,  stat- 
ing it  to  be  awkwardly  drawn  but  that  the  description 
must  be  looked  to  to  ascertain  what  the  mechanism  is. 
Under  the  principle  of  "Lex  ndncogitadimpossibilia" 


the  following  claim  was  held  good  by  Acting  Commis- 
sioner Doolittle  in  1876  in  Ex  parte  Tweedle: 

"As  a  pew  article  of  manufacture,  the  petro- 
leum product  hereinbefore  specified  and  having  the 
characteristics  herein  described," 

followed  by  a  process  claim  by  which  the  product  was 
produced.  It  was  held  that  it  was  not  possible  or  practi- 
cable to  more  distinctly  claim  the  product  in  question 
without  repeating  the  greater  part  of  the  specification. 
It  was  "a  new  prdduct  as  yet  unchristenedand  its  prop- 
erties unknown  had  been  discovered."  It  was  an  excep- 
tional case.  Tne  pf-oduct  cbuld  only  be  defined  by  refer- 
ence to  the  process. 

This  decision  therefore  was  not  allowed  to  sanction  the 
following  claim  for  a  medical  compound  in  the  case  of 
Ex  parte  Williams  C.  D.,  1877 : 

"The  hereinbefore  described  compound  01  com- 
position of  matter,  consisting  of  the  ingredients 
mentioned,  prepared  in  the  manner  and  proportion 
substantially  as  described  and  for  the  purpose  set 
forth." 

Acting  Commissioner  Doolittle  says  the  applicant 
might  as  well  say : 

"I  claim  the  invention  described." 

The  claim  should  sot  forth  the  "composition  consisting 
of  the  elements  (naming  them)  in  the  proportions  and 
combined  in  the  manner  described. 

The  following  quotation  from  Jus- 

The  Courts  and      tice  Miller's  decision,  Supreme  Court 

Modern  Practice,  of  the  United  States,  1877,  in  Merrill 

vs.  Yeomans  et  al.,  sums  up  the  state  of 

the  Patent  Laws  at  that  time: 

"The  growth  of  the  patent  system  in  the  last 
quarter  of  a  century  (1852-1877)  iu  this  country 
has  reached  a  stage  in  its  progress  where  the 
variety  and  magnitude  of  the  interests  involved 
require  accuracy,  precision,  and  care  in  the  prepar- 
ation of  all  the  papers  on  which  the  patent/ is 
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founded.  The  developed  and  improved  condition 
of  the  patent  law  and  of  the  principles  which  gov- 
ern the  exclusive  rights  conferred  by  it,  leave  no 
excuse  for  ambiguous  language  or  vague  descrip- 
tion. The  public  should  not  be  deprived  of  rights 
supposed  to  belong  to  it  without  being  clearly 
told  what  it  is  that  limits  these  rights.  The 
genius  of  the  inventor  making  improvement 
should  not  be  restrained  by  vague  and  indefinite 
description  of  claims  in  existing  patents  frocn  the 
salutary  and  necessary  right  of  improving  on  that 
which'has  already  been  invented-" 

Justice  Bradley  approving  this  view  of  the  law  in  The 
Keystone  Bridge  Co/iw.  Phoenix  Iron  Co.,  C.  D.,  1877, 
says: 

"When  a  claim  is  so  explicit,  the  courts  can  not 
alter  or  enlarge  it.  If  the  patentees  have  not 
claimed  the  whole  of  their  invention  they  should 
have  sought  a  re-issue.  They  can  not  expect  the 
courts  to  read  through  the  history  of  the  art,  and 
spell  out  what  they  might  have  claimed  but 
have  not  claimed.  Since  the  Patent  Act  of 
1836  the  patent  laws  require  that  an  applicant 
for  a  patent  shall  not  only  by  a  specification 
in  writing  fully  explain  his  invention  but  shall 
particularly  point  out  and  distinctly  claim  the 
same.  This  provision  was  inserted  in  the  law  for 
the  purpose  of  relieving  the  courts  from  the  duty 
of  ascertaining  the  exact  invention  of  the  patentee 
by  inference  and  conjecture  derived  from  labor- 
ious examination  of  previous  inventions  and  a 
comparison  thereof  with  that  claimed  by  him. 
This  duty  is  now  cast  on  the  Patent  Office. 
There  his  claim  is,  or  is  supposed  to  be,  examined, 
scrutinized,  limited  and  made  to  conform  to  what 
he  is  entitled  to.  As  patents  are  procured  ex 
parte,  the  public  is  not  bound  by  them,  but 
the  patentees  are.  And  the  latter  can  not  show 
that  their  invention  is  broader  than  the  terms 
of  their  claim;  or  if  broader,  they  must  be  held 
to  have  surrendered  the  surplus  to  the  public." 
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This  view  of  the  law  is  repeated  by  the  same  justice  in 
Burns  vs.  Meyer  100  U.  S.,  671, 1879,  20  O.  G.,  1891. 

To  the  same  effect  is  the  decision  of  Judge  Nixon,  U.  S. 
Circ.  Court,  Dist.  of  New  Jersey,  1880  in  Delaware  Coal 
and  Ice  Co.  vs.  Packer,  C.  D.,  1883. 

"It  is  the  office  of  the  claim  to  reveal  to  the 
world  what  the  characteristics  of  the  invention  are 
for  which  the  patentee  desires  protection." 

That  a  patentee  is  strictly  limited  to  his  claim  is  taught 
in  Couse  and  Blood  vs.  Johnson  et  al.  C.  D.,  1879.  Judge 
McKennon,  U.  S.  Circ.  Court,  W.  Dist.  of  Pennsylvania: 
The  Lehigh  Valley  R.  R.  Co.  vs.  Mellon  et  al.  C.  D.,  1881, 
Justice  Woods,  Supreme  Court  of  the  United  States: 
McKesson  et  al.  vs.  Carndick,  C.  D.,  1882,  Justice 
Blatehford,  U.  S.  Circ.  Court  S.  Dist.  of  New  York: 
■  McCaity  vs.  Lehigh  Valley  R.  R.  Co.  (1895),  160  U.  S., 
110;  National  Enameling  Co.  vs.  New  England  Enamel- 
ing Co.  v1906),  151  Fed.  Rep.,  19.  On  the  other  hand, 
in  Aram  et  al.  vs.  Mohne  Wagon  Co.,  1883,  Judge  Blod- 
gett  in  U.  S.  Circ.  Court  for  N.  Dist.  of  Illinois,  held  a 
claim  infringed  even  though  the  defendant  used  a  differ- 
ent construction  from  that  set  forth  in  the  claim  where 
this  part  of  the  construction  was  old.  The  court  held  that 
the  essential  features  of  the  patent  were  present  in  the 
defendant's  machine.  The  patentee's  invention  can  not 
be  thus  taken  from  him.  Likewise,  in  a  recent  decision  of 
Judge  Lacombe,  Circuit  Court  of  Appeals,  Secoad  Cir- 
cuit, 209  O.  G.,  1689,  while  the  claim  set  forth  iron  as  an 
ingredient,  the  court  held  the  claim  infringed  by  the  de- 
fendant's composition  although  iron  was  not  used  but 
some  equivalent  therefor.  The  invention  being  a  pioneer 
invention,  is  entitled  to  a  liberal  construction  of  the  doc- 
trine of  equivalents. 

In  Schillinger  vs.  Cranford,  C.  D.,  1886,  Judge  Hagner, 
Supreme  Court  of  the  District  of  Columbia,  held  a 
mixture  of  concrete  and  sand  not  an  equivalent  of  tar 
paper,  placed  between  blocks  of  concrete,  although  the 
claim  called  for  "tar  paper  or  its  equivaleat."  "One 
seeking  a  monopoly  may  surely  be  required  to  utee  plain 
terms  that  plain  people  may  be  able  to  understand,  ex- 
plaining what  it  is  he  claims  to  have  invented." 


In  Thayer  vs.  Spaulding,  CD.,  1886,  Judge  Blodgett 
held  the  following  claim  infringed: 

"The  open  cage  provided  with  the  forehead  rest 
arranged  in  it  substantially  as  represented." 


The  patentee  being  the  first  in  the  art  to  show  a  rest 
for  the  forehead  in  a  mask  intended  to  protect  the  face, 
he  had  a  right  to  cover  the  forehead  rest  broadly,  not  the 
special  means  by  which  he  fixed  it  to  the  wires  of  the  cage. 
The  defendant's  head  rest  performed  the  same  function 
as  that  performed  by  l;he  patentee's  head  rest,  although 
fixed  to  the  cage  by  different  mea|ns. 

In  Becker  vs.  Hastings  et  al.  C.  D.,  1884,  Judge 
Butler,  U.  S.  Circ.  Court  for  the  Eastern  District  of 
Pennsylvania,  refused  "to  enlarge  a  claim  by  construc- 
tion. Whether  the  claim  miglit  have  been  made  broader 
in  view  of  the  invention  described  in  the  specification, 
and  shown  in  the  drawings,  we  need  not  consider.  The ' 
language  of  the  clairn  is  plain." 

Acting  Commissioner  Dyrenforth  in  Ex  parte  Holt, 
CD.,  1884,  says: 

"The  aim,  the  end,  the  purpose  of  the  claim 
is  to  point  out  particularly  and  distinctly  define 
the  invention  to  be  secured  to  the  individual.  The 
claim  is  the  measure  of  the  patent  and  the  day  has 
passed  when  the  courts  will  search  through 
the  specification  for  information  which  it  is  the 
very  office  of  the  claim  to  impart." 

This  law  is  repeated  by  the  same  Commissioner  in  Ex 
parte  Wilkin,  C.  D.,  1884,  and  McClain  vs.  Ortmayer,  141 
TJ.  S.,  419  (1891). 

In  Ex  parte  Paige,  C  D.,  1887,  Commissioner  Hall 
says  with  respect  to  the  purpose  of  the  claim: 

It  should  protect  the  public  in  two  important 
and  essential  particulars: 

1.  To  define  the  invention  as  a  property,  the  use 
of  which  has  become  a  monopoly  by  virtue 
of  the  patent,  so  as  to  protect  the  public  who  deal 
with  it. 
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2.  To  define  and  mark  out  clearly  the  field 
of  the  invention  with  reference  to  the  subject- 
matter  involved  so  that  the  public  inventive 
genius  of  the  people  may  not  be  deluded  by  indefi- 
nite claims,  or  frightened  or  deterred  from  v 
following  inventive  pursuits  by  claims  apparently 
covering,  matter,  extent,  or  scope  not  possessed 
or  not  patentable. 

In  Smith  et  al.  vs.  Murray  et  al.  C.  D.,  1886,  U.  S. 
.  Circuit  Court,  North  Dist.  of  Illinois,  Judge  BJodgett 
held  that  a  claim  could  not  answer  for  a  description  of 
the  invention,  the  claim  specifying,  "exsiccated  ammonia- 
alum,"  although  the  specification  did  not  describe  the 
latter  nor  how  to  compound  it  with  the  other  ingredients. 
That  is,  a  claim  without  a  specification  is  as  deficient 
as  a  specification  without  a  claim.  • 

In  Rogers  on  Patents,  page  57,  the  present  practice 
with  respect  to  claims  is  summed  up  as  follows: 

"The  tendency  of  the  times  appears  to  be  to 
more  simplicity  and  precision  in  the  drawing  of 
claims  so  that  patents  shall  seldom  require  inter- 
pretation or  construction  and  so  that  in  any  cause, 
whether  in  the  Patent  Office  or  without,  the  pro- 
ceeding may  be  based  upon  a  clear  statement  of 
the  actual  invention  with  only  the  limiting  clauses 
necessary  or  desirable  to  place  the  invention  in  its 
proper  relation  to  the  art.  The  one  essential 
thing  is  that  the  novel  invention  shall  be  clearly 


THE  "INVENTION"  MUST  BE  DISTINGUISHED. 

Referring  to  another  aspect  of  this  subject,  it  may  be 
noted  that  a  claim  may  particularly  point  out  and  dis- 
tinctly define  a  certain  structure  but  that  structure  may 
not  be  the  applicant's  or  patentee's  invention.  In  other 
words,  the  requirement  of  particularity,  definiteness,  and 
distinctiveness  may  be  fully  complied  with,  and  yet  the 
patent  may  be  fatally  defective  because  the  party's  in- 
vention (the  part,  improvement,  or  combination)  is 
not  distinguished  in  the  claim  with  the  emphasis  on 
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the  "invention,"  rather  than  the  "distinction."  This 
fault  may  manifest  itself  in  two  ways.  A  claim  may 
include  too  much  of  the  old  with  the  new,  or,  it  may 
cover  the  new  too  broadly.  The  point  in  mind  is  illus- 
trated in  the  early  English  decision  of  Hornblower  vs* 
Boulton  King's  Bench,  Jab.  25,  1799.  The  patent  in 
suit  was  that  to  James  Watt  for  lessening  the  consump- 
tion of  steam  in  engines  by  an  alteration  of,  and  addition 
to,  parts  common  to  all  steam  engines.  The  court  held 
that  Watt  was  not  entitled  to  a  patent  for — 

"the  sole  vending  and  making  the  whole  engine 
so  altered  and  improved;  for  such  a  patent 
would  have  been  more  extensive  than  the  thing 
invented.  The  patent  must  be  supported  as 
granted  for  an  improvement  and  addition  to  old 
engines  known  and  in  use." 


If  in  such  case,  "the  patent  is  for  the  whole  machine, 
it  is  void."  Boulton  vs.  Bull,  2  H.  Bl.,  4d3.  The  same 
law  is  set  forth  in  Bevil  vs.  Moore,  2  Marshall's  R.,  211. 

"If  the  invention  be  an  improvement  only 
_.  .  .  the  specification  should  be  d*awn  up  in 
terms  which  do  not  include  anything  but  the 
improvement"  (McFarlane  vs.  Price). 

These  English  decisions  are  approved  by  our  own 
courts  in  Whittemore  vs.  Cutler  (Justice  Story) ;  Good- 
year vs.  Matthews  (Justice  Livingston,  1814);  Lowell  vs. 
Lewis  (1817);  Evans  vs.  Eaton;  Barrett  et  al.  us.  Hall 
et  al.,  Fed.  Cases,  1047  (Justice  Story,  1818)  and  O'Reilly 
vs.  Morse,  15  How.,  119  (Justice  Taney,  1853). ' 

"A  patentee  can  not  include  in  his  patent  the 
exclusive  use  of  machinery  already  known" 
(Lowell  vs.  Lewis). 

"The  law  requires  that  a  patentee  shall  not 
claim  as  new  what  is  covered  by  a  former  in- 
vention whether  made  by  himself  or  any  other 
person"  (O'Reilly  vs.  Morse). 
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r  A  patent  to  McCormick  granted  in  1845,  and  involved 
in  the  suit  of  McCormick  vs.  Talcott,  20  How.,  405  (1857) 
contained  the  following  claim: 

"I  claim  the  combination  of  the  bow  L,  and 

the  dividing  iron  M  for  separating  the  wheat 

in  the  way  described." 

Justice  Grier  states  the  law  as  follows: 

"If  he  be  the  original  inventor  of  the  device 
or  machine  called  the  divider,  he  will  have  a  right 
to  treat  as  infringers  all  who  make  dividers  operate 
ing  on  the  same  principle  and  performing  the 
same  functions  by  analogous  means  or  equiva- 
lent combinations.  But  if  the  invention  claimed 
be  itself  but  an  improvement  on  a  known  machine 
by  a  mere  change  of  form  or  combination -of  parts, 
the  patentee  can  not  treat  as  an  infringer  one  who 
has  improved  the  original  machine  by  the  use  of 
a  different  form  or  combination  performing  the 
same  functions.  The  inventor  of  the  first  im- 
provement can  not  invoke  the  doctrine  of  equiva- 
lents to  suppress  all  other  improvements  which 
are  not  mere  colorable  evasions  of  the  first." 

In  Phillips  vs.  Page,  Justice  Nelson,  24  How.,  164' 
Supreme  Court  of  the  United  States,  1860,  criticized  a 
claim  for  "a  precise  organization  of  an  old  machine." 

"Instead  of  claiming  the  old  parts,  the  claim 
should  have  excluded  them  and  claimed  the  new 
by  which  the  old  were  adapted  to  the  new  use, 
producing  the  new  result." 

In  Burr  vs.  Duryee,  1  Wall,  531,  U.  S.  Supreme  Court, 
1 863,  Justice  Grier  says : 

"An  inventor  who  has  made  an  improvement  in 
a  machine  can  not  include  all  previous  inventions, 
and  have  a  claim  to  the  whole  art,  discovery  or 
machine  which  he  has  improved.  Al!  others  have 
an  equal  right  to  make  improved  machines  pro- 
vided they  do  not  embody  the  same,  or  sub- 
stantially the  same,  devices  or  combination  of 
devices  which  constitute  the  peculiar  characteristic 
of  the  previous  invention." 
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The  same  statement  of  the  law  is  repeated  in  Case  vs. 
Brown,  2  Wall.,  320,  by  the  same  justice  (1864). 

In  Burden  vs.  Coming,  2  Fish,  489,  Judge  Hall  in  TJ.  S. 
Circuit  Court,  N.  Dist.  of  New  York,  1864,  states  the 
law  in  these  words : 

"Before  and  after  the  plaintiff's  invention 
any  person  was  at  liberty  to  invent,  patent,  and 
use  new  and  distinct  improvements  upon  any  or 
either  of  the  then  existing  machines;  any  inventor 
might  properly  patent  and  use  the  device  invented 
and  patented  by  him  for  that  purpose  provided  it 
was  as  independent,  distinct  and  substantially 
different  device  from  any  of  those  previously 
invented.  Although  several  inventors  might 
obtain  substantially  the  same  result,  if  it  was 
obtained  by  means  substantially  different  in  char- 
acter, construction,  and  arrangement  and  mode  of 
operation  from  any  prior  invention  adapted  to  the 
same  general  purpose,  the  use  of  such  means  for  a 
similar  or  even  for  the  same  purpose,  would  not 
infringe  the  rights  of  the  patentee." 


To  the  same  effect  is  the  decision  of  Judge  Wallace 
in  the  United  States  Circuit  Court,  S.  Dist.  of  New  York, 
in  Railway  Register  Mfg.  Co.  vs.  Third  Ave.  Ry.  Co. 
et  al.,  C.  D.,  1888.  The  prior  art  showed  a  combina- 
tion between  the  indicator  and  the  trip-register: 

"It  was  open  to  the  patentee  to  invent  a  new 
one  or  one  between  the  indicator  and  trip-register 
and  a  permanent  register.  But  after  he  had  done 
this,  it  was  open  to  others  to  make  a  combina- 
tion, between  the  same  parts  which  would  accom- 
plish a  similar  result  by  a  different  organization, 
introducing  a  different  mode  of  operation.  The 
apparatus  of  defendants  had  done  this." 


Their  permanent  register  was  actuated  with  every  ac- 
tuation of  the  trip  register  instead  of  at  the  end  of  the  trip 
as  in  the  patentee's  apparatus. 
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That  an  invention  may  con- 
Invention  in  Both  the  sist  both  in  the  combination  of 
Combination  and  a  old  elements  and  in  a  new  ele- 

New  Element.  ment  is  taught  in  Seymour  us. 

Osborne,  11  Wall.,  547,  Justice 
Clifford  in  Supreme  Court  of  the  United  States,  1870: 

"Patented  inventions  are  also  made  which 
embrace  both  a  new  ingredient  and  a  combina- 
tion of  old  ingredients  embodied  in  the  same 
machine.  ,  .  .  The  property  of  the  patentee 
consists  not  only  in  the  new  ingredient  but  also 
in  the  new  combination." 

Circuit  Judge  Drummond  in  Brown 
Invention  in  a       vs.  Selby,  Circ.  Court,  N.  Dist.  Illinois 
Single  Feature.     (C.  D.,  1871),  criticises  the  patentee's 
claim  thus: 

"This  claim  is  for  the  whole  machine.  The 
plaintiff  was  not  the  inventor  of  the  corn  planter. 
He  was  at  most  an  imprbver.  He  should  have 
stated  what  his  improvement  was.  If  a  man 
merely  improves  an  agricultural  implement,  he 
should  clearly  disclose  what  is  new.  A  claim 
put  in  such  general  terms  ought  not  be  permitted-- 
to  stand.  The  plaintiff  lays  his  hand  on  the  entire 
corn  planting  machine.  He  uses  the  improve- 
ments of  others.  It  was  not  fair  to  the  public  to 
use  those  improvements  and  then  say  that  he 
claimed  them  as  well  as  his  own.  These  vague 
and  sweeping  claims  of  entire  machines  where 
the  patentee  has  only  improved  a  part  ought  not 
to  be  encouraged." 

This  statement  of  the  law  is  repeated  by  Judge  Wood- 
ruff, North  Dist.  of  New  York,  1873,  in  Marsh  vs.  Dodge 
and  Stevenson  Mfg.  Co. 

Commissioner  Spear  in  Ex  parte  Funck,  C.  D,,  1878, 
says: 

"If  an  additional  feature  entirely  independent 
of  old  elements  so  far  as  co-acting  with  them, 
is  incorporated  in  a  device,  it  must  be  manifest 


that  the  claim  Bhould  cease  when  it  has  specified 
the  single  feature.  The  retention  of  the  old  ele- 
ments in  the  claim  when  there  is  nothing  in  com- 
mon between  them  and  the  one  newly  added 
to  the  machine  is  a  mis-statement  of  the  inven- 
■  tion,  giving  a  fictitious  importance  to  the  im- 
provement and  defeating  any  accurate  judgment 
of  its  merit  because  of  the  obscurity  resulting 
from  the  erroneous  association." 

In  Ex  parte  Kitsoh,  C.  D.,  1881,  Commissioner  Mar- 
ble held  a  claim  good  although  it  did  not  include  "a  feed- 
ing apron  or  means  for  feeding  cotton  to  the  grasping 
rolls."    This,  he  said,  is  part  of  the  old  machine  and  need  ' 
not  be  included. 

"The  improvement  did  not  extend  to  the  feed- 
ing apron.  It  performs  the  same  function  as 
in  the  old  machine.  Applicant's  claims  begin 
with  his  improvement.  It  is  well  settled  that 
it  is  not  necessary  to  include  in  a  claim  for 
a  combination  as  elements  thereof,  all  parts 
of  the  machine  which  are  necessary  to  its  action, 
save  as  they  may  be  understood  as  entering  into 
the  method  of  combining  and  arranging  the  ele- 
ments of  the  combination." 

The  same  law  is  taught  in  Ex  parte  Skinner,  C.  D., 
1881,  by  the  same  Commissioner. 

In  Ex  parte  Laskey,  C.  D.,  1889,  the  appljcant  pre- 
sented the  following  claim: 

"The  combination  with  the  stitch- 
Invention  in  the  forming  and  cloth-feeding  mechanism 
Combination.  of  a  sewing  machine,  of  an  automati- 
cally expansible  or  yielding  hemmer  and 
feller  to  permit  the  passage  of  enlargements  of  the  cloth, 
substantially  as  described!" 

The  Examiner  objected  that  applicant  had  only  added 
to  the  old  stitch-forming  and  cloth-feeding  mechanism 
in  a  sewing  machine,  "an  automatically  expansible 
and  yielding  hemmer  and  feller."  The  means  for  secur- 
ing this  automatic  action' and  the  expansive  and  yielding 
action  should  be  set  forth. 
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Commissioner  Mitchell  stated  that  the  Examiner's 
position  was  correct  providing  the  two  means  noted  were 
applicant's  invention.  But  applicant  insists  that  the 
combination  is  his  invention — a  combination  of  which 
the  peculiar  hemmer  and  feller  is  an  element  irrespective 
of  the  mere  means  by  which  its  automatic  action  or  its 
expansive  and  yielding  action  is  secured.  The  inventor 
claims  to  be  the  first  who  used  said  hemmer  and  feller 
with  the  stitch-forming  and  cloth-feeding  mechanism. 
He  is  entitled  to  the  claim  if  new. 

In     Ex     parte     Griffith, 

Cooperation  Necessary  to      C.  J).,  1898,  Acting  Com- 

a  Combination.  missioner  Greely  had  the 

same  question  before  hiih. 

Mr.  Greely  said: 

"Applicant  can  not  be  permitted  to  claim  his 
invention  in  combination  with  any  and  every 
other  invention  which  he  may  disclose  without 
regard  to  whether  there  is  any  cooperation 
between  them.  An  improvement  in  a  particular 
element  is  a  different  thing  from  the  combina- 
tion of  that  element  with  others.  A  party  may 
invent  an  improvement  on  a  certain  element  of  an 
old  combination  without  in  any  manner  changing 
that  combination  itself  and  in  such  case  he  is  not 
entitled  to  a  claim  as  the  inventor  of  the  combina- 
tion, although  it  includes  the  thing  which  he  has 
really  invented.  The  statute  does  not  require  that 
applicant  shall  claim  an  apparatus  which  includes 
the  thing  which  he  has  invented  but  that  "he 
shall  particularly  point  out  and  distinctly  claim 
the  part,  improvement,  or  combination  which  he 
claims  as  his  invention  or  discovery." 

In  the  well-worn  decision  of  Acting  Commissioner 
Moore  in  Ex  parte  McNeil  affirmed  by  Judge  Shepard 
of  the  Court  of  Appeals  of  the  District  of  Columbia,  C. 
D.,  1902,  the  claim  in  controversy  reads: 

"In  a  sewing  machine,  in  combination  with 
stitch-forming  mechanism,  including  devices  for 
forming  two  rows  of  irregular  stitches,  the  adjacent 


25 

loops  of  which  are  interlocked,  of  a  trimmer  ar- 
ranged in  advance  of  the  stitch-forming  mechan- 
ism, and  in  the  line  of  the  seam,  substantially  as 
described." 

The  presumed  novelty  set  forth  resided  in  a  stitch- 
forming  mechanism  different  from  the  reference  showing 
the  combination,  i.  e.,  one  forming  "irregular  stitches,  the 
adjacent  loops  of  whieh  are  interlocked."  Acting  Com- 
missioner Moore  held  that  applicant,  not  being  the  in- 
ventor of  the  combination,  -there  being  no  special  co- 
action  between  the  stitch-forming  mechanism  and  the 
trimmer,  each  acting  in  its  own  way  and  not  affected 
by  the  other  and  performing  its  function  in  the  com- 
bination irrespective  of  the  other,  was  not  entitled  to  the 
claim. 

In  Langan  vs.  Warren  Axe  a!hd  Tool  Co.,  C.  D.,  1911, 
the  Circ.  Court  of  Appeals  for  the  3rd  Circuit  held  a 
claim  to  a  grab-hook  bad  because  it  included  a  draft 
appliance  as  an  element  of  the  combination.  The  grab- 
hook  was  new  but  grab-hooks  and  -draft  appliances  in 
combination  were  old.  The  patentee  did  not  invent  the 
combination  and  should  not  have  claimed  it.  The  draft 
appliance  acted  in  the  same  way  as  heretofore  in  the 
combination;  that  is,  the  new  grab-hook  did  not  act 
differently  in  the  combination  from  old  grab-hooks ;  hence 
tho  combination  was  not  the  new  invention  of  the 
patentee. 

The  above  decisions  are  supported  by  the  long  line 
of  decisions  on  aggregations.  The  gist  of  the  law  as  set 
forth  by  them  is  that  there  must  be  some  special  co- 
operation between  a  new  element  brought  into  an  old 
combination  and  the  elements  of  the  old  combination  as 
explained  by  Commissioner  Mitchell  and  Commissioner 
Moore.  Herein  lies  the  difficulty;  i.  e.,  to  determine 
whether  there  is  present  this  cooperation.  The  principle 
is  clear  but  its  application  to  individual  cases  difficult.  As 
stated  by  Justice  Story  one  hundred  years  ago : 

"The  doctrine  of  patents  may  truly  be  said  to 
constitute  the  metaphysics  of  the  law.  The 
difficulty  lies  not  so  much  in  the  general  princi- 
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pies  as  in  the  minute  and  subtle  distinctions 
which  occasionally  arise  in  the  application  of  those 
principles." 

Barrett  et  al.  vs.  Hall  et  al.,  2  Fed.  Cases,  923. 

The  second  fault  above  noted  is 
Claiming  the  illustrated  in  the  telegraph  case  of 

New  Too  Broadly.  O'Reilly  vs.  Morse,  15  How.,  119. 
The  Morse  patent  claimed: 
"The  use  of  the  motive  power  of  the  electric 
or  galvanic  current  which  I  call  electro-mag- 
netism however  developed  for  marking  or  print- 
ing intelligible  characters,  signs  or  letters  at  any 
distances,  being  a  new  application  of  that  power 
which  I  claim  to  be  the  inventor." 

Chief  Justice  Taney,  Supreme  Court  of  the  United 
States,  1853,  held  this  claim  too  broad.  It  covered  any 
other  machinery  to  effect  the  same  result.  The  court 
argues: 

"Was  the  first  inventor  of  the  use  of  steam 
as  a  motive  power  in  printing  presses  entitled  to  a 
patent  giving  him  the  exclusive  right  to  use  steam 
as  a  motive  power,  however  developed,  for  the 
purpose  of  marking  or  printing  intelligible  char- 
acters? Prof.  Morse  has  not  discovered  that  the 
electric  or  galvanic  current  will  always  print  at 
a  distance,  no  matter  what  may  be  the  form  of 
the  machinery  or  mechanical  contrivances  through 
which  it  passes.  The  patent  embraces  nothing 
more  than  the  improvement  described  and  claimed 
as  new  and  that  any  one  who  afterwards  dis- 
covered a  method  or  means  of  accomplishing 
the  same  object  substantially  and  essentially 
differing  from  the  one  described,  had  a  right 
to  use  it;  any  one  who  uses  substantially  different 
means  does  not  infringe  the  patent. "J&MMMMM 

In  Scott  vs.  Ford  et  al.,  C.  D.  1878,  Commissioner 
Spear  held  the  following  claim  bad : 

The  combination  with  a  printing  machine  of 
pasting  and  folding  mechanisms,  whereby  sheets 
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are  printed,  pasted  upon  the  desired  lines  of  ulti- 
mate folding  and  folded  so  as  to  form  a  folded 
sheet  or  signatures. 

"A  printing  machine  was  never  before  combined 
with  pasting  and  folding  mechanism.  It  was  a  rev- 
olution in  the  newspaper  printing  art.  However, 
the  claim  exceeds  the  actual  invention  because  it 
is  not  limited  to  a  web  printing  press,  the  only  . 
kind  shown.  It  has  not  been  demonstrated  how 
any  other  press  than  that  style  can  be  successfully 
operated  in  obtaining  the  desired  ends." 

The  following  claim  was  held  good: 

The  combination  of  printing,  cutting,  pasting, 
and  folding  mechanisms  whereby  a  web  of  paper 
is  printed,  severed  into  sheets,  said  sheets  pasted 
.  on  their  folding  lines,  and  folded  or  doubled  two 
or  more  times,  to  form  complete  folded  packs  or 
signatures. 

In  comparison  with  the  decision  in  O'Reilly  w.  Morse, 
an  interesting  decision  is  that  of  the  American  Bell 
Telephone  Co.  et  al,  vs.  Spencer  et  al.,  by  Judge  Lowell 
in  U.  S.  Circuit  Court  for  the  Dist.  of  Mass.,  in  1881. 
The  fifth  claim  of  the  Bell  patent  called  for  a  "method  and 
apparatus  for  transmitting  vocal  or  other  sounds  tele- 
graphically by  causing  electrical  undulations  of  the  air 
accompanying  the  said  vocal  or  other  sounds,  sub- 
stantially as  set  forth."  The  defendant  used  a  different 
specific  method  of  producing  the  electrical  undulations, 
made  on  the  principle  of  the  microphone,  the  modern 
telephone  transmitter.  The  Bell  patent  employed 
the  armature  of  an  electro-magnet  set  iu  vibration  by 
sound  waveB.    Judge  Lowell  said: 

"If  the  Bell  patent  were  for  a  mere  arrangement 
or  combination  of  old  devices  to  produce  a  some- 
what better  result  in  a  known  art,  then  no  doubt  a 
person  who  substituted  a  new  element  not  known 
'  at  the  date  of  the  patent  might  escape  the  charge 
of  infringement.  But  Bell  discovered  a  new  art — 
that  of  transmitting  speech  by  electricity— and 


has  a  right  to  hold  the  broadest  claim  for  it  which 
can  be  permitted  in  any  case,  not  to  the  abstract 
right  of  sending  sounds  by  telegraph  without  any 
regard  to  means,  but  to  all  means  and  processes 
which  he  has  both  invented  and  claimed." 

Judge  Lowell  held: 

"The  invention  to  be  for  nothing  Xess  than  the 
transfer  to  a  wire  of  electrical  vibrations  like  those 
which  a  sound  had  produced  in  the  air," 

and  that  the  claim  was  "not  so  broad  as  the  invention," 
the  court  presumably  having  in  mind  the  specific  appar- 
atus disclosed  in  the  patent.  It  was  drawn  "in  view 
of  the  O'Reilly  vs.  Morse  decision  to  cover  both  a  process 
and  apparatus— any  process  and  any  apparatus  of 
substantially  similar  character  to  those  described."  Bell's 
patent  distinctly  points  out  that  the  undulations  may 
be  produced  in  other  modes  besides  the  vibration 
of  an  armature  in  front  of  a  magnet.  The  defendant's 
microphone  "does  the  same  sort  of  work  and  does  it  in  a 
mode  not  wholly  unknown  at  the  date  of  the  patent." 
Bell's  patent  did  not  cover  the  exclusive  use  of  electrical 
means  for  transmitting  vocal  sounds;  but  only  of  means 
"substantially  similar  in  character."  to  the  patentee's, 
the  specification  of  the  patent  being  construed  with  the 
"  claim.  The  Morse  patent  claimed  the  exclusive  use  of  the 
voltaic  current  for  transmitting  signs  at  a  distance. 

As  pointed  out  by  Chief  Justice  Waite,  U.  S.  Supreme 
Court,  in  Overland  Telephone  Co.  et  al.  vs.  American  Bell 
Telephone  Co.  et  al.  (C.  D„  1888,  322) : 

"A  claim  was  however  sustained  in  the  Morse 
patent  for  making  use  of  the  motive  power  of 
magnetism,  when  developed  by  the  action  of  a 
current  or  currents,  substantially  as  set  forth 
in  the  foregoing  description,  ...  as  means 
of  operating  or  giving  motion  to  machinery  which 
may  be  used  to  imprint  signals  upon  paper  or 
other  suitable  material,  or  to  produce  sounds  in 
any  desired  manner  for  the  purpose  of  telegraphic 
communication  at  any  distance."  "The  effect 
of  this  decision,"  says  Chief  Justice  Waite,  "was 


therefore  that  the  use  of  magnetism  as  a  motive 
power  without  regard  to  the  particular  process 
with  which  it  was  connected  in  the  patent  could 
not  be  claimed,  but  that  its  use  in  that  connection 
could." 

"In  the  present  case  the  claim  is  not  for  the 
use  of  a  current  of  electricity  in  its  natural  sta  e 
as  it  comes  from  the  battery  but  for  putting  a 
continuous  current  in  a  closed  circuit  into  a  certain 
specified  condition  for  that  purpose.  It  may  be 
that  electricity  can  not  be  used  for  the  transmis- 
sion of  speech  except  in  the  way  discovered  by  Bell ; 
his  patent  gives  him  exclusive  use  then  for 
that  purpose.  The  apparatus  as  herein  described 
is  undoubtedly  one  in  which  an  electro-magnet 
is  employed  and  constructed  'substantially  as  set 
forth'  in  the  specification.  One  acting  by  the 
variable  resistance  method  is  not  described.  The 
patent  is  for  both  the  magneto  and  variable 
resistance  methods  but  for  the  particular  magneto 
apparatus  described  or  its  equivalent." 

It  is  seen  that  Chief  Justice  Waite  here  saved  the  claim 
by  construing  it  for  the  apparatus  as  limited  by  the  speci- 
fication. 

In  Columbus  Watch  Co.  et  al.  vs.  Robbins  et  al.,  C.  D., 
1895,  Circ.  Judge  Taft,  U.  S.  Circ.  Court  of  Appeals, 
6th  Circuit,  saved  the  following  claim  by  "restricting  it 
by  construction." 

As  an  improvement  in  stem  winding  and  setting 
watches,  a  winding  and  hand-setting  train  which 
is  adapted  to  be  placed  in  engagement  with  the 
winding  wheel  or  the  dial  wheels  by  the  longitu- 
dinal movement  of  a  stem  arbor  that  has  no 
positive  connection  with  said  train,  substantially 
as  described. 

The  court  held  that  the  claim  did  not  seek  to  appropri- 
ate devices  and  means  for  accomplishing  results  but  con- 
strued the  claim  limited  to  the  construction  described. 

In  Ex  parte  Opdyke  C.  D.,  1889,  Commissioner  Mit- 
chell directs  the  following  article  claim  to  be  rejected  as 
too  broad: 


As  a  new  article  of  manufacture,  eye-glasses  or 
spectacles  having  the  part  which  comes  adjacent 
the  nose  formed  of  a  winding  of  animal  or  vege- 
table material. 

The  applicant  sought  to  cover  all  material  but  mineral. 


"MEANS"  AND  "MECHANISM." 

A  line  of  decisions  stirred  up  by  Comm'r  Hall  in  Ex 
parte  Paige,  C.  D ,  1887,  treats  this  fault  of  excessive 
breadth  in  claims  by  the  definition  of  the  novel  element 
of  an  "applicant's  construction  under  the  term  "means" 
or  "mechanism."  The  claim  under  consideration  called 
for  the  following  combination  of  elements: 

"Mechanism  substantially  as  set  forth  for  con- 
veying the  type  along  the  raceway;  mechanism  ' 
substantially  set  forth  for  guiding  the  same  in  its 
movement  along  the  race.way;  mechanism  sub- 
stantially as  set  forth  for  trying  and  ejecting  the 
type  from  the  raceway  at  the  proper  point;  mech- 
anism substantially  as  set  forth  for  receiving  the 
ejected  type  and  lifting  it  into  the  type  case." 

The  examiner  objected  to  this  claim  as  "too  vague  and 
indefinite  to  meet  the  requirements  of  the  statute  (Sec. 
4888)." 

Commissioner  Hall  comments  on  the  above  claim  as 
follows:  i 

"He  is  endeavoring  to  claim  something  more 
and  beyond  the  mere  mechanism  or  machinery. 
He  wants  to  cover  not  only  the  specific  mechanism 
of  the  four  groups  but  all  mechanism  that  will 
accomplish  these  results.  He  would  suppress  all 
further  improvements  for  mechanism  that  would 
accomplish  these  results.  He  may  cover  the  four 
mechanical  organisms  and  their  equivalents  but 
not  all  mechanism  that  could  accomplish  the  same 
effect  (Burr  v.  Duryee,  1  Wall,  535;  McCormick 
vs.  Talcott,  20  How.,  406;  Case  vs.  Brown,  2  Wall., 
230).  Where  the  elements  of  a  combination  arc 
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new  and  do  not  possess  recognized  names  (as  reel, 
cutter,  table,  and  rake  in  a  reaper)  the  controlling 
and  leading  parts  of  the  several  organisms  should 
be  referred  to  as  definitive  of  the  invention  (Ex 
parte  Demjning,  Butterworth  Commissioner;  Ex 
parte  Kerr,  Acting  Commissioner  Dyrenforth; 
Ex  parte  Holt;  Ex  parte  Wilkin,  C.  D.,  1884)." 

The  Commissioner  held  that  the  terms  "means"  and 
"mechanism"  should  be  used1  only  for  mere  "adjunctive 
devices" ;  that  is,  not  for  the  main  elements  of  the  machine. 
In  Ex  parte  Miller,  C.  D.,  1888,  the  applicant  claimed 
"automatically  operating  mechanism  to  impart  alternate 
fast  and  slow  movements  to  the  driving  shaft."  Appli- 
cant believed  himself  to  be  first  to  apply  such  mechanism 
to  his  class  of  machinery.    Commissioner  Hall  says: 

"The  principle  is  old.  This  varying  movement 
has  been  applied  by  an  infinite  variety  of  means 
to  an  infinite  variety  of  machines.  Applicant  can 
not  therefore  claim  it  broadly  in  his  machine.  He 
must  limit  his  claim  to  his  specific  construction  by 
which  he  accomplishes  this  variableness  of  move- 
ment." 

To  the  same  effect  is  the  holding  in  Ex  parte  Treat,  C. 
D.,  1888,  where  the  applicant  was  claiming  the  combina- 
tion of  three  mills  with  "power  actuated  feeding  devices" 
for  each  mill  and  "power-actuated  transfer  mechanism" 
between  two  of  them  where  the  combination  of  the 
mills  was  old,  the  above  "devices"  and  "mechanism" 
constituting  the  essentials  of  the  invention.  These,  the 
Commissioner  held,  must  be  particularly  set  forth. 

Commissioner  Mitchell  in  Ex  parte  Packholder,  C.  D. 
1890,  held  the  following  claim  bad  for  the  same  reason, 
viz,  the  novel  element  is  not  set  forth  in  respect  to  con- 
struction and  mode  of  operation  as  distinguished  from 
the  result. 

In  an  indicator  exhibiting  apparatus,  the  com- 
bination of  a  band  upon  which  the  exhibits  are 
placed,  two  reels  suitably  mounted,  upbn  which 
the  band  is  wound,  driving  mechanism  for  one 
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of  the  reels  and  a  moving  vehic!e"upon  which  the 
apparatus  is  placed  (all  old)  and  means  connected 
to  the  indicator  for  restoring  the  expended  force  to 
the  driving  mechanism,  actuated  by  the  motion  of 
the  vehicle; 

notwithstanding  the  decision  of  the  Supreme1"  Court  of 
the  United  States  in  Moriey  Sewing  Machine  Co.  et  al. 
vs  I-ancaster,  C.  D.  1889,  holding  the  following  claim 
good:   * 

The  combination  in  a  machine  for  sewing  shank- 
buttons  to  fabrics,  of  button  feeding  mechanism, 
appliances  for  passing  a  thread  through  the  eye 
of  the  buttons  and  locking  the  loop  to  the  fabric 
and  feeding  mechanism  substantially  as  described. 

The  court  nowhere  intimates  that  the  claims  of  the 
patent  were  "void  for  indefiniteness"  although  bristling 
with  "means,"  "mechanism"  and  "appliances." 

In  Ex  parte  Halfpenny,  C.  D.  1895,  Assistant  Com- 
missioner Fisher  comments  on  the  following  claim: 

"The  combination  of  bobbin-feeding,  bobbin- 
separating  and  stick-filling  mechanisms  cooperat- 
ing to  feed  and  separate  bobbins  and  fill  bobbin- 
sticks  therewith,  substantially  as  set  forth." 

"It  is  the  well-settled  policy  of  the  Office  to 
allow  inventors  to  claim  their  inventions  as 
broadly  as  possible  in  view  of  the  state  of  the  art." 


The  claim  is  not  indefinite  and  vague  but  too  broad 
when  only  limited  in  the  manner  stated  if  the  mechanism 
as  broadly  stated  is  old.  If  the  novelty  is  in  the  specific  . 
mechanism,  the  applicant  should  be  required  to  specify 
the  novel  features.  The  inference  from  this  decision  is 
that  the  claim  would  be  allowable  if  broadly  new.  Ex 
parte  Knudsen,  same  year,  teaches  the  same  practice; 
■  as  well  as  Ex  parte  Weaver,  C.  D.  1897  (Commissioner 
Butterworth) ;  Young  vs.  Eick  Co.  1904;  Ex  parte  Donk, 
C.  D.  1905  (Commissioner  Allen). 


SUMMARY. 

It  is  seen  that  compliance  with  the  requirement  of  the 
first  statutes  for  a  distinction  between  the  new  and  the  i 
old  was  crude  and  imperfect  in  the  early  patents;  that 
the  labor  of  ferreting  out  the  invention  covered  by  the 
patent  was  imposed  on  the  courts  and  the  public;  that 
the  desirability  and  necessity  of  shifting  this  burden  to 
the  patentee  and  Patent  Office  soon  became  apparent, 
both  from  the  standpoint  of  the  inventor  and  of  the 
public  who  had  to  respect  the  rights  of  the  patentee; 
that  for  years  patentees  voluntarily  summarized  their 
inventions  in  claims  at  the  end  of  the  specification;  that 
the  act  of  1836  incorporated  this  practice  into  the  law; 
that  the  fij-st  claims  were  crude,  affording  little  relief, 
but  that  out  of  these  primitive  efforts  at  setting  forth 
the  invention  through  years  of  experiment  there  was 
evolved  the  clear,  precise  and  definite  claim  demanded 
in  modern  practice;  and  that  the  claim  should  not  only 
particularly  point  out  and  distinctly  set  forth  structure 
including  the  invention  but  should  claim  "the  part,  im- 
provement or  combination"  constituting  the  invention. 

February  11,  1915. 
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PATENT  OFFICE  DRAWINGS. 

One  of  the  requirements  of  an  application  for  a  patent, 
when  the  invention  can  be  illustrated,  is  a  drawing,  and 
when  the  drawing  is  properly  prepared,  although  the 
specification  may  be  poorly  written,  the  Examiner  has 
very  little  difficulty  in  understanding  the  invention. 

Drawings  have  always.been  required,  but  not  always 
up  to  the  present  standard.  The  old  drawings  were  made 
in  colors,  and  a  tracing  was  also  furnished,  the  tracing 
forming  a  part  of  the  Letters  Patent  if  the  application 
became  a  patent. 

In  many  of  the  old  drawings  more  attention  was  paid 
to  the  artistic  effect  than  to  illustrating  the  invention. 
Especially  was  this  true  in  agricultural  implements,  as 
the  drawings  would  often  show  a  landscape  with  trees 
and  buildings,  and  the  invention  itself  poorly  illustrated. 
To  meet  the  requirements  pf  the  present  time,  espe- 
cially since  models  are  no  longer  required,  the  drawings 
should  fully  illustrate  the  invention,  and  be  so  complete 
that  a  person  who  is  skilled  in  the  art  to  which  the  in- 
vention relates  could  understand  the  purpose  and  opera- 
tion of  the  invention  without  referring  to  the  specifica- 
tion. 

Ex  parte  Hartley,  97  O.  G.,  2746. 

Ex  parte  Sturtevant  et  al.,  108  O.  G.,  563. 

Ex  parte  Hodges,  105  O.  G.,  1534. 

In  fulfilling  the  above  requirements,  the  draftsman 
should  not  only  have  in  mind  the  execution,  but  a  draw- 
ing that  shows  the  invention  clearly,  in  as  few  views  as 
possible. 
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Many  of  the  drawings  are  now  made  in  which  the 
artistic  effect  seems  to  be  more  thought  of  than  showing 
the  invention. 

The  different  views,  to  properly  illustrate  the  inven- 
tion, should  be  decided  upon  before  the  drawing  is 
commenced,  and  how  the  views  are  to  be  placed  upon 
the  sheet  to  the  best  advantage  to  properly  bring  out 
the  invention.     ■ 

In  many  instances  the  draftsman  unnecessarily  turns 
the  sheet  of  drawing  upon  its  side  and  arranges  the  views 
to  read  lengthwise  instead  of  across  the  sheet,  and  in  so 
doing  makes  it  inconvenient  and  a  waste  of  time  in  hand- 
ling and  reading  it;  this  is  often  done  when  the  views 
could  have  been  made  across  the  sheet. 

The  attention  of  the  Commissioner  has  been  called 
to  this  fact,  with  the  request  that  it  be  called  to  the  at- 
tention of  attorneys  and  applicants  so  their  draftsmen 
would  be  more  careful  in  preparing  the  drawings. 

"The  draftsmen  who  follow  this  practice  prob- 
ably do  not  realize  how  objectionable  it  is  to 
have  the  figures  of  a  drawing  appear  turned  upon 
their  sides  when  patents  and  pending  drawings 
are  being  searched.  Every  time  such  a  drawing 
is  handled,  it  is  a  source  of  annoyance,  since  it  is 
much  more  difficult  to  read  illustrations  upon 
their  sides  than  those  which  appear  upright. 

"Much  valuable  time  is  lost  in  examination, 
because  it  is  necessary  to  turn  them  to  make  sure 
that  they  are  being  read  correctly,  and  the  time 
wasted  is  not  only  that  of  the  Examiner  in  this 
Office,  but  of  attorneys  and  all  others  who  may 
ever  have  occasion  to  examine  such  records;  also 
the  danger  of  overlooking  details  is  also  increased. 

"Bound  volumes  of  patents  are  rendered  more 
inconvenient." 


There  are  occasions  when  it  is  absolutely  essential  that 
the  drawings  be  turned,  and  in  these  cases  it  should  be 
done,  but  the  unnecessary  turning  should  be  avoided. 

There  are  several  other  points  that  I  wish  to  call  atten- 
tion to. 


LETTERING  THE  DRAWINGS. 

It  would  be  much  better  if  the  attorneys  or  applicants 
would  use  numerals  instead  of  letters,  especially  in  a 
large  number  of  cases,  as  the  alphabet  is  soon  exhausted 
and  then  requires  exponents,  and  when  exponents  ere 
used  there  is  often  difficulty  in  finding  them,  especially 
is  this  true  on  the  lithographic  copies,  as  they  are  reduced  . 
in  size  and  are  often  blurred,  as  the  exponents  are  usually 
much  smaller  than  the  letters  of  reference  themselves. 

If  numerals  were  used,  there  would  not  be  so  much 
time  used  in  locating  the  reference  characters,  since  ex- 
ponents would  not  be  required. 

UNNECESSARY  VIEWS  AND  VIEWS  ON  TOO 
LARGE  A  SCALE. 

Many  cases  could  be  properly  illustrated  with  a  fewer 
number  of  sheets  of  drawings,  if  unnecessary  figures 
were  eliminated.  It  is  confusing,  instead  of  increasing 
the  clearness  of  the  invention,  to  use  unnecessary  views. 

It  often  occurs  that  figures  are  made  to  such  a  large 
scale  that  only  one  figure  can  be  placed  on  a  sheet,  when, 
if  made  on  a  smaller  scale,  but  still  large  enough  to 
properly  show  the  invention,  several  figures  could  be 
placed  on  one  sheet  and  thus  save  the  number  of  sheets 
required  to  be  examined,  not  only  by  the  examiner,  but 
by  every  one  who  handles  them. 


SHADING. 

Surface  shading  should  be  very  sparingly  used,  as  it 
is  often  confusing;  this  being  especially  true  of  the  litho- 
graphic copy,  since  the  required  reduction  makes  the 
shading  still  closer,  and  in  some  cases  almost  impossible 
to  understand  without  a  very  close  inspection,  and  this 
close  inspection  requires  time  and  would  be  unnecessary 
if  the  drawing  was  properly  made;  also,  often  some  part 
will  be  overlooked  on  account  of  the  confused  condition, 
and  thus  a  valuable  reference  may  be  overlooked. 

Only  such  shading  should  be  used  as  is  open  and  does 
not  terid  'to  confuse  when  the  drawing  is  lithographed. 


Many  drawings  are  finely  executed  but,  as  for  showing 
the  invention  so  that  it  may  be  quickly  understood,  are 
of  very  little  account;  this  being  caused  by  not  properly 
choosing  such  views  as  will  best  bring  out  the  invention. 

It  often  occurs  that  there  is  not  a  single  view  which 

shows  the  essential  parts  in  their  cooperating  relations, 

one  with  the  other,  but  only  details,  and,  although  de- 

■  tails  are  essential,  it  is  also  essential  that  the  cooperation 

of  the  details  one  with  the  other  be  clearly  shown. 

SOLID  BLACK. 

Solid  black  should  never  be  used  to  show  sections, 
except  for  insulation,  and  then  not  on  very  large  sur- 
faces; when  it  is  desired  to  show  sections  of  metal,  section 
lines  should  be  used. 

It  has  been  claimed  that  some  sections  of  metal,  if 
made  anywhere  near  to  scale,  would  not  be  as  thick  as 
a  fine  line,  and  therefore  a  thick  solid  black  line  is  used, 
but  if  the  thick  solid  black  fine  is  an  exaggeration  of  the 
thickness,  why  could  not  the  exaggeration  be  carried  still 
further  and  sections  lines  be  used,  as  Patent  Office  draw- 
ings are  not  required  to  be  to  an  exact  scale,  and  the 
drawing  be  made  much  clearer  thereby? 

SHADE  LINES. 

Shade  lines  should  always  be  used,  as  they  help  ma- 
terially in  reading  the  drawings,  for  often  shade  lines 
will  make  clear  some  point  that  otherwise  would  be 
confusing. 

Many  draftsmen  forget  in  preparing  their  drawings 
that  the  drawings  have  to  be  reproduced  by  phutolitho- 
graphing  and  that  the  Examiner,  as  well  as -all  others 
who  make  examination  as  to  novelty,  are  obliged  to  use 
such  reproductions  instead  of  the  originals,  and  that 
therefore  it  is  essential  that  all  drawings  be  of  such  a  char- 
acter that  when  reproduced  they  will  be  open  and  easily 
read. 

Many  of  the  drawings  are  not  made  to  scale,  in  fact, 
could  not  be  so  made,  for,  if  they  were,  some  of  the  parts 
that  should  be  clearly  shown  would  be  so  small  that  it 
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would  be  impossible  to  distinguish  them;  so,  many  of  the 
parts  are  made  much  larger  in  proportion  than  others, 
and  it  is  for  this  reason  that  it  has  .been  held  that  the 
exact  proportions  are  not  necessary  in  Patent  Office 
drawings,  and  all  that  is  required  is  that  an  operative 
device  be  shown,  so  that  it  can  be  built  by  one  who  is 
familar  with  the  art  to  which  it  appertains. 
Ex  parte  Creveling,  98  O.  G-,  1708. 

It  sometimes  occurs  that  a  specification  describes  a 
construction  which  is  not  shown  on  the  drawing,  and 
where  this  is  the  case  the  drawings  must  be  made  to 
show  what  is  described. 

Ex  parte  Edgerton,  101  O.  G.,  1113. 

If  the  specification  describes  the  grain  of  the  wood  as 
running  lengthwise,  and  this  is  included  in  the  claims,  it 
must  be  shown  in  the  drawing. 

Ex  parte  Davin,  100  O.  G.,  452. 

The  drawings  are  not  complete  unless  they  are  signed 
by  the  applicant,  or  by  his  attorney,  and  the  signature 
attested  by  two  witnessess,  the  statute  requiring  that 
drawings  be  actually  signed,  and  stamped  signatures 
are  not  sufficient.  Ex  parte  Krause,  56  O.  G.,  1708.  A 
bill  has  passed  the  House,  and  is  now  pending  in  the 
Senate,  doing  away  with  attestation  by  witnesses.  There 
is  no  objection,  however,  to  having  the  drawings  signed 
by  the  draftsman. 

The  witnesses  sign  the  drawings  not  as  to  the  invention 
shown,  but  as  to  the  signature  of  the  inventor  or  attorney. 
Ex  parte  Kyle,  51  O.  G.,  1621. 

If  the  signatures  are  improperly  placed  on  the  sheet, 
and  can  be  erased  without  injury  to  the  drawing,  they 
can  be  erased  and  signed  in  the  proper  place,  provided 
that  the  identical  people,  both  witnesses  and  applicant, 
or  his  attorney,  again  sign  the  drawing;  but  if  a  new 
attorney  or  witnesses  appear  in  the  case,  new  drawings 
must  be  furnished. 

Ex  parte  Zacharias,  98  O.  G.,  2171. 

Also  see  Order  480-43,  O.  G.,  1119. 


When  the  inventor  signs  the  drawing  himself,  and  the 
signature  is  witnessed  by  two  persons,  the  attorney  can 
not  thereafter  attach  his  name  below  that  of  the  inventor, 
as  attorney,  as  it  would  not  be  necessary  and  would 
give  a  false  impression  as  to  the  signature  actually  at- 
tested by  the  witnesses. 

Ex  parte  McDonald,  101  O.  G.,  1829. 

It  often  happens  that  the  drawing  filed  does  not  prop- 
erly show  the  device,  and  the  requirement  of  additional 
figures  is  then  proper,  even  if  an  extra  sheet  of  drawings 
is  required,  as  it  is  essential  that  every  detail  which  goes 
to  make  the  device  more  clearly  understood  by  the  Ex- 
aminer, should  be  shown. 

Ex  parte  Seitzinger,  100  0.  G.,  2773. 

The  preferred  form  should  always  be  shown  in  the  view 
showing  the  general  combination. 

"Where  a  party  wishes  to  claim  the  general 
combination  of  parts  and  the  specific  form  of  some 
of  the  elements,  he  should  include  the  preferred 
form  of  the  elements  in  the  figure  of  the  drawings 
illustrating  the  combination  which  he  wishes  to 
claim,  so  that  all  claims  will  read  upon  the  device 
shown  in  a  single  figure." 

Ex  parte  Welch,  93  0.  G.,  2104. 

When  the  drawing  is  clear  enough  to  enable  those 
skilled  in  the  art  to  make  and  use  the  invention,  and 
when  every  feature  of  the  invention  that  is  claimed  is 
shown,  additional  illustrations  should  not  be  required 
even  if  an  exact  scale  is  not  used  or  the  drawing  is  poorly 
executed. 

Ex  parte  Turner,  101  O.  G.,  2078. 

Drawings  often  require  corrections  after  they  are 
filed;  this  can  be  done  under  certain  restrictions. 

In  the  past  many  corrections  were  made,  so  that  the 
examiners  were  unable  to  fell  exactly  what  was  originally 
filed,  and  in  this  way  new  matter  was  sometimes  added. 


This  caused  an  order  to  be  issued  that  no  drawing  be 
taken  to  the  attorney's  room  without  first  filing  a  blue- 
print of  the  same,  as  originally  filed,  with  the  Examiner. 

Order  1135,  issued  June  12,  1897,  states  that  erasures 
and  alterations  in  drawings  can  not  be  made  unless  a 
blue-print,  or  other  photographic  copy,  has  been  filed 
in  the  case,  and  then  the  corrections  or  alterations  could 
be  made  under  the  direction  of  the  Examiner  and  subject 
to  bis  approval. 

The  above  order  stated  that  alterations  could  not  be 
made  in  the  attorney's  room,  but  attorneys  could  see 
their  cases  in  the  attorney's  room  without  first  filing 
a  blue-print. 

At  the  present  time  corrections  can  be  made  only  after 
a  black  line  photographic  or  lithographic  print  has  been 
filed  (Order  No.  1958,  Feb.  3,  1912),  as  blue-prints  are 
not  acceptable  since  it  has  been  found  that  they  are 
not  permanent.  The  Office  is  often  required  to  reproduce 
a  drawing  as  originally  filed,  and  if  t(je  drawing  has  been 
changed,  and  only  a  blue-print  has  been  filed  and  it  has 
faded,  the  copy  could  not  be  made.  Also,  all  corrections 
now  can  only  be  made  by  the  official  draftsman  of  the 
Patent  Office,  Order  2112,  March  30,  1914,  as  many 
corrections  were  made  by  unskilled  persons  who  often 
spoiled  the  drawing  so  that  it  could  not  be  lithographed 
without  considerable  extra  work  on  the  part  of  the  Office. 

All  the  amendmants  of  the  model,  drawings  or  specifi- 
cation, and  all  additions  thereto,  must  conform  to  at 
least  one  of  them,  as  it  was  at  the  time  of  filing  of  the 
application,  Rule  70. 

When  the  drawings  are  unsatisfactory  to  the  Examiner 
on  account  of  their  showing  only  detached  views  of  de- 
tails, and  not  the  parts  together  in  one  view,  so  that  their 
cooperation  can  be  understood,  the  Examiner  should 
require  such  a  view,  not  only  for  his  present  use,  but  for 
future  use  in  making  searches,  if  the  device  should  be- 
come patented. 

It  has  been  held  that  it  is  not  always  practicable  for 
the"  Examiner  to  point  out  in  detail  just  what  changes 
would  make  the  drawing  clearly  illustrate  the  invention, 
so  long  as  he  has  not  before  him  some  complete  represen- 
tation of  the  invention,  such  as  a  mode!,  and  that  general 


objections  thereto  are  sufficient  to  enable  a  skilled  drafts- 
man to  cure  the  defect. 

Ex  parte  Tuttle,  90  0.  G.,  1365. 

When  an  application  as  originally  filed  describes  an 
operation  of  a  certain  part,  which  would  be  impossible 
to  understand  without  these  parts  being  shown  connected 
it  would  be  proper  to  amend  the  drawings  to  show  some 
form  of  connection.        , 

Ex  parte  Wareham,  97  O.  G.,  1600. 

A  petition  to  amend  a  drawing,  and  thereby  bring  out 
a  feature  of  construction  not  shown  in  the  original  draw- 
ing or  disclosed  in  the  specification  as  filed — but  shown 
in  a  model,  filed  as  an  exhibit,  which  is  not  a  part  of  the 
application  described  at  the  time  of  filing — should  not 
be  granted. 

Ex  parte  Austin,  56  O.  G„  1059. 

The  same  part  of  an  apparatus  that  appears  in  more 
than  one  figure  of  the  drawing  should  be  indicated  by 
the  same  reference  character,  notwithstanding  that  one 
figure  may  be  only  a  diagram  and  another  a  detail. 
Ex  parte  Stimpson,  160  O.  G„  1271. 

When  the  original  description  and  drawing  disclose 
a  complete  and  operative  device,  and  the  changes  pro- 
posed are  not  to  correct  mere  errors  of  the  draftsman, 
nor  to  supply  manifest  omissions  in  the  features  of  the 
invention,  but  would  form  the  basis  for  description  and 
claims  not  warranted,  these  changes  should  not  be  per- 
mitted, as  it  would  be  adding  new  matter. 
Ex  parte  Alman,  97  O.  G.,  191. 
Also  Ex.parte  Detbey,  96  O.  G.,  1240. 

When  changes  sought  to  be  made  to  certain  figures, 
which  are  not  to  correct  what  was  unintentionally  omitted 
from  the  drawing  as  originally  filed,  or  not  to  correct  a 
mere  error  on  the  part  of  the  draftsman,  but,  on  the  other 


hand,  seeks  to  add  an  unessential  feature  purposely 
omitted  from  them  when  originally  filed,  these  changes 
should  nqt  he  allowed. 

Ex  parte  Johns,  96  O.  G.,  1649. 

Applicant  should  not  be  permitted  to  erase  the  lines 
of  his  drawings  and  make  a  new  construction  of  a  part 
fully  shown  and  described,  or  replace  a  well  described 
but  inferior  arrangement  by  a  preferable  form.     . 

Ex  parte  Snyder,  22  O.  G.,  1975. 

Ex  parte  Clay  97  O.  G.,  2980. 

When  the  drawing  is-  passed  by  the  draftsman  as  for 
execution,  and  the  Examiner  finds  no  fault  on  account  of 
not  fully  showing  the  invention,  and  the  case  has  practi- 
cally been  prosecuted  to  an  allowance,  if  a  new  drawing 
is  filed,  calling  for  the  cancellation  of  the  old  one,  it 
should  not  be  accepted.  To  admit  the  same  would  cause 
an  additional,  unnecessary  burden  on  the  Examiner,  and 
would  be  unfair  to  other  applicants  whose  cases  are  await- 
ing actionjon  the  part  of  the  Office. 

Ex  parte  Pugh,  96  O.  G.,  841. 

There  are  two  principal  reasons  for  the  rules  that  re- 
quire drawings  to  be  limited  to  as  few  sheets  as  possible 
consistent  with  a  clear  showing  of  the  invention: 

1st.  It  is  a  serious  problem  1,o  find  space  for  the  storage 
of  the  drawings,  whether  they  be  from  a  patent  or  an 
abandoned  application,  on  account  of  the  present  over- 
crowded condition  of  the  Office. 

2d.  The  useless  expense  of  lithographing  unnecessary 
sheets  for  the  purpose  of  attaching  the  same  to  the 
patent. 

■       Ex  parte  Pfautz,  159  O.  G.,  489. 

In  the  same  line  as  the  above  decision,  it  would  be  well 
to   state   that    multiplying   the  drawings  unnecessarily 
causes  extra  work  for  the  Examiner  in  making  searches 
and  is  also  a  useless  expense  for  the  applicant. 
Ex  parte  Descher,  93  O.  G.,  551. 


10     , 

Modifications  described  in  the  specification  should  be 
shown  in  the  drawings  or  the  description  canceled. 
Ex  parte  Peck,  96  O.  G.,  2409. 

The  statute  requiring  a  drawing  means  a  drawing 
showing  what  is  described,  and  a  part  can  not  be  omitted 
any 'more  than  the  whole  of  it.  The  question  is  not 
whether  the  construction  can  be  understood  without  a 
drawing,  but  whether  it  can  be  illustrated. 
Ex  parte  Edgerton,  101  O.  G.,  1131. 

When  two  sheets  of  drawings  are  filed  with  an  applica- 
tion, and  the  figures  on  one  sheet  clearly  illustrate  all 
the  features  of  construction  covered  by  the  claim,  the 
other  sheet  is  unnecessary  and  should  Be  canceled. 
Ex  parte  Phillips,  105  O.  G.,  1779. 

There  never  should  be  more  sheets  of  drawing  in  an 
application  than  is  necessary  to  clearly  illustrate  the 
invention. 

Ex  parte  Roadhouse,  111  O.  G„  1368. 

The  question  of  superfluous  illustrations  must,  in  gen- 
eral, be  decided  in  view  of  the  limitations  which  are  in- 
cluded by  the  claims,  and  should  be  insisted  on  only 
when  the  case  has  been  restricted  to  allowable  claims. 
Ex  parte  Miller,  119  O.  G.,  1259. 

When  unnecessary  figures  on  a  drawing  are  required 
to  be  canceled,  and  the  scale  of  the  remaining  figures  re- 
duced, so  they  could  all  be  placed  on  one  sheet,  such  a 
requirement  is  correct. 

Ex  parte  Keil,  131  O.  G.,  2144.  * 

Drawings  for  Designs  and  Trade-Marks  must  conform 
to  the  same  requirements  that  govern  drawings  iny  me- 
chanical cases. 

February  18,  1915. 
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There  are  few,  if  any,  classes  of  claims  more  difficult 
to  deal  with  than  those  coming  under  the  above  headings, 
and  perhaps  noae  in  which  the  decisions  seem  more  at 
variance.  This  lack  of  apparent  uniformity  is,  of  course, 
largely  due  to  the  fact  that  no  two  cases  present  pre- 
cisely the  same  state  of  facts.  From  this  arises  the  prac- 
tical difficulty  that  the  citation  of  a  number  of  decisions 
by  the  Examiner  is  usually  met,  on  the  part  of  the  at- 
torney, by  an  even  more  formidable  list.  Decisions  are 
thus  chiefly  useful  in  enabling  the  Examiner  to  make  up 
his  own  mind ;  they  are  rarely  effective  in  convincing  the 
attorney 'of  the  error  of  his  ways;  and  even  where  the 
Examiner  is  sustained  on  appeal,  the  reasons  and  de- 
cisions relied  on  by  the  appellate  tribunal  are  frequently 
quite  different  from  those  cited  by  him  in  the  primary 
consideration  of  the  case. 

It  will  be  of  some  assistance  to  the  young  Examiner  if 
he  will  bear  in  mind  the  order  of  importance  of  the  vari-  , 
ous  tribunals  whose  published  decisions  are  supposed 
to  guide  him  in  his  work.  This  order,  which  is  not  the 
'same  in  the  Office  as  in  outside  legal  practice,  is  believed 
to  be  as  follows:  1st,  the  Commissioner  then  in  Office; 
2d,  the  Supreme  Court  of  the  United  States;  3rd,  the 
Court  of  Appeals  of  the  District  of  Columbia,  and  4th, 
the  various  Circuit  Courts  of  Appeal.  The  decisions  of 
the  Commissioner  are  placed  first  in  the  order  of  impor- 
tance because  he  is  the  responsible  head  of  the  Office  and 
all  patents  are  issued  in  his  name.    It  is  to  be  presumed 


that  his  decisions  are  made  with  a  due  regard  for  those 
of  the  courts  and  he  is  entitled  to  have  his  interpretation 
of  the  law  followed  by  the  Office  force.  The  District 
Court  of  Appeals  is  given  preference  over  the  Circuit 
Courts  because  it  has  the  final  voice  in  most  matters 
arising  within  the  Office  and  it  would  be  obviously  im- 
proper and  incongruous  to  do  otherwise  than  follow  such 
courses  of  procedure  as  it  may  indicate.  No  attempt  will 
be  made  in  this  paper  to  give  an  exhaustive  list  of  de- 
cisions bearing  upon  the  subjects  under  consideration. 
The  few  cited  are  mainly  those  which  are  believed  to  be 
in  harmony  with  the  present  Office  practice. 

There  never  seems  to  have  been  any  doubt  but  that 
inventions  which  related  to  the  production  of  a  definite 
product,  and  imvolved  chemical  or  other  elemental  action 
Were  proper  subjects  for  process  claims.  In  the  case  of 
articles  which  involved  merely  a  change  in  form  of  the 
material  acted  upon,  however,  the  question  was  long  in 
doubt.  In  1895  the  Supreme  Court  in  Risdon  Iron  Works 
vs.  Medart,  71  O.  G.,  page  751,  said  "Processes  of  manu- 
facture which  involve  chemical  or  other  similar  elemental 
action  are  patentable,  though  mechanism  may  be  neces- 
sary in  the  application  or  carrying  out  of  such  processes, 
while  those  which  consist  solely  in  the  operation  of  a 
machine  are  not."  , 

The  Supreme  Court  was  still  in  doubt  on  this  subject 
in  1898,  see  Boyden  us.  Westinghouse,  83  O.  G.,  page 
1067,  wherein  the  following  statement  is  made:  "Risdon 
vs.  Medart,  and  other  cases,  assume,  although  they  do 
not  expressly  decide,  that  a  process  to  be  patentable 
must  involve  a  chemical  or  other  similar  elemental  action, 
and  it  may  still  be  regarded  as  an  open  question  whether' 
the  patentability  of  processes  extends  beyond  this  class 
of  inventions." 

It  should  be  noted  that  four  justices  dissented  from 
this  opinion.  These  statements  of  the  Supreme  Court 
were  quite  generally  taken  as  precluding  process  claims 
in  the  absence  of  elemental  action.  Not  all  of  the  courts, 
however,  adopted  this  construction,  and  in  1901  the 
Court  of  Appeals  of  the  District  of  Columbia  in  In  re 
Weston,  94  0.  G.,  page  1786,  expressed  the  opinion  that 
processes  involving  simply  mechanical  changes  in  the 


material  acted  upon  might  be  patentable  if  the  processes 
could  be  performed  by  hand  or  by  mechanism  other  than 
that  shown  or  preferred.  For  the  sake  of  comparison 
with  later  cases,  Weston's  claim  1,  which  was  allowed 
by  the  court,  is  here  quoted: 

"1.  The  described  method  of  manufacturing  a 
symmetrical  coil  for  an  electrical  measuring  in- 
strument, consisting  in  first  forming  a  supporting 
frame  or  spool  by  subjecting  a  short  tube  of  metal 
to  pressure  until  the  desired  conformation  and 
shape  is  obtained,  then  winding  the  coil  thereon 
'  and  finally  securing  the  pivot  pins  in  the  axial  line 
of  the  coil." 

In  1909  the  Supreme  Court  set  its  seal  of  approval 
upon  this  type  of  claim  in  the  Expanded  Metal  Case, 
143  0..  G.,  page  863,  wherein  it  held  valid  a  process  claim 
for  making  metal  lathing  from  sheet  metal.  The  process 
in  this  instance  could  be  carried  out  by  hand  although 
for  profitable  commercial  purposes  a  specially  designed 
machine  was  required. 

It  will  be  noted  that  in  the  foregoing  instances  and  in 
fact  in  the  large  majority  of  cases  which  have  been  passed 
on  by  the  courts,  the  process  produces  a  definite,  tangible 
article.  In  certain  divisions  of  the  Office,  however,  cases 
of  alleged  mechanical  processes  are  constantly  being 
filed  which  relate  merely  to  the  production  of  power  and 
perhaps  also  its  application  to  a  driven  shaft.  These 
cases  have  a  certain  likeness  to  those  of  the  most  ap- 
proved process  type  in  that  th,ey  involve  an  "elemental" 
action  consisting  in  changes  in  temperature,  pressure, 
degree  of  moisture  and  sometimes  in  the  chemical  com- 
position of  an  expansible  fluid.  There  is,  however,  no 
tangible  product  produced  and  the  element  subject  to 
change  usually  passes  through  a  definite  cycle  or  cycles 
at  the  end  of  which  it  is  either  restored  to  its  original 
condition  or  is  exhausted  as  a  waste  product  of  some 
description,  usually  a  gas.  * 

While  not  strictly  analogous,  the  following  claim  de- 
clared valid  by  the  Circuit  Court  may  be  of  value: 

"The  herein  described  method  of  changing  the 
speed  of  an  electric  motor  which  consists  in  main-  - 


tabling  upon  each  one  of  three  or  more  conductors 
a  potential  difference  from  that  on  any  other  one 
of  the  conductors  and  connecting  the  armature 
terminals  of  the  motor  with  different  pairs  of 
said  conductors." 

See  Bullock  Electric  Mfg.  Co.   vs.  Crocker 
Wheeler  Co.,  Federal  Reporter,  Vol,  141 ,  page 
101. 
In  the  absence  of  authoritative  decisions  upon  this 
class  of  cases,  those  Examiners  who  have  frequently  to 
deal  with  such  processes  may  be  interested  in  the  follow- 
ing claims  which  have  been  recently  passes  upon  by  the 
Examiners-in-Chief. 

The  first  application  discloses  a  steam  turbine  and  a 
hot  water  heating  system.  Steam  is  withdrawn  from  an 
intermediate  stage  of  the  turbine  and  used  to  heat  the 
water  in  the  system.  The  amount  of  steam  so  used  is 
regulated  by  varying  the  speed  at  which  the  water  is 
pumped  through  the  heater. 

The  claim  which  was  held  on  appeal  to  be  a  proper 
process  claim  is  as  follows: 

"The  herein  described  process  of  variably 
regulating  development  of,  power  and  heat  in  a 
combined  power  and  heating'  system,  which  com- 
prises expanding  a  heated  expansible  working 
fluid  in  a  suitable  motor,  withdrawing  a  portion 
of  such  working  fluid  from  an  intermediate  ex- 
pansion point  of  the  motor,  and  exchanging 
heat  between  the  working  fluid  so  withdrawn 
and  another  fluid  to  be  heated,  and  variably 
regulating  the  rate  of  absorption  of  heat  by  such 
second  fluid  with  respect  to  the  rate  of  supply 
of  working  fluid  to  said  motor,  and  thereby 
variably  regulating  the  proportion  of  the  initial 
heat  energy  of  such  working  fluid  converted  into 
power  to  the  heat  energv  imparted  to  said  heating 
fluid." 

In  the  second  application  a  boiler  supplies  high  pres- 
sure steam  to  a  water  injector  and  the  combined  mass 
of  steam  and  water  is  delivered  against  the  blades  of  a 


turbine  rotor.    All  of  the  steam  is  then  condensed  and 
pumped  back  into  the  boiler. 

The  following  claim  was  held  on  appeal  to  be  a  proper 
process  but  was  not  allowed  on  account  of  references: 

"The  method  of  operating  automobile  power 
plants  employing  low  speed  steam  or  gas  turbines, 
which  consists  in  generating  an  expansive  fluid 
at  high  pressure,  converting  the  energy  thereof 
into  kinetic  energy  in  a  fluid  of  higher  density, 
thereby  imparting  a  low  velocity  to  the  denser 
fluid,  delivering  the  last  named  fluid  to  a  rotary 
part  of  a  suitable  turbine,  and  condensing  and 
returning  in  the  system  such  of  the  fluid  as  has 
become  evaporated." 


The  third  application  discloses  a  turbine  consisting  of  . 
a  number  of  thin,  closely  spaced  discs,  transversely 
mounted  on  a  shaft  and  enclosed  in  a  casing.  A  nozzle 
in  the  casing  admits  steam  against  the  edges  of  .these 
discs  and  tangential  to  their  peripheries.  The  steam 
winds  around  in  a  spiral  path  between  the  discs,  causing 
them  to  revolve  by  its  adhesive  action  and  is  finally  ex- 
hausted through  openings  in  the  discs  near  the  center. 

The  original  application  disclosed  both  apparatus  and 
method  claims,  but  the  method  claims  were  later  canceled 
and  presented  in  a  divisional  case  in  order  to  secure  a 
speedy  allowance  of  the  parent  application,  which 
application  became  a  patent  shortly  thereafter.  It 
should  be  noted  that  division  was  not  required  by  the 
Examiner. 

The  claim  presented  in  this  case  is  as  follows: 

"The  method  of  deriving  energy  from  a  fluid 
under  pressure  which  consists  in  causing  it  to  flow 
through  unobstructed  passages  in  a  runner  rota- 
tably  mounted  in  a  closed  casing  so  that  it  is  free 
to  follow  natural  spiral  paths  from  peripheral 
ports  of  inlet  to  central  ports  of  outlet,  and 
thereby  propelling  the  runner  by  the  adhesive  and 
viscous  action  of  the  fluid  upon  the  plane  surfaces 
of  the  passages  therein." 


The  Examiners-in-Chief  sustained  the  rejection  of  this 
claim,  stating  that  in  spite  of  its  being  nominally  a  process 
claim  it  was  in  reality  an  apparatus  claim,  and  would  have 
precisely  the  same  scope  if  written  in  the  following  form: 
"A  machine  for  deriving  energy  from  a  fluid 
under  pressure  through  the  adhesive  and  viscous 
action  thereof  upon  plane  surfaces  which  com- 
prises a  runner'  rotatably  mounted  Jn  a  closed 
casing,  a  peripheral  port  of  inlet,  a  central  port 
of  outlet,  and  an  unobstructed  passage  through 
the  runner  such  that  the  fluid  is  free  to  follow 
natural  spiral  paths  in  its  passage  through  the 
machine." 

The:  appellate  tribunal  further  held  that  such  a  claim 
as  the  foregoing  could  have  been  presented  in  the  original 
application  or  in  a  reissue  thereof,  and  that  to  allow  the 
claim  or  a  substantial  equivalent  thereof  in  another  case 
would  result  in  extending  the  monopoly  conferred  by  the 
first  patent.  They  called  attention  to  such  decisions  as 
Century  vs.  Weatmghouse,  191  F.  R.,  page  350;  Thomson 
vs.  Hoosic,  80  O.  G.,  page  967,  alnd  Miller  vs.  Eagle,  66 
0.  G.,  page  845.  The  purport  of  these  decisions  is  that 
while  a  patent  for  a  process  may  issue  after  the  grant  of 
one  for  the  apparatus,  a  second  patent  which  merely 
covers  the  same  invention  in  somewhat  broader  terms  is 
ordinarily  invalid. 

The  case  just  considered  sets  forth  a  unitary  structure 
through  which  the  steam  passes  steadily  in  a  path  abso- 
lutely determined  by  the  construction  of  the  engine  and 
which  no  change  in  size  or  proportions  would  affect 
except  in  degree.  It  would  seem,  therefore,  that  the 
action  of  the  steam  is  just  as  much  a  function  of  the 
machine  as  is  the  action  of  a  train  of  gears  in  a  clock 
mechanism. 

The  first  two  applications  set  forth  groups  of  devices 
which  might  be  combined  in  various  ways  and  in  which 
differences  in  proportion  or  in  manipulation  of  the  various 
parts  will  produce  widely  different  results. 

In  the  first  case  all  of  the  apparatus  assembled  in  the 
same  relation  was  shown  in  a  single  reference,  yet  the 
claim  was  held  to  be  for  a  valid  process  because  a  certain 


pump  was  manipulated  in  a  way  not  contemplated  by 
the  patentee. 

Wnile  in  no  sense  conclusive,  the  following  considera- 
tions may  be  found  useful  in  dealing  with  alleged  process 
claims  involving  the  production  of  power  by  the  use  of 
an  expansible  fluid,  and  possibly  in  certain  other  cases 
where  no  tangible  product  is  produced. 

First:  A  process  is  not  anticipated  by  an  apparatus 
which  might  ,be  used  to  carry  out  the  process  but  was 
not,  in  fact,  intended  to  do  so. 

Second:  There  is  probably  no  patentable  *process  in  a 
single  machine  using  an  expansible  fluid,  where  the  cycle 
of  ehange  in  the  fluid  is  uniform  and  definitely  fixed  by 
the  construction  of  the  machine. 

Third:  There  is  a  presumption  of  a  patentable  process 
in  the  arrangement  of  a  group  of  devices  to  produce  a 
novel  result,  particularly  where  matters  of  proportion 
and  relative  position  are  important.  This  presumption 
is  considerably  strengthened  if  the  process  necessitates 
the  manipulation  of  one  or  more  of  the  devices  involved. 

If  applications  of  the  kind  under  consideration  are  not 
patentable,  it  is  usually  because  the  alleged  process  is  in 
reality  merely  the  function  of  the  machine,  and  this  leads 
naturally  to  the  consideration  of  functional  claims. 

It  is  so  well  recognized. that  direct  claims  for  a  Junction 
are  not  patentable  that  such  claims  are  never  presented 
except  by  an  occasional  applicant  who  is  quite  unfamiliar 
with  patent  practice.  \ 

The  greatest  difficulties  arise  in  connection  with  claims 
containing  one  or  more  clauses  beginning  with  "means," 
"mechanism,"  or  some  similar  expression,  and  followed 
by  a  statement  of  the  function  performed  thereby.  There 
has  been  considerable  variation  in  the  liberality  with 
which  such  claims  have  been  regarded. 

The  Supreme  Court  has  several  times  set  its  seal  of 
approval  on  claims  involving  sets  of  mechanism  defined 
by  the  result  produced,  see,  for  instance,  Morley  vs. 
Lancaster,  47  O.  G.,  page  267,  in  which  the  following 
claim,was  held  valid: 

"The  combination,  in  a  machine  for  sewing  ' 
shank-buttons  to  fabrics,  of  button  feeding  mech- 
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anism,  appliances  for  passing  a  thread  through 
the  eye  of  the  buttons  and  locking  the  loop  to  the 
fabric,  and  feeding  mechanism,  substantially  as 
set  forth." 


The  ideas  expressed  by  the  court  in  these  decisions 
were  elaborated  and  possibly  carried  further  than  the 
court  intended  in  a  series  of  Commissioner's  decisions 
extending  over  the  next  ten  years;  see,  for  instance,  Ex 
parte  Pacholder,  51  O.  G.,  page  295;  Ex  parte  Halfpenny, 
73  O.  G.,  page  1135,  and  Ex  parte  Knudsen,  72  O.  G., 
page  589. 

This  last  decision  has  become  almost  a  classic  and  tor 
years  no  examination  for  promotion  was  considered 
complete  in  which  it  was  not  involved.  It  divides  func- 
tional claims  into  four  classes,  of  which  only  the  third  is 
of  interest  here. 

This  class  defines  the  construction  as  "means,    "mech- 
anism" or  "devices"  for  effecting  certain  results  or  it 
defines  certain  named  elements  by  statements  of  function  , 
instead  of  structure.   The  decision  further  states: 

"The  use  of  the  above  noted  phraseology  does 
not  of  necessity  render  a  claim  objectionable,  for 
where  the  idea  is  clearly  stated  and  the  combina- 
tion or  relation  of  parts  to  produce  a  desired  end 
is  plainly  expressed,  the  breadth  of  statement  of 
the  claim  is  no  reason  for  objecting  to  it.  .  .  . 
When  indefinite,  such  claims  should  be  objected 
to;  but  they  can  only  be  rejected  on  references 
when  these  disclose  both  the  complete  combina- 
.  tion  and  the  functional  qualifications  covered  by 
the  claim." 


The  result  of  this  decision. and  others  of  like  nature, 
was  that  the  attorneys,  and  to  some  extent  the  examiners, 
came  to  consider  that  a  claim  was  patentable  over  the 
art  if  it  contained  a  clause  prefaced  by  the  word  "means" 
followed  by  a  statement  of  a  novel  function.  There  was 
a  giadual  reaction  from  this  extreme  view,  the  present 
practice  being  more  nearly  that  indicated  by  the  District 
Court  of  Appeals  in  In  re  Gardner,  140  O.  G.,  page  258. 


In  this  decision  the  court  ruled  adversely  on  the  follow- 
ing claim: 

"In  a  vapor  register,  in  combination  with  a 
suitably  inscribed  dial,  a  device  for  automatically 
indicating  thereon  simultaneous  pressures  and 
heat  characteristics  for  superheated  vapor.'.' 

In  spite  of -the  use  of  the  word  "device"  this  claim  was 
held  to  be  substantially  a  claim  for  a  function  since  it 
apparently  covered  all  means  by  which  the  function  could 
be  carried  out.  The  court  also  called  attention  to  the 
Supreme  Court  decision  of  O'Reilly  vs.  Morse,  15  Howard, 
page  62,  the  bearing  of  which  on  this  class  of  cases  had 
been  largely  lost  sight  of.  In  this  case,  although  the 
court  held  that  Morse  was  the  first  to  convey  intelligence 
by  electricity,  it  denied  him  a  claim  covering  broadly 
"means"  for  so  conveying  intelligence  while  allowing  him 
a  claim  for  "electro  magnetic  means"  for  the  purpose. 

It  is  not  believed  that  there  is  any  conflict  between  the 
decisions  just  considered  and  those  of  the  Supreme  Court 
which  sustain  certain  claims  for  sets  of  mechanism.  A 
claim  for  "means"  for  performing  a  particular  function 
is  certainly  indistinguishable  in  scope  from  a  claim  for 
the  function  itself;  while  a  claim  involving  sets  of  mech- 
anism, even  though  each  clause  be  for  "means,  etc.,"  is 
not  a  claim  for  a  result  but  rather  for  a  series  of  steps 
for  obtaining  it,  and  the  field  is  still  left  open  for  others 
who  attain  the  same  end  by  the  use  of  more  or  fewer  or 
different  elements. 

The  essence  of  the  Gardner  decision  would  appear  to 
be  that  an  inventor  is  not  entitled  to  a  claim  in  which 
the  whole  novelty  consists  in  a  single  statement  of  func- 
tion even  if  the  clause  is  headed  by  the  word  "means"  or 
some  similar  expression.  There  must  be  some  hint  as  to 
the  nature  of  the  means,  some  suggestion  of  structure 
which  will  aid  other  inventors  or  the  courts  in  applying 
the  doctrine  of  equivalents. 

Claims  of  this  type  are  sometimes  rejected  as  being 
"broader  than  the  invention."  The  fundamental  diffi- 
culty appears  to  arise  from  the  fact  that  the  patent  law 
makes  no  provision  for  the  patenting  of  a  function  or  re- 
sult, but  only  of  the  means  whereby  it  is  accomplished. 
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Furthermore,  an  inventor  is  only  entitled  to  protect  the 
means  which  he  actually  discloses  for  the  purpose  and 
substantial  equivalents  thereof.  He  should  not,  therefore, 
be  allowed  a  claim'  which  appears  to  cover  all  means 
whereby  the  result  may  be  accomplished,  since  to  do  so 
gives  the  public  the  impression  that  the  whole  field  of 
invention  in  that  particular  line  is  closed,  and  also  im- 
poses  an  unnecessary  burden  on  the  courts  by  forcing 
them  to  read  into  the  claim  limitations  which  are  not 
apparent  on  its  face.   / 

It  would  certainly  be  to  the  advantage  of  inventors  of 
machines,  and  would  perhaps  result  in  more  even  justice, 
if  our  laws,  like  those  of  Germany,  permitted  functional 
claims.  A  discoverer  of  a  new  function  often  makes 
quite  as  valuable  an  invention  as  the  discoverer  of  a  new 
process,  and  it  would  seem  as  though  he  was  entitled  to 
equally  broad  protection. 

At  present  he  must  steer  between  the  Scylla  of  a  process 
claim,  which  the  Examiner  will  probably  reject  as  being 
for  the  function  of  the  machine,  and  the  Charybdis  of  an 
apparatus  claim  which,  if  as  broad  as  the  other,  is  likely 
to  be  opposed  by  such  decisions  as  Gardner  and  O'Reilly 
vs.  Morse. 

The  Supreme  Court  in  Steinmetz  vs.  Allen,  109  O.  G., 
page  549,  called  attention  to  the  fact  that,  process  and 
apparatus  may  approach  each  other  so  nearly  that  it 
would  be  difficult  to  distinguish  the  process  from  the 
function  of  the  machine  and  indicated  that  in  such  cases 
of  close  relationship  both  kinds  of  claims  might  be  joined 
in  a  single  application,  although  the  court  did  not  go  so 
far  as  to  state  that  either  set  would  be  invalidated  if 
applicant  elected  to  patent  them  separately. 

In  doubtful  cases  of  this  kind  it  is  probably  best  to  al- 
low the  applicant  both  process  and  apparatus  claims, 
providing  they  are  presented  in  a  single  case.  It  would 
be  manifestly  improper  to  hold  that  the  alleged  method 
set  forth  merely  the  function  of  the  machine  and  at  the 
same  time  to  require  division,  for  the  mere  presence 
of  the  doubt  is  sufficient  to  show  that  but  one  invention 
is  involved  and  that  the  sole  question  at  issue  is  the 
manner  in  which  it  shall  be  expressed.  If  the  applicant 
takes  out  a  patent  containing  simply  apparatus  claims, 
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there  is  considerable  danger  that  he  will  not  secure  the 
measure  of  protection  to  which  he  is  entitled,  while  if  it 
contains  only  process  claims  he  is  liable  to  have  the  court 
invalidate  them  as  being  functional.  If  the  two  sets  of 
claims  are  presented  in  separate  patents,  there  is  danger 
that  one  patent  or  the  other  will  be  invalidated  as  un- 
lawfully extending  the  monopoly  unless  both  patents 
issue  on  the  same  date.  It  would  appear  proper  in  co- 
pending applications  of  this  kind  for  the  Office  to  require 
a  consolidation  of  the  claims  in  a  single  case  and,  in  the 
event  of  a  failure  to  comply,  to  reject  one  of  them  on  the 
other  as  soon  as  that  other  was  passed  to  allowance. 
February  18,  1915. 
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Mechanical  Equivalents 

HERBERT  WRIGHT, 
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It  may  be  said  without  doubt  that  in  general  the 
*  commercialization  of  inventions  and  of  patent  rights  has 
done  much  to  increase  the  value  of  patents  and  to 
standardize  the  values  of  patentable  inventions. 

The  individual  inventor  of  one  or  more  inventions 
which  he  may  have  perfected,  either  by  his  genius  or  by 
his  patience  and  perseverance,  having  secured  protection 
by  taking  out  patents  on  his  inventions,  seeks  to  interest 
capital  in  the  development  of  his  ideas.  If  the  invention 
appears  to  be  worthy  of  consideration,  the  services  of  a 
patent  attorney  are  secured  in  order  to  determine  the 
probable  validity  of  the  patents  and  the  scope  of  the 
equivalents  which  they  may  be  held  to  cover.  If  his 
patents  are  taken  up  for  investigation  by  a  corporation, 
the  Mechanical  Engineer  first  investigates  the  operative- 
neas  and  desirability  of  the  inventions  in  connection 
with  the  particular  art  under  consideration.  Subse- 
■quently  the  attorney  investigates  the  patents  for  validity 
and  probable  scope  of  equivalents. 

Again,  suits  for  infringement  may  be  brought  upon 
the  patents  and  again  the  attorney  investigates  the 
patents  for  validity  and  probable  range  of  equivalents. 
It  is,  therefore,  apparent  that  the  scope  of  the  mechanical 
equivalents  covered  by  a  patent  is  very  important  at 
every  stage  of  the  investigation. 

HISTORY. 

The  doctrine  of  mechanical  equivalents  is  one  which 
has  been  in  the  process  of  development  from  an  early 
date.  The  statute  does  not  require  equivalents  to  be 
stated  in  the  specifications  and  claims  of  patents,  nor 


does  it  give  protection  for  equivalents  as  such  in  its 
terms.  The  Rules  of  Practice  make  no  mention  of  the 
use  of  the  doctrine  of  equivalents  for  the  guidance  of  the 
Patent  Office  in  determining  the  question  of  patentabil- 
ity. 

The  patent  act  of  1790  made  no  requirement'  that  the 
invention  should  be  particularly  claimed.  It  did  require, 
however,  that  the  "specification  shall  be  so  particular, 
and  said  model  so  exact,  as  not  only  to  distinguish  the 
invention  or  discovery  from  other  things  before  known 
and  used,  but  also  to  enable  a  workman  or  other  person 
skilled  in  the  art  of  manufacture,  whereof  it  is  a  branch, 
or  wherewith  it  may  be  nearly  connected,  to  make,  ' 
construct,  or  use  the  same  to  the  end  that  the  public  may 
have  the  full  benefit  thereof,  after  the  expiration  of  the 
patent  term." 

The  act  of  1793  required  that  the  inventor  should 
file  in  the  office  of  the  Secretary  of  State  "a  written 
description  of  his  invention,  and  of  the  manner  of  using, 
or  process  of  compounding  the  same,  in  such  full,  clear 
and  exact  terms,  as  to  distinguish  the  same  from  all 
other  things  before  known,  and  to  enable  any  person 
skilled  in  the  art  or  science  of  which  it  is  a  branch,  or 
with  which  it  is  most  nearly  connected,  to  make,  com- 
pound and  use  the  same." 

In  the  act  of  1836  it  was  required  that  the  inventor 
"shall  particularly  specify  and  point  out'  the  part,  im- 
provement, or  combination  which  he  claims  as  his  own 
invention  or  discovery."  This  appears  to  be  the  first  act 
in  which  a  distinct  claim  was  required. 

The  Consolidated  Patent  Act  of  1870  (Sect.  26)  con- 
tained the  requirement  similar  to  that  of  Section  4888, 
of  the  Revised  Statutes,  to  the  effect  that  the  inventor 
"shall  particularly  point  out  and  distinctly  claim  the 
part,  improvement,  or  combination  which  he  claims  as 
his  invention  or  discovery."  The  present  require- 
ments of  Rule  37  first  appeared  in  the  eighth  Revised 
Edition  of  the  Rules  of  Practice,  November  16, 1886. 

Nothing  indicative  of  an  equivalent  had  been  referred 
to  in  statutes  or  rules. 

Walker  in  his  first  edition  (1883)  says:  that  "to 
define  an  equivalent  is  at  present  a  weighty  and  difficult 


undertaking.  It  is  weighty  because  many  rights  of 
property  now  depend,  and  always  will  depend,  upon  the 
definition.  It  is  difficult  because  the  deliverances  of  the 
Supreme  Court  upon  the  subject  are  inharmonious,  and 
because  none  of  those  deliverances  is  accompanied  by 
elementary  reasoning  on  the  merits  of  the  question." 

Robinson  (Vol.  1,  Sect.  245)  says  in  effect,  that  the 
rules  which  govern  the  immaterial  diversities  of  inven- 
tions, taken  together,  constitute  the  "Doctrine  of 
Equivalents." 

As  a  uniform  rule  "one  who  claims  and  secures  a 
patent  for  a  new  machine  or  combination  thereby  neces- 
sarily claims  and  secures  a  patent  for  every  mechanical 
equivalent  for  that  device  or  combination." 

Kinlock  Telephone  Co.  vs.  Western  Electric  Co. 
(113  P.,  652). 

DEFINITION. 

A  general  definition  of  the  term  "mechanical  equiva- 
lents" must,  therefore,  be  deduced  from  the  interpreta- 
tions which  have  been  given  to  the  term  in  the  decided 
cases. 

Age  of  the  equivalent  element.  In  a  number  of  early 
decisions  it  was  held  that  in  order  to  be  an  equivalent  the 
element  must  have  been  known  at  the  date  of  the  patent. 
The  doctrine  was  first  announced  by  Justice  Clifford 
and  was  held  in  the  cases  of  Seymour  vs.  Osboro  (11 
Wall.,  556);  Gould  vs.  Rees  (15  Wall.,  187);  Gill  n. 
Wells  (22  Wall.,  31);  Imhacuser  vs.  Buerk  (17  0.  G., 
795);  and  other  decisions.  The  cases  of  Mason  vs. 
Graham  (23  Wail.,  275),  and  Potter  vs.  Stewart  (18 
Blatch.,  563)  (Blatchford,  J.)  amoug  the  early  decisions 
held  the  opposite  view, 

This  element  of  age  although  reiterated  in  a  number 
of  decisions,  and  stated  by  Robinson  as  being  the  only 
logical  and  scientific  test,  appears  to  have  been  almost 
universally  ignored  in  reaching  the  conclusions  of  the 
courts. 

When  the  equivalent  element  becomes  known  through 
the  gradual  development  of  human  information  the  in- 
ventor would  seem  to  be  as  much  entitled  to  a  portion 


of  that  development  in  his  patent  as  that  the  public 
should  be  entitled  to  the  entire  benefit  thereof,  eliminat- 
ing the  patent  from  consideration.  This  proposition 
would  appear  to  be  in  accord  with  the  principle  that  an 
inventor  is  entitled  to  all  the  uses  to  which  his  invention 
may  be  put  no  matter  whether  he  knew  of  those  uses  or 
not.  In  Oehric  vs.  Horstmann  (131  F.,  478)  and  General 
Electric  Co.  vs.  Winsted  Gas  Co.  (110  F.,  963),  it  was  held 
that  unless  the  equivalents  are  specifically  disclaimed  "all 
equivalents  are  covered  by  a  patent  whether  the  inventor 
thought  of  them  or  not."  Also  in  Vrooman  vs.  Penhollow 
(179  F.,  296)  a  patentee  was  held  entitled  to  equivalents 
although  they  were  not  described  in  the  specification. 

The  later  decisions  more  distinctly  negative  the  re- 
quirement of  age  as  to  the  infringing  element.  Among 
these  are : 

McCormick  Harvester  Co.  vs.  Aultman  (69  F., 
386). 

Gould  Coupler  Co.  vs.  Pratt  (70  F.,  627). 

Read  Holiday    &  Sons  vs.  Schmilze  Berge   (78 
F.,  496). 

Edison  El.  L.  Co.  vs.  Boston  Incandescent  Lamp 
Co.  (69  O.  G.),  245. 

There  are,  however,  a  few  later  decisions  which  men- 
tion age  as  a  condition  precedent  to  constituting  a 
proper  equivalent.  Among  these  is  the  case  of  Denning 
Co.  vs.  American  Steel  Co.  (169  F.,  793)  referring  to  the 
ingredients  of  a  compound. 

"It  is,  therefore,  safe,"  says  Walker  (4th  Edition), 
"to  define  an  equivalent  as  a  thing  which  performs  the 
same  function  and  performs  that  function  in  substan- 
tially the  same  manner  as  the  thing  of  which  it  is  al- 
leged to  be  an  equivalent"  (Sect.  354). 

To  this  Robinson  adds  the  requirement  that  the  sub- 
stitution of  the  equivalent  must  not  in  any  manner  vary 
the  idea  of  means.  Hobbie  vs.  Smith  (27  F.,  656); 
Adams  vs.  Bellair  Stamping  Co.  (28  F.,  360) ;  Brighton  vs. 
Wilson  (18  F.,  378) ;  Dey  Time  Register  Co.  vs.  Syracuse 
Time  Register  Co.  (152  F.,  440).  That  it  must  perform 
the  same  function  is  set  forth  in  Piper  vs.  Shedd  et  al. 
(35  O.  G.,  256). 


Turning  now  to  some  of  the  leading  decisions  in  which 
definitions  are  discussed  we  find  the  following: 

An  equivalent  in  the  law  of  patents  is  denned  to  be 
"an  act  or  substance  which  is  known  in  the  arts  as  a 
proper  substitute  for  some  other  act  or  substance,  em- 
ployed already  as  an  element  in  an  invention,  whose  sub- 
stitution for  that  other  act  or  substance  does  not  in  any 
manner  vary  the  idea  of  means.  It  possesses  three  charac- 
teristics : 

(1)  It  must  be  capable  of  performing  the  same  office  in 
the  invention  as  the  act  or  substance  whose  place  it 
supplies. 

(2)  It  must  relate  to  the  form  of  embodiment  alone, 
and  not  affect  in  any  degree  the  idea  of 'means. 

(3)  It  must  have  been  known  in  the  arts,  at  the  date 
of  the  patent,  as  endowed  with  this  capability."  (1 
Rob.  Pat.,  Sec.  247).  Duff  Mfg.  Co.  w.  Forgie  (59 
R,  772). 

This  third  characteristic  as  to  the  ag.-  i  the  equiva- 
lent has  been  discussed  above. 

"A  mechanical  equivalent  which  may  be  substituted 
for  an  omitted  mechanical  element  in  a  combination 
claim  is  one  that  performs  the  same  function  by  apply- 
ing the  same  force  to  the  same  object  through  the  same 
means  and  mode  of  application." 

Hardison  vs.  Brinkman  (156  F.,  962). 

The  term  "equivalents"  has  two  meanings  as  used  in 
patent  cases.  The  one  relates  to  the  results  that  are 
produced,  and  the  other  to  the  mechanism  by  which 
those  results  are  produced. 

Johnson  i<s.  Root  (1  Fisher,  351). 

The  equivalency  of  construction  relates  in  mechanics 
to  similarity  of  means,  functions  and  results. 

Fames  vs.  Worcester  Pol.  Inst.  (123  F.,  67). 

Mechanical  devices  are  equivalents  when  skilful  and 
experienced  workmen  know  that  one  will  produce  the 
same  result  as  another. 

Johnson  vs.  Root  {1  Fisher,  351),  and  May  vs. 
Fond  du  Lac  (27  F.,  691). 


"The  substantial  equivalent  of  a  thing  is,  in  the  sense 
of  the  patent  law,  the  same  as  the  thing  itself.  Two 
devices  which  perform  the  same  function  in  substantially 
the  same  way,  and  accomplish  substantially  the  same 
result,  are,  theiefore,  the  same,  though  they  may  differ 
in  name  or  form." 

Machine  Co.  i*.  Murphy  (97  U.  S.,  120). 

The  term  "equivalent"  means  "equally  good"  when  it 
refers  to  the  ingredients  of  compositions  of  matter. 
Tyler  i».  Boston  (7  Wallace,  330). 

Primary  and  secondary  inventions.  In  the  various 
texts  books  it  has  been  attempted  in  applying  the  doc- 
trine of  equivalents,  to  draw  a  line  of  distinction  between 
primary  or  pioneer  patents  and  secondary  or  improve- 
ment patents. 

Thus:  A  primary  invention  is  one  which  performs  a 
function  never  performed  by  any  earlier  invention: 
Morley  vs.  Lancaster  (129  U.  S.,  373);  Celluloid  vs. 
Mfg.  Co.  (44  F.,  86);  Norton  vs.  Jensen  (49  F.,  862); 
Nat'l.  Reg.  Co.  vs.  Am.  R.  Co.  (53  F.,  372);  Boston  L. 
Mach.  Co.  vs.  Woodward  (53  F.,  481). 

A  secondary  invention  is  one  which  performs  a  function 
previously  performed  by  some  earlier  invention,  but 
which  performs  that  function  in  a  substantially  different 
way  from  any  that  precede  it:  Butz  Co.  vs.  El.  Co. 
(36  F.,  192);  Writing  Mach.  Co.  vs.  Book  Ty.  Co.  (108 
F.,  629). 

No  clear  line,  however,  has  been  found  to  exist  between 
primary  and  secondary  inventions. 

To  be  entitled  to  the  doctrine  of  equivalents,  it  is  not 
essential  that  the  patent  shall  be  for  a  pioneer  invention 
in  the  broad  sense  of  that  term.  If  the  invention  is  one 
that  marks  a  decided  step  in  the  art,  and  has  proved  of 
value  to  the  public,  the  patentee  will  be  entitled  to  the 
benefit  of  the  rule  of  equivalents,  though  not  in  so  liberal 
a  degree  as  if  his  invention  were  of  a  primary  character: 
Bundy  Mfg.  Co.  vs.  Detroit  T.  Reg.  Co.  (94  F., 
524). 


But,  when  an  invention  is  not  a  pioneer  invention,  the 
inventor  is  held  to  a  rigid  construction  of  his  claims. 
Wright  vs.  Yuengling  (155  U.  S.,  47). 

In  the  case  of  Kokomo  Fence  Mach.  Co.  vs.  Kitselman 
(189  U.  S.,  8),  it  was  attempted  to  decide  the  question  as 
to  whether  the  invention  was  a  pioneer  or  a  secondary 
one,  in  a  suit  on  several  patents  covering  wire  fabric 
machines. 

The  Circuit  Court  held  the  patents  to  cover  secondary 
inventions  and  found,  non-infringement  for  the  defend- 
ants. The  Circuit  Court  of  Appeals  held  one  of  the 
patents  in  suit  to  cover  a  primary  invention,  and  found 
it  to  be  infringed  by  the  defendant's  machine.  The 
Supreme  Court  agreed  with  the  Circuit  Court,  finding 
that  the  invention  was  a  secondary  one  and  the  de- 
fendants not  entitled  to  recover. 

Many  decisions  enunciate  the  proposition  that  the 
doctrine  applies  equally  to  all  inventions. 

The  term  "mechanical  equivalent"  has  a  broad  and 
generous  signification  in  the  interpretation  of  a  pioneer 
patent,  a  very  narrow  and  restricted  meaning  in  the  con- 
struction of  a  patent  for  a  slight  improvement,  and  in  the 
interpretation  of  patents  for  the  great  mass  of  inventions 
which  fair  between  these  extremes,  its  meaning  is  pro- 
portioned to  the  advance  which  the  invention  under 
consideration  evidences. 

Mallon  vs.  Wm.  C.  Gregg  Co.  (137  F.,  68). 


PRIMARY  INVENTIONS  ENTITLED  TO  A  BROAD 
RANGE  OF  EQUIVALENTS. 

To  sustain  a  claim  of  infringement  of  a  patented 
machine,  three  things  must  be  found:  First,  identity  of 
result;  second,  identity  of  means;  third,  identity  of 
operation.  The  fact  that  an  invention  is  of  a  primary 
character  does  not  entitle  the  patentee  to  all  means  for 
accomplishing  the  same  result. 

Am.  Can  Co.  vs.  H.  S.  Canning  Co.  (137  F.,  86). 
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The  patentee  of  an  invention  which,  although  for  an 
improvement  only,  is  of  undoubted  utility  and  con- 
stitutes a  marked  advance  in  the  art,  is  entitled  to  the 
benefit  of  the  doctrine  of  equivalents  commensurate 
with  the  invention  disclosed. 

Columbia  Wire  Co.  vs.  Kokomo  S.    &  W.  Co. 
(143  F.,  116). 

The  decisions  that  an  element  included  in  a  claim 
can  not  be  regarded  as  immaterial  "were  not  intended  to 
exclude  from  consideration  the  doctrine  of  mechanical 
equivalents.  An  element  can  not  be  held  to  be  imma- 
terial where  there  is  no  corresponding  element  in  the 
other  party's  claim;  but  where  there  is  a  corresponding 
element  the  question  whether  they  are  ~  mechanical 
equivalents  must  be  determined. 

Ex  parte  Thompson  (98  0.  G.,  227). 

An  improver  may  be  a  pioneer  in  a  limited  field. 

Howe  Mach.  Co.  vs.  Coffield  Motor  Washer  Co. 
v  (197  F.,  541). 

To  what  liberality  of  construction  these  claims  are 
entitled  depends  to  a  certain  extent  upon  the  character 
of  the  invention,  and  whether  it  is  what  is  termed  in 
ordinary  parlance  a  "pioneer."  This  word,  although 
used  somewhat  loosely,  is  commonly  understood  to  de- 
note a  patent  covering  a  function  never  before  per- 
formed, a  wholly  novel  device,  or  one  of  such  novelty 
and  importance  as  to  mark  a  distinct  step  in  the  progress 
of  the  art,  as  distinguished  from  a  mere  improvement  or 
perfection  of  what  had  gone  before.  Most  conspicuous 
examples  of  such  patents  are:  The  one  to  Howe  for  the 
sewing  machine;  to  Morse  for  the  electric  telegraph; 
and  to  Bell  of  the  telephone. 

Westinghouse  vs.  Boyden  Power  Brake  Co.  (170 
U.  S-,  537). 

The  Welsbach  patent  No.  837,017,  for  "a  pyrophoric 
alloy  containing  cerium  alloyed  with  iron,  as  and  for  the 
purpose  described."     Held,  to  cover  a  poineer  invention 


and  entitled  to  that  liberal  application  of  the  doctrine  of 
equivalents,  which  is  usually  accorded  to  such  patents. 

Freibacher  Chemische  Werke  Gesellschaft  mit 
beschrankter  Haftung  vs.  The  Roessler  & 
Hasslacher  Chemical  Co.  (209  O.  G.,  1689). 

The  words  "substantially  as  described"  in  a  claim  do 
not  limit  the  patentee  to  the  exact  mechanism  described 
nor  deprive  him  of  the  benefit  of  rule  of  equivalents  to  the 
same  extent  as  if  they  were  absent. 

National  Tube  Co.  vs.  Mark  et  al.  (216  F.,  507). 

IMPROVEMENT     PATENTS     ENTITLED     TO     A 
MORE  LIMITED  RANGE  OF  EQUIVALENTS. 

"A  patentee  who  is  not  a  pioneer,  but  a  mechan- 
ical improver,  though  the  first  to  achieve  com- 
mercial success  is  not  entitled  to  treat  as  equiva- 
lents distinct  mechanical  improvements  of 
others." 

Mayo  K.  M.  &  N.  Co.  vs.  Jencks  (121  F., 
110). 

A  patentee  whose  invention  is  meritorious,  although 
he  is  not  a  pioneer,  is  entitled  to  a  reasonable  range  of 
equivalents  measured  by  the  advance  he  has  made  over 
older  machines. 

Dowagiac  Mfg.  Co.  us.  Minnesota  M.  Plow  Co. 
(118  F.,  136). 

A  patentee  is  not  to  be  denied  protection  commensu- 
rate with  the  scope  of  his  actual  and  distinctly  described 
invention  by  wholly  excluding  him  from  the  benefit  of  the 
doctrine  of  equivalents,  even  as  against  one  who  has 
made  only  such  ehanges  as  are  palpably  colorable  and  of 
such  character  as  to  show  that  they  were  studied  eva- 
sions of  the  particular  devices  described  in  the  patent. 
Lepper  et  al.  vs.  Randall  (113  F.,  627). 
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A  patentee  of  an  improvement  on  a  prior  combination 
by  adding  thereto  a  single  new  element  is  not  entitled  to 
claim  equivalents  to  the  same  extent  as  the  patentee  of 
the  original  combination. 

Am.  Stoker  Co.  vs.  Underfeed  Stoker  Co.  (182 
F.,  642). 

When  the  invention  of  a  patent  is  not  a  pioneer  in- 
vention, the  inventor  is  held  to  a  rigid  construction  of  his 
claims,  and  is  not  entitled  to  any  considerable  range  of 
equivalents:  and  when,  in  a  patent  for  a  mere  improve- 
ment, which  in  view  of  the  prior  art  is  extremely  narrow, 
he  has  limited  his  claims  by  specific  words  to  the  specific 
form  of  device  or  element,  he  is  bound  thereby. 
Sharp  vs.  Bellinger  et  al.  (168  F.,  296). 

PATENTS  SHOULD  BE  LIMITED  TO   WHAT  IS 
CLAIMED. 

On  the  other  hand  the  claims  of  a  patent  should  -be 
limited  to  the  thing  claimed.    The  claim  is  the  written 
'  definition  of  the  character  and  scope  of  the  thing  pro- 
tected.   Robinson  says  (Vol.  II,  Sec.  505) : 

"The  courts  will  not  go  into  the  history  of  the 
art  to  ascertain  what  he  has  really  discovered 
and  what  he  might  have  patented  if  he  had  chosen 
but  will  take  him  at  his  word  and  protect  him  ac- 
cording to  the  terms  in  which  he  has  himself  de- 
manded such  protection." 

The  statutory  prerequisite  to  the  claim  has  already 
been  referred  to.    The  applicant  must — 

"particularly  point  out  and  distinctly  claim  the 
part,  improvement,  or  combination  which  he 
claims  as  his  invention  or  discovery." 

It  is  clearly  necessary  that  the  inventor  afford  informa- 
tion to  the  public  as  to  precisely  what  he  regards  the 
limitations  of  his  monopoly,  otherwise  the  public  would 
have  no  means  of  knowing  the  extent  of  existing  monopo- 
lies, and  from  what  portion  of  the  field  of  invention  the 
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inventor  should  exclude  himself  in  the  practice  of  his  art. 
The  Supreme  Court  in  the  case  of  Pope  Mfg.  Co.  va. 
Gormully  (144  U.  S.,  224)  said: 

"The  rights  of  the  public  to  use  that  which  can 
not  be  lawfully  monopolized  is  just  as  important, 
and  should  be  as  jealously  guarded,  as  the  rights 
of  a  real  inventor." 

Among  other  decisions  may  be  cited  the  following: 

"Where  the  actual  invention,  described  in  the 
specification  is  larger  than  the  claims  of  the  patent, 
patentee,  in*  suit  for  infringement,  is  limited  to 
what  is  specified  in  the- claims." 
Bates  vs.  Coe(98U.S.,  38). 

"Courts  will  go  far  to  save  a  patent  for  a  meritorious 
invention,  but  can  not  reconstruct  claims  and  disre- 
gard their  very  terms,  and  add  or  subtract  material 
words  not  found  therein  but  necessary  if  the  true  inven- 
tion is  to  be  covered." 

Sharp  vs.  Bellinger  et  al.  (168  F.,  295). 

"The  courts  are  bound  by  the  language  chosen  by  the 
inventor  in  framing  his  claims,  and  they  have  neither  the 
right  nor  the  power  to  enlarge  a  patent  beyond  the  scope 
of  the  claims,  even  though  the  patentee  may  have  been 
entitled  to  something  more  than  the  words  he  has  chosen 
to  use  will  include." 

Seaburg  vs.  Johnson  (76  F.,  456). 

A  decision  often  quoted  is: 

"The  claim  of  the  inventor  in  letters  patent 
must  be  construed,  according  to  its  terms,  and 
when  its  import  is  plain,  resort  can  not  be  had  to 
the  context  for  the  purpose  of  enlarging  it. 

"Some  persons  seem  to  suppose  that  a  claim 
in  a  patent  is  like  a  nose  of  wax  that  may  be 
turned  and  twisted  in  any  direction  by  merely 
referring  to  the  specification  so  as  to  make  it  in- 
clude something  more  than  or  something  different 
from  what  its  words  express." 
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"The  claim  is  a  statutory  requirement,  pre- 
scribed for  the  very  purpose  of  making  the 
patentee  define  precisely  what  his  invention  is; 
and  it  is  unjust  to  the  public,  as  well  as  an  evasion 
of  the  law  to  construe  it  in  a  manner  different 
from  the  plain  import  of  its  terms."  See,  Key- 
stone Bridge  Co.  vs.  Phoenix  Iron  Co.  (95  U.  S., 
274);  James  vs.  Campbell  (104  II.  S.,  356). 
White  vs.  Dunbar  (119  U.  S.,  47). 

From  the  principles  laid  down  in  these  decisions  it  is 
not  seen  how  the  doctrine  of  equivalents  can  be  applied 
otherwise  than  both  forwards  and  backwards.  The 
claim  is  to  be  liberally  construed  but  not  so  as  to  read 
anything  into  it  or  out  of  it  to  make  it  different  from  what 
a  fair  interpretation  of  its  terms-demand.  The  same 
tests  should  be  applied  in  the  determination  of  the  ques- 
tion of  anticipation  as  are  applied  to  find  infringement. 
It  is  a  familiar  rule,  and  often  expressed,  that  a  con- 
struction which  would  infringe  if  later  would  anticipate 
if  earlier. 

SCHROEDER    PATENT— CRITICISM— PROPOSED 
LEGISLATION. 

The  efforts  of  the  courts  from  time  to  time,  in  giving 
construction  upon  relatively  broad  patents,  and  in  ap- 
plying the  doctrine  of  mechanical  equivalents  with  such 
force  as  to  make  a  finding  for.  a' pioneer  invention,  has 
called  forth  much  adverse  criticism  on  the  part  of  the 
public.  It  has  been  alleged  that  the  doctrine  of  equiva- 
lents has  been  used  as  a  veil  under  which  the  courts 
have  decided  cases  at  random  and  without  the  applica- 
tion of  the  equitable  principles  laid  down  in  the  decisions 
noted. 

One  instance  of  a  case  calling  forth  such  adverse 
criticism  is  found  in  the  washing  machine  art.  The 
patent  to  Sehroeder  535,465,  March  12,  1895,  was  con- 
strued in  the  case  of  Benbow-Brammer  Mfg.  Co.  vs. 
Straus  (166  F.,  114).  This  patent  discloses  a  sltdable 
cylinder  mounted  on  a  vertical  shaft  to  which  shaft  at  the 
lower  end  is  attached  the  clothes  stirrer.     A  segmental 
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rack  on  the  cylinder  is  engaged  by  a  pinion  mounted 
on  the  inner  end  of  a  driving  shaft,  to  the  outer  end  of 
which  is  attached  the  crank- handle  or  fly-wheel.  The 
claim  sued  on  called  for  a  cylinder  placed  upon  the  oper- 
ating shaft  and  having  a  sliding  movement  thereon. 

"The  main  difference  between  the  two  is  that  in  Schroe- 
der's  machine  the  reciprocating  motion  is  produced  by 
the  up  and  down  movement  of  the  rack  and  in  the  de- 
fendant's by  the  up  and  down  movement  of  the  pinion. 
This  change  is  accomplished  by  substituting  for  the 
driving  shaft  of  the  claim  a  driving  shaft  which  as  the 
defendant's  brief  asserts,  is  well  known  in  mechanics  as 
a  'floating'  shaft,  and  making  the  necessary  mechanical 
changes  incident  to  the  substitution." 

Washing  machines  having  the  general  combination  of 
parts  were  old  prior  to  the  date  of  the  application  for  the 
Schroeder  patent.  The  decision  of  the  court,  therefore, 
related  to  the  particular  form  of  mechanism  for  producing 
the  reciprocatory  rotary  motion  of  the  clothes  stirrer. 

Under  the  above  state  of  facts  it  has  been  alleged  that 
the  Schroeder  patent  should  not  have  been  enlarged 
beyond  the  scope  of  its  claims,  and  that  the  doctrine  of 
mechanical  equivalents  should  not  have  been  used  as  a 
"mask"  under  which  the  court  should  hold  that  a  claim 
in  the  patent  which,  by  its  terms  is  limited  to  a  slidable 
cylinder,  is  infringed  by  a  device  embodying  a  non~ 
slidable  cylinder. 

In  view  of  the  decision  in  the  case  of  Benbow-Brammer 
Mfg.  Co.  vs.  Straus,  supra,  and  other  cases  of  like 
import,  the  following  statute  was  proposed  for  enact- 
ment, by  Hugh  K.  Wagner  of  St.  Louis,  Mo. : 

"Be  it  enacted  by  the  Senate  and  House  of 
Representatives  of  the  United  States  of  America 
in  Congress  assembled,  that  it  shall  be  unlawful 
*  for  any  court  in  construing  any  claim  of  letters- 

patent  for  an  invention  to  hold,  under  the 
doctrine  of  mechanical  equivalents  or  otherwise, 
as  an  infringement,  thereof  anything  on  which  the 
terms  of  such  claim  understood  according  to  their 
plain  import  will  not  read." 


THE  COMBINATION. 

In  applying  the  doctrine  of  equivalents,  a  distinction 
is  made  between  inventions  which  are  specific  devices 
and  inventions  which  are  combinations. 

In  specific  devices,  the  range  of  equivalent?;  recognized 
is  much  wider  than  in  combinations.  In  the  latter  an 
element  is  not  an  equivalent,  unless  it  is  substantially  the 
same  thing  as  the  patentee  has  described,  operating  in  the 
same  way. 

Wells  wr.  Curtis  {66  F.,  318)  C.  C.  A.,  6th  C. 

The  fact  that  in  a  combination  all  the  elements  are  old 
does  not  preclude  the  benefit  of  equivalents. 

Singer  Co.  re.  Cramer  (109  P.,  652). 

Any  substitution  in  the  essential  elements  of  a  com- 
bination which  affects  either  the  means  or  function  of  the 
single  element  passes  beyond  the  region  of  equivalents 
into  the  sphere  of  substantive  invention  (1  Rob.,  347). 

The  doctrine  of  mechanical  equivalents  is  governed 
by  the  same  rules  and  has  tbn  same  application  in  a  case 
in  which  the  infringement  of  a  patent  for  a  combination 
is  in  question  as  in  cases  where  the  issues  are  oyer  the 
■infringement  of  patents  for  machines  or  compositions  of 
matter. 

Ottumwa  Box  ( 'ar  Loader  Co.  vs.  Christy  Box  Car 
Loader  Co.  (,215  F.,  362). 

The  Substitution   of  Equivalents  in  General    Combi- 
nations. 

This  question  relates  more  definitely  to  secondary 
inventions  and  improvement  patents  since  such  inven- 
tions and  patents  bring  out  more  specifically  applicant's 
exact  combinations  and  arrangements  of  elements  in 
connection  with  general  elements  of  some  particular  art. 

Under  this  head  may  be  classified  the  famous  McNeil 
decisions  (100  O.  (I.,  1976,  100  O.  ('..,  2178)  undoubtedly 
used  to  excess : 

"The  combination  of  a  trimmer  with  one  type  of 
stitch-forming  mechanism  being  old,  there  is  no 


invention  in  combining  that  trimmer  with  another 
stitch-forming  mechanism  whether  that  stitch- 
forming  mechanism  is  new  or  old." 

This  decision  is  used  in  variation  with  In  re  Hawley 
(121  O.  G.,  691)  and  In  re  Ratican  (162  O.  G.,  540). 
The  latter  held  that— 

"the  inventor  is  certainly  not  entitled  to  a  patent 
on  a  new  combination  merely  because  he  has 
improved  a  single  element  of  that  combination." 

Where  the  new  combination  involves  one  invention, 
and  the  improved  element  covers  an  invention  of  a  second 
party,  not  structurally  dependent,  no  third  patent  should 
be  granted  that  would  prevent  these  independent  in- 
ventors from  bringing  their  separate  inventions  together. 

On  the  other  hand,  in  the  early  state  of  an  art,  the  sub- 
stitution of  equivalents  in  general  combinations  may 
amount  .to  invention.  The  decisions  in  the  case  of  the 
Selden  patent  was  such  a  holding,  the  steam  engine  being 
held  not  to  be  the  equivalent  of  the  gas  engine  in  the 
combination. 

El.  Vehicle  Co.  m.  C.  A.  Duerr  &  Co.  (172  F., 
923). 

Also,  if  the  new  element  co-acts  with  the  other  ele- 
ments in  a  different  mtuiner  than  in  the  old  combination, 
In  re  McNeil  does  not  apply. 

Ex  parte  Mumford  (206  O.  G.,  878). 

DOUBLE  USE. 

The  revolving  rack  for  billiard  cues  was  held  void 
on  the  ground  of  double  use.  St.  Germain  vs.  Brunswick 
(51  O.  G.,  1 129).  In  this  case  the  revolving  dining  table 
and  the  bottle  caster  were  held  to  be  equivalent  struc- 
tures for  bringing  around  the  desired  article  for  use. 

In  the  case  of  The  Penn.  R.  R.  Co.  vs.  The  Loco. 
Engine  Safety  Truck  Co.  (27  O.  G.,  207),  and  in  mahy 
other  cases,  it  has  been  held  that — 

"the  application  of  an  old  process  or  machine  to  a 
similar  or  analogous  subject,  with  no  change  in  the 
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manner  of  applying  it,  and  no  result  substantially 
distinct  in  its  nature,  will  not  sustain  a  patent, 
even  if  the  new  form  of  result  has  not  before  been 
contemplated." 

In  this  case  a  form  of  truck  already  in  use  on  railroad 
cars  was  held  to  have  its  equivalent  in  a  similar  truck 
for  use  as  the  forward  truck  of  a  locomotive  engine. 

Many  other  cases  of  similar  import  might  be  cited. 

ABANDONMENT. 

The  mere  fact  that  a  claim  has  been  rejected  and 
amended  does  not  operate  as  an  abandonment  of  equiva- 
lent elements. 

Reece  Button  Hole  Meeh.  Co.  vs.  Globe  Co.  (61 

F.,  958). 

Where  three  equivalents  are  described  and  but  one  of 
them  is  claimed,  applicant  does  not  thereby  abandon  the 
other  two  ways. 

Burdon  Wire  &  Supplv  Co.  vs.  Williams  (128 
F.,  927). 

The  mention  of  an  equivalent  form  or  method  to  that 
stated  in  the  claim  does  not  abandon  the  equivalent. 

Thompson-Houston  El.  Co.  vs.  Ohio  Brass  Co. 
(130  F.,  542). 


DESIGNS. 

"Design  patents  cover  appearances  only." 
Royal  Metal  Mfg.  Co.  vs.  Art  Metal  Works 
(128  F.,  128). 

"The  true  test  of  infringement  of  a  design 
patent  is  laid  down  by  the  Supreme  Court  in 
Oorham  Co.  m.  White  (14  Wall.,  528)  as  follows: 

"If,  in  the  eye  of  an  ordinary  observer,  giving 
such  attention  as  a  purchaser  usually  gives,  two 
designs  are  substantially  the  same,  if  the  re- 
semblance is  such  as  to  deceive  such  an  observer, 
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inducing  him  to  purchase  one  supposing  it  to  be 
the  other,  the  first  one  patented  is  infringed  by  the 
other." 

N.  Y.  Belting  &  Packing  Co.  vs.  N.  J.  Car 
Spring  &  Rubber  Co.  (53  F.,  810). 

Macbeth  etal.  vs.  Gillinder  et  al.  (54  F.,  171). 

Kruttschmitt  vs.  Simmons  (118  F.,  851). 

MISCELLANEOUS. 

In  Ex  parte  Dolph  (39  O.  G.,  239)  it  was  held  that  the 
words  "or  equivalent  devices"  should  not  be  employed  in 
a  claim  unless  such  equivalent  devices  are  clearly  de- 
scribed in  the  specification.  Since  equivalent  devices  are 
always  regarded  as  being  covered  by  a  claim,  these 
words  are  unnecessary  in  any  case  and  in  most  cases 
render  the  claim  indefinite. 

Where  reference  letters  are  used  on  drawings  the  same 
letters  should  not  be  used  to  designate  equivalent  ele- 
-  ments.    The  use  of  letters  provided  with  exponents  was 
suggested  in  Ex  parte  Cook  (51  Q.  G.,  1620). 

The  application  of  the  doctrine  of  equivalents  by  the 
Examiners  to  the  work  of  the  office,  in  addition  to  a 
consideration  of  the  rules  as  enunciated  in  the  definitions 
depends  to  some  extent  upon  the  training  of  the  individ- 
ual Examiner.  The  mechanical  engineer  who  has  had 
the  benefit  of  training  in  shop  work  and  design  will  find  it 
more  difficult  to  see  invention  in  differences  of  form,  size, 
capacity,  and  proportions  and  in  arrangements  of  parts 
than  the  Examiner  who  has  not  had  the  benefit  of  such 
training.  The  arguments  and  demonstrations  of  the  at- 
torneys in  such  cases,  are,  as  a  rule,  less  easily  convincing. 
Likewise  the  skilled  chemist  will  appreciate  more  quickly 
the  equivalency  of  ingredients  in  any  given  compound 
than  one  not  skilled  in  that  profession. 

"A  mere  mechanical  substitute  for  a  thing  must 
be  regarded  as  the  thing  itself." 

The  question  whether  the  thing  is  an  equivalent  or  not 
is  a  question  oifact  to  be  determined  by  the  evidence. 

"Whether  the  defendant  has  used  substantially 
the  same  means,  or,  in  other  words,  mechanical 
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equivalents,  to  accomplish  the  same  result,  is  a 
question  for  the  jury  to  determine." 

"The  testimony  of  a  mechanical  expert,  in  a 
suit  for  infringement,  must  be  tried  by  the  same 
tests  that  are  applied  to  the  evidence  of  other  wit- 
nesses; and  it  must  receive  just  such  credit  and 
weight  as  it  appears  to  be  entitled  to  from  all  the 
circumstances,  and  no  more." 

May  vs.   County  of  Fond   du  Lac   (27  F., 
691). 

In  applying  references  in  anticipation  of  claims,  there- 
fore, the  Examiner  should  be  guided  by  the  same  judicial 
considerations  in  favor  of  the  public  as  are  given  to  the 
protection  of  alleged  inventions  in  the  claims  allowed,  at 
the  same  tinie  bearing  in  mind  that  in  the  presence  of  a 
reasonable  doubt  the  benefit  thereof  should  be  given  to 
the  inventor. 

In  order  to  give  a  clearer  understanding  of  the  applica- 
tion of  equivalents,  and  to  express  in  concrete  form  the 
scope  which  has  been  given  to  the  doctrine  by  the  Federal 
courts,  I  have  made  a  selection  of  a  few  specific  cases  and 
arranged  them  somewhat  in  the  form  of  a  digest.  The 
selection  of  these  cases  has  been  made  with  a  view  to  clear 
illustration  of  the  application  of  the  doctrine. 

DIGEST  OF  SPECIFIC  CASES. 
Elements. 

•  Cams. 

In  a  sewing  machine  combination : 

"While  a  cam  and  a  wedge  are  regarded  as  plain 
equivalents  (Burr  vs.  Duryee,  1  Wall.,  531),  yet 
the  use  of  two  cams  in  the  defendant's  device,  in 
place  of  two  inclines  or  wedges  in  the  plaintiff's 
patent,  are  not  to  be  regarded  as  the  substitution 
of  equivalents,  considering  their  different  modes 
of  operation  in  connection  with  the  rods  as  ar- 
ranged in  the  defendant's  machine." 
Gray  vs.  Bangs  (31  F.,  342). 
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Bearings.         '  j 

In  a  journal  bearing  for  stone  crushers,  a  cylindrical 
journal-bearing  provided  with  &  conical  journal  obliquely 
placed,  so  that  the  surfaces  of  the  two  have  a  line  of 
contact,  is  infringed  by  the  equivalent  structure  of  a 
conical  bearing  apd  a  cylindrical  journal  similarly  placed. 
The  first  named  bearing  was  held  patentable  over  a  ball 
and  socket  bearing  in  which  there  is  but  a  point'  of 
contact. 

Gates  Iron  Works  vs.   Fraser    &  Chalmers   (79 
0.  G.,2015). 

In  a  treadle  for  sewing  machines,  knife  edge  trunnion, 
bearings  are  the  equivalent  of  center  point  bearings  con- 
sisting of  pointed  screws  engaging  in  holes  countersunk 
in  the  treadle. 

Singer  Mfg.  Co.  vs.  Cramer  (97  O.  G.,  552). 

In  a  hair  clipping  machine,  a  bail  bearing  is  the 
equivalent  of  a  roller  bearing  as  an  antifriction  device  be- 
tween the  reciprocating  cutter  plates  and  the  cap.  Grass 
and  grain  cutters  were  considered  to  be  cutters  for  an 
equivalent  use. 

Coats  vs.  Boker  (119  F.,  358). 
Fastening  Devices. 

The  use  of  a  screw  to  fasten  together  two  parts,  in- 
stead of  a  rivet,  for  the  purpose  of  making  them  more 
readily  detachable,  is  but  the  substitution  of  a  well- 
known  mechanical  equivalent. 

The  rivet  made  a  "permanent  structure"  of  the  hook 
with  the  plate  of  the  corn-husker,  while  the  screw  ren- 
dered the  parts  detachable. 

Boss  Mfg.  Co.  t*.  Thomas  (162  0.  G.,  1183). 

The  construction  of  a  school  desk  or  seat  having  slats 
keyed  to  the  frames  with  square  keys  is  not  a  reduction  to 
practice  of  an  invention  for  fastening  the  slats  to  the 
frames  with  dovetail  keys.  However,  the  dovetail  key 
is  the  equivalent  of  a  dowel. 

Mallett  vs.  Cogger  (16  O.  G.,  45). 
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Gearing. 

In  a  knitting,  machine,  a  pin  and  slot  connection  is 
the  equivalent  of  a  geared  connection  between  the  crank 
shaft  and  the  second  shaft. 

McMichael  &  Wildnian  Mfg.  Co.  vs.  Ruth  et  al. 
(128  F.,  706). 

In  actuating  mechanism  for  door  bells  a  half  wheel 
or  sector  gear  is  the  equivalent  of  a  pinion. 

New' Departure  Mfg.  Co.  vs.  Sargent  &  Co.  {127 
P.,  152). 

A  sprocket  chain  drive  is  the  equivalent  of  a  belt  drive 
as  a  means  for  propelling  a  vehicle. 

Sheffield  Car  Co.  vs.  Bqda  Foundry  &  Mfg.  Co. 
(177  F.,  713). 

A  driven  friction  pulley  in  engagement  with  the  side 

edges  of  a  driving  pulley  is  not  the  equivalent  of  a  driven 

pulley  in  engagement  with  periphery  of  the  driving  pulley. 

Motsinger  Device  Mfg.  Co.  vs.  Hendricks  Novelty 

Co.  (149  F.,  995). 

Levers. 

In  the  cornplanter  cases,  a  handle  for  moving  the 
connecting  rod  backward  and  forward  between  the  hop- 
pers was  held  the  equivalent  of  a  lever  for  performing 
the  same  functions. 

Brown  vs.  Guild  (23  Wallace,  181). 

In  safety  switches  for  railroad  drawbridges:  "A  rod 
is  the  known  equivalent  of  an  endless  chain  where  it  can 
be  used  for  the  same  purpose  and  effect." 

Spain  et  al.  vs.  Gamble  et  al.  (Fed  Cases,  13199). 

In  a  device  for  actuating  the  movable  jaw  of  a  stone 
crusher,  a  column  of  water  moved  by  a  pump  plunger  was 
held  to  be  the  equivalent  of  a  mechanical  lever  mechanism 
for  actuating  the  movable  jaw. 

Blake  vs.  Robertson  (94  U.  S.,  728). 


In  a  mounting  for  belt  pulleys  a  pulley  revolving  on  a 
shaft  is  the  equivalent  of  a  pulley  having  trunnions  revolv- 
ing in  bearings  at  the  ends. 

Robins  Conveying  Belt  Co.  vs.  Am.  Road  Mach. 

Co.,  (142  F.,  221). 
Robins  Conveying  Belt  Co.  vs.  Am.  Road  Mach. 
Co.  (145  F.,  923). 

Racks  and  Pinions. 

In  a  mechanism  for  shifting  car  seats,  a  rack  and 
pinion  movement  for  shifting  the  seat  held  not  the  equiva- 
lent of  downwardly  extending  pivoted  arms  for  the  same 
purpose. 

Hale  &  Kilburn  Mfg.  Co.  vs.  Oneonta  et  al.  (129 
F.,  598). 

Springs  and  Weights. 

In  a  weighted  vent  valve,  a  weight  is  the  equivalent 
of  a  spring.  The  interchangeable  use  of  weights  and 
springs  is  stated  as  being  the  stock  illustration  for  equiva- 
lents. 

Kenney  Mfg.  Co.  vs.  J.   L.   Mott' Iron  Works 
(137  F.,  431). 

In  the  fountain  pen  combination  the  spring  was  found 
to  be  more  than  the  equivalent  of  a  weight.  The  spring 
acted  more  quickly  in  the  direction  of  the  point  of  the  pen 
without  regard  to  its  perpendicularity. 

Cross  i».  Mackinnon  (11  F.,  601). 

"A  weight  and  a  spring,  generally  speaking,  are  mechan- 
ical equivalents."  .  Levers  and  springs  are  generally 
equivalents.  Interchangeability  is  an  important  test 
in  determining  infringement.  Miller  vs.  Eagle  Mfg.  Co. 
(151  U.  S-,  186).  A  spiral  spring  is  generally  an  equiva-' 
lent  for  aflat  spring.  U  nited  States  vs.  Berdan  Firearms 
Co.  (156  U.  S.,  552). 

L,  J,  Mueller  Furnace  Co.  vs.  Groesdhel  (166  F., 
917). 


Miscellaneous. 

In  a  circuit  breaker  a  spring  substituted  for  a  pivot 
where  it  performs  the  same  movement  and  does  the  same 
work  is  an  equivalent. 

"I  think  it  clear  that  a  spring  is  as  much  of  an 
equivalent  for  a  pivot  as  is  a  rod  for  an  endless 
chain,  or  a  spring  for  a  weight.  The  question  is  do 
they  produce  the  same  effect,  perform  the  same 
function?" 

Westinghouse  El.  &  Mfg.  Co.  vs.  Condit  El. 
Mfg.  Co.  (159  F.,  144). 

Also,  on  appeal  it  was  held  that  "the  spring  must  be 
treated  as  an  equivalent  for  the  pivot"  (167  F.,  546). 

Ropes  or  strings  either  saturated  with  oil  or  not  are 
the  equivalents  of  wires  or  chains  having  fusible  links 
to  be  ruptured  in  case  of  fire.  The  substitution  of  one  for 
the  other  was  held  to  be  purely  mechanical,  such  as 
would  occur  to  any  ordinary  mechanic. 

Voightman  vs.  Weis  Ridge  Cornice  Co.  (133  F., 
298). 

In  a  circuit  closing  apparatus,  a  weight  is  the  equivalent 
of  a  solenoid,  as  an  actuating  mechanism  for  a  lever. 
Reis  ct  al.  vs.  Barth  Mfg.  Co.  (136  F.,  850). 

In  a  device  for  supporting  and  delivering  paper  for 
wrapping  and  binding  purposes,  the  serrated  edge  is  the 
mechanical  equivalent  for  the  knife  and  the  sponge 
is  the  equivalent  for  the  moistening  roller. 

Natl.  Binding  Mach.  Co.  vs.  J.  D.  McLaurin  Co. 
(186  F.,  992). 

Articles  of  Manufacture. 

A  device  for  admitting  air  to  the  lower  part  of  a  flame 
of  a  lamp  through  many  small  holes  is  a  mechanical 
equivalent  of  one  admitting  it  through  larger  apertures, 
one  on  each  side  of  the  wick  chamber. 

Ex  parte  Dietz  (Fed.  Cases  No.  3902). 


In  a  syringe,  the  bulb  placed  above  the  axial  line  of  the 
delivery  and  discharge  is  the  equivalent  of  the  bulb 
placed  directly  in  axial  line  of  the  tubes. 

Morey  vs.  Lockwood  (8  Wallace,  230). 

In  golf  balls  having  rubber  cores,  a  rubber  thread 
wound  under  high  tension  is  the  equivalent  of  a  rubber 
band  wound  under  tension.  The  term  "rubber  thread" 
held  not  limited  to  a  compound  cord  made  by  twisting 
together  two  or  more  strands,  but  includes  any  strip  of 
rubber  of  whatever  shape. 

HasJtell  Golf  Ball  Co.  vs.  Perfect  Golf  Ball  Co. 
(143  F.,  128). 

Machines. 

In  a  coffee-mill  structure,  a  hopper  and  grinding-sheW 
formed  in  a  single  piece  is  the  equivalent  of  a  structure 
in  which  said  parts  are  made  separate  and  securely  and 
firmly  united  by  flanges,  lugs  and  pins. 

Strobridge  vs.  Lindsay,  Sterritt  &  Co.  (6  F.,  510). 

In  a  reheating  furnace  for  glassware,  a  horizontally 
revolving  table  supporting  vertical  rods  and  carrying  the 
articles  to  be  heated,  and  which  by  its  revolution,  carries 
them  through  the  furnace  in  the  arc  of  a  circle,  does  not 
have  its  equivalent  in  a  mechanism  in  which  the  carrier 
is  an  endless  chain  moving  through  the  furnace  in  a 
straight  line,  and  mounted  on  a  movable  frame  so  that 
the  whole  may  be  withdrawn  from  the  furnace. 

Natl.   Glass  Co.   vs.   U.  S.   Glass  Co.    (147  F., 
254). 

Machine  Motors. 

An  air  motor  held  not  the  equivalent  of  a  water  motor 
where  the  advantage  of  the  air  motor  was  not  foreseen. 

Weld  Mfg.  Co.  vs.  Johnson  Service  Co.  (147  F., 
234). 

The  coupling  of  a  motor  that  will  run  any  kind  of  a 
machine,  to  a  machine  that  will  run  with  any  kind  of  a 
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motor,  is  not  invention.  A  pneumatic  motor  was  held  to 
be  the  equivalent  of  an  electric  motor  in  the  operation  of 
automatic  dampers.  "We  can  not,"  says  the  court,  "put 
the  claims  in  the  so-called  'happy  thought'  class.  If  in 
truth  a  burst  of  inspiration  points  to  the  running  of  A's 
machine  with  B's  engine,  nevertheless  a  monopoly  can 
not  be  based  merely  on  bringing  the  two  together." 

Natl.  Regulator  Co.  vs.  Powers  Regulator  Co. 
(160  F.,  460). 

A  constant  volume  gas  engine  is  not  the  equivalent 
of  a  constant  pressure  engine,  under  a  patent  entitled  to  a 
fair  and  reasonable,  but  not  a  broad  range  of  equivalents. 
The  Otto  four-cycle  engine  not  the  equivalent  of  the 
Brayton  or  Selden  two-cycle  engine  in  the  combina- 
tion. 

Columbia  Motor  Car  Co.  vs.  C.  A.  Duerr  &  Co. 
(184  F.,  893). 

In  electric  motor  regulation,  an  inductive  resistance 
coil  in  which  a  resistance  is  due  to  counter  electromotive 
force  induced  within  the  coil  is  the  equivalent  of  a  coil 
which  causes  only  natural  or  ohmic  resistance,  the  two 
kinds  of  resistance  coils  being  well  known. 

Pieper  et  al.  vs.  Electro  Dental  Mfg.  Co.  (156 
F.,  672). 

In  an  alternating  current  motor,  a  rotating  armature 
around  a  stationary  field  magnet  is  the  equivalent  of  a 
rotating  armature  within  a  stationary  field  magnet. 

Century  El.  Co.  vs.  Westinghouse  El.  &  Mfg.  Co. 
("191  F.,  350). 

Ingredients. 

Powdered  asbestos  is  the  equivalent  of  powdered  soap- 
stone  as  a  lubricant  for  electrical  packings,  where  the 
powdered  asbestos  was  accepted  by  the  user  as  answering 
every  purpose  of  electrical  insulation. 

Pratt  &  Johns  vs.  Thomson  (72  O.  G.,  1347). 


Acetone  or  ketone  held  to  be  the  chemical  equivalent 
of  an  alcoholic  ingredient  in  a  paint  and  varnish  remover. 
The  authorities  uniformly  hold  that  the  word  "equiva- 
lent" as  applied  to  a  chemical  action  may  mean  a  fluid 
which  is  "equally  good"  with  that  specified  in  the  patent. 
Tyler  vs.  Boston  (74  U.  S.,  327). 

Chadeloid  Chemical  Co.  vs.  Frank  S.  DeRonde 
Co.  .(146  F.,  988). 

Nickel,  Cobalt  and  Manganese  held  to  be  equivalents 
of  iron  when  alloyed  with  cerium. 

Freibacher  Chemische  Werke  Gesellschaft  mit 
beschrankter  Haftung  vs.  The  Roessler  & 
Hasslacher  Chemical  Co.  (209  O.  G.,  1689). 

March  11,  1915. 
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ResAdjudicataaS  a  Ground  of  Rejection 

By 

WILLIAM  R.  BALLARD, 

First  Assistant  Examiner,  Division  Twenty-one, 

U.  S.  Patent  Office. 


The  question  of  Prior  Adjudication  in  Patent  Office 
cases  may  come  before  the  Examiner  in  several  different 
forms.  It  is  'a  question  which,  more  often  than  other-  ' 
wise,  he  must  raise  and  consider  on  his  own  motion. 
»  The  subject  is  not  without  difficulty  even  in  ordinary 
legal  procedure  and  in  Patent  Office  practice  the  char- 
acter of  the  rights  involved  and  the  intricacy  of  the 
proceedings  further  complicate  the  questions. 

I  shall  not  discuss  the  doctrine  of  res  adjudicate 
broadly  nor  attempt  definitions.  A  very  clear  statement 
of  the  doctrine  in  general  may  be  found  in  the  case  of 
Nesbit  vs.  Riverside,  144  U.  S.,  610,  a  decision  of  the 
U.  S.  Supreme  Court.  Assuming  a  knowledge  of  these 
general  principles  I  shall  refer  only  to  those  phases  of  the 
subject  which  directly  affect  the  Examiner's  action  on 
applications. 

That  the  doctrine  applies  to  Patent  Office  proceedings 
is  now  so  well  settled  as  scarcely  to  require  citation  of 
authority.  This  will  affirmatively  appear  from  a  perusal 
of  decisions  cited  below,  notable  among  which,  on  this 
point,  is  the  early  decision  of  the  Court  of  Appeals  of  the 
District  of  Columbia,  In  re  Barratt's  Appeal,  decided  in 
February,  1899  (87  O.  G.,  1075;  14  App.  D.  C,  255). 

The  simplest  case  of  this  nature  in  the  Patent  Office 
arises  when  a  second  application  for  the  same  invention 
.  as  claimed  in  an  earlier  application  is  presented  for  ex- 
amination— the  earlier  application  having  been  finally 
disposed  of  as  unpatentable.  Such  second  application, 
can  not,  of  course,  be  ignored;  it  must  be  acted  upon. 
Furthermore,  as  was  pointed  out  in  the  case  of  Ex  parte 
Kenny  (118  O.  G.,  2253),  a  decision  by  the  Commis- 
sioner in  1905,  it  requires  some  examination  to  determine 
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that  it  is  for  the  same  invention  as  a  prior  case;  but  hav- 
ing found  this  to  be  true,  that  alone  constitutes  a  suffi- 
cient ground  for  refusing  the  patent.  In  ruling  upon  this 
point  in  the  Barratt  case,  above  cited,  the  court  said: 

In  what  we  have  said  we  do  not  desire  it  to  be 
understood  that  the  Patent  Office  may  not,  if  it 
thinks  proper  to  do  so,  entertain  and  adjudicate  a 
second  application  for  a  patent  after  the  first  ap- 
plication has  been  rejected.  What  we  do  decide  . 
is,  that  it  is  not  incumbent  upon  the  Office  as  a 
duty  to  entertain  such  applications,  and  that,  if  it 
refuses  to  entertain  them,  it  has  a  perfect  legal 
right  to  do  so.  An  applicant  is  not  legally  ag- 
grieved by  such  refusal. 

This  view  had  been  taken  by  the  Office  long  prior  to 
that  decision,  as  appears  from  the  Commissioner's  deci- 
sion in  Ex  parte  Nichols  rendered  in  July,  1870  (C.  D., 
1870,  71).  In  1872,  however,  two  decisions  were  ren- 
dered by  the  Commissioner  in  which  the  position  was 
taken  that  such  second  application  should  also  be  ex- 
amined on  its  merits  and  the  pertinent  prior  art  applied 
to  the  claims.  These  were  the  cases  of  Ex  parte  Le 
Van  (C.  D.,  1872,  40),  and  Ex  parte  Gordon  (C.  D„ 
1872,  145),  decided  in  March  and  June,  respectively,  of 
1872. 

The  latter  case  involved  a  so-called  "renewal"  under 
the  act  of  1870,  which  allowed  six  months  for  the  renewal 
of  certain  appbcations  rejected  under  former  acts.  The 
decision  was  based  upon  the  terms  of  the  act  and  there- 
fore involves  a  special  case  having  no  real  bearing  on 
present  cases. 

The  case  of  Ex  parte  Le  Van,  however,  contains  an 
argument  for  adding  an  action  on  the  merits  based  on  the 
prior  art,  which  at  first  blush  seems  difficult  to  meet.  It 
is  this:  if  the  case  be  rejected  on  res  adjudicate  alone  the 
applicant  must  spend  at  least  ten  dollars  additional  in 
appeal  fees  before  receiving  an  action  on  the  merits,  in 
the  event  the  Examiner  is  wrong  about  the  res  adjudicata, 
whereas  the  statute  provides  for  an  examination  on  the 
merits  for  the  first  fee  of  fifteen  dollars. 

An  answer  to  this  argument,  however,  is  to  be  found 


in  the  fact  thaf  no  one  has  a  right  to  thrust  useless  work 
upon  the  Office  merely  by  going  through  the  form  of  filing 
applications.  On  this  very  point  the  Court  of  Appeals 
said,  in  the  Barratt  case  cited :  \ 

If  a  second  application  could  be  regarded  as 
proper,  why  not  ten  or  twenty  successive  applica- 
tions? Where  are  the  applications  to.  stop,  and 
what  would  become  of  the  public  business,  if  it 
were  in  the  power  of  one  person  to  obstruct  the 
operations  of  the  Patent  Office  by  repeated  and 
persistent  applications?  These  questions  answer 
themselves. 

As  to  the  extra  cost  of  ten  dollars  which  may  be  in- 
volved, this  is,  in  any  event,  not  conclusive  against  the 
practice,  for  the  same  objection  might  be  raised  against 
the  present  practice  in  requiring  division.  That,  too, 
may  involve  the  expense  of  an  appeal  prior  to  a  full 
action  on  the  merits.  Yet  the  present  practice  on  divi- 
sion was  instituted  on  no  less  an  authority  than  that  of 
the  Supreme  Court  of  the  United  States,  whose  decision 
in  the  Steinmetz  case  took  the  appeal  in  the  first  in- 
stance in  such  eases  away  from  the  Commissioner, , 
where  no  fee  was  required,  and  sent  it  to  the  Board, 
where  a  fee  is  required. 

On  this  point  it  is  also  to  be  observed  that  the  fee 
for  appeal  to  the  Board  on  the  question  of  res  adjudicata 
will  cover  any  later  appeal  on  the  merits  which  may  be 
taken  toHhat  tribunal,  and  such  an  appeal  will  almost 
certainly  be  necessary  if  the  Examiner  was  originally  of 
the  opinion  that  the  first  and  second  applications  were 
substantially  identical. 

Furthermore,  the  Examiner  is  unlikely  to  be  in  error  in 
rejecting  a  case  as  res  adjudicata.  This  ground  of  re- 
jection is  in  fact  applicable  in  relatively  few  cases. 
The  tendency,  if  only  from  habit,  is  to  exmine  a  case  on 
its  merits  and  the  doctrine  of  res  adjudicata  is  not  apt 
to  be  applied  except  in  a  clear  case. 

Returning,  for  a  moment,  to  the  course  of  the  Office 
decisions  on  the  subject,  it  may  be  noted  that  in  the  case 
of  Ex  parte  Arkell  in  June,  1877  (C.  D.,  1877,  73),  prior 
to  the  Barratt  decision  by  the  court,  the  Commissioner 


returned  to  the  holding  of  the  Nichols  case  of  1870,  and 
in  Ex  parte  Kenny,  in  October,  1905  (118  O.  G-,  2253), 
and  Ex  parte  Millet  and  Reed,  in  May,  1907  (128  0.  G., 
2836),  following  the  Barratt  case,  the  practice  of  dis- 
posing of  the  case  on  the  ground  of  res  adjudicata  alone 
was  fully  and  specifically  authorized.  A  still  later  case 
by  the  Court  of  Appeals  of  the  District,  In  re  Edison, 
decided  in  February,  1908  (133  0.  G.,  1190;  30  App. 
D.  C.,  321),  recognizes  the  practice  as  correct  and  quotes 
the  Barratt  case  with  approval,  though  the  decision  went 
off  on  another  point. 

Under  the  existing  authorities,  therefore,  it  seems  clear 
that  the  Examiner  need  not  go  into  the  merits  of  the 
second  application.  On  the  other  hand,  there  is  no  ruling 
to  prevent  his  doing  so  if  the  ends  of  justice  seem  to 
require  it. 

As  to  the  character  of  the  application  which  is  subject 
to  this  rejection,  it  is  obvious  that  the  second  case  need 
not  be  an  exact  duplicate  of  the  earlier  one.  Even  the 
claims  need  not  be  duplicates,  as  will  appear  from  Ex 
parte  Millett  and  Reed  and  In  re  Edison,  cited.  The 
criterion  is  identity  of  the  inventions  claimed  in  the  two 
cases.  The  advantage  to  be  gained  in  saving  of  time 
and  labor  by  an  application  of  the  doctrine  manifestly 
diminishes  rapidly  with  the  divergence  in  the  dis- 
closures of  the  two  cases  in  question,  because  the 
difficulty  of  determining  identity  increases  in  proportion 
as  it  is  concealed  by  changes  in  disclosure  and  ter- 
minology. Nevertheless,  if  prior  adjudication  is  a  perti- 
nent ground  of  rejection  in  any  case,  it  should  be  used 
by  the  Examiner  at  least  in  connection  with  other  reasons 
of  rejection  so  that  in  the  event  of  an  appeal  on  the 
merits  the  complete  situation  may  be  laid  before  the 
appellate  tribunal. 

Ordinarily,  the  saving  of  work  by  applying  the  doc- 
trine is  considerable,  since,  as  a  rule,  the  finding  of 
identity  is  easy,  while  the  examination  and  application 
of  the  prior  art  is  difficult  and  time-consuming. 

The  most  common  occasion  for  rejecting  claims  as  res 
adjudicata  is  after  an  interference.  Rejections  under 
rule  132  are,  in  fact,  nothing  more  nor  less  than  this, 
as,  of  course,  are  the  rejections  of  other  claims  to  the 


same  invention  as  that  in  issue,  whether  contained  in  the 
same  application  or  a  different  one.  That  an  interference 
constitutes  an  adjudication  jn  favor  of  the  winning  party, 
of  all  subject-matter  common  to  the  cases  involved,  is  a 
familiar  rule  of  frequent  applicability.  It  has  been  90 
firmly  established  by  the  decision  in  Blackford  vs.  Wilder 
(127  0.  G.,  1255;  25  App.  D.  C„  535),  and  subsequent 
decisions  of  the  Court  of  Appeals  as  to  need  little  com- 
ment. It  should  be  observed,  however,  that  this  rule 
obtains  even  in  cases  where  the  claims  in  question  could 
not  ordinarily  have  been  introduced  into  the  existing  in- 
terference; provided,  only,  that  the  party  to  be  rejected 
had  notice  of  the  fact  that  the  subject-matter  of  those 
claims  was  subject-matter  common  to  the  cases. 

Thus,  in  the  case  of  Temple  and  Goodrum  {176  O.  G., 
526),  the  losing  party  to  an  interference  thereafter  pre- 
sented claims  which  read  upon  his  own  case  and  upon 
the  two  other  cases  with  which  he  had  been  involved,  but 
which  could  not  have  been  added  to  that  interference  be- 
cause of  a  decision  in  another  interference  adverse  to 
one  of  the  other  parties.  These  claims  were  held  res 
adjudicate  because  the  applicant,  had  he  chosen  to  do 
so,  could  have  presented  and  contested  them  with  the 
party  who  could  have  made  them,  concurrently  with 
the  other  interfering  subject-matter,  although,  neces- 
sarily, in  a  separate  two-party  interference. 

Again,  in  the  Marconi  case  (179  O.  G.,  577;  38  App. 
D.  C.,  286),  Marconi  had  two  applications  disclosing 
different  species  of  the  same  invention.  One  went  into 
interference  with  Babcock,  on  specific  claims.  The  other 
went  to  issue  on  claims  to  the  other  species.  Marconi 
lost  the  interference  and  then  attempted  to  reissue  the 
patented  case  with  broad  claims.  When  these  met 
rejection  on  the  ground  of  res  adjudicate,  he  contended 
that  they  could  not  have  been  made  and  adjudicated  in 
the  interference  because  he  could  only  have  presented 
and  patented  those  claims,  if  at  all,  in  the  first  case  to  go 
to  patent,  under  penalty  of  having  them  held  invalid  by 
the  courts.  Nevertheless  the  Court  of  Appeals  held 
that  he  was  concluded  by  the  decision  in  the  inter- 
ference because  he  could,  if  necessary,  have  filed  his  re- 
issue application  in  time  to  have  had  it  included  in  the 


first  interference,  or  could  have  prosecuted,  the  claims 
through  the  interference  in  the  pending  case,  and  then 
transferred  them  to  a  reissue  application. 

A  holding  of  similar  effect  was  made  in  the  case  of 
Robinson  vs.  Copeland  (187  O.  G-,  514  and  188  O.  G., 
1055). 

Where  the  proceedings  in  an  interference  are.  such  that 
the  parties  do  not  have  the  opportunity  to  inspect  each 
others'  applications,  as  where  the  interference  is  ter- 
minated by  a  concession  of  priority  early  in  the  proceed- 
ings, the  doctrine  of  res  adjudicate  apparently  does  not 
apply  to  claims  for  matter  not  covered  by  the  actual  issue 
of  that  interference  (Felsiug  rs.  Nelson,  20  Gour.,  6-12). 

As  a  general  thing  the  rule  extends,  however,  not  only 
to  claims  other  than  the  precise  issue  but  to  claims  pre- 
sented in  applications  of  other  inventors  than  those 
actually  involved  in  the  interference  when  such  appli- 
cations or  the  inventions  therein  disclosed  were  con- 
trolled during  the  pendency  of  such  interference  by  the 
same  party  in  interest  as  the  application  actually  in- 
volved. In  the  case  of  Temple  and  Goodrum  above 
referred  to  the  assignee  of  the  losing  party  presented 
the  claims  of  the  issue  in  another  application  by  a 
different  inventor  owned  by  the  assignee  at  the  time  the 
interference  was  declared,  and  the  Commissioner  held 
that  the  prior  adjudication  was  ground  for  rejecting 
such  claims  in  that  application  as  well  as  in  the  applica- 
tion which  was  unsuccessful  in  the  interference. 

This  ruling  was  further  extended  in  the  case  of  Frickey 
vs.  Ogden,  decided  in  November,  1913,  by  the  present 
Commissioner  (199  O.  G.,  307).  There,  the  second  appli- 
cation in  which  the  claims  were  presented,  though  owned 
by  the  same  assignee,  was  not  only  by  a  different  in- 
ventor but  was  not  on  file  at  the  time  the  interference  was 
declared.  It  appeared,  however,  that  the  assignee  con- 
trolled both  inventions  at  that  time  and  could,  had  it 
desired,  have  filed  the  Frickey  application  in  time  to 
have  it  included  in  the  interference,  and  it  was  held 
that  the  right  of  the  assignee  was  res  adjudicata  and  the 
interference  was  dissolved.  This  decision  is  not,  of 
course,  to  be  taken  as  holding  that  the  doctrine  will 
invariably  be  applied  to  such  applications,  because,  like 


other  decisions,  it  is  based  upon  a  specific  set  of  circum- 
stances. It  well  illustrates,  however,  what  a  salutary 
use  may  be  made  of  the  principle,  in  Patent  Office 
practice. 

Formerly  it  was  generally  assumed  that  nothing  short 
of  a  final  rejection  of  claims  ex  parte  or  a  formal  award  of 
priority  in  an  interference  was  ground  for  a  holding  of  res 
adjudicata. 

In  its  decision  in  the  Newcomb  Motor  case,  however, 
rendered  in  190S  {133  O.  G.,  1680;  30  App.  D.  C,  464), 
the  Court  of  Appeals  went  farther  than  this.  It  held  that 
a  decision  of  the  primary  examiner  rendered  upon  a  mo- 
tion to  dissolve  may,  under  certain  circumstances,  be  a 
final  adjudication.  The  circumstances  in  that  case  were 
briefly  these:  The  Examiner  held  that  Thompson  had  no 
right  to  make  the  claims,  and  dissolved  the  interference. 
An  appeal  from  that  decision  was  filed,  but  was  after- 
ward abandoned.  Thompson  then  appealed  the  claims 
ex  parte,  and  got  them  allowed.  The  Examiner  thereupon 
redeclared  the  interference  and  Newcomb  moved  to 
dissolve,  on  the  ground  of  res  adjudicata.  The  Commis- 
sioner, when  the  question  came  before  him,  set  aside  all 
proceedings  subsequent  to  the  first  decision  of  the  Ex- 
aminer dissolving  the  interference  but  ordered  a  recon- 
sideration of  that  holding  inter  paries,  with  the  right  of 
appeal  should  the  Examiner  hold  to  his  original  opinion. 
The  court's  decision  came  on  a  petition  for  mandamus.  It 
held  that  the  Commissioner  was  without  authority  to 
order  such  a  reconsideration  and  that  Thompson  was 
concluded,  once  for  all,  by  the  first  decision  of  the  Ex- 
aminer when  it  became  final  by  failure  to  prosecute  an 
appeal  therefrom. 

It  is  important  to  note  that  the  Examiner's  holding  was 
to  the  effect  that  the  party  had  no  right  to  make  the 
claims  and  that  the  court  apparently  based  its  ruling 
upon  the  idea  that  this  was  equivalent  to  an  award  of 
priority  to  Newcomb  so  far  as  Thompson  was  con- 
cerned, inasmuch  as  a  lack  of  right  to  make  the*  claims 
is  ground  for  awarding  priority  (l'odlesak  vs.  Mclnner- 
ney,  120O.  G.,  2127;  26  App.  D.  (\,  309).  No  dissolu- 
tion of  an  interference  on  any  other  ground  has,  thus 
far,  been  held  conclusive  as  to  a  party's  right  to  a  patent. 
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The  inter  partes  consideration  of  the  prior  art,  for  in- 
stance, on  motions  to  dissolve  based  on  unpatentability 
is  apt  to  be  more  thorough,  if  anything,  than  an  ex  parte 
consideration,  and  there  seems  to  be  no  good  reason 
why  an  inter  partes  determination  that  claims  are 
unpatentable  over  the  art  should  not  be  equally  binding 
upon  the  parties,  except  that  no  inter  partes  appeal  can 
be  taken  to  the  Court  of  Appeals  on  such  a  question 
under  the  present  decisions  of  the  court,  and  every  ap- 
plicant is,  of  course,  entitled  to  the  opportunity  of  appeal 
to  that  court  upon  the  patentability  of  his  claims  before 
they  can  be  held  finally  adjudicated  against  him  (see  Gold 
■  i*.Gold,150O.G.,570;34App.D.C.,229).  Motions  to 
dissolve,  as  such,  can  go  no  further  than  the  Commis- 
sioner. Of  course  this  objection  applies  also  to  motions 
to  dissolve  on  the  ground  of  no  right  to  make  the  claims, 
but  in  the  Newcomb  Motor  case,  the  court  stated  that 
the  Commissioner  undoubtedly  had  jurisdiction  to  go 
farther  upon  the  decision  of  a  motion  based  upon  this 
ground  and  award  priority  to  the  party  who  could  make 
the  claims,  and  from  such  an  award  appeal  could  be  taken 
to  the  Court  of  Appeals.  Following  this  suggestion 
the  Commissioner  has  in  many  cases  awarded  priority 
instead  of  dissolving  the  interference  when  a  motion- 
to  dissolve,  on  the  ground  of  no  right  to  make  the  claims, 
has  come  before  him,  and  the  court  has  entertained 
appeals  from  such  decisions  (Cosper  vs.  Gold  and  Gold, 
151  0.  G.,  194;  34  App.  D.  C,  194,  and  168  O.  G.,  787; 
36  App.  D.  C,  302). 

As  will  appear  from  the  cases  which  have  been  referred 
to  it  has  frequently  happened  that  the  finding  of  res 
adjudicata  has  not  been  made  until  the  case  has  become 
involved  in  an  inter  partes  proceeding.  This  has  usually 
happened,  however,  either  because  the  rules  which  con- 
trol such  cases  were  in  process  of  formation  or  because 
the  Examiner  failed  to  note  the  prior  adj  udication  or  dis- 
agreed as  to  its  applicability.  In  all  the  various  circum- 
stances which  have  been  here  discussed  it  is  the  duty  of 
the  Examiner  to  use  the  prior  adjudication  as  a  ground  of 
rejection  in  the  ex  parte  treatment  of  the  case,  and  to  do 
so  will  often  avoid  the  declaration  of  unnecessary  inter- 
ferences and  their  attendant  complications. 

March  18, 1915. 
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This  paper  takes  its  title  from  the  text  of  a  decision, 
Ex  parte  Pacholder,  rendered  by  Commissioner  Mitchell 
in  1890  recommending  the  granting  of  claims  fully  com- 
mensurate with  the  scope  of  an  invention  by  the  employ- 
ment of  words  "means,"  "mechanism,"  and  "appliances" 
expressed  therein.  While  the  requirement  of  the  statute, 
that  the  office  of  the  claim  is  to  particularly  point  out 
and  distinctly  claim  the  part,  improvement,  or  combina- 
tion which  the  applicant  claims  as  his  invention,  is  rec- 
ognized in  this  decision,  yet  a  liberal  construction  and 
allowance  of  claims  for  a  novel  and  meritorious  inven- 
tion is  urged  by  permitting  the  use  of  such  terms  of  broad 
inclusion.  As  stated  in  the  decision: 

"No  general  rule  can  be  laid  down  for  govern- 
ing the  employment  in  the  claims  of  patents  of 
such  words  as  those  under  consideration.  It  is 
the  object  of  the  law,  as  it  is  the  solicitude  of  the 
Office,  to  protect  inventors  and  guard  their  in- 
ventions. This  object  is  best  secured  in  the  case 
of  patents  which  represent  the  maturity  of  the 
art  by  taking  care  that  claims  shall  be  drawn 
with  all  reasonable  restrictions  so  that  they  shall 
be  valid  in  spite  of  everything  that  is  contained 
in  existing  patents  and  of  everything  previously 
known  and  used.  In  the  case,  however,  of  patents 
which  represent  the  infancy  of  an  art  or  the  stage 
of  its  earliest  practical  development  this  Office 
is  equally  solicitous  that  the  inventor  should  be 


accorded  a  breadth  of  claim  which  is  commensu- 
rate with  the  extent  and  importance  of  the  in- 
vention which  he  desires  and  is  entitled  to  protect. 
In  such  cases  it  is  a  rational  expectation,  based 
upon  common  experience,  that  the  worst  form  of 
piracy  upon  a  patented  invention  will  be  that  in 
which  there  is,  along  with  the  appropriated  prin- 
ciple of  the  invention,  the  largest  departure  in 
form  and  structure  from  the  form  and  structure 
shown  in  the  drawings  and  described  in  the 
specification.  Nevertheless,  if  the  principle  be 
appropriated  by  the  infringer,  the  injury  is  just 
as  great  as  if  the  appropriation  had  included  the 
form  and  structure,  as  well  as  the  substance,  of 
the  invention.  Of  course,  in  all  such  cases,  while 
the  Office  will  insist  upon  as  much  definiteness  in 
the  language  of  the  claims  as  the  statute  calls  for, 
it  will  also,  if  it  properly  discharges  its  function 
as  the  protector  of  the  inventor,  leave  something 
to  the  salutary  and  benignant  agency  of  construc- 
tion in  the  courts." 

The  author  of  this  decision  thus  admirably  states  his 
views  derived  from  a  long  experience  as  a  patent  practi- 
tioner before  the  courts,  which  views  are  fully  in  agree- 
ment with  the  trend  of  leading  court  decisions  sustaining 
patents  covering  meritorious  inventions,  even  when  the 
language  of  the  specification  was  obscure  and  when  the 
claims  did  not  cover  the  invention  in  the  distinct  and 
specific  form  required  by  the  statute. 

It  is  the  purpose  of  this  paper  to  point  out  instances 
showing  this  liberal  construction  of  patents  by  the 
courts,  and  to  show  by  these  instances  how  the  courts 
endeavor,  as  best  they  can,  to  search  out  the  substance 
of  an  invention,  disregarding  to  a  certain  extent  the 
form  in  which  the  document  or  instrument,  termed  the 
patent,  is  presented  to  them,  and  thus  in  fact  become  the 
"salutary  and  beneficent  agency"  in  upholding  valuable 
property  rights  in  inventions  which  would  otherwise  be 
lost  or  pirated. 

As  a  prelude  to  these  citations  it  may  be  well  to  state 
briefly  some  facts  as  to  the  history  of  the  patent  grant 
and  how  it  is  regarded  by  the  courts  in  this  country. 


Letters  patent,  as  originally  granted  under  the  royal 
prerogative  of  the  sovereigns  of  England,  before  the 
passage  of  the  Statute  of  Monopolies,  conferred  exclusive 
rights  upon  a  few  favored  subjects  to  pursue  certain 
trades  or  to  deal  in  certain  manufactures  or  articles  of 
commerce,  and  were  granted  indiscriminately  in  some 
cases  as  marks  of  special  favor,  in  others  for  the  avowed 
purpose  of  raising  revenue.  These  monopolies  covered 
not  only  articles  of  foreign  importation  into  the  realm 
but  also  numerous  articles  of  daily  consumption  such 
as  salt,  oil,  iron  and  paper,  and  thus  constituted  a  means 
of  oppressive  indirect  taxation  for  the  benefit  of  the 
sovereign  and  a  few  favorites.  As  to  inventions,  the 
early  letters  patent  show  that  the  grantee  in  many 
cases  was  not  the  actual  inventor,  but  merely  one  who 
had  contributed  to  its  ntroduction,  either,  in  the  words 
of  the  grant,  "by  their  wit  and  invention  or  by  their 
charge  and  industry."  But  whether  the  grant  was  made 
to  the  original  inventor  or  to  one  who  introduced  the 
manufacture  forming  the  subject  of  the  invention  from 
abroad,  the  main  principle  upon  which  the  title  to  the 
invention  rested  was  its  introduction  into  the  realm 
and  not  its  conception.  These  early  patents  were  granted 
for  a  term  of  twenty-one  years.  They  contained  no 
provision  for  insuring  to  the  public  the  knowledge  of 
the  invention.  If  the  grantee  kept  his  secret,  he  might, 
in  fact,  enjoy  his  monopoly  for  a  much  longer  period 
than  the  term  of  the  grant.  Toward  the  end  of  the  reign 
of  Queen  Anne,  however,  the  proviso  was  inserted  in  all 
letters  patent  requiring  the  grantee  particularly  to 
describe  and  ascertain  the  nature  of  his  invention  and 
in  what  manner  the  same  was  to  be  performed  or  manu- 
factured. Thus  originated  the  specification  of  letters 
patent. 

On  May,  25,  1624,  during  the  reign  of  James  I,  the 
famous  Statute  of  Monopolies  was  passed  by  Parliament, 
which  declared  that  all  monopolies  were  contrary  to  the 
laws  of  the  realm  and  should  thereafter  be  void  and  of 
no  effect.  It  was,  however,  especially  provided  that  this 
declaration  should  not  extend  to  letters  patent,  heretofore 
made  for  the  term  of  twenty-one  years  or  hereafter  made 
for  the  term  of  fourteen  years,  to  the  true  and  first  in- 
ventor or  inventors  of  any  manner  of  new  manufactures 


within  the  realm,  which  others  at  the  time  of  granting 
did  not  use  so  they  be  not  contrary  to  the  law  or  mis- 
chievous to  the  state.  The  statute  also  provided  that 
the  force  or  validity  of  these  letters  patent  ought  to  be 
and  should  be  thereafter  examined,  heard,  tried,  and 
determined  by  and  according  to  the  common  laws  of  the 
realm  and  not  otherwise. 

At  the  time  of  the  passage  of  this  statute  by  Parlia- 
ment, monopoly  or  anything  that  savored  of  monopoly, 
even,  in  the  beneficial  form  of  a  grant  for  a  newly  dis- 
covered invention,  was  odious  to  both  the  courts  and 
the  people.  This  odium  persisted  toward  an  inventor, 
however  meritorious,  who  had  obtained  a  patent  and  thus 
became  a  monopolist  dependent  for  his  exclusive  rights 
upon  a  royal  grant  in  his  favor.  For  this  reason,  when- 
ever the  grant  came  before  the  courts  for  adjudication 
all  rights  under  the  patent  were  strictly  construed  against 
him.  Any  fault  or  vagueness  in  the  description  of  the 
invention,  any  deviation  or  excess  of  claim  from  what 
he  had  actually  disclosed,  were  eagerly  seized  upon  by 
the  courts  and  made  an  excuse  for  invalidating  his  patent. 
One  of  the  most  famous  inventions  in  history,  the  Rich- 
ard Arkwright  spinning  frame,  invented  in  1775,  was, 
after  the  inventor  had  enjoyed  his  exclusive  rights  for  a 
period  of  ten  years,  and  amassed  a  fortune  therefrom, 
brought  before  the  court  of  the  Kings  Bench  on  a  writ 
of  scire  fiicias  to  repeal  the  patent,  wbich  recited,  among 
other  things,  "that  although  the  said  Richard  Arkwright 
did  cause  a  certain  instrument  in  writing,  under  his  hand 
and  seal,  together  with  a  plan  thereof  to  be  enrolled  in 
our  High  Court  of  Chancery,  pretending  particularly 
to  describe  and  ascertain  the  nature  of  his  said  invention 
and  in  what  manner  the  same  was  to  be  performed,  yet 
the  said  Richard  Arkwright  hath  not  in  and  by  the  said 
instrument  in  writing  particularly  described  and  ascer- 
tained the  nature  of  his  invention,  but  hath  neglected 
so  to  do  contrary  to  the  form  and  effect  of  the  said  letters 
patent;  by  means  of  which  premises  the  said  letters 
patent  are  and  ought  to  be  void  and  of  no  force  or  effect 
in  law." 

The  decision  in  this  case  was  directed  especially  to 
the  inadequacy  of  the  specification  in  setting  forth  the 
invention  so  that  other  persons  could  construct  the  same, 


and  was  based  mainly  on  evidence  of  mechanics  as  to 
their  ability  to  construct  and  work  the  invention  from 
the  plans  and  description  of  the  specification.  The  ver- 
dict of  the  jury  was  against  the  inventor  and  the  patent 
was  declared  void. 

This  method  of  strict  construction  of  the  contents  of 
letters  patent  against  the  patentee  continued  in  the 
English  courts,  until  the  year  1800  when  Lord  Eldon, 
sitting  as  judge  in  the  case  of  Cartwright  vs.  Arnett,  in 
that  year,  first  suggested  that  patents  were  to  be  con- 
strued in  the  light  of  bargains  between  the  inventor  and 
the  public,  to  be  adjudicated  in  accordance  with  the 
principles  of  good  faith  between  the  parties  in  considera- 
tion of  the  inventor  having  made  a  fair  disclosure  of  his 
invention  to  the  public,  and  thus  to  be  construed  as 
other  bargains  between  two  parties. 

As  showing  further  the  changed  attitude  of  the  English 
courts  toward  patents,  their  more  liberal  interpretation 
of  their  contents  and  disposition  to  uphold  and  preserve 
the  property  rights  covered  thereby,  I  wish  to  refer 
particularly  to  the  cases  of  Neilson  vs.  Harford  and 
Househill  Co.  vs.  Neilson  {Websters  Eng.  Pat.  Cases), 
in  which  the  Neilsttn  patent,  granted  October  1,  1S'2S, 
for  "the  improved  application  of  air  to  produce  heat  in 
fires,  forges  and  furnaces"  was  adjudicated.  The  Neilson 
invention  consisted  in  heating  air  prior  to  introducing 
it  into  a  blast  furnace  whereby  it  was  found  that  the 
smelting  of  ores  could  be  accomplished  in  much  shorter 
time  and  with  a  saving  of  fuel. 

Before  this  invention  the  blast  was  produced  by  any 
mechanical  means,  passed  through  a  regulator,  and 
entered  in  a  cold  stream  into  the  furnace;  and  at  this 
time  there  was  a  strong  opinion  entertained  by  iron 
manufacturers  that  it  was  better  for  the  purpose  of 
smelting  iron  that  the  stream  of  air  should  enter  the 
furnace  cold,  since  the  air  blast  was  found  to  work  more 
effectively  in  winter  than  in  summer. 

This  invention  was  stated  before  the  court  to  be  one 
of  the  greatest  importance,  that  there  had  been  nothing 
discovered  up  to'that  time  which  had  produced  so  con- 
siderable an  effect  in  one  of  the  greatest  industries  of 
the  realm;  namely,  the  smelting  of  iron  ore.  It  had 
enabled  manufacturers  to  bring  into  operation  new  fields 


of  iron,  and  coal,  that  before  this  discovery  had  been 
deemed  impossible  to  apply  to  the  smelting  of  iron.  As 
to  the  scope  or  what  was  covered  by  the  patent,  it  was 
to  be  understood  that  the  forms  and  sizes  of  the  vessels 
in  whieh  the  air  was  to  be  heated  might  vary;  but  the 
patent  was  considered  by  the  patentee  and  his  solicitors 
to  cover  any  attempt  to  pass  the  air  from  the  blowing 
power  through  an  air  vessel  which  was  heated,  and  then 
conducting  that  heated  air  into  a  furnace  to  be  used  for 
smelting  purposes. 

On  the  other  side  against  sustaining  the  patent  it  was 
argued  that  the  specification  seizes  hold  of  an  abstract 
principle,  namely,  that  hot  air  produces  a  hotter  fire 
than  cold,  and  of  that  abstract  principle  alone;  the 
patentee  purposely  avoids  any  mode  of  stating  how  the 
principle  should  be  applied;  hence  the  patent  is  bad  as 
being  one  for  a  principle  alone. 

The  judge,  in  his  instructions  to  the  jury,  in  the  Neil- 
son  vs.  Harford  case,  said: 

"Half  a  century  ago  or  even  less,  within  fifteen 
or  twenty  years,  there  seems  to  have  been  very 
much  a  practice  of  both  judge  and  jury  to  destroy 
the  patent  right,  even  of  beneficial. patents,  by 
exercising  great  astuteness  in  taking  objections, 
either  as  to  the  title  of  the  patent,  but  more  par- 
ticularly as  to  the  specification,  and  many  valu- 
able patent  rights  have  been  destroyed  in  conse- 
quence of  the  objections  so  taken.  Within  the 
last  ten  years  or  more  the  courts  have  not  been 
-so  strict  in  taking  objections  to  the  specification; 
and  they  have  endeavored  to  hold  a  fair  hand 
between  the  patentee  and  the  public,  willing  to 
give  the  patentee  on  his  part,  the  reward  of  a 
valuable  patent,  but  taking  care,  on  the  other 
hand,  of  the  benefit  of  the  proviso  whieh  is  in- 
troduced into  the  patent  for  their  advantage,  so 
that  the  right  to  a  patent  may  be  fairly  and 
properly  expressed  in  the  specification." 

"Upon  this  occasion,"  the  judge  continued,  "I 
have  only  to  invite  your  attention  to  the  evidence, 
and  to  desire  you  to  decide  all  questions  arising 
upon  the  specification,  without  any  bias  on  either 
side,  with  no  desire  to  give  the  public  the  benefit 


of  this  patent  by  tripping  it  up  but  fairly  to 
exercise  your  judgment  between  the  patentee 
and  the  public." 

The  instructions  to  the  jury  that  followed  were  to 
the  effect  that,  if  they  were  of  the  opinion  that  a  person 
of  competent  skill,  such  as  a  practical  workman  who 
brings  the  ordinary  degree  of  knowledge  and  capacity 
to  the  subject,  could  construct  an  apparatus  adapted  to 
carry  out  the  invention,  whatever  its  scope,  the  patent, 
nevertheless,  would  be  good  though  no  particular  form 
of  apparatus  was  stated  in  the  specification. 

In  the  second  case,  Househill  Co.  vs.  Neilson,  before 
the  House  of  Lords  in  1843,  Lord  Justice  Hope  in  his 
instructions  to  the  jury  said: 

"His  invention,  then,  consists,  according  to  a 
fair  meaning  of  the  specification,  taken  as  a  whole 
and  candidly  considered,  in  passing  a  blast  into 
an  air  vessel  or  receptacle,  in  order  to  be  heated— 
in  order  at  that  stage  of  the  process  of  application 
of  air  to  fires,  to  acquire  the  agent  which  he  in- 
tends to  act — heat  in  the  blast,  instead  of  a  cold 
blast.  How  you  heat,  in  what  mode  or  in  what 
vessel,  provided  the  vessel  be  strong  enough  to 
endure  the  blast,  and  of  cubical  contents  of  air 
sufficient  for  the  blast,  I  neither  care  nor  direct 
you ;  for  if  you  so  get  the  hot  blast  into  the  furnace 
by  heating  the  air  in  a  vessel  between  the  blowing 
engine  and  the  fire,  you  attain  my  object;  you 
will  get  my  improved  application  of  air."  .  .  . 
"The  defenders  say — you  announce  a  principle, 
that  hot  air  will  produce  heat  in  a  furnace;  you 
direct  us  to  take  the  blast  without  interrupting 
it,  to  heat  it  and  throw  it  hot  into  the  furnace. 
But  you  tell  us  no  more;  you  do  not  tell  us  how 
we  are  to  heat  it.  .  .  .  The  defender's  say  the 
patent  on  this  account  is  bad  in  law.  I  must  tell 
you,  that  even  taking  the  patent  to  be  of  this 
general  character,  that  it  is  good  in  law.  I  state 
to  you  the  law  to  be,  that  you  may  obtain  a  patent 
for  a  mode  of  carrying  a  principle  into  effect;  and 
if  you  suggest  and  discover  not  only  the  principle 
but  suggest  and  invent  how  it  may  be  applied 


to  a  practical  result  by  mechanical  contrivance 
and  apparatus,  then  you  may  take  your  patent 
for  the  mode  of  carrying  it  into  effect,  and  are 
not  under  the  necessity  of  describing  and  confin- 
ing yourself  to  any  one  from  of  apparatus." 

The  jury  found  for  the  patentee  Neilson,  and  thus 
sustained  the  patent  on  all  the  issues. 

These  extended  statements  of  the  Neilson  patent 
cases  are  made  not  only  to  show  the  changed  attitude 
of  the  English  courts  toward  inventors  and  patentees 
and  the  broad  and  liberal  construction  that  finally  ob- 
tained toward  patents,  but  also  for  the  reason  that  these 
cases  have  exercised  a  controlling  influence  upon  and 
have  been  quoted  and  followed  in  the  decisions  of  courts 
in  this  country  in  cases  where  basic  patents  were  adjudi- 
cated, such  as  O'Reilly  vs.  Morse,  Tighlman  vs.  Proctor, 
and  the  American  Bell  Telephone  cases,  an  all  of  which 
broad  claims  for  inventions  were  upheld  which  covered 
both  the  method  and  means  for  the  application  of  a 
principle  or  natural  force  in  some  manner  to  a  physical 
object,  the  concrete  forms  of  its  embodiment  and  prac- 
tical application  being  held  not  to  be  material  or  neces- 
sary to  be  defined  in  the  claims. 

In  this  country  the  exclusive  rights  of  the  inventor 
to  property  in  patents,  the  same  that  the  owner  of  any 
other  species  of  property  may  enjoy,  has  always  been 
recognized,  and  the  courts  in  adjudicating  patents  have 
generally  construed  patents  liberally  on  the  principle 
in  equity  that  "property  rights  may  prevail  rather  than 
perish."  The  foundation  of  these  rights  of  an  inventor 
is,  as  stated  by  Walker,  the  consent  of  the  people  of  the 
United  States  as  primarily  expressed  in  the  Federal  Con- 
stitution and  elaborately  defined  in  the  Federal  Statutes. 
As  forcefully  stated  in  the  decision  of  the  Court  of 
Claims,  in  McKeever  vs.  The  United  States: 

"In  this  country  our  organic  law  recognizes  in 
the  clearest  terms  that  mind-work  which  we 
term  inventions.  What  immediate  reasons  oper- 
ated on  the  framers  of  the  Constitution  seem  to 
be  unknown,  but  it  is  clear  that  they  had  a  clear 
apprehension  of  the  English  law,  on  the  one  hand, 


and  a  just  conception,  on  the  other,  of  what  one 
of  the  commentators  has  termed  'a  natural  right 
to  the  fruits  of  mental  labor.'  Instead  of  placing 
our  patent  system  upon  the  English  foundation 
of  Executive  favor,  and  conferring  that  preroga- 
tive of  the  Crown  upon  the  President,  they  trans- 
ferred all  authority  to  the  legislative  department 
of  the  government — the  department  which  regu- 
lates rights— by  placing  it  among  the  specially 
enumerated  powers  of  Congress. 

"It  is  a  noticeable  fact,  which,  however,  seems 
to  have  received  little  attention,  that  neither  the 
word  'patent'  nor  the  word  'grant'  is  used  in  the 
Constitution.  The  words  which  it  does  employ, 
moreover,  are  unmistakably  clear  in  the  intent 
of  its  recognition.  The  language  of  the  English 
law  is,  in  substance,  that  the  Crown  may  grant 
or  confer  upon  the  inventor  a  patent  subject  to 
the  conditions  and  limitations  which  attach  by 
implication  to  grants  from  the  Crown.  The  lan- 
guage of  the  Constitution,  on  the  contrary,  confers 
upon  Congress  the  power  of  'securing  to  inventors 
the  exclusive  right  of  their  discoveries.'  Congress 
is  not  empowered  to  grant  to  inventors  a  favor 
but  to  secure  to  them  a  right.  And  the  term  'to 
secure  a  right'  by  no  possible  implication  carries 
with  it  the  opposite  power  of  destroying  the  right 
in  whole  or  in  part  by  appropriating  it  to  the  pur- 
poses of  the  government  without  complying  with 
that  other  condition  of  the  Constitution,  the 
making  of  just  compensation." 

-  These  are  the  views  which  are  generally  adopted  by 
the  Federal  courts  in  the  construction  of  patents,  to  the 
end  that  the  patent  should  always  be  liberally  interpreted 
in  favor  of  the  patentee;  for  the  reason  that  a  patent 
represents  actual  property  the  extent  and  title  to  which 
are  neither  to  be  limited  or  disturbed  during  the  term 
of  its  existence,  upon  any  doubtful  grounds. 

Early  in  the  last  century,  about  1828,  the  case  of 
Grant  rs.  Raymond  came  before  the  Supreme  Court, 
which  involved  the  question  of  the  power  of  the  Secretary 
of  State  to  receive  the  surrender  of  a  patent,  cancel  the 
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record  thereof,  and  issue  a  new  patent  for  the  unexpired 
part  of  the  original  term  of  fourteen  years,  when  a 
defect  was  found  to  exist  in  the  original  patent,  said 
defect  being  the  result  of  an  inadvertent  error  on  the 
part  of  the  patentee  and  without  any  fraud  or  mis- 
conduct on  his  part. 

Chief  Justice  Marshall,  who  delivered  the  opinion  of 
the  court,  said  in  part: 

"The  communciation  of  the  discovery  to  the 
public  has  been  made  in  pursuance  of  law,  with 
the  intent  to  exercise  the  privilege  which  is  the 
consideration  paid  by  the  public  for  the  future 
use  of  the  machine.  If,  by  an  innocent  mistake, 
the  instrument  introduced  to  secure  this  privilege 
fails  in  its  object  the  public  ought  not  to  avail 
itself  of  this  mistake  and  to  appropriate  the  dis- 
covery without  paying  the  stipulated  considera- 
tion. The  attempt  would  be  disreputable  in  an 
individual,  and  a  court  of  equity  might  interpose 
to  restrain  him." 

The  rulings  of  the  court  in  this  case  sustained  the 
right  of  the  government  to  reissue  amended  patents  and 
were  afterward  embodied  in  legislation,  providing  thereby 
a  method  by  which  defective  patents  could  be  cured  and 
the  patentee  protected  to  the  full  measure  of  his  rights 
for  the  remainder  of  the  term  of  the  patent. 

The  beneficial  adjudication  of  the  courts  in  aiding  a 
foreign  inventor  to  obtain  the  full  measure  of  his  rights 
by  reissue  was  never  more  clearly  evidenced  than  in  the 
case  of  In  re  Heroult,  decided  in  the  Court  of  Appeals 
D.  C,  in  1907.  Heroult,.  a  citizen  of  France,  invented 
and  obtained  a  French  patent  for  a  new  and  valuable 
electrical  process  for  obtaining  soft  metals  and  a  furnace 
for  carrying  out  the  process.  The  patent  issued  in  this 
country  for  a  single  claim  covering  specifically  the  fur- 
nace structure.  An  application  for  reissue  containing 
process  claims  together  with  the  single  apparatus  claim 
was  rejected  by  the  office  and  thereafter  taken  on  appeal 
to  the  court.  The  oath  accompanying  the  application 
stated  that  the  patent  granted  was  inoperative  for  the 
reason  that  the  specification  was  defective  in  the  failure 


11 

of  the  claim  to  describe  applicant's  real  invention.  The 
court  held  it  to  be  apparent  that  the  patent  if  issued 
covering  the  furnace  alone  was  of  little  or  no  practical 
value  and  that  there  was  no  question  but  that  the  proc- 
ess was  both  novel  and  valuable,  and  ruled  that  a  re- 
issue could  be  granted  covering  both  the  method  and  the 
apparatus. 

Joinder  of  inventions,  suck  as  permitted  in  the  case  just 
cited,  where  the  inventions  are  kindred  and  auxiliary,  is  the 
general  rule  in  the  courts.  Separate  patents  covering 
machines  can  be  joined  in  one  suit  if  it  be  shown  that 
they  are  capable  of  conjoint  use.  Also,  as  stated  in 
Robinson,  the  courts  allow  a  process  to  be  embraced 
in  the  same  patent  with  the  apparatus  by  which  it  is 
performed  and  the  product  in  which  it  results,  where 
all  originate  in  the  inventive  genius  of  the  same  inventor, 
although  the  process,  the  apparatus,  and  the  product 
are  so  far  separable  from  each  other  that  the  process 
might  be  otherwise  performed,  the  apparatus  otherwise 
employed,  and  the  product  otherwise  produced.  In  a 
recent  decision  by  the  Circuit  Court  of  Appeals,  in  Cen- 
tury Electric  Co.  vs.  Westinghouse  Electric  Co.,  of 
October  27,  1914,  it  was  held  that: 

"One  who  makes  several  patentable  inventions 
that  produce  a  new  and  useful  process  or  machine, 
or  both,  pertaining  to  the  same  subject-matter 
has  the  option  to  take  one  patent  therefor  or  as 
many  separate  patents  therefor  as  he  makes 
patentable  inventions." 

The  Supreme  Court,  in  the  case  of  Steinmetz  vs.  Allen, 
while  admitting  the  right  of  the  Commissioner  of  Patents 
under  the  statute  to  establish  regulations  not  inconsistent 
with  law  for  the  conduct  of  proceedings  in  the  Patent 
Office,  held  that  since  the  statute  gave  the  right  to  join 
inventions  in  one  application  where  the  inventions  are 
related,  such  a  right  can  not  be  denied  by  a  hard  and 
fixed  rule,  such  as  rule  41,  as  it  then  existed,  which  pre- 
vented joinder  in  all  cases  of  process  and  apparatus. 
This  provision  of  the  rule  was  held  to  be  invalid,  since 
it  was  mandatory  in  character  and  entirely  ignored  the 
differences  existing  between  cases  covering  process  and 
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apparatus,  which  would  justify  the  exercise  of  discretion 
in  permitting  joinder.  There  is  no  question  but  that 
Rule  41,  as  it  existed,  made  the  practice  of  the  Office  on 
the  question  of  division  more  simple  and  uniform,  but 
the  court  in  holding  this  rule  to  be  invalid  recognized  the 
principle  that  Office  rules  and  decisions  can  not  be  so 
interpreted  and  enforced  as  to  restrict  the  right  of  an 
inventor  to  fully  protect  his  invention  by  a  single  com- 
prehensive patent,  and  also  the  right  of  appeal  to  the 
highest  court  if  necessary,  in  his  efforts  to  determine  and 
obtain  the  full  measure  of  his  rights  under  his  patent. 

It  is  evident  from  the  trend  of  leading  decisions  that 
the  courts  are  desirous  of  sustaining  patents  covering 
basic  and  meritorious  inventions,  even  though  the 
claims  are  incomplete  and  functional,  and  the  invention 
covered  therein  apparently  fully  anticipated  in  the  prior 
art.  The  rule  as  stated  in  a  recent  decision  of  the  circuit 
court  of  appeals  is  followed,  to  the  effect  that: 

"A  patent  is  a  contract  and  the  rules  for  the 
construction  of  contracts  generally  control  in  its 
interpretation;  and  when  the  terms  are  plain  and 
the  invention  of  the  parties  clearly  manifest,  they 
must  prevail;  but  if  its  expressions  are  ambiguous, 
or  the  validity  of  any  claim  is  doubtful,  that  con- 
struction will  be  given  which  will  sustain  rather 
than  destroy  the  patent." 

Denning  Wire    &   Fence   Co.    vs   American 
Steel  &  Wire  Co.,  1909. 

In  a  number  of  decisions  sustaining  doubtful  but 
meritorious  patents  when  attacked  by  infringers,  it  will 
be  found  that  reliance  is  placed  on  the  dictum  of  Justice 
Bradley  in  Webster  Loom  Co.  vs  Higgins,  decided  in 
1882,  to  the  effect  that: 

"It  may  be  laid  down  as  a  general  rule,  though 
not  an  invariable  one,  that  if  a  new  combination 
or  arrangement  of  old  elements  produce  a  new 
and  beneficial  result  never  attained  before,  it  is 
evidence  of  invention.  It  was  certainly  a  new  and 
useful  result  to  make  a  pile  fabric  loom  produce 
fifty  yards  a  day  where  it  never  before  had  pro- 
duced more  than  forty,  and  we  think  that  the 
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combination  of  elements  by  which  this  was 
effected,  even  if  these  elements  were  separately 
known  before,  was  invention  sufficient  to  form 
the  basis  of  a  patent." 

In  sustaining  the  validity  of  a  patent  for  a  method  of 
mixing  molten  metal  in  the  case  of  the  Carnegie  Steel 
Co.  vs  The  Cambria  Iron  Co.  in  1002,  the  utmost  liber- 
ality was  shown  by  the  court  in  brushing  aside  all  the 
anticipating  prior  art  cited  although  pertaining  to  the 
same  art  of  manufacturing  steel.  The  Bessemer  process 
of  purifying  iron  by  blowing  air  through  a  molten  mass 
of  pig-iron  in  a  converter  and  subsequently  partially 
recarbonizing  it  to  a  degree  necessary  to  convert  it  into 
steel,  was  found  to  be  defective  in  that  the  output  from 
the  blast  furnaces  yielded  products  of  steel,  such  as  rails 
and  beams,  which  were  irregular  and  uncertain  in  their 
final  condition,  some  sound,  others  of  imperfect  strength 
and  full  of  flaws.  This  was  remedied  by  providing  a 
reservoir  of  such  size  and  strength  as  to  receive  supplies 
from  the  various  furnaces,  and  so  regulated  that  in 
delivering  supplies  of  molten  iron  to  be  carried  to  the 
converters  for  manufacture  into  steel  rails,  the  supply 
could  not  be  wholly  emptied,  and  this  remainder,  which 
was  successively  added  to  from  various  furnaces,  by  the 
well  known  law  of  diffusion  of  liquids,  was  thus  made 
uniform  in  quality  and  chemical  composition.  This 
invention  was  set  forth  in  claims  as  "an  art  of  mixing 
molten  metal  to  secure  uniformity  in  its  constituent  parts 
preparatory  to  further  treatment."  The  prior  devices 
were  admitted  to  show  reservoirs  between  the  blast 
furnaces  and  the  converters  used  for  storage  and  admit- 
tedly for  such  necessary  steps  as  would  incident!}/  produce 
uniformity  in  the  mixture,  but  rione  of  them  showed  the 
retention  of  a  considerable  quantity  of  metal  in  the 
reservoir  as  a  prerequisite  to  that  uniformity  which  it 
had  been  the  constant  effort  of  manufacturers  to  secure. 
It  was  held  that  a  process  patent,  such  as  that  under 
consideration,  was  not  anticipated  by  mechanism  which 
might  with  slight  alterations  have  been  adapted  to  carry 
out  the  process,  and  that  the  mere  possession  of  an  in- 
strument or  mechanism  contains  no  suggestion  of  all 
the  possible  processes  to  which  it  may  be  adapted.  In 
this  connection  a  similar  holding  in  the  case  of  New 
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Process  Fermentation  Co.  vs.  Maus  was  quoted.  Refer- 
ence was  also  made  to  the  fact  that  this  process  was  not 
accidentally  discovered  but  was  the  result  of  a  long 
search  for  the  very  purpose,  and  when  it  was  found  it 
was  a  surprise  to  the  manufacturers  of  steel  to  ascertain 
that  it  was  but  a  step  from  what  they  knew  to  that  which 
they  had  spent  years  in  endeavoring  to  find  out,  and . 
that  now  it  only  remains  for  that  wisdom  which  comes 
after  the  fact  to  teach  that  the  patentee  discovered 
nothing,  invented  nothing,  accomplished  nothing. 

When  in  cases  like  this  the  courts  strive  to  maintain 
the  validity  of  patents  which  show  results  in  improve- 
ment in  quality  or  increased  production  over  apparently 
identical  devices  and  processes  in  the  same  art,  there  is 
no  question  but  that  they  would  deem  valid  those 
patents  covering  devices  in  which  a  new  and  improved 
result  was  obtained  from  the  adaptation  of  means  to  a 
new  purpose,  although  nearly  identical  in  form  and 
structure,  as  is  shown  by  the  liberal  construction  placed 
upon  patents  of  this  class  in  the  cases  of  Hobbs  vs.  Beach 
and  Potts  vs.  Creager. 

Functional  claims,  especially  in  the  case  of  pioneer 
patents  which  represent  the  infancy  of  an  art  and  in- 
troduce to  the  public  some  art  or  instrument  entirely 
new,  are  generally  construed  by  the  courts  as  liberally 
as  the  language  of  the  specification  will  permit,  the  func- 
tion or  result  covered  broadly  by  the  words  "means" 
or  "mechanism"  being  construed  to  cover  the  devices 
or  apparatus  effecting  the  result. 

The  case  of  Morley  Sewing  Machine  Co.  vs.  Lancaster, 
decided  by  the  Supreme  Court  in  1SS9,  is  frequently 
quoted  in  such  cases,  and  is  referred  to  by  the  Commis- 
sioner Mitchell  in  the  Pacholder  case  above  cited  in  the 
following  language: 

"If  the  abundant  use  of  the  words  'means,' 
'mechanism,'  or  'appliances'  in  claims  can 
invalidate  them  in  view  of  the  statute  which 
requires  the  applicant  to  'particularly  point  out 
and  distinctly  claim  the  part,  improvement  or 
combination  which  he  claims  as  his  invention  or 
discovery'  it  will  be  conceded  that  the  claims  of 
Morley  were  void  for  indefiniteness.  .  .  .  It  is  im- 
possible to  avoid  the  conclusion  that  if  Morley  had 
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been  held  to  the  doctrine  that  such  words  may  not 
be  used  in  claims,  when  suitably  qualified,  he  would 
have  been  unable  to  hold  as  an  infringer  one  who 
appropriated  the  principle  of  his  invention  dis- 
guised in  an  organisation  different  from  that 
which  he  showed  in  his  patent  in  every  other 
respect." 

Such  a  construction  of  a  functional  claim  was  also 
adopted  in  the  case  of  The  Swain  Turbine  and  Manufac- 
turing Co.  vs.  Todd,  in  1877,  when  the  court  said: 

"To  uphold  these  claims  they  must  not  only 
tie  construed  in  connection  with  the  described 
means  of  the  reissue,  but  also  so  construed  as  not 
to  embrace  any  invention  broader  in  its  scope 
then  the  invention  described  or  substantially 
suggested  or  indicated  in  the  original." 

Also  in  the  case  of  Von  Schmidt  vs.  Bowers,  of  1897, 
the  court  held  that: 

"The  Bowers'  patents  disclose  and  cover  inven- 
tions of  a  pioneer  character,  standing  at  the  head 
of  the  art,  and  their  claims  are  entitled  to  a  broad 
and  liberal  construction.  Said  claims  are  not 
to  be  limited  to  any  particular  form  or  construc- 
tion of  elements  which  make  up  the  combinations, 
but  they  are  broad  generic  claims  without  any 
limitation  as  to  the  form  of  construction  of  the 
particular  elements;  and  all  subsequent  machines 
which  employ  substantially  the  same  means  to  ac- 
complish the  same  results  are  infringements." 

Also  on  the  consideration  of  the  Brush  patent  before 
the  eourt  in  1890,  in  the  case  of  the  Brush  Electric  Co. 
vs.  The  Western  Electric  Light  and  Power  Co.,  the  first 
claim  alleged  to  be  infringed  read  as  follows : 

"In  an  electric  lamp,  two  or  more  pairs  or  sets 
of  carbons  with  mechanism  constructed  to  operate 
said  pairs  dissimultaneously  or  successively." 

The  prominent  feature  of  this  invention  was  the  use  of 
the  double  set  of  carbons  in  such  a  manner  that  when  the 
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first  pair  is  consumed  the  electric  arc  is  automatically 
established  between  the  second  pair  which  continues 
until  they  are  consumed.  This  claim  and  other  claims  of 
similar  import  were  upheld  by  the  court  against  all 
objection  to  their  alleged  functional  character  and  all 
alleged  anticipations  by  other  patents. 

A  marked  deviation  from  this  practice  is  shown  in  the 
construction  given  to  the  broad  functional  claim  of  the 
Westinghouse  patent  in  the  case  of  the  Boyden  Power 
Brake  Co.  vs.  Westinghouse  before  the  Supreme  Court  in 
1898,  in  which  the  dilemma  was  presented  to  the  court 
of  upholding  a  claim  which  was  deemed  to  cover  merely 
the  function  of  admitting  air  to  the  brake  cylinder  di- 
rectly from  the  train  pipe,  or  permitting  the  alleged 
infringer  to  escape  by  construing  the  claim  as  limited 
to  the  particular  means  described  in  the  specification 
for  performing  the  function.  The  latter  view  was 
adopted,  and  a  decree  of  non-infringement  rendered, 
although  with  a  dissenting  opinion  of  four  judges.  The 
court  said  in  part : 

"We  have  no  desire  to  qualify  the  repeated  ex- 
pressions of  this  court  to  the  effect  that,  where  the 
invention  is  functional,  and  the  defendant's 
device  differs  from  that  of  the  patentee  only  in 
form,  or  in  rearrangement  of  the  same -elements 
in  a  combination,  he  would  be  adjudged  an  in- 
fringer, even  if,  in  certain  particulars,  his  device 
be  an  improvement  upon  that  of  the  patentee. 
But,  after  all,  even  if  a  patent  for  a  machine 
be  a  pioneer,  the  alleged  infringer  must  have 
done  something  more  than  reach  the  same  result- 
He  must  have  reached  it  by  substantially  the  same 
or  similar  means,  or  the  rule  that  a  function  of  a 
machine  can  not  be  patented  is  of  no  practical 
value.  To  say  that  the  patentee  of  a  pioneer 
invention  for  a  new  mechanism  is  entitled  to 
every  mechanical  device  which  produces  the  same 
result  is  to  hold  that  he  is  entitled  to  patent 
his  function.  Mere  variation  of  form  may  be 
disregarded,  but  the  substance  of  the  invention 
must  be  there.  .  .  .  Conceding  that  the 
functions  of  these  two  devices  are  practically  the 
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same,  the  means  used  in  accomplishing  the  func- 
tions are  so  different,  that  we  find  it  impossible 
to  say,  even  in  favor  of  a  primary  patent,  that 
they  are  mechanical  equivalents." 

The  dissenting  opinion,  however,  in  conformity  with 
prior  decisions  of  the  courts,  was  briefly  as  follows : 

"It  is  not  an  unwarrantable  extension  of  the 
term  to  speak  of  the  invention  in  suit  as  a  pioneer, 
since  it  is  practically  conceded  in  this  case  and 
justly  stated  by  the  court  below  to  be  'one  of  the 
highest  value  to  the  public,'  and  conspicuously 
one  'which  entitles  the  proprietor  to  a  liberal 
protection  from  the  courts  in  construing  the 
claim.'  The  very  fact  that  this  invention  resulted 
in  placing  it  within  the  power  of  an  engineer 
running  a  long  train  to  stop  in  about  half  the  time 
and  half  the  distance  within  which  any  similar" 
train  had  been  stopped  is  certainly  deserving  of 
recognition.  The  claims  of  such  patents  have 
from  time  out  of  mind  been  allowed  a  liberal 
construction,  and  considered  as  entitled  to  the 
fullest  benefit  of  mechanical  equivalents.     ... 

"Being  of  a  character  so  described  as  a  pioneer, 
the  patent  in  suit  is  entitled  to  a  broad  and  liberal 
construction.  In  other  words  the  invention 
is  not  to  be  restricted  narrowly  to  mere  details 
of  the  mechanism  described  as  a  means  of  carry- 
ing the  invention  into  practical  operation." 

Where  the  invention  covered  in  the  patent  being  ad- 
judicated is  not  of  such  character  as  to  entitle  it  to  a 
broad  construction  the  rule  stated  by  the  Supreme  Court 
in  the  case  of  Cimiotti  Unhairing  Co.  t's.  The  American 
Fur  Refining  Co.,  decided  in  1905,  prevails  to  the  effect 
that: 

"A  greater  liberality  and  a  wider  range  of 
equivalents  are  permitted  when  the  patent  is  of  a 
pioneer  character  than  when  the  invention  is 
simply  an  improvement,  and  may  be  the  last 
successful  step  in  the  art,  theretofore  partially 
developed  by  other  inventors  in  the  same  field." 
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In  accordance  therewith,  it  was — 

"  Held,  that  the  patent  in  suit  discloses  an  inven- 
tion of  merit  entitled  to  some  range  of  equivalents 
in  determining  the  question  of  infringement,  but 
it  is  not  one  of  those  broad  initiative  inventions 
where  original  thought  has  been  embodied  in  a 
practical  mechanism  which  the  courts  have  ever 
been  zealous  to  protect  and  to  which  a  wide 
range  of  equivalents  has  been  accorded." 

Accordingly,  in  cases  of  this  character,  the  courts  look 
to  the  language  of  the  claims,  and  in  construing  these 
claims  the  scope  thereof  may  often  be  restricted  by  the 
description  but  it  can  never  be  enlarged.  Here  comes 
into  consideration  the  record  of  the  case  as  made  up  in 
the  Patent  Office,  and  the  rule  obtains  that,  when  a  claim 
is  deliberately  restricted  in  its  terms  by  amendment 
after  its  rejection  by  the  Patent  Office  in  order  to  obtain  a 
patent,  the  patentee  can  not  consistently  ask  the  court 
to  construe  such  limited  claim  as  if  it  were  the  broad 
rejected  claim. 

An  instance  in  point  is  the  case  of  the  United  States 
Repair  and  Guaranty  Co.  vs.  The  Assyrian  Asphalt 
Company  before  the  Supreme  Court  in  1902,  in  which 
the  patentee  tried  to  hold  an  infringer  upon  a  claim  for  a 
method  ot  repairing  asphalt  pavements,  which  consisted 
in  subjecting  the  spot  to  be  repaired  to  heat,  then  adding 
new  material  and  smoothing  and  burnishing  it.  This 
method  claim  the  court  held  to  be  invalid  in  view  of  the 
prior  art  shown  in  patents  and  publications,  although 
the  patentee  was  found  to  use  new  means,  namely,  a 
blast  of  heat,  for  softening  the  edges  of  the  old  asphalt 
in  order  to  make  a  bond  with  the  new  material.  The 
specification,  however,  stated  that: 

"The  heating  of  the  surface  may  be  accom- 
plished in  various  ways  and  by  means  of  various 
forms  of  apparatus," 

and  the  claim  included  broadly  the  step  of  "subjecting 
the  spot  to  be  repaired  to  heat." 


In  decreeing  the  invalidity  of  this  broad  method  claim, 
the  court  said: 

"Another  objection  to  the  proposed  limitation 
of  the  claim  by  making  it  read  'a  blast  of  heat,' 
or  'a  strong  blast  of  heat'  in  lieu  of  the  un- 
qualified word  'heat'  is  in  the  fact  that  the  third 
claim  which  contained  the  additional  words 
was  withdrawn  by  the  patentee  upon  a  ruling  or 
declaration  of  the  Patent  Office  that  the  first  and 
third  claims  were  the  same  in  substance  and 
could  not  both  be  permitted  to  remain  in  the  case. 
This  was  not  a  mere  casual  expression  of  opinion 
by  an  examiner,  but  was  in  effect  a  requirement 
that  one  of  the  claims  be  withdrawn,  and  no  rea- 
son is  perceived  for  not  applying  the  ordinary 
rule.  Having  voluntarily  abandoned  the  claim 
for  a.method  limited  to  the  use  of  'a  blast  of  heat,' 
the  patentee  may  not  now  insist  that  a  broad 
claim,  containing  no  suggestion  of  such  intention, 
shall  nevertheless  be  subjected  by  construction 
to  the  same  restriction.  .  .  .  It  is  not  within 
the  rightful  power  of  the  courts  to  enlarge  or 
restrict  the  scope  of  patents  which  by  mistake 
were  issued  in  terms  too  narrow  or  too  broad  to 
cover  the  invention,  however  manifest  the  fact 
and  extent  of  the  mistake  may  be  shown  to  have 
been." 

The  teaching  of  this  decision  as  applied  to  office  prac- 
tice is  that,  in  the  treatment  of  applications,  particular 
attention  should  be  directed  to  the  proper  scoping  of 
claims.  As  in  this  case,  slight  variations  of  expression 
between  claims  may  be  of  importance,  and  a  specific 
claim  containing  this  variation  should  not  be  rejected 
on  a  broader  one  since  the  specific  claim  may  be  the 
only  one  available  to  save  the  patent  upon  adjudication 
and  hold  an  infringer. 

Without  indicating  further  the  special  rules  of  con- 
struction adopted  by  the  courts  in  the  interpretation  of 
patents,  or  multiplying  instances  showing  that  the 
construction  placed  upon  them  is  usually  most  liberal 
when  novel  and  meritorious  inventions  are  involved  in 
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order  to  sustain  a  patent,  it  only  remains  to  recommend 
this  same  spirit  of  liberality  in  the  construction  and 
allowance  of  claims  for  what  are  ascertained  to  be 
new  and  important  inventions,  with  the  knowledge  that, 
if  the  invention  possesses  merit,  an  error  in  liberality  of 
allowance  is  one  that  can  readily  be  corrected  by  the 
interpretation  of  the  court,  based  on  the  specification 
and  drawing,  as  to  the  real  scope  of  the  invention,  or  that 
such  errors  can  easily  be  remedied  by  the  beneficial 
provision  of  disclaimer,  whereas,  undue  restriction  of 
claims  by  the  Office  and  acquiescence  therein  by  the 
inventor  may  constitute  a  fatal  defect  in  the  patent 
granted  on  the  application,  which,  if  the  claims  are 
clearly  expressed,  can  not  be  remedied  by  an  enlarge- 
ment of  scope  by  the  court  in  a  subsequent  suit  for 
infringement  of  the  patent. 
March  18,  1915. 
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Observations  Pertaining  to  Examiners' 
Duties  and  Their  Actions  with  Par- 
ticular Reference  to  Rules  65  and  66* 

By 
J.  H.  COLWELL, 
Principal  Examiner,  Division  Twenty-two, 
United  States  Patent  Office. 


The  foundation  of  the*  present  patent  laws  is  the 
examination  system,  and  the  results  that  have  been 
achieved  are  in  large  part  due  to  that  system. 

The  commercial  and  practical  value  of  an  invention, 
not  infrequently  hinges,  and  is  dependent  upon  the  care- 
ful preparation  of  the  application  papers,  and  the  skilled 
prosecution  of  the  case  by  the  applicant,  or  his  attorney 
on  the  one  hand;  but,  on  the  other  by  an  exhaustive  and 
thorough  search  of  the  accessible  art  by  the  Patent 
Office.  The  first  is  beyond  direct  office  control;  the  law, 
however,  not  only  imposes  upon  the  examining  corps,  in 
each  individual  case,  the  duty  of  exhausting  every 
means  at  its  disposal  to  protect  the  public,  and  give  real 
value  to  a  patent,  by  placing  on  the  record  the  known 
art  at  its  command;  but  also  when  an  Examiner,  by  his 
experience  and  knowledge  of  the  art,  sees  the  real  merits 
and  novelty  of  the  invention,  it  is-  due  to  an  applicant  to 
make  any  proper  and  legitimate  suggestions  that  will 
expedite  the  prosecution  of  the  case,  and  will  aid  him  in 
securing  adequate  protection.  A  strict  adherence  to  the 
requirements  of  the  Rides  of  Practice  by  the  examining 
corps  in  the  examination  of  cases,  would,  to  a  large 
extent,  lessen  and  alleviate  the  many  evils  and  troubles  . 
which  are  multiplied  by  lack  of  proper  office  facilities, 
and  insufficient  force,  while,  at  the  same  time,  it  would 
greatly  aid  an  inventor  who  is  honestly  desirous  of  se- 
curing a  patent  for  a  practical  and  meritorious  invention. 


Compliance  with  Rule  68  on  the  part  of  the  applicant, 
or  his  attorney,  in  the  majority  of  cases,  if  honestly 
attempted,  would  tend  to  the  rapid  disposal  of  cases 
without  unnecessarily  burdening  the  record.  Yet,  the 
fact  that  by  reason  of  ignorance,  or  deliberate  purpose, 
a  few  applicants,  or  their  agents,  will  take  advantage  of 
every  technicality  which  the  liberal  patent  laws  allow 
to  delay  the  prosecution,  by  confusing  the  record,  and 
befuddling,  and  worrying  the  Examiner  by  all  manner  of 
irrelevant,  and  immaterial  amendments  and  objections, 
should  not  influence  the  Examiner  to  adopt  the  graver, 
and  even  more  fatal  and  reprehensible  error  of  non- 
compliance with  what  the  law  requires  of  him  irrespec- 
tive of  any  annoyances,  and  obstructive  tactics  he  may 
be  subjected  to.  With  this  class  of  cases,  the  Examiner 
being  only  human,  is  frequently  tempted  to  come  back 
in  like  tenor,  and  thus  involve  himself  in  endless  argu- 
ment and  controversy,  which  in  no  way  leads  to  a  quick 
disposal  of  the  case,  but  merely  overloads  the  record  with 
foreign  matter.  The  adoption  of  this  course,  and  we  are 
all  at  times  liable  to  it,  is  the  narrow  and  prejudiced 
road  to  take,  resulting  only  in  the  long  run  in  loss  of 
patience,  and  the  prolongation  of  the  prosecution,  with 
the  ultimate  consequence  of  imposing  on  the  Examiner 
unnecessary  labor  and  loss  of  time. 

Neglecting  entirely  the  question,  whether  an  appli- 
cant, or  his  attorney,  does,  ~or  does  not  comply  strictly 
with  the  requirements  of  the  rules,  ignorantly  or  other- 
wise, it  is  an  Examiner's  duty,  as 'well  as  the  easier  way 
in  getting  results,  to  follow  the  rules  fully.  By  so  doing, 
the  total  number  of  actions  will  be  correspondingly 
reduced. 

From  experience  in  six  or  seven  divisions  in  dealing 
with  very  differing  arts,  I  am  convinced  that  no  one, 
whether  an  Examiner  or  not,  is  competent  to  express 
a  correct  ex  parte  opinion  on  a  claim  related  to  an  art  with 
which  he  is  unfamiliar.  Claims  which  apparently 
amount  to  nothing,  and  the  subject-matter  thereof  ob- 
vious, have  an  entirely  different  significance  to  one 
conversant  with  the  difficulties  to  be  met  and  overcome 
to  attain  a  much  desired  result  sought  in  the' art  to  which 
the  device  relates. 


The  -question  of  patentability,  when  it  comes  before 
the  court  is  entirely  different  from  the  question  pre- 
sented before  the  Principal  Examiner,  or  the  Examiners- 
in-  Chief  in  a  case  pending  in  the  office. 

In  an  infringement  suit  the  court  has  the  benefit  of 
testimony,  as  to  the  commercial  and  practical  advantage 
and  value  of  the  device  involved,  based  on  the  adop- 
tion and  use  of  it,  and  the  case  is  presented  before  the 
court  fully  and  in  detail,  and  from  all  angles  by  skilled 
lawyers,  and  practical  and  theoretical  experts  in  the 
art  on  both  sides  of  the  issue.  Thus  the  court  is  able  to 
j  udge  intelligently,  for  example;  whether  or  not  a 
■  patentee  with  a  mere  paper  pqtent  for  an  undemon- 
strated,  and  apparently  practically  worthless  machine 
is  endeavoring  to  stifle  the  efforts  of  real  and  merito- 
rious inventors  and  exploiters. 

In  answering  an  appeal,  the  Examiner  does,  or  should 
cite  the  best  art  at  his  command,  and  should  clearly  set 
forth  his  reasons.  In  doing  this,  he  can  not  possibly 
foresee,  in  many  cases,  what  line  of  argument  an  appli- 
cant may  take.  On  no  few  occasions  it  has  been  found 
that  details,  elements,  and  structural  features,  all  of 
which  are  more  or  less  of  common  knowledge  in  a 
particular  art,  and  for  that  reason  have  never  been  dis- 
cussed, except  inferentially,  in  the  prosecution  of  the 
case,  are  seized  upon  by  counsel  for  applicant  in  his 
brief  and  argument,  which  would  be  immaterial  if  the 
Board  were  conversant  with  what  is  old  and  common 
in  the  art.  The  members  of  the  Board  obviously  can  not 
"be  familiar  with,  or  have  the  knowledge  of  the  real 
difficulties  to  be  overcome,  nor  discriminate  between 
what  is  vital,  and  what  is  merely  superficial,  in  the  num- 
erous arts,  classified  in  forty-three  different  divisions  of 
the  Patent  Office.  The  Examiner,  fortified  with  the 
individual  knowledge  and  experience  of  his  assistants, 
is  better  able  to  pass  upon  questions  of  patentability. 
At  least,  he  should  be  better  able,  if  he  is  entitled  to  bj 
in  charge  of  the  work  entrusted  to  him. 

For  this  reason  I  am  convinced,  and,  although  I  may 
be  treading  on  delicate  grounds,  I  am  strongly  of  the 
opinion  that  the  Examiners-in-Chief  should  be  ex- 
tremely careful,  when  affirming  a  rejection  of  the  Primary 


Examiner,  in  suggesting  a  claim  as  patentable  without 
familiarizing  themselves  in  some  way  with  what  may  be 
a  matter  of  common  knowledge,  and  therefore  immaterial 
so  far  as  real  and  actual  novelty  is  concerned. 

In  the  treatment  of  an  application,  and  as  governing 
the  Examiner's  action,  the  most  important  and  far-reach- 
ing rules  in  influencing  the  expeditious  disposal  of  the 
case,  are  Rules  65  and  66. 
Rule  65  provides: 

"Whenever,  on  examination,  any  claim  of  an 
application  is  rejected  for  any  reason  whatever, 
the  applicant  will  be  '  notified  thereof.  The 
reasons  for  such  rejection  will  be  fully  and  pre- 
cisely stated,  and  such  information  and  refer- 
ences will  be  given  as  may  be  useful  in  aiding 
the  applicant  tb  j  udge  of  the  propriety  of  prose- 
cuting his  application  or  of  altering  his  specifica- 
tion; and  if,  after  receiving  such  notice,  he  shall 
persist  in  his  claim,  with  or  without  altering  his 
specification,  the  application  will  be  reexamined. 
If  upon  reexamination  the  claim  shall  be  again 
rejected,  the  reasons  therefor  will  be  fully  and 
precisely  stated." 

Rule  66  provides : 

"Upon  the  rejection  of  an  application  for  want 
of  novelty,  the  Examiner  must  cite  the  best  refer- 
ences at  his  command.  When  the1  reference 
shows  or  describes  invention  other  than  that 
claimed  by  the  applicant,  the  particular  part 
relied  on  will  be  designated  as  nearly  as  practi- 
cable. The  pertinence  of  the  reference,  if  not  ob- 
/  vious,  must  be  clearly  explained  and  the  antici- 
pated claim  specified,"  etc. 

A  departure  from  these  rules  in  the  early  Office  actions 
is  often  the  source  of  numerous  future  troubles,  and  it  is 
not  going  too  far  to  state  that  fully  10  to  20  per  cent  of 
useless  labor  is  due  to  this  cause. 

The  importance  of  these  rules  should  be  one  of  the 
first  things  to  be  impressed  on  a  newly  appointed  as- 


sistant  examiner.  It  would  be  greatly  to  the  ultimate 
benefit,  and  welfare  of  the  Patent  Office,  if  some  uniform 
scheme,  or  system  could  be  devised,  and  adopted  for 
imparting  elementary  instruction  in  the  rudiments  of 
office  organization,  and  procedure,  on  his  first  entering 
the  examining  corps. 

When  a  new  assistant,  and  we  have  all  been  there,  is 
assigned  to  a  division,  it  should  be  remembered,  and  it  is 
natural,  that  he  is  almost  sure  to  have  certain  pre- 
conceived ideas,  and  opinions  of  inventkm  and  patents, 
which  are  erroneous,  both  as  to  law  and  fact.  Some 
are  in  time  overcome,  others  never  completely,  and  it 
may  be  seriously  doubted  whether  with  any  of  us,  the 
personal  equation  is  ever  entirely  obliterated,  however 
we  may  think  so. 

The  almost  universal  practice  in  the  various  divisions, 
of  putting  a  new  assistant  on  examining  work  im- 
mediately, or  within  a  week,  before  he  has  gotten  his 
bearings,  and  when  he  does  not  yet  recognize  the  dis- 
tinction between  a  pending  application,  and  a  patent, 
or  that  between  an  interference  proceeding  in  the  Office, 
and  an  infringement  suit  in  the  courts,  is  obviously 
wrong.  It  is  unfair  to  the  assistant,  and  to  the  Office 
itself.  A  plan  more  effectual,  expeditious,  and  satis- 
factory, so  far  as  the  real  advancement  of  the  work 
is  concerned,  would  be  to  assign  him  to  the  clerk's  desk, 
for  at  least  six  weeks,  to  assist  in  entering  amend- 
ments, and  the  many  duties  daily  attending  that  desk, 
in  order  to  familiarize  him  with  the  rules  applicable 
thereto,  and  the  various  clerical  divisions  of  the  Office, 
their  jurisdiction,  functions,  and  interconnecting  rela- 
tions, and  at  the  same  time  to  enable  him  to  gain  a 
working  knowledge  of  the  filing  of  the  various  papers  in 
an  examining  division,  as  well  as  a  general  idea  of  the 
system  of  classification  as  practically  demonstrated  by 
the  classes,  and  subclasses  in  his  division,  with  which  he 
will  have  to  deal  later  on.  With  such  a  preliminary 
.    .  training,  it  is  obvious  that  a  new  assistant  could  much 

more  readily  and  intelligently  take  up  examining  work, 
than  if  he  started  in  entirely  in  the  dark  and  in  complete 
ignorance  of  his  duties,  and  of  the  Office  procedure. 
The  present  general  custom  obviously  must  have  a  ten- 


dency  to  create  and  implant  in  the  mind  erroneous  ideas 
and  impressions,  which  once  adopted,  it  will  be  found 
extremely  difficult,  if  not  impossible,  to  eradicate. 

A  new  assistant  may  be  apt,  bright,  intelligent,  and 
possibly  brilliant;  but  before  he  recognizes  clearly  the 
distinction  between  abandonment,  combination,  divi- 
sion, forfeiture,  renewal,  revival,  etc.,  he,  not  infre- 
quently with  the  idea  that  it  is  a  little  above  the  dignity 
of  his  position  to  familiarize  himself  too  intimately 
with  the  clerical  and  general  Office  work,  proceeds  to 
begin  at  the  top  and  wrong  end  of  the  line,  by  diligently 
applying  himself  entirely  to  complex  court  decisions, 
hinging  upon  specific  features  and  intricate  points  of  law, 
with  the  result,  that  without  necessary  experience  and 
elementary  knowledge  of  patent  law.  he  forms  wrong 
impressions,  and  becomes  imbued  with  the  idea  that 
orders,  amendments,  and  purely  Office  matters  are  unim- 
portant in  themselves,  and  will  be  attended  to  by  some- 
one else.  In  this  connection,  I  am  firmly  of  the  belief 
and  opinion  (and  I  do  not  think  the  statement  is  open  to 
contradiction)  that  the  value  of  the  services  of  a  com- 
petent and  experienced  examiner's  clerk,  if  she,  or  he  is 
up  to  the  work  of  the  desk,  and  has  intelligent  discrim- 
ination and  judgment,  can  not  be  overestimated,  and  is 
most  difficult  to  replace  satisfactorily. 

The  first  thing  the  average  assistant  can  be  relied  upon 
to  learn  is  how  to  dispose  of  a  case  by  some  short  and 
expeditious  route,  without  involving  the  apparent  loss  of 
time,,  which  an  exhaustive  search  of  the  art  in  the  first 
instance  necessarily  involves.  With  this  view,  he  takes 
up  successively  the  question  of  getting  the  case  trans- 
ferred to  another  division,  requiring  division  or  rejec- 
tion on  the  grounds  of  aggregation  and  lack  of  invention. 
The  non-success  of  all  these  methods  finally  results  in 
making  necessary  an  examination  of  the  art.  ■ 

In  rejecting  a  claim  on  the  ground  of  aggregation,  it  is 
an  easy  matter  to  arm,  and  equip  oneself  with  a  vast 
array  of  decisions  and  authorities,  that  aggregations  are 
not  patentable,  losing  sight  of  the  real  question,  whether, 
in  a  particular  case  before'him,  the  claim  is  an  aggrega- 
tion, or  a  proper  combination,  though  perhaps  involving 
a  mere  substitution  of  one  well-known  equivalent  for 
another. 


Not  infrequently,  when  a  specification  with  the  draw- 
ings are  badly  prepared,  and  confused,  with  claims  ex- 
tremely broad,  vague  and  indefinite,  the  temptation  is 
strong  for  an  Examiner  to  make  a  general  action,  stat- 
ing that  the  application  is  informal,  unintelligible,  and 
obj  ectionabje  throughout,  and  thereupon  to  select 
one  or  two  references  which  meet  in  terms  the  claims,  and 
reject  them.  Such  an  action  obviously  does  not  in  the 
slightest  degree  tend  to  advance  the  prosecution,  but 
merely  delays  it.  Many  times,  in  cases  of  this  kind,  an 
Examiner  through  his  knowledge  of  the  art,  but  at  the 
expense  of  some  patience  and  a  little  time,  can,  by  a 
careful  reading  of  the  specification  in  connection  with  the 
drawing,  gain  a  complete  understanding  of  the  general 
features  of  the  invention,  and  what  it  is  intended  to  ac- 
complish, and  thereby  be  able  to  point  out  the  par- 
ticular part  on  which  further  information  is  necessary. 
At  the  same  time  he  may  intelligently  search  the  nearest 
art,  and  consequently  be  able  to  reject  the  claims, 
on  the  best  references  in  the  first  action. 

If  a  hasty  action  is  made,  the  case,  sometimes  at  the 
end  of  the  year  limit,  comes  back  amended,  not  in  the 
details  as  to  which  information  is  really  needed,  or  with 
properly  drawn  claims,  with  the  result  that  it  will  have 
to  be  examined  precisely  as  if  it  were  newly  filed.  New 
references  will  have  to  be  -cited,  and  another  action 
made  of  record.  So  the  prosecution  is  dragged,  and 
continued,  with  the  consequent  delays,  and  possible 
interferences,  until  it  is  allowed  or  finally  rejected;  when 
the  same  result  could  have  been  attained  with  half  the 
correspondence,  if  the  first  action  had  been  as  complete 
and  thorough  as  possible. 

When  a  specification  is  badly  written,  vague,  and  so 
indefinite  as  to  make  it  impossible  to  act  intelligently 
on  the  claims,  it  should  not  be  objected  to  in  its  entirety, 
but  the  particular  parts,  and  the  operations  thereof,  on 
which  further  information  is  desired,  and  necessary, 
should  be  distinctly  pointed  out,  thereby  enabling 
an  applicant  to  amend  intelligently,  and  responaively, 
to  the  Office  requirement.  Sometimes,  when  this  is  not 
done,  the  applicant,"  or  his  attorney,  intentionally  or 
ignorantly,  will  make  long  amendments,  with  explana- 
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tions  of  features,  which  are  perfectly  obvious  to  the  Ex- 
aminer, while  maintaining  strict  silence  on  the  real  and 
vital  portions. 

In  each  Office  letter,  every  claim  should  be  designated 
by  number  as  allowable  or  rejected,  and  each  reference 
should  be  cited  by  number  as  well  as  name,  together 
with  the  class.  A  general  rejection  should  not  be  made, 
such  as  stating  that  the  claims  are  rejected  on  the  refer- 
ences of  record,  or  Smith  and  Jones  of  record.  A  great 
many  future  difficulties  would  be  avoided  if  the  words 
"of  record,"  when  used  unqualifiedly  in  the  rejection  of 
claims,  could  be  obliterated  from  the  Patent  Office 
vocabulary.  On  one  occasion  within  the  personal  knowl- 
edge of  the  Examiner,  an  appealed  ease,  which  had  been 
inherited  from  another  division,  and  had  never  been 
acted  upon  in  the  new  division,  came  up  for  action. 
The  case  originally  contained  a  great  number  of  claims, 
and  had  been  amended  many  times,  with  the  result  of 
many  changes  in  the  numbering  of  old  claims.  On 
starting  to  answer  the  appeal,  it  was  found  that  the 
claims  were  fejected  on  the  references  of  record.  On 
going  back  over  the  Office  letters  in  an  endeavor  to  find" 
what  references  applied  to  certain  claims,  the  same 
statement  occurred  throughout,  with  additional  refer- 
ences added  from  time  to  time,  and  there  were  about 
fifty  cited.  After  spending  the  greater  part  of  a  day  in 
trying  to  find  out  what  were  the  particular  references, 
or  combinations  thereof,  relied  upon  to  anticipate  the 
claims  finally  rejected,  the  attempt  was  given  up  in 
despair,  and  the  applicant  was  informed  that  the  appeal 
was  premature.  The  claims  were  then  rejected  individ- 
ually, the  referneces  applied,  and  the  applicant  in- 
formed why  the  references  anticipated  the  claims.  In  the 
next  action,  the  rejected  claims  were  canceled  and  the 
case  passed  to  issue. 

Frequently  a  number  of  rejections  are  made  on  refer- 
ences which  apparently  meet  the  claims  in  terms,  the 
applicant  denying  the'  pertinency  of  the  references,  or 
perhaps  slightly  amending,  and  the  Examiner  reiterating 
his  rejection  until  finally  the  Examiner  finds,  by  carefully 
reading  the  references  and  fully  understanding  them, 
that  he  was  in  error  in  rejecting  some  of  them,  and  the 


case  is  disposed  of  either  by  the  Examiner  withdrawing 
the  references,  or  the  applicant  canceling  the  rejected 
claims,  which  could  have  been  done  previously  with  far 
less  actions,  if  a  little  time  had  been  devoted  to  the  study 
of  references  before  the  first  action. 

Consideration  of  rejection  on  the  ground  of  lack  of  in- 
vention, brings  up  the  constantly  recurring  question  of 
what  is  invention?  After  reading  numerous  court  deci- 
sions based  on  specific  cases,  many  of  which  have  been 
quoted  in  previous  lectures,  and  after  searching  the 
various  authorities  on  patent  law  for,  a  clear  definition 
of  this  simple  ground  of  rejection,  I  am  forced  to  come 
to  the  conclusion  that  no  definition  exists  and  none  ever 
will  be  formulated  which  will  be  an  infallible  guide  in 
determining  the  question  in  each  specific  instance  in  any 
one  of  the  numerous  arts;  and  the  same  is  true  of  aggre- 
gation. 

If  any  one  will  discover,  and  give  an  accurate  defini- 
tion to  guide  the  Patent  Office  in  determining  absolutely, 
and  infallibly,  .by  thumb  rule,  what  this  nebulous  bhing, 
invention  is,  its  labors  will  be  greatly  reduced. 

There  are  many  authorities  and  decisions  to  the  effect 
that  a  mere  change  of  configuration,  shape,  or  dimen- 
sions, is  not  patentable.  While  broadly  this  is  true 
in  the  maj'ority  of  cases,  yet,  if  it  were  literally  adopted, 
as  an  axiom,  many  inventors  would  be  denied  the  pro- 
tection which  the  patent  laws  are  designed  to  afford  for 
devices  which  may  be  of  inestimable  practical  value  and 
worth.  Admittedly,  it  is  obvious,  and  indisputable,  that 
a  mere  change  of  form,  or  dimension  in  a  structural 
feature""which  acts  in  the  same  manner,  and  produces 
the  same  result  as  in  prior  devices,  without  any  new 
function,  or  unforeseen  effect,  Is  not  patentable,  and  in 
fact,  amounts  to  no  more  than  the  substitution  of  an 
equivalent. 

Possibly  it  may  not  be  a  waste  of  time,  and  may  be  to  a 
slight  degree  interesting  to  a  few  to  refer  in  a  general 
way  to  several  patents  illustrating  the  development  of 
an  art  in  which  the  question  of  invention  hinged  upon 
form,  dimension,  and  apparent  aggregation.  If  the 
rule  held  in  all  cases,  that  such  changes  do  not  involve 
patentability,  many  most  valuable  improvements  in  the 
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class  of- projectiles  would  never  have  been  patented. 
Previous  to  1905,  it  was  apparently  settled  that  a  small 
arm  projectile  with  a  modern  rifle,  to  have  long  flight, 
and  penetration,  must  be  pointed,  but  is  was  the  opinion 
of  experts  that  a  short  pointed  head  was  a  requisite. 
In  other  words,  the  pointed  portion  must  be  one-fourth 
or  less,  of  the  total  length,  because  a  long  point  would 
affect,  and  interfere  with, 'the  ballistic  qualities  and  spin, 
or  rotation,  causing  the  bullet  to  wabble,  or  tumble  in 
flight,  and  thus  destroy  its  accuracy.  . 
"VWith  the  object  of  increasing  the  range  and  penetra- 
'  tion,  Arthur  Gleinich,  a  German  engineer,  applied 
for  a  patent  for  a  bullet  designed  for  use  in  small  arms 
at  high  pressures  and  great  velocities.  Photographs  of 
projectiles  in  flight  at  different  velocities  indicated 
the  pointed  nose  as  productive  of  the  most  desirable 
form  of  head  wave  for  projectiles  at  high  velocities,  but 
it  was  apparent  that  any  conclusion  based  thereon  must 
be  qualified  by  other  requirements  and  conditions  pres- 
ent as  to  flight,  range,  penetration  and  stopping  effect, 
and  these  could  only  be  satisfied  by  a  proper  construc- 
tion of  body,  dimensions,  distribution  of  mass,  and 
form  of  body  and  head.  Gleinich's  experiments  led 
him  to  the  conclusion  that  a  much  longer  pointed  head 
than  the  one  universally  in  use  was  necessary,  and  that 
the  form  for  velocities  in  excess  of  500  metres  per  second 
was  one  in  which  the  head  constituted  about  one  half  the 
total  length.  His  bullet,  in  the  language  of  claim  3  of  his 
patent,  is  described  as  follows: 

"A  projectile  having  a  pointed  head  of  sub- 
stantially one-half  the  total  length  of  the  pro- 
jectile, curved  upon  a  radius  of  four  to  nine  fold 
the  caliber." 

In  the  early  prosecution  of  the  case,  the  Examiner 
failed  to  see  any  invention.  He  held  that  the  device 
involved  a  mere  change  of  form  in  the  then  existing 
bullet  in  common  use.  But  after  the  filing  of  affidavits, 
voluminously  setting  forth  in  tabulated  form  the  result 
attained  in  actual  experiments  with  bullets,  and  show- 
ing the  almost  phenomenal  increase  in  efficiency,  as  to 
range  and  penetration,  amounting  to  from  15  to  25  per 
cent  over  that  of  the  old  form  when  used  under  similar 
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conditions,  with  the  same  explosive  charge  and  type 
of  fire  arm,  the  Examiner  reconsidered  his  action  and 
patent  841 ,861,  was  granted  January  12, 1907.  Gleinich's 
contention  and  the  practical  value  of  his  bullet  were 
abundantly  proved  by  its  adoption  by  every  civilized 
government  and  its  use  almost  exclusively  for  big  game 
hunting.  < 

Of  two  engaged  forces  armed  with  the  same  rifle,  one 
using  the  Gleinich  bullet,  and  the  other  the  old  bullet, 
.  the  former  would  be  able  to  do  effective  execution  at 
distances  which  would  be  beyond  the  range  of  the  latter, 
who  /or  all  practical  work,  might  just  as  well  be  armed 
at  suchranges  with  spears  or  wooden  guns. 

Another  device  which  has  been  equally  far  reaching  in 
results,  and  in  which  the  inventor's  claim  and  conten- 
tions have  been  fully  sustained  by  its  universal  adoption, 
is  the  projectile  covered  by  patent  No.  541,280,  granted 
June  18,  1895,  to  E.  M.  Johnson  of  New  York,  on  an  ap- 
.  plication  filed  March  30,  1894,  for  an  armor  piercing  pro- 
jectile with  a  detachable  soft  nose  cap.  Johnson, 
in  common  with  all  ordnance  experts,  knew  that  the 
best  form  for  an  armor  piercing  projectile  for  flight  and 
penetration  was  the  conoidal  pointed  projectile  in  com- 
mon use.  But  he  found  by  experimenting  and  examining 
projectiles  after  firing,  that  as  the  hard  point  of  a  pro- 
jectile strikes  the  surface  of  modern  surface  hardened 
armor,  the  point  of  the  projectile  becomes  "upset" 
by  the  blow  at  the  moment  of  impact,  and  thus  loses  the 
power  of  penetrating  the  softer  metal  underlying  the 
hardened  exterior.  Reaching  this  conclusion,  Johnson 
reasoned  that  if  this  upsetting  of  the  hard  point  at  the 
moment  of  impact  with  the  hard  surface  of  the  armor 
plate  could  be  avoided,  and  the  shape  of  the  point 
sustained  and  kept  intact  while  piercing  the  hardened 
surface,  then  the  projectile  would  penetrate  the  under- 
lying softer  metal  and  completely  pierce  the  plate,  so 
that  if  it  were  of  explosive  character  it  would  have 
reached  the  point  where  it  would  do  the  most  effectual 
damage  prior  to  bursting  or  explosion. 

Johnson's  invention  consisted  in  the  simple  expedient 
of  enclosing  the  pointed  end  of  the  projectile  in  a  soft 
metal,  blunt,  and  solid  ended  nose  cap.  This  at  first 
sight  appeared  to  experts  to  be  fallacious  and  an  apparent 
paradox.    Its  effect  apparently  would  be  to  negative  the 
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advantages  of  the  pointed  head  in  decreasing  wind 
resistance,  and  seriously  to  interfere  with  the  flight  and 
trajectory,  as  it  would  undoubtedly  be  productive  of  an 
undesirable  head  wave;  the  very  objection  that  the 
adoption  of  the  cdnoidal  head  was  intended  to  obviate. 
The  Patent  Office  at  first  took  this  ground  and  rejected 
the  claims  for  that  reason,  in  connection  with  the  art 
as  it  then  existed.  Johnson,  however,  by  affidavits, 
supported  with  experiments,  and  notwithstanding  the 
admitted  objections,  established  the  fact  to  the  Ex- 
aminer's satisfaction,  that  the  employment  of  the  blunt 
soft-nosed  projectile  secured  a  great  increase  in  penetra- 
tion over  the  non-capped  projectile  when  fired  under 
exactly  similar  conditions. 

Having  secured  the  best  form  for  flight,  and  with  a  soft 
blunt  nosed  cap,  getting  the  best  penetration,  the  next 
thing  to  do  was  to  combine  both  these  features  without 
counteracting  the  good  qualities  of  either.  To  accom- 
plish this  result,  Cleland  Davis  designed  a  hollow  pro- 
jectile contour  cap,  and  filed  an  application  April  21, 
1908,  resulting  in  patent  954492,  granted  January  4, 
1910.  His  invention  is  described  in  the  following 
language : 

"It  is  now  well  known  that  there  is  a  certain 
contour,  or  taper,  which  when  given  to  the 
exterior  of  projectiles,  causes  them  to  meet  with  a 
minimum  resistance  from  the  air;  and  it  is  equally 
well  known  that  this  particular  contour^  or  taper 
is  not  the  best  .adapted  for  armor  piercing  quali- 
ties, la  other  words,  if  a  proj  ectile  is  given  the 
best  shape  for  piercing  armor,  it  will  not  meet 
with  a  minimum  air  resistance  during  flight 
and  if  it  is  given  the  best  shape  for  cleaving  the 
air,  it  will  not  possess  its  best  armor  piercing  quali- 
ties. 

"My  invention  accordingly  consists  in  provid- 
ing a  standard  armor  piercing  or  other  pro- 
jectile with  a  contour  cap,  which  will  during 
flight,  give  the  projectile  as  a  whole  that  contour 
best  adapted  for  penetrating  the  air,  and  which 
upon  impact  is  destroyed,  thereby  leaving  the 
projectile  with  its  best  armor  piercing  contour 
unimpaired." 


\  .  x 

When  Davis  entered  the  field  every  element  wa^ 
rately,  and  in  part  combination,  old.     During  V 
parte  prosecution  of  the  case,  which  was  most  dilig\ 
•  and  persistently  carried  on  by  the  applicant,  the\ 
aminer  being  impressed  with  the  marked  results  attained, 
allowed  claims  for  the  three  features  in  combination, 
and  for  the  specific  form  of  hollow  contour  cap  per  se. 
The   Davis   application,    during    its    pendency    in   the 
Patent  Office  became  involved  in  interference  with  a 
copending  application  which  resulted  in  priority  being 
awarded    to    Davis.      The   losing   party    acquired    the 
rights  of  the  Davis  application,  and  subsequently  to 
the  grant  of  the  patent,  a  rival  company  of  the  assignee 
was  awarded  a  contract  for  furnishing  several  hundred 
thousand    projectiles,    the    construction    of    which   ad- 
mittedly infringed  the  Davis  patent.    A  suit  was  brought 
against  the  infringing  company,  decided  September  10, 
1914,  in  Firth  Sterling  Steel  Co.  im.  Bethlehem  Steel  Co., 
216  Fed.,  Rep.,  753.   . 

II  is  not  thought  inappropriate,  and  it  may  be  instruc- 
tive to  quote  a  few  extracts  from  this  decision,  as  illus- 
trating the  court's  line  of  reasoning,  and  the  stand  taken 
in  sustaining  a  patent  for  a  construction  seemingly 
obvious  to  the  average  person  unacquainted  with  the 
difficulties  to  be  overcome,  when  the  patent  was  attacked 
on  the  old  ground  of  aggregation  and  lack  of  invention. 
The  court  stated: 

"The  type  of  projectile  involved  in  the  present 
,  discussion  is  the  armor  piercing  projectile.    If  the 

doctrine  that  preparedness  for  war  is  a  preserva- 
tive of  peace  holds  good,  the  inventive  genius 
of  the  nation  should  be  given  every  stimulus  to 
apply  itself  in  the  direction  here  indicated. 
The  history  of  the  development  of  the  art  is  in 
itself  not  uninteresting  and  throws  light  upon  the 
points  in  controversy. 

"The  contest  between  armor  piercing  projectile 
producers  and  armor  plate  manufacturers  is  an 
approach  to  the  old  one  between  resistless  force 
and  immobility.  The  advance  made  by  the  armor 
plate  makers  made  the  task  of  the  projectile  de- 
signer include  the  achieving  of  two  necessary 
results.  The  projectile  must  both  reach  the  plate 
and  pierce  it.    It  must  reach  it  to  pierce  it,  and 
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must  therefore  have  the  property  of  long  flight. 
t  It  must  pierce  it  when  reached,  and  must  there- 
fore be  given  the  greatest  possible  power  of  pene- 
tration. The  property  of  prolonged  flight  was 
early  found  in  contour  of  iofm,  and  could  be  re- 
produced at  will.  To  overcome  the  tendency 
of  the  sharp  point  to  upset  or  break,  and  thereby 
secure  the  greatest  penetration,  the,  Johnson 
soft  nose  cap,  or  jacketing  the  point  was  adopted. 
Thus  to  recapitulate,  we  had  the  contour  of 
shape  for  length  of  flight  known.  We  also  had  the 
property  of  fullest  penetration  secured.  We 
had,  however,  no  practical  combined  result,  be- 
cause the  use  df  one  of  these  known  things  was 
either  to  prevent  or  render  futile  the  use  of  the 
other.  No  effective  shot  could  as  yet  be  fired, 
because  if  the  flight  contour  was  given  the  pro- 
jectile, it  would  reach  the  mark,  but  would  not 
do  its  work  when  there,  and,  if  the  penetrating 
device  was  employed,  it  could  not  do  its  ap- 
pointed task  because  it  would  not  reach  its  mark. 
The  flight  contour  and  penetrating  form,  al- 
though alike  essential  and  required  to  be  both 
potentially  existing  in  the  projectile  when  in- 
serted in  the  gun,  did  not  function  simultaneously 
but  successively.  The  one  began  where  the  other 
ended.  If,  therefore,  a  temporary  flight  form 
could  be  given  the  surface  contour  of  the  projectile 
which  would  inhere  until  the  mark  was  reached, 
and  would  then  be  automatically  discarded  to 
make  way  for  penetration  form,  the  problem 
would  be  solved.  There  were  two  seemingly  ob- 
vious means  of  its  accomplishment.  The  one  was 
to  give  to  the  enveloping  inetal  which  made 
penetration  effective'  the  form  contour,  which 
lengthened  the  flight.  The  other  was  to  supply 
contour  flight  form  by  means  of  a  hollow  envelop- 
ing cap  or  casing  which  would  be  destroyed  on 
impact.  The  seemingly  obvious,  however,  is  sel- 
dom true.  Devices  to  accomplish  the  required 
result  were  tried,  and  the  problem  remained  still 
unsolved.  The  solution  was  finally  found  which 
embodies  the  claims  of  the  patent  in  suit.  That 
it  was  at  once  attended  with  commercial  sue 
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■cess  is  undoubted.  The  failure  of  the  solid 
form  of  point  encasing  metal  was  avoided  by 
abandoning  its  use.  The  cap  which  failed  was  one 
which  inclosed  the  naked  point  of  the  pro- 
jectile proper.  Its  failure  was  escaped  by  the 
simple  expedient  of  retaining  the  soft  metal  nose 
feature  within  an  enveloping  shell  or  cap  having 
the  required'  flight  contour.  The  design  had  in- 
ventive merit.  Its  merit  is  in  a  happy  combina- 
tion which  produced  the  required  result. 

"To  deny  to  the  Davis  design,  the  merit  of  com- 
bination, as  defendant's  argument  essays  to  do, 
is  to  refuse  to  follow  the  very  definition  of  patent- 
able combination.  Most  of  the  elements,  in- 
deed it  may  be  said  all  the  elements,  except 
the  idea  of  the  combination  itself,  may  be  said  to 
be  old.  Herein,  however,  lies  the  novelty,  as  well 
as  the  utility,  and  the  consequent  merit  of  what 
was  accomplished.  The  aggregated  elements 
were  contour  of  flight,  penetrating  shape,  sup- 
porting nose  cap.  Merely  putting  together  these 
old  elements  produces  at  most  the  aggregated 
functions  of  them  all.  Brjnging  them  into  the 
contact  of  a  mere  aggregation  may  indeed  destroy 
the  operation  of  some  of  the  elements  considered 
separately,  but  the  aggregated  'results  can  be  no 
more  than  the  sum  of  all.  Its  full  product  is  a 
mathematical  addition.  A  true  combination  pro- 
duces a  new  and  different,  at  least  in  the  sense  of 
an  additional,  result.  The  Davis  device  uses 
these  old  elements  in  a  novel  combination,  not 
only  were  these  elements,  taken  separately,  old, 
but  the  idea  of  the  combination' was  itself  old. 
The  failure  of  each  of  these  attempted  combina- 
■  tions  consisted  in  the  loss  of  function  which  the 
elements  separately  had.  The  flight  function  was 
retained,  the  ballistic  quality  was  lost.  The 
solid  pointed  soft  nose  doubtless  failed  because 
the  mass  of  metal  in  front  of  the  point  destroyed 
its  supporting  function  by  crowding  the  metal 
which  supported  the  point.  The  thought  which 
saved  the  day  was  the  simple  one  of  combining 
with  the  other  elements,  not  the  hollow-nosed  cap 
with  the  naked  point  of  the  projectile    proper 
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but  with  the  nose  as  well  as  the  point.  It  is  the 
simplicity  of  the  combination  which  makes  it  look 
like  mere  aggregation.  The  Army  and  -Navy 
experts  had  applied  themselves  to  the  task  of 
doing  just  what  Davis  has  done  and  failed. 
The  prior  art  disclosed  a  cavity  cap,  into  which 
the  naked  point  of  the  projectile  penetrated.  It 
was  able  to  show  a  projectile  proper,  in  which  the 
point  was  behind  and  surrounded  with  soft  metal. 
It  possessed  no  projectile  as  a  whole  in  which 
there  was  interposed  soft  metal  between  the  point 
and  the  cavity.  In  consequence,  the  Examiner 
allowed  claims  for  the  last  and  disallowed  those 
for  the  first.  He  also  disallowed  claims  for  de- 
vices in  which  the  soft  metal  was  around,  but  not 
in  front  of,  the  point." 

The  Commissioner  recently  remarked  that' there  were 
many  persons,  lawyers  as  well  as  laymen,  who,  while  ad- 
mitting the  past  usefulness  of  the  patent  system  and  its 
influence  in  the  wonderful  development  of  labor  saving 
devices,  and  its  consequent  phenomenal  effect  on  the 
country's  industries,  yet  are  sincere  in  their  opinion 
that  the  present  day  conditions  demand  the  substitution 
of  a  registration  system.  It,  therefore,  behooves  every 
believer  in  the  examination  system,  and  especially  those 
in  this  Office,  conscientiously  and  impartially  to  carry 
out  the  duties  imposed  on  them  by  law,  and  give  every 
possible  and  legitimate  aid  to  an  inventor.  If  the  time 
ever  arrives  in  the  future,  when  the  general  public, 
rightly  or  wrongly,  views  with  suspicion  the  system,  and 
believes  that  the  Patent  Office  is  antiquated,  does  not 
meet  present  conditions,  that  the  examination  is  super- 
ficial, and  that  the  grant  of  a  patent  is  merely  nominal, 
amounting  to  "a  mere  scrap  of  paper,"  then  Congress, 
which  is,entrusted  with  enacting  legislation  for  the  public 
welfare,  will  seriously  consider  the  question  of  abolishing 
the  examination  system.  It  will  then  be  too  late  for 
the  friends  of  this  Office,  by  argument  and  reasoning, 
however  well  founded  or  based,  on  what  the  system  has 
done  for  the  public  as  well  as  individuals,  to  stay  the  tide 
of  public  opposition. 

March  25,  1915. 
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INTRODUCTION. 

The  object  of  this  paper  is  a  discussion  of  Sections 
4886  and  4887,  Revised  Statutes,  with  regard  to  the 
foreign  patents  and  foreign  applications  mentioned 
therein,  and  includes  statements  of  the  practice  of  this 
Office  in  cases  which  involve  foreign  patents,  foreign 
applications  and  foreign  publications. 

In  actions  under  Section  4886,  it  is  important  to  know 
either  the  date  of  the  foreign  patent  as  a  patent  or  its  date 
as  a  printed  publication  or,  possibly,  both. 

There  is  an  essential  difference  between  a  patent  con- 
sidered either  as  a  contract  or  a  public  document  and  a 
printed  publication.  The  government  may  or  may  not 
disclose  the  patented  invention  by  means  of  a  printed 
publication,  also  the  printed  publication  may  have  one 
date  and  the  patent  may  have  been  signed,  sealed  and 
delivered  on  another  date. 

DATE  OF  PATENT. 

In  considering  the  patent  date,  it  has  been  held  that 

no  patent  exists  until  there  is  an  actual  grant  of  the 

monopoly  in  the  invention  by  the  foreign  government. 

Telegraph  Co.  et  al.  vs.  Telephone  Co.,  C.  D.  1890, 

p.  403. 
De  Ferranti  vs.  Westinghouse,  C.  D.  1890,  p.  114. 
Bell  Telephone  Co.  vs.  Cushman  et  al.,  C.  D. 

1893,  p.  546. 
Merrell-Soule  vs.  Milk  Co.,  215  Fed.,  922. 
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The  point  is  of  no  importance  in  so  far  as  British 
patents  are  concerned,  since  they  are  all,  with  the  exception 
of  secret  patents,  published  before  they  are  sealed  and 
since  the  earliest  date  is  the  controlling  one,  the  sealing 
date  of  a  British  patent  is"  of  no  importance  under  Sec- 
tion 4886. 

With  German  patents,  it  has  been  argued  that  the 
effective  date  under  Section  4886  is  prior  to  the  "ausgeg- 
eben"  date,  but  the  Court  held,  from  the  evidence  before 
it,  that  there  was  no  actual  monopoly  grant  of  patent 
rights  until  the  "ausgegeben"  date. 

Merrell-Soule  vs.  Milk  Co.,  215  Fed.,  922. 


It  may  be  noted  that  the  "erteilung"  or  bestowal  of 
the  German  patents  is  published  in  the  Patentblatt  and 
in  the  Reichsanzeiger  two  weeks  prior  to  the  "ausgege- 
ben" date  and  that  the  numbers  of  German  patents  do 
not  run  according  to  the  "ausgegeben"  dates  but  are 
given  numbers  as  of  the  date  of  "erteilung." 

In  Austria,  the  lapse  of  time  between  the  date  of 
"erteilung"  or  bestowal,  as  indicated  in  the  Patentblatt, 
and  the  "ausgegeben"  date  is  about  six  weeks.  The 
"ausgegeben"  date  has  been  uniformly  held  in  this  Office 
to  be  the  effective  date  under  Section  4886. 

Printed  copies  of  Swedish  patents  are  on  sale  about 
nine  days  after  the  patent  grant,  according  to  Singer's — 
Patent  and  Trade-Mark  Laws  of  the  World. 

The  date  of  grant  of  Dutch  patents  which  have  been 
received  by  this  Office  since  June,  1913,  is  indicated  in 
the  heading  by  the  word — "Dagteekening." 

The-word  "TJdstedt"  in  the  heading  of  a  Danish 
patent  indicates  the  date  of  grant  or  issue. 

Concerning  Swiss  patents,  it  has  been  held  that  the 
date  of  registration  thereof,  giving  it  a  number,  is  of  no 
avail  unless  the  patent  is  printed  and  published  and  that 
the  date  of  publication  is  controlling. 

Roschach  vs  .Walker,  C.  D.  1899,  p.  157. 

In  this  connection,  it  might  be  well  to  state  that  the 
heading  of  a  Swiss  patent  gives  only  the  date  of  filing  of 
the  application. 


The  grant  of  the  patent  is  indicated  in  the  Swiss  Patent 
Liste,  which  is  published  twice  a  month  and  gives  a  list 
of  patents  granted  and  refers  to  the  date  when  printed 
copies  may  be  obtained.  The  information  obtained  from 
the  Swiss  Patent-Liste  as  to  the  exact  dates  of  grant  and 
publication  is  not  sufficiently  definite  and  it  would  seem 
worth  while  to  induce  the  Swiss  government  to  print, 
in  the  heading  of  the  patent,  the  date  on  which  it  was 
granted,  and  the  date  on  which  it  was  published. 

This  suggestion  applies  with  nearly  equal  force  to  the 
British  patent  specifications. 

A  German  Gebrauchsmuster  patent  is  a  patent  within 
the  meaning  of  Section  4886. 

Law  Examiners  Decision  in  Sexton  vs.  Reis,  In- 
terference No.  37,770. 


In  the  case  of  Robin  vs.  Muller  et  al.,  C.  D.  1904,  p. 
569,  the  Commissioner  said  that  the  effective  date  of  the 
French  patent  3628  is  May  23,  1900,  the  date  of  grant 
and  delivery,  because  it  was  established  that  this  foreign 
patent  was  granted  and  delivered  prior  to  any  date  al- 
leged by  Robin  and  in  view  of  the  French  law  then  in 
force,  that  as  such  patents  were  open  to  the  public,  it 
must  be  held  that  this  French  patent  3628,  and  addition, 
was  not  a  secret  patent  and  that  its  grant  and  publica- 
tion are  a  bar  to  the  issue  of  a  patent  to  Robin. 

In  the  case  of  French  patents  prior  to  1902,  I  am  in- 
formed that  the  delivrS  date  is  the  only  one  available. 

I  am  informed,  from  a  copy  of  a  letter  of  a  French 
agent  in  a  pending  case,  that  the  filing  date  of  a  French 
application  is  the  date  of  the  signature  of  the  ministerial 
decision  recognizing  the  regularity  of  the  application  and 
indicating  the  patent  numbers.  From  this  date,  the 
application  may  be  inspected  upon  the  payment  of  a  fee, 
though  no  copy  may  be  made.  The  deliverance  of  the 
patent  is  advertised  in  the  official  Bulletin  of  Industrial 
and  Commercial  Property  and  since  June  19,  1913,  the 
public  may  obtain  copies  of  the  specification  and  draw- 
ings on  the  payment  of  a  fee. 

The  date  of  publication  is  indicated  in  the  official  Jour- 
nal some  weeks  in  advance  and  every  one  knows  exactly 


from  what  date  they  will  be  able  to  secure  a  printed  copy 
of  the  patent. 

In  the  case  of  Schoerken  vs.  Swift  et  al.,  7  Fed.,  469, 
the  Court  said  that  the  word  "patented"  as  used  in 
Section  4886  would  seem,  from  the  significance  of  the 
word,  to  mean  only  inventions  laid  open  to  the  public 
and  protected  to  the  inventor,  but  the  case  turned  on  the 
question  of  evidence,  the  Court  holding  that  the  French 
patent  which  was  not  published,  was  not  a  secret  patent 
because  a  certified  copy  of  the  patent  was  presented  in 
evidence,  and  that  a  copy  of  a  secret  patent  could  not 
be  obatined.  The  Court  held  that  the  French  patent 
was  a  patent  within  the  meaning  of  the  law,  and  would 
operate  as  a  bar. 

Judging  from  the  decision  in  the  cases  of  Schoerken  vs. 
Swift,  and  Robin  vs.  Muller,  cited,  and  the  letter  of  the 
French  agent,  a  French  patent  is  a  reference  under  Sec- 
tion 4886,  as  of  the  date  when  the  patent  is  delivered  and 
open  to  the  public.  I  am  not  prepared  to  say,  from  the 
information  at  hand,  that  this  is  the  delivre  date,  es- 
pecially when  the  uniform  practice  in  this  Office  has  been 
to  use  the  public  date. 

Still,  if  there  is  an  actual  grant  of  the  monopoly  of  an 
invention  in  France  as  of  the  date  of  delivery  appearing 
on  the  heading  of  the  patent,  the  delivre"  date  is  the  con- 
trolling one. 

To  use  the  patent  date  effectively  under  Section  4886, 
the  invention  must  be  actually  patented,  i.  e.,  covered  by 
the  claims  of  the  patent,  if  the  patent  has  claims. 

The  question  of  the  identity  of  the  invention  patented 
is  taken  up  later  in  connection  with  the  discussion  of 
Section  4887.  The  word  "patented"  means  the  same 
thing  in  each  section. 

Queen  vs.  Friedlander,  149  Fed.,  775. 

It  is  hoped  that  authoritative  directions  may  be  given 
as  to  the  effective  dates  under  Section  4886  of  all  foreign 
patents  as  patents,  and  as  printed  publications,  and 
that  provision  be  made  for  printing  these  dates  on  the 
headings  of  all  foreign  patents  which  are  received  by  this 
Office. 

While  the  date  of  foreign  letters  patent  has  always 


been  considered  the  controlling  one,  irrespective  of  the 
date  of  publication,  and  whether  the  patent  was  a  printed 
publication  or  not,  it  is  suggested  that  this  is  an  undue 
hardship  on  American  inventors,  who,  while  not  being 
charged  with  notice  of  public  use  of  the  invention  abroad, 
are  barred  from  receiving  a  patent  in  this  country  on  an 
invention  patented  in  a  foreign  country  more  than  two 
years  prior  to  the  filing  date  of  their  applications  here, 
whether  the  foreign  patent  is  a  printed  publication  or  not. 

For  instance,  though  no  amount  of  public  use  in  Italy 
would  bar  an  inventor  from  obtaining  a  patent  in  this 
country,  he  might  be  barred  by  an  Italian  patent,  the 
contents  of  which  can  only  be  learned  by  sending  to  the 
Italian  patent  office  for  a  certified  copy  of  the  letters 
patent.    Italian  patents  are  not  printed  publications, 

The  only  knowledge  derived  from  foreign  sources 
which  should  operate  as  a  bar  under  Section  4886  by  way 
of  dedication  to  the  public  of  this  country,  is  that  ob- 
tained from  printed  publications. 

However,  as  the  law  stands,  a  foreign  patent  may  be  a 
bar  under  Section  4886,  whether  the  subject-matter 
thereof  is  disclosed  in  a  printed  publication  or  not. 

Sirocco  vs.  Sturtevant,  220  Fed.,  137,  citing  Ireson 
vs.  Pierce,  39  Fed.,  795,  and  Bell  Co.  vs.  Bevin, 
73  Fed.,  469. 

SECRET  PATENTS  {SECTION  4886). 

It  was  intimated  in  Schocrken  vs.  Swift,  cited,  that  a 
secret  patent  is  no  bar  under  Section  4886  to  the  issue  of 
a  patent  in  this  country. 

In  Robin  vs.  Muller,  the  Commissioner  said  that  while 
a  prior  foreign  patent  under  Section  4886 — Revised 
Statutes,  is  a  bar  to  the  grant  of  a  patent  in  this  country, 
an  apparent  exception  exists  under  the  authorities  where 
the  foreign  patent  has  been  kept  secret. 

Again,  in  Brooks  vs.  Norcross,  2  Fischer,  661,  the  court 
said,  speaking  of  the  word  "patented"  as  it  occurred  in 
Section  7  of  the  Patent  Act  of  1836,  which  is  similar  to 
Section  4886  of  the  Revised  Statutes,  "the  word 
'patented'  as  here  used  must  of  course  mean  covered 
and  made  known  to  the  world  by  a  public  patent,  so  as  to 
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bring  home  ,to  the  public  generally,  and  probably, 
a  knowledge  of  its  existence  and  deprive  any  one  of  the 
credit  and  protection  of  being  original,  if  he  afterward 
construct  a  like  machine.  .  .  .  Nothing  can  be 
within  the  spirit  of  the  law  except  what  is  public  and  thus 
known.  The  Court  held  that  novelty  is  not  negatived 
by  any  prior  private  patent  granted  in  a  foreign  country. 
The  only  secret  patents,  of  which  I  am  aware,  that  are 
received  by  this  Office,  are  those  British  patents  upon 
which  the  ban  of  secrecy  has  been  removed.  These  will 
be  considered  later,  in  the  discussion  of  British  procedure. 

SECRET  PATENTS  (SECTION  4887). 

While  it  has  been  said  that  the  word  "patented" 
means  the  same  thing  in  Sections  4886  and  4887  (Queen 
vs.  Friedlander,  149,  Fed.,  775),  a  secret  patent,  while 
not  a  bar  under  Section  4886,  will  probably  prevent  an 
an  applicant  from  receiving  a  patent  in  this  country 
under  the  conditions  stated  in  Section  4887. 

In  the  case  of  De  Florez  vs.  Raynolds,  C.  D.,  1880,  p. 
289,  the  court  said: 

"We  fix  the  date  of  Nov.  27,  1862,  and  not  the 
date  of  Feb.  20,  1863,  because  we  regard  it  as  the 
clear  intention  of  the  provisions  of  the  law  limit- 
ing the  duration  of  a  U  nited  States  patent,  patent- 
ing an  invention  previously  patented  abroad  to 
the  same  inventor,  to  give  the  patentee  a  specified 
term  from  the  date  at  which  his  foreign  patent 
took  effect  as  a  foreign  patent  in  his  favor.  .  .  . 
This  view  is  not  necessarily  applicable  to  a  case 
where  a  foreign  patent  to  one  inventor  is  set  up 
to  defeat  a  United  States  patent  to  a  different 
inventor.  In  such  case,  the  manifest  intention  of 
the  law  is  that  a  foreign  patent  shall  apply  only 
as  of  a  date  when  the  invention  was  published  or 
was  accessible  to  the  public  and  not  of  an  earlier 
date  from  which  the  inventor  may  have  enjoyed 
the  benefit  of  the  foreign  patent  as  ajpatent." 

The  decision  in  this  case  was  quoted  with  approval  in 
the  opinion  of  the  Secretary  of  the  Interior  in  the  case  of 


Rumpff  et  al.  vs.  Kohler  vs.  Kriigener,  C.  D-,  1883,  p. 
111. 

The  question  of  the  secrecy  or  publicity  of  an  Austrian 
patent  can  not  under  Section  2">  of  the  Act  of  1S70  affect 
the  duration  of  a  patent  for  the  same  invention  in  this 
country. 

Elec.  Co.  vs.  Arnoux  et  al.,  17  Fed.,  838. 

Section  30  of  the  British  Patent  Act  provides  for  what 
are  known  as  secret  patents  on  instruments  or  munitions 
of  war.  The  patent  is  assigned  to  the  Secretary  of  State 
for  war,  or  the  admiralty,  who  may  certify  to  the  comp- 
troller that,  in  the  interest  of  public  service,  the  par- 
ticulars of  the  invention  should  be  kept  secret.  If  the 
benefit  of  this  section  is  waived  at  any  time  by  the  Secre- 
tary of  State,  or  the  admiralty,  the  specifications  shall 
thenceforth  be  kept,  and  dealt  with  in  the  ordinary  way. 

The  sealing  of  such  a  patent  is  not  published  in  the 
official  Journal,  but  when  the  benefit  of  the  law  is  waived 
by  the  Secretary  of  State,  or  the  admiralty,  the  specifica- 
tions are  published  and  the  date  of  publication  is  given  in 
the  heading  thereof. 

While  the  controlling  date  of  such  a  patent  under  Sec- 
tion 4886  is  the  date  of  publication,  it  is  effective,  never- 
theless, as  a  bar  under  Section  4887  as  soon  as  patented. 
The  date  of  the  application  is  determined  as  hereinafter 
stated,  according  to  the  character  of  the  application. 

CITATION  OF  FOREIGN  PATENTS. 

In  Robin  vs.  Muller,  cited,  it  was  held  that  where  the 
date  and  contents  of  a  foreign  patent  are  proved,  the 
burden  is  upon  the  party  against  whom  it  is  used,  to 
show  that  it  was  not  published  or  open  to  public  inspec- 
tion on  the  date  which  it  bears. 

Also,  in  the  case  of  Hummel  vs.  Tingley,  C.  D.,  1900, 
p.  2,  the  Examiner  cited  a  foreign  patent  as  a  reference. 
It  appeared  upon  its  face  that  it  was  issued  at  a  date 
prior  to  the  filing  date  of  the  application  under  considera- 
tion. It  was  contended  by  the  applicant  that  the  foreign 
patent  was  not  granted  at  the  date  shown  on  its  face, 
but  it  was  held  that  when  a  foreign  patent  is  cited,  the 
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burden  is  shifted  to  the  applicant  to  prove  that  said 
patent  was  not  entitled  to  the  date  which  made  it  effec- 
tive as  an  anticipatory  publication. 

Where  an  application  was  rejected  on  a  foreign  patent, 
Held,  the  Examiner  properly  refused  to  withdraw  the 
patent  as  a  reference  in  the  absence  of  an  affidavit 
by  the  applicant,  fully  identifying  it  as  his  own  or  filed 
on  his  behalf,  with  his  knowledge  and  consent. 
Ex  parte  Wlost,  C.  D.,  1911,  p.  57. 

In  addition  to  the  data  required  to  be  given  by  Rule  66, 
the  Examiner,  when  citing  foreign  patents,  will  include  a 
statement  identifying  the  particular  figures  of  the  draw- 
ing relied  upon  as  a  showing  of  the  anticipating  struc- 
ture. If  the  drawing  of  the  foreign  patent  comprises  a 
single  sheet,  the  Examiner  will  say  "(one  sheet)." 
If  the  drawings  on  the  foreign  patent,  as  issued,  com- 
prise more  than  one  sheet,  the  particular  figures  and 
numbers  of  sheets  will  be  indicated. 

The  purpose  of  this  order  is  to  give  applicants  and  at- 
torneys information  respecting  foreign  patents  cited  as 
references,  so  that  photographic  copies  thereof  may  be 
ordered  without  unnecessary  correspondence  and  delay. 
Order  2096,  Jan.  21,  1914. 

FOREIGN  PUBLICATIONS. 

It  has  been  held  that  the  so-called  publications  made  in 
the  liritish  Official  Journal  and  the  German  Imperial 
Gazette  concerning  applications  for  patents,  and  the 
laying  open  of  such  applications  to  the  public  inspection, 
do  not  constitute  either  publications  of,  or  patents  for, 
the  inventions  involved.  Parkins  vs.  Jenness,  1893, 
C.  D.,  p.  64. 

The  practice  in  Austria,  however,  differs  from  that  in 
England  and  Germany  in  that  the  Patentblatt  does  more 
than  merely  Identify  the  application.  It  publishes  a 
description  of  the  invention  itself,  but  is  without  draw- 
ings, and  while  it  is  doubtful  if  such  a  disclosure  in  many 
cases  would  be  operative  as  a  publication  under  Sec- 
tion 4886,  it  is  possible  that  in  some  cases,  the  invention 
would  be  described  with  all  the  necessary  clearness. 


The  disclosure,  to  be  effective  for  this  purpose,  should 
enable  one  skilled  in  the  art  to  practice  and  fully  under- 
stand the  invention  without  experimentation,  and  must 
be  as  definite  as  specifications  for  patent  in  this  country. 

Badische  Fabrik  vs.  Halle,  94  Fed.,  163. 

Mattress  Co.  vs.  Whittlesley,  Fed.  Cas.,  18058. 

Western  Elec.  Co.  vs.  Tel.  Co.,  88  Fed.,  505. 

The  date  of  publication,  "offentliggjort"  is  at  the  end 
of  a  Swedish  specification,  while  in  the  case  of  Norwegian 
patents,  the  "offentliggjort"  date  is  in  the  heading. 

The  dates  of  publication  of  Dutch  and  Danish  patents 
are  found  in  the  headings  thereof  by  the  expressions — 
"Octrooischrift  uitgegeven"  and  "Bekendtgjort,"  respec- 
tively. 

QUESTIONS  ARISING  UNDER  SECTION  4887 

The  most  important  questions  arising  under  Section. 
4887  regarding  the  word  "patented"  are  the  date  of  the 
actual  patent  grant,  the  identity  of  the  invention  pat- 
ented, and  the  identity  of  the  patentee. 

In  order  to  operate  as  a  bar  to  the  grant  of  a  patent 
in  this  country,  the  foreign  patent  must  be  actually 
issued  under  the  seal  of  the  foreign  government. 

Bell  Telephone  Co.  vs.  Cushman,  C.  D.,  1892,  p. 
546. 

In  the  case  of  any  country,  excepting  Great  Britain, 
if  we  have  a  copy  here  we  may  be  assured  that  the 
patent  has  been  granted. 

In  the  case  of  British  patents,  there  is  a  wide  variation 
possible  in  the  date  of  sealing  and  since  the  specification 
and  drawings  are  usually  printed  and  ready  for  public 
dsitribution  two  or  three  weeks  after  the  acceptance 
of  the  complete  specifications,  the  receipt  in  this  Office 
of  the  printed  copies  of  the  specification  and  drawing  is  no 
evidence  that  the  patents  have  been  sealed. 

There  is  no  indication  on  the  heading  of  a  British 
patent  specification  as  to  its  sealing  date  and  it  is 
important  that  this  be  known. 

It  is  also  important  to  know  the  actual  or  effective 
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filing  dates  of  British  patents  because  of  the  complica- 
tions arising  under  the  British  practice.  For  this  rea- 
son, a  separate  consideration  is  given  of  the  British 
practice  in  so  far  as  it  may  influence  our  practice  under 
Section  4887. 

The  sealing  of  a  British  patent  takes  place  according 
to  the  statute  as  soon  as  may  be,  and  not  after  the  ex- 
piration of  fifteen  months  from  the  date  of  the  applica- 
tion.   Section  12-2— British  Patents  &  Designs  Act. 

There  are  four  exceptions  to  this  rule,  however,  nine- 
teen months  being  allowed  where  an  extension  of  time 
was  allowed  in  which  to  leave  the  complete  specification 
and  the  period  is  extended  also  in  the  case  of  the  death 
of  the  applicant,  or  neglect  to  pay  the  required  fees,  in 
which  cases,  the  patent  may  be  sealed  any  time  within 
twelve  months  after  his  death,  Section  12-3,  or  the  period 
may  be  extended  on  the  payment  of  fees,  Section  12-4. 
Also,  when  an  appeal  has  been  taken,  the  patent  shall  be 
sealed  at  such  a  time  as  the  law  officer  may  direct.  Sec- 
tion 12-2. 

The  date  of  sealing,  if  the  patent  has  been  sealed,  may 
be  learned  on  inspection  of  the  British  Official  Journal 
in  the  Library. 

In  this  connection,  it  may  be  stated  that  the  contents 
of  this  Journal  are: 

1st.  Applications. 

2d.  Specifications  accepted. 

3d.  Specifications  open  to  public  inspection  before 
acceptance. 

4th.  Patents  sealed. 

5th.  Printed  specifications  published. 

0th.  Patents  void. 

7th.  Applications  abandoned. 

There  are  cases  arising  under  Section  4887  in  which 
the  applicant  acknowledges  the  filing  of  a  patent  applica- 
tion in  a  foreign  country  more  than  twelve  months  prior 
to  the  date  of  filing  in  this  country.  A  valid  patent 
could  issue  on  the  domestic  application,  provided  that 
there  has  been  no  previous  grant  of  the  foreign  patent. 

When,  therefore,  such  an  application  is  ready  for  allow- 
ance, the  applicant  should  not  be  required  to  prove  that 
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the  British  patent,  for  instance,  has  not  been  sealed  and 
unless  the  grant  of  the  patent  is  noted  in  the  "Official 
Journal"  before  referred  to,  the  case  should  be  passed  to 
issue  (Commissioner's  Order  No.  1226,  Sept.  6,  1898). 
This  order  was  issued  under  the  old  seven  months  rule, 
but  the  same  practice  prevails  under  the  present  law, 
allowing  an  interval  of  twelve  months  between  the  filing 
of  the  domestic  application  and  the  filing  date  of  the 
foreign  application. 

To  hold  up  such  a  case,  if  the  applicant  has  planned  to 
have  his  foreign  patent  issue  on  a  certain  day,  might 
result  in  the  issue  of  his  foreign  patent  which  would  then 
be  a  bar. 

It  is  sometimes  important  to  decide  the  effective  filing 
date  of  a  British  application  and  the  printed  specifica- 
tions of  British  patents  take  so  many  different  forms 
that  it  is  deemed  advisable  to  give  them  some  considera- 
tion. 

Under  Section  16  of  the  Patents  and  Designs  Act, 
several  provisional  specifications,  if  they  cover  cognate 
inventions,  or  modifications,  may  be  consolidated  by  filing 
a  single  complete  specification  to  cover  the  same.  The 
date  of  a  patent  granted  on  such  an  application  is  the  date 
of  the  earliest  of  such  provisional  specifications  but  in  con- 
sidering the  validity  thereof  and  for  the  purpose  of  the 
act  with  respect  to  oppositions  to  the  grant  of  a  patent, 
the  Court  or  Comptroller  shall  have  regard  to  the  re- 
spective dates  of  the  provisional  specifications  relating 
to  the  several  matters  claimed  therein. 

Also,  under  Section  6,  sub  2  and  3,  where  there  is  a 
departure  in  the  complete  specification  from  the  inven- 
tion disclosed  in  the  provisional,  the  provisional  specifi- 
cation may  be  canceled,  or  where  there  is  matter  common 
to  the  two  applications,  the  comptroller  may  allow  the 
original  application  to  proceed  so  far  as  the  invention 
included  both  in  the  provisional  and  the  complete  specifi- 
cations is  concerned,  and  treat  the  claim  for  the  additional 
invention  included  in  the  complete  specification  as  an 
application  for  that  invention  made  on  the  date  at  which 
the  complete  specification  was  left. 

In  the  case  of  In  re  Swinburne,  C.  D.  1902,  p.  537,  it 
was  held  that,  for  purposes  of  Section  4887,  Rev.  Statutes, 
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the  date  of  an  English  application  was  the  date  of  filing 
of  the  provisional  specification.  Under  the  English  law 
at  that  time,  however,  no  departure  was  allowed  in  the 
complete  specification  from  the  invention  disclosed  in  t  he 
provisional.  Any  departure  would  render  the  patent 
void. 

Ex  parte  Smith,  C.  D.  1898,  p.  275. 

Hence,  In  re  Swinburne  should  be  applied  in  the  tight 
of  British  law  as  it  now  stands,  and  it  has  been  held  that 
where  the  provisional  specification  was  canceled  under 
provisions  of  the  act,  the  date  of  the  British  application 
for  purposes  of  Section  4887  is  the  date  of  the-  complete 
specification. 

Ex  parte  Hayes,  209  O.  G.,  p.  317. 

When  there  has  been  a  consolidation  of  provisional 
specifications,  as  before  mentioned,  the  date  of  the  appli- 
cation for  the  purposes  of  Section  4887  is  the  date  of  the 
earliest  provisional  specification  disclosing  the  invention. 

Where  there  is  a  departure  in  the  complete  specifica- 
tion from  the  invention  disclosed  in  the  provisional,  and 
the  provisional  has  not  been  canceled,  the  controlling  date 
of  the  application  for  the  new  matter  is  the  date  of  the 
complete  specification. 

Some  British  patents,  when  the  complete  specification 
involves  a  departure  from  the  invention  disclosed  in  the 
provisional,  have  a  peculiar  heading,  in  which  two  dates 
are  given.  The  patent  granted  in  such  a  case  is  given 
the  old  serial  number,  but  redated  to  indicate  the  filing 
date  of  the  complete  specification.  For  instance,  in  the 
provisional  specification  filed  July  12, 1912,  and  numbered 
16334,  the  complete  specification  was  filed  February  12, 
1913,  and  the  patent  redated. 

The  heading  on  the  drawing  appears: 

A.  D.  1913,  Feb.  12,  No.  16334'*— the  exponent 
showing  that  the  provisional  specification  was  filed  in 
1912. 

The  complete  specification  is  found  in  the  bound 
volume  for  1912. 

Also,  where  the  application  is  divided  the  heading 
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assumes  a  similar  character.  For  instance,  the  applica- 
tion 19537  of  1912  was  filed  August  26, 1912,  and  divided, 
the  parent  application  going  to  patent  as  No.  19537  of 
1912.  The  divisional  application  became  patent  No. 
5020  of  1913,  and  bore  this  heading: 

A.  D.  1912— Aug.  26,  No.  5020s. 

The  exponent  in  the  case  indicates  the  date  of  filing 
of  the  divisional  application.  The  effective  filing  date  of 
the  application  would  appear,  however,  to  be  August  26, 
1912. 

When  British  applications  are  abandoned  they  are 
usually  not  published  and  knowledge  of  their  abandon- 
ment may  be  obtained  by  inspection  of  the  Official 
Journal. 

The  only  apparent  exception  to  this  is  where  an  appli- 
cant has  claimed  the  filing  date  of  the  application  in  a 
foreign  country  under  the  convention.  These  applica- 
tions are  open  to  public  inspection  twelve  months  after 
the  filing  of  the  provisional  specification,  whether  the 
complete  specifications  are  accepted  or  not.  If  they 
become  abandoned,  they  are  printed  and  published 
about  fifteen  months  after  the  filing  of  the  application. 


FOREIGN   APPLICATION    AS    A    CONSTRUCTIVE 
REDUCTION  TO  PRACTICE. 

It  may  sometimes  occur  that  an  applicant  will  claim, 
under  Section  4887,  as  a  constructive  reduction  to  prac- 
tice, in  order  to  overcome  a  reference,  or  for  some  other 
reason  the  filing  of  an  application  in  a  foreign 
country,  which  application  has  become  abandoned. 
It  would  seem,  under  the  statute,  that  the  United 
States  application  should  have  the  same  effect  as  if  it 
were  filed  in  this  country  on  the  same  date,  that  the 
foreign  application  was  filed  and  the  abandonment  of 
the  foreign  application  would  be  immaterial.  The  ques- 
tion of  abandonment  does  not  enter  into  the  matter  at 
all. 

Metailurgic  Co.  vs.  Whitman,  C.  D.,   1910,  p. 

405. 
Whitman  vs.  Hearne,  C.  D.,  19,10,  p.—. 
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Where  F.  filed  an  application  in  the  German  Patent 
Office  on  June  23,  1905,  and  on  October  28,  1905,  an 
amended  application  was  filed,  accompanied  by  draw- 
ings, which  was  a  complete  description  of  the  invention 
embraced  in  the  issue,  and  was  not  a  departure  from  the 
original  application,  and  a  complete  application  was 
filed  in  this  country  on  June  19,  1906,  held,  that  F.  is  en- 
titled to  the  date  of  his  amendment  (October  28,  1905), 
as  the  date  of  his  constructive  reduction  to  practice. 

Bissel  n.  Fottinger,  212  O.  G.,  689,  Court  of  Ap- 
peals, D.  C. 

When  there  is  a  lapse  of  more  than  twelve  months  be- 
tween the  filing  dates  of  the  domestic  and  foreign  appli- 
cations, the  United  States  applicant  can  not  get  the 
benefit  of  the  filing  date  of  his  foreign  application.  Muller 
h.  Lauber,  C.  D.,  1903,  p.  387. 

PROOF  OF  FOREIGN  APPLICATION. 

But  no  benefit  can  be  secued  by  the  filing  of  a  foreign 
application  by  a  mere  allegation  to  that  effect.  Such 
applications  must  be  proved,  though  proof  need  not  be 
given  until  some  occasion  for  it  arises,  Ex  parte  Pauling, 
1905,  C.  D.,  131.  Where  an  applicant  claims  the 
benefit  o_f  the  filing  of  an  application  in  a  foreign  coun- 
try for  the  purpose  of  overcoming  a  reference,  his 
affidavit,  filed  under  the  provisions  of  Rule  75,  should  be 
accompanied  by  a  copy  of  the  original  foreign  applica- 
tion, certified  to  by  the  patent  Office  of  the  country  in 
which  it  was  filed,  and  if  it  is  not  in  the  English  language, 
a  sworn  translation,  made  by  the  official  translator  of  this 
Office.  If  the  application  was  not  made  by  the  inventor 
himself,  applicant's  affidavit  should  also  state  that  the 
application  in  the  foreign  country  was  filed  for  his  bene- 
fit, and  that  such  a  procedure  is  permitted  in  the  foreign 
Country. 

Ex  parte  Barthels.  C.  D.,  1912,  171. 

Translations  certified  by  a  consular  or  diplomatic 
ullicer  of  the  United  States  have  always  been  accepted. 


A  divisional  application  takes  the  date  of  the  patent 
application  in  so  far  as  a  previous  foreign  patent  under 
Section  4887  is  concerned. 

Ex  parte  Scott,  1901,  C.  D.,  42. 

The  same  is  true  of  an  application  which  is  a  con- 
tinuation of  an  earlier  United  States  application,  the  latter 
being  filed  within  the  statutory  period  of  twelve  months. 
Struble  vs.  Young,  C.  D.,  1906,  p.  37. 

In  one  case,  the  Commissioner  said  that  while  it  had 
never  been  decided  by  the  courts  whether  a  patent 
granted  in  this  country  for  an  invention  previously  made 
the  subject  of  a  German  Gebrauchsmuster  was  limited 
by  the  term  of  the  latter,  the  date  of  the  Gebrauchs- 
muster should  be  given  in  the  specification,  the  question  of 
limitation  being  left  to  the  courts. 

Ex  parte  Gillie,  C.  D.,  1898,  p.  148. 

The  Board  of  Examiners-in-Chief  has  held  however 
that  a  Gebrauchsmuster  was  a  patent  within  the  meaning 
of  Section  4887,  and  that  the  Gebrauchsmuster  applica- 
tion was  an  application  for  a  patent  within  the  meaning 
of  this  section. 

Munster  vs.  White,  Appeal  No.  1021,  Interference 
25665. 

This  is  contrary  to  the  decision  in  Steiner  vs.  Schwarz, 
148  Fed.,  868.  The  information  presented  to  the  court  in 
that  case  as  to  the  character  of  a  Gebrauchsmuster  patent 
does  not,  however,  appear  to  have  been  complete. 

A  foreign  application  fi  ed  before  the  adherence  of  the 
foreign  country  to  the  convention  is  of  no  avail  under 
Section  4887,  as  a  constructive  reduction  to  practice. 
Winter  vs.  Latour,  C.  D.,  1910,  p.  408. 

COMPLETE    APPLICATION    IN   THIS    COUNTRY. 

In  Ex  parte  Sassin,  C.  D.,  1906,  p.  205,  where  the 
preparation,  execution  and  filing  of  an  application  by  an 
attorney  were  authorized  by  a  power  filed  with  the 
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original  papers,  and  subsequently  to  the  filing  of  the 
original  papers,  new  papers  were  filed  duplicating  the 
original  papers,  except  that  they  were  executed  by  the 
inventor,  and  the  case  was  thereon  given  a  serial  number 
and  date  as  a  complete  application.  Held,  a  request  that 
the  earlier  date  be  g'. ven  as  the  filing  date  of  the  applica- 
tion in  order  to  avoid  the  bar  of  a  foreign  patent  can  not 
be  granted. 

The  present  practice  seems  to  be  as  follows:  Applica- 
tions executed  by  the  attorney  are  received  at  the  pres- 
ent time  and  action  given  on  the  merits.  Whether  sub- 
sequently filed  papers,  executed  by  the  inventor  himself 
can  be  tied  to  those  filed  by  the  attorney  is  left  for  the 
courts  of  last  resort  to  determine.  Ex  parte  Tropenas 
(90  O.  G.,  p.  749),  to  the  contrary  notwithstanding,  it  is 
believed  to  be  a  possible  construction  of  Section  4887, 
that  its  requirements  may  be  satisfied  by  the  filing  of 
applications  executed  by  an  attorney. — Letter  of  theCom- 
missioner  of  Patents,  Scientific  American,  Sept.  26,  1914. 

IDENTITY  OF  INVENTION. 

In  considering  the  identity  of  the  inventions  patented 
in  the  foreign  country,  and  covered  by  domestic  ap- 
plication, recourse  is  had  to  decisions  made  under  the  old 
law  of  1870,  Section  4887,  whereby  the  term  of  a  United 
States  patent  for  the  same  invention  to  the  same  in- 
ventor was  limited  by  the  term  of  the  foreign  patent, 
so  that  the  United  States  patent  expired  with  the  latter. 

The  object  of  present  Section  4887  seems  to  be  the 
same  as  the  old  one,  though  it  accomplishes  its  object  in  a 
different  way. 

In  the  case  of  the  Bell  Telephone  Co.  vs.  Cushman, 
C.  D.,  1893,  p.  546,  and  Circuit  Court  for  the  Northern 
District  of  Illinois  said  "it  seems  clear  to  me  that  the 
meaning  of  our  own  statutes  is  to  limit  the  term  of 
monopoly  so  that  it  shall  exist  no  longer  than  a  previously 
granted  monopoly  abroad." 

In  considering  the  other  decisions,  it  must  be  remem- 
bered that  Section  4886,  Revised  Statutes,  allows  a  dis- 
closure of  the  invention  in  a  printed  publication  provid- 
ing it  is  not  prior  to  the  date  of  invention  nor  more  than 


17 

two  years  prior  to  the  date  of  the  United  States  applica- 
tion. I  can  see  no  difference  in  principle  whether  this 
publication  be  the  printed  specifications  of  a  foreign 
patent  or  some  other  publication. 

The  word  "patented"  then  in  Section  4887  must  mean 
something  more  than  mere  disclosure,  and  the  following 
decisions  seem  to  sustain  the  view  that  there  must  be  an 
actual  grant  of  monopoly  rights  in  the  invention  by  the 
foreign  government,  in  order  that  the  foreign  patent  may 
be  a  bar  under  this  section. 

In  the  case  of  Wcstinghouse  vs.  Stanley,  138  Fed.,  823, 
the  Circuit  Court  of  Appeals  for  the  First  Circuit,  held 
that  the  words  "patented  or  caused  to  be  patented"  in 
Section  4887  refer  to  the  invention  actually  covered  by 
the  claims  of  the  foreign  patent.  It  is  not  sufficient 
that  the  foreign  patent  disclose  the  invention  unless  it  be 
issued  in  a  country  wherein  the  patents  have  no  claims. 
Western  Elec.  Co.  vs.  Tel.  Co.,  lOli  Fed.,  215  (Circuit 
Court,  Western  District  of  Michigan). 

The  description  of  the  invention  in  a  foreign  patent 
might  affect  the  validity  of  a  domestic  patent  and  might 
not,  but  it  is  only  a  patent  for  an  invention  that  has  been 
previously  actually  patented  in  a  foreign  country  that  is 
limited  by  the  foreign  patent. 

Elec.  Co.  vb.  Alarm  Co.,  22  Fed.,  341. 

A  test  to  determine  the  identity  of  the  inventions  in  the 
foreign  patent  and  in  the  domestic  patent  is  announced 
by  the  Circuit  Court  of  the  United  States  for  the  South- 
ern District  of  New  York  in  the  case  of  the  Accumulator 
Co.  vs.  Elec.  Co.  C.  D.,  1893,  p.  437.  This  test  is— 
"could  both  patents  have  been  granted  in  this  country?" 

If  any  of  the  claims  of  the  United  States  patent 
include  any  substantive  part  to  the  invention  on  which  an 
independent  claim  might  be  founded,  shown  in  a  prior 
foreign  patent,  the  former  expired  with  the  latter,  and 
when  the  foreign  patent  contains  no  formal  claims,  it  will 
be  presumed  that  the  law  of  the  country  does  not  require 
them  and  the  specifieatons  and  drawings  will  be  looked 
into  for  the  purpose  of  determining  the  matter  of  inven- 
tion. 

Western  Elec.  Co.  vs.  Tel.  Co.,  cited. 
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It  has  been  held  by  the  Supreme  Court  of  the  United 
States  in  Leeds  et  al.  vs.  Victor,  1909,  C.  D.,  p.  536,  that 
a  claim  for  'a  process  and  a  claim  for  an  apparatus  by 
which  the  process  is  performed  are  distinct  inventions, 
and  the  United  States  patent  for  one  does  not  expire 
under  Section  4887,  Revised  Statutes,  by  reason  of  the 
expiration  of  a  foreign  patent  for  the  other;  also,  that 
a  combination  of  elements  is  an  invention  distinct  from 
one  of  the  elements  thereof  and  a  United  States  patent 
containing  claims  for  both  does  not  expire,  as  to  the 
combination  claim,  by  reason  of  the  expiration  of  the 
foreign  patent  covering  one  of  the  elements. 

If  the  court  is  convinced  that  it  was  not  intended  to 
patent  the  invention  abroad,  the  court  will  not,  by  con- 
struction, broaden  the  language  of  the  foreign  patent  so 
as  to  destroy  the  domestic  patent  when  that  language  is 
capable  of  a  construction  which  permitted  the  domestic 
patent  to  live.  (Circuit  Court  of  U.  S.  for  Southern  Dis- 
trict of  New  York,  Elec.  Co.  vs.  Accumulator  Co.,  C.  D., 
1891,  p.  477.)  The  court  said  in  this  case,  that  it  was  not 
easy  on  principle  to  comprehend  why  a  meritorious  in 
ventor  who  is  a  citizen  of  this  republic  should  lose  his 
rights  at  home  because  he  has  tried  to  protect  them 
abroad. 

A  similar  argument  was  advanced  in  the  case  of  the 
Refrigerating  Co.  vs.  Sulzberger,  157  U.  S.,  p.  1,  and  the 
Supreme  Court  of  the  United  States,  answered  in  these 
words: 

"Much  has  been  said  about  the  intention  of 
Congress,  as  manifested  by  its  legislation,  to  deal 
liberally  with  inventor,  especially  those  who  were 
citizens  of  the  United  States.  This  is  true.  Hut 
it  is  for  Congress  to  prescribe  the  conditions 
upon  which  it  will  secure  to  inventors  the  exclu- 
sive right  to  their  inventions.  What  may  be 
due  to  inventors  is  a  matter  about  which  there 
may  well  exist  differences  of  opinion.  It  is 
the  province  of  the  legislative  branch  of  the  Gov- 
ernment to  say  when  a  patent  to  an  inventor  shall 
expire,  and,  therefore  when  the  public  may 
enjoy,  without  charge,  the  benefit  of  the  invention 
covered  by  it.    We  can  very  well  understand  how 
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the  existing  statute  may,  in  some  circumstances, 
operate  injuriously  to  an  American  inventor  who, 
in  addition  to  the  exclusive  rights  granted  to  him 
in  this  country  for  the  term  of  seventeen  years, 
wishes  to  secure  a  monopoly  for  his  invention  in 
other  countries;  for,  if  he  obtains  foreign  patents 
for  his  invention  before  obtaining  one  here,  the 
American  patent  is  limited  by  law,  whether  it  is 
so  expressed  or  not,  in  the  patent  itself,  to  expire 
with  the  foreign  patent  having  the  shortest  term. 
This  is  the  case  as  it  appears  from  the  standpoint 
of  the  patentee  without  regard  to  the  interests 
of  the  American  public." 


But  it  is  to  be  remembered — at  least  it  may  be  as- 
sumed that  Congress  was  advised — that  action  by  the 
Patent  Office  upon  applications  for  patents  was  often 
unduly  and  purposely  delayed  by  applicants  until  they 
could  reap  the  full  benefit  of  the  monopoly  obtained  by 
them  in  foreign  countries  before  taking  out  an  American 
patent.  "In  the  meantime,"  the  Commissioner  of 
Patents,  in  his  annual  report,  as  late  as  1887,  said — "they 
(applicants  for  American  patents)  are  engaged  in  manufac- 
turing and  putting -upon  the  market  the  article  or  im- 
provement, but  warning  the  public  that  a  patent*  is  ap- 
plied for,  the  effect  of  which  is  to  give  them  absolute 
control  and  monopoly  of  the  inveution  and  to  deter  all 
other  inventors  from  entering  upon  the  same  field  of 
invention  and  from  manufacturing  the  article.  .  .  . 
These  considerations  .  .  .  are  referred  to  only  as 
showing  what  Congress  may  have  had  in  view  when  it 
provided,  as  it  did,  that  an  invention  covered  by  a 
foreign  patent,  obtained  or  caused  to  be  obtained  before 
an  American  patent  is  granted  for  the  same  invention, 
should  be  free  to  the  American  public  as  soon  as  it  be- 
came by  reason  of  the  expiration  of  the  foreign  patent 
free  to  the  people  of  other  countries.  If  this  principle 
operates  harshly  upon  inventors  in  certain  cases,  it  is  for 
Congress,  whose  discretion  is  not  subject  to  judicial 
control,  to  make  provision  for  these  cases,  if  it  be  possible 
to  do  so  without  such  injury  to  the  people  of  our  country 
as  ought  not  to  be  inflicted  upon  them. 


According  to  the  case  of  the  Elec.  Co.  vs.  Accumulator 
Co.,  cited,  the  thing  patented  abroad  must  be  the  same 
in  all  essential  particulars  as  the  thing  patented  here, 
and  the  subject  of  the  foreign  patent  must,  if  made  at 
home,  be  such  as  to  constitute  an  infringement  of  the 
home  patent. 

In  the  Mfg.  Co.  vs.  Canning  Co.,  C.  D.,  1886,  p.  409, 
the  United  States  Circuit  Court  for  the  Northern  Dis- 
trict of  Illinois,  said  that  a  fair  test  to  determine  whether 
an  American  patent  is  identical  with  or  included  in  a  prior 
foreign  patent  to  the  same  inventor  is  to  inquire  whether 
the  use  of  the  precise  process  described  in  the  foreign 
patent  after  the  grant  of  the  American  patent  would  be 
enjoined  as  an  infringement  of  the  latter. 

The  infringement  test  is  not  a  reliable  one  however,  as 
stated  by  the  court  in  the  case  of  Westinghouse  vs. 
Stanley  cited.  There  might  be  infringement  even  though 
the  inventions  were  different. 

It  would  seem  from  the  decisions  cited,  that  in  order  to 
bar  the  grant  of  a  patent  in  this  country  under  Section 
4887,  the  foreign  patent  must  actually  cover  the  same 
invention  sought  to  be  covered  by  the  domestic  patent, 
or  some  substantive  part  thereof.  It  would  not  seem 
sufficient  that  he  might  have  covered  it  in  the  foreign 
patent.  A  structure  made  according  to  the  foreign 
patent  should  infringe  the  domestic  patent  if  the  former 
is  to  be  held  as  a  bar  under  Section  4887.  The  breadth 
of  the  claims  is  immaterial  in  determining  the  question  of 
identity. 

If  an  applicant  would  be  entitled  to  a  patent  on  only 
one  of  two  United  States  applications,  one  for  the 
subject-matter  of  the  foreign  patent  and  the  other  for  the 
subject-matter  of  the  United  States  patent,  then  the 
inventions  of  the  patents  are  identical. 

The  fact  that  the  foreign  patent  covers  the  process 
and  the  domestic  patent  covers  the  product  does  not 
indicate  conclusively  that  the  inventions  covered  are 
different.  They  may  be  in  fact  the  same,  if  the  product 
can  only  be  made  by  that  process. 

Accumulator  Co.  vs.  Elec.  Co.,  cited. 


IDENTITY  OF  PATENTEES. 

The  opinion  quoted  from  the  case  of  The  Refrigerator 
Co.  vs.  Sulzberger,  indicates  that,  under  Section  4887, 
the  foreign  patentee  and  the  United  States  applicant 
must  be  the  same  or  in  privity  with  each  other,  for  as  a 
general  rule  no  applicant  is  barred  from  receiving  a  patent 
in  this  country  because  of  a  prior  foreign  patent  unless 
it  is  of  a  date  prior  to  his  invention  or  more  than  two  years 
prior  to  the  date  of  his  application  in  this  country. 

It  has  been  held,  that  if  the  foreign  patent  was  not 
granted  to  the  United  States  patentee,  nor  applied  for 
with  his  knowledge  or  consent,  then  the  expiration  of 
the  foreign  patent  would  not  cause  a  lapse  of  the  United 
States  patent. 

Wttlcox  et  al.,  m.  Mfg.  Co.,  110  Fed.  210. 

Kendrick  vs.  Emmons,  C.  D.  1876,  p.  284. 

The  case  of  Willcox  was  reversed  in  the  appellate 
court,  but  upon  what  grounds,  I  am  unable  to  determine. 

However,  I  think  it  may  fairly  be  concluded  that  under 
the  terms  of  Section  4887  the  patentees  must  be  the 
same  or  in  privity  with  each  other. 

In  the  case  of  Metallurgic  Co.  »s.  Whitman,  C.  D. 
1910,  it  was  held,  on  the  evidence  taken  in  connection 
with  the  application  itself,  that  the  presumption  is  justi- 
fied, that  under  the  German  law,  it  is  permissible  to  file 
an  application  in  the  name  of  the  assignee. 


MISCELLANEOUS. 

In  computing  the  time  under  Revised  Statutes,  Sec- 
tion 4887,  as  amended  by  the  act  of  March  3,  1903,  the 
day  upon  which  the  application  was  filed  in  the  foreign 
country  is  excluded,  and  where  such  an  application  was 
filed  on  February  23,  1903,  an  application  filed  in  this 
country  February  23,  1904,  was  in  time. 

Hesa-Bright  Co.  et  al.  vs.  Roller  Bearing  Co.,  C. 
D.  1909,  p.  266. 


In  conclusion,  I  think  it  would  not  be  amiss  to  make 
the  request  that  there  be  provided  somewhere  in  this  Office, 
copies  in  English,  of  the  patent  laws  of  all  nations  whose 
patents  are  received  by  this  Office,  and  authoritative 
publications  of  the  decisions  construing  these  laws  to 
the  end  that  actions  arising  under  Section  4886  and  4887 
involving  foreign  patents  and  foreign  applications  may 
be  taken  with  certainty. 

April  1,  1915. 
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The  Relation  of  "Novelty"  and  "Inven- 
tion" to  the  Citation  of  Art 

By 

ARTHUR  W.  COWLES, 

Principal  Examiner,  Division  Thirty-nine, 

U.  S.  Patent  Office. 


This  paper  will  endeavor  to  discuss  briefly  the  relation 
of  "invention"  and  "novelty"  to  the  citation  of  art. 
That  is,  to  consider  how  far  it  is  advisable,  or  perhaps 
even  legally  proper,  to  refuse  to  cite  art  against  a  claim 
when  the  question  is  only  one  of  "novelty"  or  "inven- 
tion." 

The  question  is  not  concerned  with  division,  multiplic- 
ity of  claims,  incomplete  combination,  inoperativeness, 
lack  of  utility,  lack  of  disclosure,  new  matter,  abandon- 
ment of  the  invention,  vital  indefiniteness  of  the  claim, 
or  failure  to  define  an  invention  in  one  of  the  statutory 
classes.  It  will  be  assumed  that  none  of  these  causes 
of  rejection  exists. 

It  has  always  been  the  practice  in  Division  39  to 
assume  that  when  a  useful,  operative,  complete  thing 
has  been  devised,  some  problem  has  been  solved;  as 
Robinson  reiterates,  something  has  been  devised  to 
satisfy  a  want  believed  by  the  deviser  to  exist. 

Further,  that  there  exists  among  those  fully  skilled  in  the 
art  concerned  what  may  be  called  a  certain  "sum  of  in- 
formation" as  to  properties  and  capabilities  in  the  things 
related  to  the  art;  information  derived  from  study  of  these 
things  in  their  separate  and  collective  activity. 

The  "sum  of  information"  possessed  by  the  deviser 
may  be  very  much  smaller  than  that  possessed  by  those 
fully  versed  in  the  art,  so  that  he  may  in  all  honesty 
become  an  applicant  for  a  patent  when  he  is  not  entitled 
to  it,  even  though  he  may  have  performed  an  act  of  in- 
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vention  considered  with  reference  to  his  own  "sum  of 
knowledge." 

In  investigating  the  question  of  patentability  of  such 
a  presented  thing,  the  things  known  to  those  fully  skilled 
in  the  art,  whether  they  are  elements  or  single  steps  or 
subcombinations,  are  considered,  not  as  the  bare  things 
themselves,  but  -as  those  things  with  their  known  capa- 
bilities and  properties.  And  just  as  a  chemical  element 
or  subcombination  may  be  represented,  not  by  its  sym- 
bol or  symbols  alone,  but  in  addition  by  the  conventional 
radiating  lines  to  indicate  known  properties  and  capa- 
bilities of  the  elements,  etc.,  so  a  mechanical  element  or 
subcombination  is  conceived  of  as  bearing  such  lines. 

If  now,  for  example,  one  known  mechanical  element  is 
combined  with  another  in  an  operative  device,  one  or 
more  of  these  lines  become  bonds,  and  define  the  co- 
operation between  the  elements.  The  properties  and 
capabilities  represented  by  the  inactive  lines,  that  is, 
those  which  do  not  become  bonds,  are  not  concerned 
with  the  combination,  as  such,  however  valuable 
such  inactive  properties  may  be  when  the  element  is  used 
in  other  combinations  wherein  they  become  bonds.  In 
the  well-known  McNeil  case,  100  O.  G.,  pages  1976  and 
2178,  there  were  recited  or  implied  certain  features  of  a 
new  stitcher  which  did  enter  into  the  combination  with  a 
trimmer,  and  certain  other  features  of  the  stitcher  which 
did  not  in  fact  enter  into  the  combination.  The  art 
showed  a  combined  stitcher  and  trimmer  with  equiva- 
lent bonds  though  not  with  lines  equivalent  to  those  re- 
cited, but  which  did  not  affect  the  combination.  These 
latter  lines  were  properly  ignored,  arid  S-T  was  decided 
to  be  the  equivalent  of  S'-T,  the  hyphen  representing  the 
bonds. 

As  is  clearly  set  forth  by  Robinson  in  his  long  dis- 
cussion of  novelty,  a  claimed  thing  may  have  its  equiva- 
lent in  a  single  known  thing,  or  in  that  thing  modified 
within  the  art,  or  in  a  thing  made  up  of  elements  or  sub- 
combinations existing  in  the  known  art  and  chosen  and 
cooperatively  arranged  within  mechanical  skill. 

The  "sum  of  knowledge"  belonging  to  those  skilled  in 
an  art  and  the  manipulation  of  its  material  within  me- 
chanical skill  are  the  property  of  the  public,  or  of  some 
patentee,  and  to  pass  eventually  to  the  public;  and  a  pro- 


duced  thing  which  rises  within  the  territory  of  that  per- 
petual monopoly  can  not  create  a  new  monopoly. 

Thus,  let  us  assume  in  a  valve  application  a  com- 
bination claim  to  a  specific  form  of  reciprocating  valve 
stem,  and  a  specific  form  of  indicator  to  represent  the 
immediate  height  of  the  stem.  Graphically  this  could  be 
represented  by  K'-I'.  Such  a  combination  might  be  un- 
patentable in  view  of  the  simple  combination  S-I  alone, 
or  that  simple  combination  modified  by  substituting  for 
one  or  both  of  the  simple  elements  in  that  basic  patent, 
corresponding  elements  with  equivalent  primes  and  old 
in  the  art,  or  even  by  a  joining  for  the  first  time  of  these 
prime  elements  or  their  equivalents,  such  union  being 
within  the  art.  That  is,  in  the  last  condition,  it  may  even 
be  proper  to  choose  as  the  basic  patent  one  showing  less 
than  the  number  of  elements,  and  add  to  that  element  or 
elements  to  produce  the  greater  number.  Ex  parte  / 
Perkins,  88  O.  G.,  page  548.  Thus,  if  no  vertically  mov-  I 
ing  valve-stem  had  ever  been  combined  with  a  height  i 
indicator,  a  claim  to  the  combination  might  properly  , 
be  rejected  on  reciprocating  valve  stem  alone  since  it  ] 
would  involve  no  invention  to  add  an  indicator  in  view  of,  ', 
for  example,  a  float  carrying  a  reciprocating  stem,  the  I 
tatter  provided  with  a  height  indicator.  That  is,  it  is 
sometimes  proper,  and  a  clearer  action,  to  cite  as  the 
basic  reference  a  thing  which  has  the  defect  which  the 
applicant  has  cured,  and  show  that  no  inventive  act  has 
been  performed  in  the  cure  because  an  equivalent  defect 
has  been  cured  in  an  equivalent  way,  in  a  thing  so  nearly 
like  that  in  the  application  that  the  transfer  of  the  cure 
does  not  involve  invention.  Such  an  action  sometimes 
results  in  a  clearer  issue  than,  for  example,  the  citation 
as  a  basic  reference  of  the  combined  float  and  indicator, 
and  the  substitution  of  a  valve-stem  for  the  float.  This 
collecting  is  sometimes  called  by  applicants,  "building," 
and  its  propriety  should  be  clear,  because  the  burden  of 
showing  lack  of  invention  is  heavier.  All  such  actions 
are  only  applications  of  the  doctrine  of  equivalents,  and 
may  be  extended  to  elements  or  to  combinations  of  any 
number  of  elements.  And  nearly  all  inventions  may  be 
classed  as  combinations  in  a  way,  since  nearly  all  product 
claims  recite  a  combination  of  features. 


Of  what  wide  range  is  this  doctrine  of  equivalence  may 
be  seen  by  the  following  quotation  from  Robinson's 
great  work.* 

The  quotation  as  to  equivalents  is  in  Vol.  I,  on  page 
339: 

"Similarity  in  individual  character  does  not 
create,  nor  does  diversity  in  individual  character 
destroy  equivalence  between  such  acts  and  sub- 
stances as  are  thus  capable  of  substitution  for 
each  other.  However  unlike  in  name,  shape, 
size,  capacity,  proportions,  arrangement  or  ma- 
terial they  may  appear  to  be,  when  studied  only  in 
connection  with  each  other,  if  when  brought  into 
their  position  in  the  art  or  instrument  their  inter- 
changeability  is  manifest,  those  individual  varia- 
tions become  of  no  importance.  Equivalence 
resides  in  use,  not  in  intrinsic  attributes;  and 
similarity  of  use  alone  is  necessary  to  make  one 
act  or  substance  the  equivalent  of  another." 

This  sweeping  statement  of  Robinson  finds,  I  think, 
an  analogy  in  language.  Words  may  develop  in  particu- 
lar combinations  properties  quite  unexpected.  An  auto- 
mobilist  passed  a  sign,  "slow  down,"  and  shortly  after  a 
sign,  "slow  up."  .  In  these  two  simple  combinations  the 
words  "up"  and  "down"  are  equivalents,  though  of  dia- 
metrically opposite  meaning  when  standing  alone. 

This  doctrine  of  equivalents  is  so  comprehensive  and  so 
complete  that  it  has  satisfied  all  requirements  in  Division 
39  as  to  questions  of  novelty  and  legal  invention,  and  has 
made  unnecessary  the  use,  as  a  substitute  for  cited  art  or 
as  a  supplement  to  it,  of  any  indefinite  word  or  expres- 
sion. 

Thus,  for  example,'  the  word  "aggregation"  is  never 

•I  may  nay  chat  practically  all  the  quotations  are  from  that  work.  There 
are  many  valuable  hand  book*  of  patent  law.  but  Mr.  Robinson  ha*  bo  pro- 
foundly analysed  and  applied  the  principles  of  the  law,  studying  It  at  the  rountntn 
Iliad.  I  hat  his  book  soems  of  a  different  kind.  The  other  work*.  In  aplto  of  their 
value  .is  reference  books,  have,  naturally,  in  view  of  their  object,  the  pecullarlty 
thal  Kobinsoii  note"  ai  tu  ,1  line  of  court  decision!;  la*  Is  studied  In  the  light  of 
raws,  rather  than  eases  In  the  light  or  the  law.  I  believe  If  Mr.  Robinson  had 
written  Ids  work  earlier,  and  had  In  consequence,  been  appointed  and  served 
for  some  years  as  a  federal  Judge,  he      "      '  '  ""     " 

use  of  the  principles  he  disclosed,  uslni 


used,  and  is  intentionally  avoided  because  of  its  loose 
meaning. 

I  would  like  to  state  briefly  why  the  word  "aggrega- 
tion" seems  to  me.  an  unfortunate  one  in  patent  practice. 
It  seems  to  have  begun  its  career  innocently  enough 
in  the  well-known  case  of  Hailes  vs.  Van  Wormer,  20 
Wallace,  page  353,  the  construction  involved  being  a 
stove  combining  a  magazine  feed  with  a  down  draft. 
Magazine  stoves  with  up-drafts  had  the  defect  that  the 
heat  of  the  products  of  combustion  rising  contiguous  to 
the  magazine  heated  the  latter  enough  to  release  gas 
from  the  fuel  in  the  magazine,  causing  puffs  of  gas 
into  the  room.  The  down-draft  stove  had  been  fed  by 
hand.  The  court  held  that  the  union  of  the  magazine 
and  down-draft  was  selection  within  the  art,  and 
discussed  and  applied  the  art  very  fully.  (It  is  doubtful 
whether  the  down-draft,  by  developing  its  new  capacity 
of  drawing  the  products  away  from  the  magazine,  did  not 
make  the  combination  patentable.) 

In  addition  to  such  complete  application  of  the  art  the 
court  said : 

"But  the  results  must  be  a  product  of  the  com- 
bination and  not  a  mere  aggregate  of  several  re- 
sults, each  the  complete  product  of  one  of  the 
combined  elements." 

In  the  very  next  case  of  real  importance  before  the 
Supreme  Court,  the  familiar  Reckendorfer  vs.  Faber,  92 
U.  S.,  page  375,  this  cloud  originally  as  big  as  a  man's 
hand  suddenly  loomed  up  so  black  and  threatening  as  to 
-  obscure  the  anticipating  capacity  of  known  art,  and 
subordinate  it  to  the  idea  that  the  patentee  had  no 
standing  in  court,  and  no  art  need  be  cited.  Known 
art  was  discussed  only  to  emphasize  this  dreadful  new 
thing  thrust  by  patentees  on  an  innocent  public. 

The  following  quotations  show  the  state  of  mind  of  the 
court: 

"The  combination  consists  only  of  the  applica- 
tion of  a  piece  of  rubber  to  one  end  of  the  same 
piece  of  wood,  which  makes  a  lead  pencil.  It  is 
as  if  a  patent  should  be  granted  for  an  anticle  or  a 
manufacture,  as  the  patentee  prefers  to  term  it, 


consisting  of  a  stick  twelve  inches  long,  on  one 
end  of  which  is  an  ordinary  hammer,  and  on  the 
other  end  is  a  screw-driver  or  a  tack-drawer,  or, 
what  you  will  see  in  every  retail  shop,  a  lead 
pencil  on  one  end  of  which  is  a  steel  pen.  It  is  the 
case  of  a  garden  rake,  on  the  handle  of  which 
should  be  placed  a  hoe,  or  on  the  other  side  of  the 
same  end  of  which  should  be  placed  a  hoe. 
In  all  these  cases  there  might  be  the  advantage 
pf  carrying  about  one  instrument  instead  ot  two, 
or  of  avoiding  the  liability  to  loss  or  misplacing  of 
separate  tools.  The  instruments  placed  upon  the 
same  rod  might  be  more  convenient  for  use  than 
when  used  separately.  Each,  however,  continues 
to  perform  its  own  duty,  and  nothing  else.  No 
effect  is  produced;  no  result  follows  from  the  joint 
use  of  the  two."    .    .     . 

And  again: 

"A  handle  in  common,  a  joint  handle,  does  not 
create  a  new  or  combined  operation.  The  handle 
for  the  pencil  does  not  create  or  aid  the  handle  for 
the  eraser.  The  handle  for  the  eraser  does  not 
create  or  aid  the  handle  for  the  pencil.  Each  has 
and  each  requires  a  handle  the  same  as  it  had  and 
required  without  reference  to  the  other  end  of  the 
instrument,  and  the  operation  of  the  handle  of  and 
for  each  is  precisely  the  same  whether  the  new 
article  is  or  is  not  at  the  other  end  of  it.  In  this 
and  the  cases  supposed  you  have  but  a  rake,  a 
hoe,  a  hammer,  a  pencil  or  an  eraser,  when  you 
have  done."     .     .     . 

Still  further; 

.  .  .  "In  the  case  we  are  considering  the 
parts  claimed  to  make  a  combination  are  distinct 
and  disconnected.  There  is  not  only  no  new  re- 
sult, but  there  is  no  joint  operation.  When  the 
lead  is  used  it  performs  the  same  operation  and 
in  the  same  manner  as  it  would  do  if  there  were 
no  rubber  at  the  other  end  of  the  pencil.  When 
the  rubber  is  used  it  is  in  the  same  manner  and 


performs  the  same  duty  as  if  the  lead  were  not  in 
the  same  pencil.  A  pencil  is  laid  down  and  a  rub- 
ber is  taken  up,  the  one  to  write,  the  other  to 
erase.  .  .  .  There  is  no  relation  between  the 
instrument .  in  the  performance  of  their  several 
functions  and  no  reciprocal  action,  no  parts  used 
in  common."  ' 

In  considering  the  condition  denned  by  the  honorable 
court,  let  us  suppose  no  one  of  the  combined  implements 
existed  today,  and  that  an  application  were  filed  for  one 
of  them. 

The  art  would  show  a  pencil,  a7  rubber  eraser,  a  pen- 
cil, a  steel  pen,  a  hoe,  a  rake,  a  hammer,  a  claw,  each 
mounted  on  its  handle- 
Separated  into  pairs  according  to  the  loose  alternate 
use  to  which  these  tools  are  put  in  practice,  they  would 
be,  the  pencil  and  rubber  eraser,  the  pencil  and  steel 
pen,  the  hoe  and  rake,  and  the  hammer  and  claw.  Each 
pair  would  have  two  handles. 

The  applicant  in  question  had  formed  from  this  assort- 
ment a  compound  tool,  an  implement  with  a  single  handle 
having  a  single  tool  on  each  of  its  ends. 

Considering  this  new  implement  in  its  relation  to 
known  art  and  asking  with  Napoleon,  "What  has  he 
done?"  we  see  that  he  has  reversed  one  of  two  handles 
carrying  tools  used  alternately,  and  has  merged  the  two 
handles  in  one.  By  these  simple  acts  he  has  made  three 
improvements:  '  1st,  a  nearly  50  per  cent  saving  of 
material;  2d,  a  nearly  50  per  cent  saving  of  labor  in 
manufacture,  and  3d,  a  saving  everlastingly  in  the  time 
required  to  use  the  tools  alternately.  That  this  last  item 
is  so  far  from  negligible  as  to  be  perhaps  the  most  im- 
portant one,  may  be  seen  from  the  great  emphasis 
which  the  new  efficiency  systems  place  on  the  absence  of 
"lost  motion." 

Could  there  be  a  truer  triple  test  of  invention? 

Suppose  as  I  have  said  that  the  producer  of  this  article 
should  file  an  application,  the  claim  reading: 

"An  implement  composed  of  a  handle  and  a  tool 
on  each  end  of  the  handle." 


Diagrammatically  this  article  could  be  represented  by 
T-H-T. 

The  problem  here  obviously  did  not  concern  itself  at 
all  with  any  change  in  the  intimacy  of  cooperation  of 
the  tools  concerned.  The  intimacy  of  cooperation  re- 
mains the  same  as  before.  The  problem  was  not  one  of 
tools,  but  of  handles.  The  resulting  compound  tool 
falls  clearly  within  the  field  of  "articles  of  manufac- 
ture,"— the  court  conceded  that  condition  to  the  pencil — 
and  as  clearly  satisfies  the  conditions  of  invention  above 
stated. 

In  event  of  a  rejection  by  the  Office  on  the  ground 
stated  by  the  -court,  the  applicant  could  very  properly 
explain  that  the  problem  was  one  of  handles,  that — and 
this  seems  to  me  a  very  important  item — it  was  neces- 
sary for  him  to  recite  certain  old  parts  in  the  claim  in  or- 
der to  define  his  invention,  this  act  being  analogous  to 
describing  certain  old  parts  in  order  to  make  clear  the 
new  thing.  That  he  could  not  define  his  invention  by 
claiming  a  handle  alone.  And  that  if  neither  the  prob- 
lem nor  its  solution  was  concerned  with  a  change  of 
intimacy  of  cooperation  it  was  difficult  to  see  how  that 
intimacy  was  concerned  with  the  question  of  patenta- 
bility. That  he  had  produced  by  an  act  of  invention,  .a 
thing  of  legal  novelty,  falling  within  one  of  the  statutory 
classes,  and  defined  in  the  only  clear  way. 

I  believe  there  is  no  doubt  that  the  Office  would  have 
issued  a  patent  with  the  above  claim. 

I  believe,  further,  that  if  a  subsequent  applicant  had 
appeared  disclosing  an  implement  with  a  tool  on  each 
end,  the  tools  being  specifically  different  from  those  of 
the  patentee,  and  had  claimed  the  implement  reciting 
the  tools  specifically,  the  Office  would  have  rejected  his 
claim  on  the  patent.  Obviously  the  problem  was  the 
same,  the  solution  was  the  same,  and  as  to  the  problem 
and  its  solution  the  character  of  the  tool  was  immaterial, 
and  so  in  the  combination  the  patented  tools  would  be 
the  full  equivalent  of  the  subsequent  tools  recited. 

Also  I  believe  that  the  patentee  could  have  sued  suc- 
cessfully any  one  who  should  have  made  any  one  of  the 
other  combinations.     The  application   of  equivalents 
seems  clear. 
The  honorable  court  in  the  pencil  case  had,  literally,  at 


hand,  an  apparently  complete  anticipation  of  the  pencil 
and  rubber  claimed,  namely,  the  single  handle  with  a 
lead  on  one  end  and  a  steel  pen  on  the  other.  But 
apparently  "aggregation"  had  grown  in  so  short  a  time 
to  such  proportion  as  to  enclose  the  vision  on  all  sides. 
If  in  the  Hailes  vs.  Van  Wormer  case,  through  reference 
to  "aggregation,"  the  camel's  head  entered  the  tent,  in 
the  pencil  case  the  whole  animal  came  in,  overturned 
the  tent  and  scattered  the  art  broadcast. 

In  pleasant  contrast  to  such  a  method  of  treating  ar- 
ticles of  manufacture  presented  to  the  Office  for  pro- 
tection, is  the  treatment  of  a  class  of  cases  disclosing 
paper  or  similar  articles  with  printed  matter  alone  or 
with  such  matter  and  one  or  more  simple  mechanical  . 
features.  Examples  are  a  transfer  ticket,  Cincinnati 
Transfer  Co.  vs.  Pope,  210  F.  R.,  page  443;  a  menu  card, 
Benjamin  Menu  Card  vs.  Rand,  McNally  &  Co.,  210 
F.  R.,  page  285;  a  bank  account  book,  Time  Saver 
Co.  vs.  Stamford  Trust'Co.,  176  F.,  page  385.  These 
are  but  samples  of  a  large  number  of  similar  articles. 
The  courts  did,  indeed,  declare  many  patents  on  such 
articles  void  as  not  covering  things  falling  within  a  statu- 
tory class.  But  the  ordinary  cause  of  refusal  was  on  prior 
art  alone.  Yet  in  such  articles  there  is  very  slight,  if  any, 
mechanical  cooperation  between  the  recited  parts.  Cer-, 
tain  manipulations  performed  on  the  complete  article,  as 
severing  a  coupon,  punching  a  hole,  folding  a  sheet,  etc., 
convey  certain  definite  information  to  the  users  of  them. 
They  cooperate  only  to  affect  the  mind.  Yet  neither 
the  Office  nor  the  courts  are  in  these  cases  anxious  to 
"see  the  wheels  go  round."  The  articles  are  considered 
as  things  embodied  in  visible,  tangible  form,  and  facilitat- 
ing the  conduct  of  human  affairs.  In  determining  their 
patentability  the  courts  treat  them  as  units,  and  anlyz- 
ing,  but  not  dissecting  them,  compare  them  with  the 
total  embodiment  in  units  solving  similar  problems,  and 
decide  whether  their  existence  occurred  through  the 
inventive  act  claimed. 

Robinson  says  in  Vol.  1,  page  273,  footnote: 

"It  may  well  be  doubted  whether  many  of  the 
cases  which  have  been  decided  against  the  paten- 
tees of  manufactures  on  the  ground   that  the 
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instrument  claimed  was  a  mere  aggregation  have 
not'  been  governed  by  principles  applicable  rather 
to.  machines  than  manufactures,  and  really 
meritorious  inventions  been  thus  denied  the  pro- 
tection of  the  law." 

And  above,  on  the  same  page: 

"In  a  manufacture  the  law  of  operation  is  in  the 
source  from  which  the  motive  power  is  drawn;  and 
the  action  of  the  instruments  in  their  united  state, 
so  far  as  depends  upon  the  instruments  them- 
selves, often  remains  the  same  as  before  they 
were  united." 

May  not  the  reason  for  the  adverse  decisions  referred 
to  lie  in  the  failure  to  recognize  the  condition  intimated 
above  herein,  that  it  may  be  necessary,  in  order  to  define 
the  actual  invention,  to  recite  in  connection  with  it 
certain  old  things,  although  neither  the  problem  nor  its 
solution  is  concerned  with  a  change  in  the  cooperative 
interrelation  of  those  things?  Under  such  a  condition 
apparently  the  intimacy  of  interrelation  has  no  bearing 
on  the  question  of  invention. 

I  find  no  other  court  case  in  which  the-  invention  has 
been  treated  like  the  unfortunate  pencil,  and  rejection  on 
art  refused  in  the  direct  presence  of  apparently  sufficient 
anticipating  art.  Is  it  possible  that  this  notorious  pencil 
stands  on  its  rubber  heel,  its  lead  pointed  skyward,  and 
salsifies  that  hackneyed  legal  phrase  "a  lonesome  monu- 
ment of  error?" 

The  later  court  cases  seem  in  line  with  Hailes  vs. 
Van  Wormer  to  have  uniformly  defined  "aggregation"  as 
an  unpatentable  combination  of  old  things.  Robinson, 
in  his  discussion  of  aggregation  seems  to  leave  it  uncertain 
whether  the  term  should  be  extended  to  combinations 
in  which  a  part  or  all  of  the  elements  are  specifically  new, 
although  he  states  clearly  that  in  a  true  combination  it 
is  immaterial  whether  the  elements  are  old  or  new. 

But  the  "aggregation"  now  most  commonly  used  in  the 
Office  is  applied  to  combinations,  some  or  all  of  the  parts 
of  which  are  specifically  new,  some  art  being  usually- 
cited;  although  in  case  of  Ex  parte  Potter,  Mss.  Deci- 
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sions  of  the  Commissioner,  1905,  the  citation  of  refer- 
ences was  refused.  The  reason  for  this  refusal  was  stated 
to  be  that  "aggregation  is  a  question  of  invention  and 
not  of  novelty."  Reference  was  made  to  common 
knowledge  of  the  broad  combination,  apparently  imply- 
ing that  applicant  had  disclaimed  this  broad  combina- 
tion since  he  claimed  a  specific  combination  having 
added  features. 

Thus  aggregation  has  possessed  three  definitions.  An 
unpatentable  combination  of  old  elements  (Hailes  vs. 
Van  Wormer);  second,  a  combination  falling  properly 
within  one  of  the  statutory  classes,  but  including 
elements  cooperating  so  loosely  as  to  fall  outside  the  pale 
of  claimed  things  which  demand  anticipation  by  known  . 
art  (Reckendorfer  vs.  Faber);  third,  a  combination,  some 
or  all  of  the  elements  of  which  are  new,  and  presenting  a 
condition  in  which  some  art  is  usually  cited,  but  need  not 
be. 

Recently  the  existing  confusion  of  definitions  of  the 
term  was  considered  bv  the  court.  Krell  Auto  Grand 
Piano  Co.  of  America  vs.  Story  et  at.,  207  F-,  page  946, 
said : 

"In  the  books  the  word  'aggregation'  is  used  in 
different  senses." 

And,  after  discussion  of  such  "aggregation"  as-the 
court  defined  in  Hailes  vs.  Van  Wormer,  and  as  the 
Office  defined  in  Ex  parte  Potter,  continued: 

"In  another  sense  (which,  in  the  interest  of 
accurate  terminology,  might  well  be  taken  as  the 
exclusive  sense),  'aggregation'  means  that  the 
claims,  in  and  of  themselves,  independently  of  the 
prior  art,  show  that  the  elements  are  incapable  of 
coacting  to  produce  a  unitary  result.  Illustrative 
of  this  is  the  case  of  Reckendorfer  vs.  Faber." 

This  definition  seems  to  be  a  limitation  to  the  Recken- 
dorfer vs.  Faber  condition.  If  so,  it  is  hoped  that  the 
above  discussion  has  shown  the  danger  of  using  such  a 
definition. 

It  seems  to  me  fundamental  that  in  arriving  at  an  fssue 
between  parties  no  word  of  uncertain  meaning  should  be 
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employed.  If,  then,  Rule  66  is  to  be  followed,  and  the 
best  art  is  to  be  cited,  the  use  of  the  word  "aggregation" 
becomes  a  mere  postscript,  and  is  superfluous.  If  no 
art  or  less  than  the  best  art  is  considered  sufficient  in 
view  of  "aggregation,"  surely  the  applicant  should  be 
informed  of  the  particular  kind  of  "aggregation"  of 
which  he  is  guilty. 

At  a  gathering  of  the  Patent  Bar  Association  and  the 
examiners  some  time  ago,  one  of  the  speakers,  referring 
to  the  loose  use  of  the  term  by  the  Office,  quoted  a  mem- 
ber of  his  firm  as  saying  "I  have  been  in  the  patent  busi- 
ness for  a  long  time,  but  I  don't  yet  know  what  an 
aggregation  is." 

Because  of  the  easily  possible  loose  use  of  the  term,  by 
reason  of  its  variety  of  definitions,  the  word  is,  as  I  have 
said  above,  never  used  in  our  division.  A  new  assistant, 
especially,  might  look  on  it  as  a  convenient  word,  point- 
ing to  a  path  of  least  resistance.  So  the  sign:  "No 
thoroughfare"  is  placed  at  that  path.  Some  Office 
letters  which  I  have  seen  connect  "aggregation"  with 
such  loose  expressions  as  "illegitimate  combination," 
"not  a  sufficient  intimacy  of  relation  between  the  ele- 
ments," "no  cooperation  between  the  specific  parts 
of  the  combination;"  although  in  the  last  case,  of  course 
if  two  parts  cooperate  in  their  simple  embodiments  they 
cooperate  none  the  less  in  their  most  elaborate  embodi- 
ments. Indeed  these  various  definitions  leave  the  word 
so  fluid  that  a  new  assistant  may  be  tempted  to  pour  it 
onto  references  perhaps  thought  to  be  weak  in  them- 
selves, so  that  the  cup  of  rejection  may  overflow,  or  it 
may  be  used  as  a  sort  of  basting  fluid  so  that  the  rejec- 
tion shall  be  done  to  a  turn.  Therefore  in  our  division 
it  is  "anathema,"  and  the  "aggregationist"  is  unknown. 

Certainly  if  "aggregation"  is  to  be  used,  it  is  only  just 
to  applicants  that  authoritative  definitions  of  it  be  de- 
vised, so  that  in  a  given  rejection  for  "aggregation"  the 
applicant  may  understand  precisely  the  form  of  "ag- 
gregation" used  in  that  rejection.  If  when  the  Office 
"goes  into  action,"  it  is  thought  desirable  to  "fire"  "ag- 
gregation" at  the  applicant,  it  should  surely  be  in  the 
form  of  a  single  bullet,  properly  identified  as  a  "steel 
point,"  "dum-dum,"  or  what  not,  instead  of  a  discharge 
from  a  shot  gun,  leaving  the  unfortunate  man  to  wonder, 
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as  he  perhaps  picks  some  shot  from  his  person,  whether 
the  gun  was  fired  merely  on  account  of  its  report,  and 
what  part  of  the  charge  was  really  intended  or  expected 
to  hit  him. 

I  have  referred,  in  connection  with  Ex  parte  Potter, 
above,  to  an  intimation  therein  of  "disclaimer." 

It  seems  to  me  quite  unjust  to  reject  a  claim  on  the 
ground  that  what  is  not  claimed  is  "disclaimed,"  and 
that  the  claimed  matter  is  not  patentable  over  the  "dis- 
claimed" matter. 

"Disclaimer"  is  used  in  the  statute  as  a  means  for  re- 
stricting patent  claims,  and  often  in  the  courts  also  as-  a 
means  to  prevent  a  patentee  from  extending  the  scope 
'  of  his  actual  claim  in  the  endeavor  to  prove  infringement 
of  it.  In  connection  with  the  latter  procedure  the  court 
often  states  that  a  patentee  disclaims  any  broader  matter 
than  he  claims.  Possibly  Office  rejection  on  "disclaimer" 
is  due  to  the  importation  of  that  court  statement 
into  the  Office,  and  the  deduction  that  it  applies  to  claims 
in  a  pending  application. 

But  the  ordinary  procedure  in  the  Office  is,  as  in  the 
Potter  case,  a  sort  of  "selective  disclaimer,"  and  a  judg- 
ment as  to  patentability  is  based  on  that  selected  form. 
The  principle,  however,  if  correct,  must  extend  to  all  the 
matter  disclaimed,  since  the  apparent  basis  is  that  "all 
matter  not  claimed  i3  disclaimed." 

In  the  Potter  case  there  were  four  elements,  the  base, 
the  reflector,  the  lamp  and  the  top,  specifically  claimed. 
A  combination  to  them  could  be  represented  by  A'-B'- 
C'-D'.  On  the  "disclaimer"  principles  not  only  was  the 
combination  A-B-C-D  disclaimed,  but  A'-B' ,  A'-C , 
.  A'-IK,  B'-C',  C'-D',  A'-B'-C,  A'-B'-D',  A'-C'-D', 
and  B'-C'-D'.  Diagrammatically,  this  condition  could 
be  represented  by  a  rectangle  with  diagonal  lines  joining 
the  corners,  and  with  one  of  the  letters  standing  at  each 
corner:, 
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Thus,  in  such  a  combination  everything  is  "disclaimed" 
excepting  a  combination  in  which  each  element  modifies 
all  the  others,  that  is,  it  comes  within  the  well-known 
Pickering  vs.  McCuIlough  principle,  long  since  decided 
to  be  unjust,  and  obviously  especially  so  as  to  processes 
involving  a  succession  of  steps,  and  as  to  mechanism 
for  carrying  out  such  processes. 

If  "disclaimer"  were  applied  to  a  claim  for  a  valve-head 
having  an  annular  hard-metal  face  with  an  edge,  in  com- 
bination with  a  valve-seat  having  an  annular  soft^metal 
face  with  a  groove  to  receive  said  edge,  the  applicant 
would  be  assumed  to  have  "disclaimed"  the  specific  head 
per  se  and  the  specific  seat  per  se,  because  he  did  not 
claim  either  separately.  But  inasmuch  as  the  specific 
head  and  seat  are  capable  of  use  only  with  each  other, 
there  could  be  no  possible  patentability  in  combining 
them;  hence  no  combination  claim  could  be  allowed. 

But,  it  is  sometimes  said,  the  "disclaimer"  principle 
really  results  in  broadening  the  claim  first  presented,  be- 
cause applicant  after  rejection  on  "disclaimer"  may  sub- 
stitute a  claim  to  the  broader  matter  first  disclaimed,  and 
So  be  "properly"  protected. 

Assume  a  cutlery  manufacturer  who  presents  to  the 
Office  a  disclosure  of  a  rolled-metal  butter-knife  having 
its  handle  and  blade  integral,  the  handle  and  blade  in 
planes  at  right  angles  to  each  other  and  connected  by  a 
twisted  portion.  (It  may  be  stated  that  this  is  a  well- 
known  article,  practically  confined  to  butter  knives.) 

Assume  also  that  the  art  shows  no  metal  article  of  any 
kind  so  formed.  Under  "disclaimer,"  a  claim  to  a  "but- 
ter-knife" of  that  character  would  be  rejected,  as  a 
"knife"  broadly  is  disclaimed,  and  no  patentability  lies  in 
using  for  butter  a  knife  so  made.  But  a  claim  to  a  "knife" 
disclaims  a  "tool,"  such  for  instance  as  a  hammer  so 
made.  A  claim  for  a  "tool"  disclaims  "an  article" 
so  made,  for  instance  a  brace  in  a  metallic  structure.  In 
view  of  all  this  the  said  cutlery  manufacturer  claims 
"an  article"  having  the  characteristics  which  have  been 
noted;  and  so  issues  "fully  protected."  It  subsequently 
develops  that  "an  article"  of  the  kind  has  been  used  to 
support  a  sign  in  a  certain  position.    The  claim  is  void. 

If  the  original  claim  to  a  butter-knife  had  been  com- 
pared with  art,  and  the  sign  post  had  been  discovered  in 
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the  search,  would  the  Office  or  the  court  have  rejected  that 
piece  of  cutlery  on  the  post?    I  don't  believe  so. 

Further,  such  "disclaimer"  procedure  seems  to  deny 
the  privilege  allowed  by  the  familiar  Ex  parte  Eagle,  of 
having  a  specific  claim  in  addition  to  a  generic  claim. 

"Disclaimer"  would  have  rejected  McNeil  on  his  "dis- 
claimer" of  S,  of  S',  of  T,  and  of  S-T. 

Still  another  reason  sometimes  given  for  refusal  to  cite 
art  in  determining  novelty  and  invention  in  a  claim  is 
that  the  claim  should  first  clearly  "define"  the  exact 
invention.  Ordinarily  this  reason  is  given  where  one  or 
more  of  the  features  recited  do  not,  in  the  Examiner's 
opinion,  actually  take  part  in  the  combination  on  which 
the  claim  is  based. 

This  treatment  of  a  claim  seems  to  me  to  be  more 
reasonable  than  refusal  of  citation  of  art  on  the  ground  of 
"aggregation"  or  "disclaimer,"  because,  here  at  least,  an 
actual  concrete  thing  is  under  observation;  and  whether 
all  of  the  recited  "lines," — that  is,  the  lines  assumed 
to  designate  the  known  capabilities  and  properties  of  the 
elements- — have  actually  become  bonds  between  co- 
operating elements  in  the  combination,  or  are  inactive, 
idle  lines,  may  be  accurately  determined. 

But  I  can  see  no  authority  in  the  law  or  the  courts  for 
this  procedure.  It  is  true  that  the  courts,  in  considering 
an  invention  so  pioneer  that  no  anticipating  art  is 
known  even  for  the  broadest  embodiment  of  its  idea, 
often  quote  Sec.  4888  to  the  effect  that  the  applicant  "shall 
particularly  point  out  and  distinctly  claim,"  etc.  And 
jtist  as,  perhaps,  "disclaimer"  was  imported  from  the 
courts  to  the  Office,  the  "particularly  point-out"  plan 
may  have  so  entered. 

In  summary,  as  to  rejection  of  application  claims,  I 
believe  there  is  no  legal  authority  for  the  refusal  to  cite 
existing  pertinent  art  when  the  question  for  determina- 
tion is  "novelty"  or  "invention." 

Mr.  Robinson  has  treated  Office  procedure  as  to  claims 
in  his  usually  exhaustive  way.  He  makes  it  clear  that  a 
person  precedes  his  entrance  to  the  Office  as  an  applicant, 
by  making  what  be  supposes  to  be  a  patentable  invention. 
He  is  possessor  of  a  certain  "sum  of  information"  as  to  a 
certain  art.  He  conceives  of  something  which  to  him  is 
an  improvement  in  the  art,  and  his  conception  is  sum- 
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ciently  clear  to  be  disclosed  to  the  Office,  Even  in  view 
of  his  limited  "sum  of  information"  his  new  thing  may  be 
the  result  only  of  the  exercise  of  mechanical  skill.  It 
may  however,  be  the  result  of  a  true  inventive  act. 

But  even  such  an  inventive  act  is  not  necessarily 
entitled  to  reward  in  the  form  of  a  patent.  For  says 
Robinson,  Vol.  I,  page  159: 

"The  knowledge  of  mankind  in  general  con- 
cerning any  of  the  factors  of  the'  idea  of  means  does 
not,  however,  demonstrate  that  the  inventor 
shared  such  knowledge.  Whatever  information 
others  may  have  possessed,  the  attributes  of 
those  factors  may  be  new  'to  him  and  have  been 
ascertained  by  a  true  process  of  discovery.  .  .  . 
But  as  its  only  object" — that  is,  the  object  of  the 
patent  law—-'  'is  to  confer  exclusive  privileges 
on  the  first  inventor,  it  consistently  refuses  to  re- 
gard any  exhibition  of  inventive  skill,  the  result 
of  which  could  have  been  attained  by  applying 
the  constructive  .process  to  the  discoveries  of 
others." 

Thus  a  person,  though  a  true  inventor  in  view  of  his 
own  previous  "sum  of  information"  is  not  a  "legal" 
inventor;  that  is,  an  inventor  in  view  of  the  "sum  of  in- 
formation" possessed  by  those  fully  skilled  in  the  art 
concerned.  An  ordinary  applicant  for  a  patent  is  thus 
honestly  of  the  belief  that  he  has  performed  an  act  of 
invention,  that  judgment  being  based  on  his  "sum  of 
information;"  and  if  he  desires  a  patent  he  follows  the 
instructions  of  Sec.  4888. 

It  is  well  to  note  that  although  Sec.  4888  by  im- 
plication states  the  proper  form  of  a  patent,,  it  is  in  reality 
addressed  not  to  patentees,  but  to  applicants.  So  that 
its  direction  that  the  claim  must  "particularly  point 
out,"  etc.,  is  not  a  direction  to  present  a  claim  which  the 
Office  will  declare  to  be  patentable,  but  is  to  define  what 
applicant  believes  to  be  his  invention.  Thus  he  comes 
to  the  Office  with  "clean  hands"  if  he  definitely  states 
what  he  believes  to  be  his  invention.  But,  reiterates 
Robinson  on  page  305  of  Vol.  I : 

"An  inventor  does  not  become  entitled  to  a 
patent  merely  by  exercising  his  creative  faculties 
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in  the  production  of  an  art  or  instrument.  The 
consideration  for  the  grant  of  his  exclusive  privi- 
lege is  the  benefit  which  he  confers  upon  the 
public  by  placing  in  their  hands  a  means  through 
the  use  of  which  their  wants  may  be  supplied.  If 
the  same  means  has  been  already  made  accessible 
to  them  by  the  inventive  genius  of  a  prior  in- 
ventor, ...  no  benefit  results  to  them  from 
his  inventive  act;  and  there  is  no  consideration 
for  his  patent." 

Robinson  obviously  here  implies  that  "intrinsic"  in- 
vention is  not  necessarily  "legal"  invention.  He  con- 
tinues:   ' 

"In  order,  therefore,  that  an  invention  may 
be  patented  or  protected  by  a  patent  it  must  be 
new,  that  is,  bestowed  for  the  first  time  upon  the 
public  by  the  patentee." 

And  later,  on  the  same  page  he  defines  "legal  novelty:" 

"'Novelty,'  therefore,  exists  unless  the  inven- 
tion is  already  in  the  possession  of  the  public  as  an 
operative  art  or  instrument,  and  this  occurs  only 
when  the  invention  itself  is  a  matter  of  existing 
public  knowledge,  or  is  derivable  from  what  is  known 
without  the  further  exercise  of  inventive  skill. 
In  other  words  as  every  variation  of  form,  as  dis- 
tinguished from  variation  in  substance,  is  considered 
as  effected  by  the  imitative  faculties,  novelty  consists 
in  the  substantial  variation  of  the  invention  in  ques- 
tion from  all  inventions  whic_h  in  the  contemplation 
of  the  law,  are  already  open  to  tlie  public." 

From  this  exhasutive  definition  of  "legal  invention" 
Robinson  discusses  "novelty"  through  over  150  pages. 
He,  indeed,  states,  Vol.  2,  page  140,  that  the  applicant 
shall  include  in  his  claim  only  such  parts  as  are  necessary 
to  define  the  real  invention ;  but  this  again  is  based  on  the 
applicant's  "sum  of  knowledge,"  and  if  a  patent  results 
the  claim  almost  never  issues  in  the  form  originally 
presented.    One  duty  of  the  Office  is  to  see  that  the  claim 
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shall  issue  in  proper  form.    In  Vol.  1 ,  page  155,  Robinson 

says: 

It  is  the  duty  of  the  Patent  Office  to  secure  the 
correct  statement  of  the  claims  before  it  allows 
the  issue  of  a  patent.  That  the  courts  might  sus- 
tain a  defective  claim,  in  order  to  prevent  the 
defeat  of  a  granted  patent,  is  no  reason  for  per- 
mitting such  a  claim  to  pass  the  scrutiny  of  the 
department.  The  claim  is  to  define  what  the 
Patent  Office,  after  due  examination,  ,has  ascer- 
tained to  be  the  real  discovery  of  the  inventor,  and 
it  must  be  amended  or  withdrawn  according  to 
the  judgment  of  the  officers  to  whom  this  duty  is 
committed.  Once  settled  in  4ts  terms  by  their 
decision,  the  courts  will  not  disturb  it,  either  by 
interfering  with  its  language  or  by  narrowing  or 
enlarging  it  by  construction. 

Thus  we  have  the  applicant  coming  to  the  Office  with  a 
"clean  bill"  and  the  Office  prepared  to  investigate  his 
right  to  a  patent. 

The  statute  then  turns  its  attention  to  the  Office,  and 
in  Section  4893  directs  the  Commissioner  to  "cause  an 
examination  to  be  made  of  the  alleged  new  invention  or 
discovery;  and  if  on  such  examination  it  shall  appear  that 
the  claimant  is  justly  entitled  to  a  patent  under  the  law, 
and  that  the  same  is  sufficiently  useful  and  important, 
the  Commissioner  shall  issue  a  patent  therefor." 

And  further,  the  statute  in  Section  4903  instructs  both 
the  Office  and  the  applicant  as  to  examination  procedure: 

"Whenever  on  examination  any  claim  for  a 
patent  is  rejected,  the  Commissioner  shall  notify 
the  applicant  thereof,  giving  him  briefly  the  rea- 
sons for  such  rejection,  together  with  such 
information  and  references  as  may  be  useful  in 
judging  of  the  propriety  of  renewing  his  applica- 
tion or  of  altering  his  specification;  and  if,  after 
receiving  such  notice,  the  applicant  persists  in  his 
claim  for  a  patent,  with  or  without  altering  his 
specification,  the  Commissioner  shall  order  a  re- 
examination of  the  case.". 
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In  considering  this  question-of  "legal  novelty"  which, 
as  we  have  seen  from  the  quotations  above,  includes 
"legal  inventions,"  I  find  no  statement  or  intimation  in 
Robinson's  work  that  the  Office  may  test  this  question 
except  by  the  consideration  of  the  claimed  invention  as  a 
"unit" — he  uses  the  word  "unit"  repeatedly— and  the 
direct  comparison  of  it  with  the  total  disclosed  embodi- 
ment which  furnishes  the  "sum  of  information"  pos- 
sessed by  those  fully  skilled  in  the  art  concerned,  when 
any  such  art  exists.  (At  rare  intervals  there  are  pre- 
sented to  the  Office  inventions  so  pioneer  in  character 
that  there  is  no  known  anticipating  art.) 

Everywhere  the  procedure  is  a  comparison  between 
concrete  things.  The  applicant  was  confronted  with 
what  was  to  him  a  problem.  He  solved  that  problem.' 
No  matter  whether  that  solution  resulted  from  only 
mechanical  skill  or  from  invention.  No  matter  whether 
the  solution  is  new  or  old.    It  is  a  solution. 

As  an  applicant  he  complies  with  Section ,  4888. 
Robinson  implies  in  the  quotation  above,  from  his  page 
305,  that  a  patent  shall  be  granted  on  the  presented 
claim  if  its  subject-matter  has  "legal  novelty"  and 
utility. 

As  to  claims  which  recite  features  not  material  to 
the  actual  combination  on  which  the  claim  is  drawn 
(McNeil),  he  says  in  a  footnote  in  Vol.  I,  page  389,  re- 
ferring to  both  the  claim  and  the  art  compared  with  it 
to  determine  "novelty:" 

"But  it  is  essential,  when  all  immaterial  parts 
are  excluded,  and  the  true  constituent  elements 
of  each  combination  alone  remain,  these  elements 
in  each  combination  should  be  equivalents  of  all 
those  in  the  other." 

This  procedure  has  the  very  great  advantage  that 
there  is  direct  comparison  between  concrete  things,  in- 
stead of  comparison  between  a  concrete  thing  presented 
to  the  Office,  and  the  definition  of  a  term  or  expression 
like  "aggregation,"  "disclaimer,"  "particularly  point 
out,"  etc. 

That  the  avoidance  of  these  terms  and  expressions  in 
Office  practice  is  not  fatal  appears  from  the  nearly  nine 
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years  existence  of  Division  39.  During  that  time  thou- 
sands of  cases  have  been  acted  on ;  hundreds  have  been 
au  don  d,  before  or  after  final  rejection ;  and  I  am  glad 
to  say,  many  have  been  allowed.  I  believe  that  more 
applications  have  been  finally  disposed  of  than  would  be 
the  case  under  any  other  procedure. 

I  should  like  to  touch  briefly  on  another  phase  of  the 
citation  of  art. 

It  is  recognized  that  the  relation  between* a  patentee 
and  the  public  is  in  the  nature  of  a  contract. 

A  thing  having  been  found  to  be  patentable,  as  to  that 
invention  the  applicant  is  related  to  the  public  as  a 
creditor  to  a  debtor.  He  may  abandon  all  of  his  inven- 
tion to  the  public.  Why  should  the  present  law  be  in- 
terpreted to  require  that  he  shall  abandon  all,  or  none ; 
that  he  shall  give  everything  or  demand  his  "pound  of 
flesh;"  and  so  compel  him  to  define  his  actual  invention 
in  the  broadest  form? 

A  patentee  is  at  liberty  to  treat  the  public  as  a  licensee 
or  grantee,  and  so  abandon  a  part  of  his  patent  right. 
Why  may  not  the  statement  of  his  duty  to  claim  his 
invention  be  construed  merely  to  mean  that  he  must 
define  clearly  the  bounds  of  the  monopoly  he  desires, 
even  though  it  be  less  than  he  is  entitled  to?  An  ordinary 
creditor  may  give  a  receipt  in  full  when  less  than  the 
whole  amount  of  the  debt  is  paid,  if  he  is  willing  to  do  so. 

Abandonment  of  a  part  of  a  monopoly  -to  which  an 
applicant  is  entitled  would  appear  in  a  claim  in  the  form 
of  the  recitation  of  unnecessary  limitations.  Suppose 
McNeil  had  known  he  was  entitled  to  a  monopoly  on 
his  new  stitcher  for  all  of  its  uses,  but  as  a  practical 
manufacturer  cared  only  to  use  it  in  connection  with  a 
trimmer,  dedicating  all  its  other  uses  to  the  public.  The 
court  would  hold  him  strictly  to  his  limited  monopoly. 
Who  would.be  injured?  Would  not  the  Office  duty  be 
complete  if  it  should  inform  the  applicant  of  the  true 
breadth  of  his  monopoly,  and  leave  him  to  deliberately 
restrict  it  as  he  desires? 

A  practice  of  allowing  such  limited  monopolies  would 
immensely  simplify  Office  practice,  a  combination  claim 
then  being  allowed  if  it  contains  a  novel  element. 

Under  this  theory  the  McNeil  claim  would  have  been 
allowed,  as  well  as  the  butter-knife  claim  above. 
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The  McNeil  claim  could,  therefore,  according  to  the 
various  theories  of  Office  practice,  be  refused  action  as 
an  "aggregation"  (ex  parte  Potter);  could  be  rejected 
on  "disclaimed  matter"  disclosed;  rejected  as  failing  to 
"define"  the  invention;  rejected  on  an  equivalent,  as 
was  actually  done;  or,  under  the  last-mentioned  theory, 
could  be  allowed. 

If  rejections  are  to  be  based  wholly  or  partly  on 
"aggregation,"  "disclaimer"  and  "particular  definition" 
in  the  claim,  there  should  at  least  be  authoritative 
definitions  of  those  terms.  Judgment  as  to  patentability 
in  view  of  a  particular  disclosure  of  art  must,  apparently, 
always  be  influenced  by  the  personal  factor.  But  as  to 
the  other  fundamentals  of  Office  practice  there  should 
be  such  accurate  and  widespread  information  that  the 
personal  factor  would  not  influence  the  action.  All 
applications  are  addressed  to  the  Honorable  Commis- 
sioner of  Patents,  and  so  far  as  is  possible,  all  applica- 
tions should  be  examined  as  if  they  were  examined  by 
him. 

Rules  66  and  68  interpreting  Section  4903  above 
quoted  are  the  two  "golden  rules"  of  our  official  daily 
conduct.  Figuratively  their  language  should  be  on  the 
wall  of  every  division.  As  to  these  rules  we  should  be 
strict  constructionists,  and  insist  on  following  the  first 
rule  and  that  applicants  shall  follow  the  second  rule.  In 
this  way  cases  can  be  really  and  rapidly  progressed. 

In  spite  of  the  academic  familiarity  with  these  two 
rules  the  first  paragraph  of  each  is  worthy  of  frequent 
repetition. 

"Rule  66.  Upon  the  rejection  of  an  application 
for  want  of  novelty  the  Examiner  must  cite  the 
best  references  at  his  command.  When  the  refer- 
ence shows  or  describes  inventions  other  than  that 
claimed  by  the  applicant,  the  particular  part  relied 
on  will  be  designated  as  nearly  as  practicable. 
The  pertinence  of  the  reference,  if  not  obvious, 
must  be  clearly  explained  and  the  anticipated 
claim  specified." 

Rule  68.  "The  applicant  has  a  right  to  amend 
before  or  after  the  first  rejection  or  action ;  and  he 
may  amend  as  often  as  the  Examiner  presents  new 
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references  or  reasons  for  rejection.  In  so  amend- 
ing the  applicant  must  clearly  point  out  all  the 
patentable  novelty  which  he  thinks  the  case 
presents  in  view  of  the  references  cited  or  the 
objections  made.  He  must  also  show  how  the 
amendments  avoid  such  references  or  objections." 

It  should  be  remembered  that  the  time  of  a  great  many 
patent  solicitors  is  more  valuable  commercially  than  the 
time  of  the  examiners.  Their  clients  pay  more  for  their 
services  than  the  Office  pays  the  examiners,  and  many 
solicitors  are  paid  according  to  the  actual  time  employed 
on  a  case.  It  is  due  to  applicants,  therefore,  that  every 
Office  action  should  be  so  definite  that  time  need  not  be 
wasted  in  determining  its  meaning;  and  every  action 
of  an  applicant  should  be  equally  clear. 

I  believe  the  greatest  material  thing  in  any  country 
is  its  natural  resources;  the  next,  the  defense  of  those  re- 
sources; and  then  the  development  of  those  resources  by 
the  peaceful  development  of  the  arts  and  sciences.  This 
development  is  practically  synonymous  with  civilization. 

But  men  are  not  yet  so  altruistic  as  to  spend  time, 
money  and  thought  in  such  development  without  the 
prospect  of  financial  return.  Therefore  every  progressive 
country  has  its  patent  system.  Our  patent  system  thus 
stands  on  this  lofty  plane  in  relation  to  the  welfare  of  our 
country;  and  everybody  connected  with  it,  in  or  out  of 
the  Patent  Office,  should  be  proud  of  that  connec- 
tion, and  anxious  to  assist  in  doing  the  greatest  good 
to  the  public  by  the  exercise  of  the  maximum  efficiency. 
And  in  that  efficiency,  uniformity  and  consistency  in 
practice  are  a  large  factor. 

April  8,  1915. 
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INTRODUCTION. 

If  the  judgments  of  courts  had  no  substantial  element 
of  finality,  such  judgments  and  legal  proceedings  generally 
would  be  of  very  little  value.  Neither  the  parties  to  the 
suit  nor  others  could  rely  upon  a  judicial  determina- 
tion as  a  guide  in  the  further  conduct  of  their  affairs. 
They  would  be  forever  embarrassed  by  the  possibility 
that  the  first  j  udgment  would  be  superseded  by  a  different 
judgment.  Moreover,  if  the  party  prevailing  in  a  legal 
contest  could  be  dragged  through  other  contests  by  the 
losing  party,  upon  the  same  question,  the  burdens  of  legal 
proceedings  would  be  unbearable;  and  the  ultimate 
decision,  if  this  were  so,  would  depend  more  on  the 
relative  powers  of  financial  endurance  of  the  parties 
than  upon  the  relative  merits  of  their  cases.  To  produce 
certainty  in  the  minds  of  litigants  and  others,  with  re- 
gard to  matters  which  have  been  passed  upon  by  the 
courts,  and  to  keep  down  the  burdens  of  litigation,  and  to 
reduce  the  opportunity  of  the  richer  litigant  to  exhaust 
his  poorer  opponent  by  protracting  the  litigation,  the 
courts  have  restricted  in  many  ways  the  right  to  present 
again  for  determination  questions  in  regard  to  which  a 
determination  has  once  been  made,  or  in  regard  to 
which  an  opportunity  to  secure  a  determination  has  been 
once  accorded.  All  of  the  following  branches  of  the  law 
are  based  entirely  or  in  part  upon  the  necessity  for  re- 
garding, to  a  greater  or  less  extent,  any  question  as 
finally  settled  that  has  once  been  judicially  passed  upon: 
The  doctrine  of  the  law  of  the  case ;  the  law  of  reconsidera- 
tion and  reopening,  and  of  review  by  the  same  court  or  a 
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court  of  coordinate  jurisdiction;  that  portion  of  the  law  of 
appeals  which  restricts  the  right  to  appeal;  the  rule  of 
comity;  the  doctrine  of  stare  decisis;  and  the  doctrine  of 

res  adjudicata. 

PRELIMINARY  DEFINITION  AND  THE  DISTINC- 
TION BETWEEN  RES  ADJUDICATA  AND 
RELATED  SUBJECTS. 

The  doctrine  of  res  adjudicata  generally  stated  is  that 
any  matter  which  is  disposed  of  by  a  final  judgment  on 
the  merits  is  not  ordinarily  open  to  question  in  any  fur- 
ther litigation  between  the  same  parties  except  as 
provided  by  the  rules  of  appeal,  reopening  and  review. 
The  distinction  between  res  adjudicata  and  the  other 
branches  of  the  law  which  limit  further  consideration 
after  a  first  determination  will  be  briefly  indicated  before 
passing  to  a  more  detailed  consideration  of  the  former 
subject. 

The  doctrine  known  as  the  "Law  of  the  Case"  has  to 
do  with  the  binding  effect  of  preliminary  and  inter- 
locutory rulings  upon  the  court  and  parties  in  the  further 
conduct  of  the  same  case.  Certain  preliminary  rulings 
are  binding  upon  parties  and  court  at  the  final  hearing. 
Some  are  binding  upon  the  parties  in  the  discretion  of  the 
court.  And  as  to  some,  the  parties  have  a  right  to  fur- 
ther consideration.  For  example,  a  ruling  by  the  Com- 
missioner on  motion  for  dissolution  that  certain  matter 
was  disclosed  in  a  party's  application  when  filed,  would 
be  binding  upon  the  lower  tribunals  at  final  hearing 
if  submitted  upon  the  same  facts.  It  would  not  be  bind- 
ing upon  them  if  testimony  was  taken  to  vary  the  situa- 
tion from  that  ruled  upon  by  the  Commissioner.  A 
similar  ruling  by  the  law  examiner  would  be  binding  or 
not  upon  the  parties  at  final  hearing  before  the  Examiner 
of  Interferences,  in  the  absence  of  testimony  upon  the 
point,  according  to  the  discretion  of  the  Examiner  of 
Interferences.  There  is  one  very  common  situation 
where  the  Office  has  given  itself  and  innocent  parties 
much  unnecessary  trouble  through  its  failure  to  apply 
thereto  the  doctrine  of  the  law  of  the  case.  This  is  where 
one  party,  of  later  date,  seeks  to  overturn  at  final 
hearing  and  on  appeal  thereafter,   the  finding  of  the 


Primary  Examiner  in  declaring  the  interference,  or  of  the 
law  Examiner  on  motion  for  dissolution,  that  the  lan- 
guage of  the  issue  is  broad  enough  to  cover  the  subject- 
matter  which  is  unquestionably  disclosed  or  proved  by 
another  party  of  earlier  date.  There  seems  to  be  no 
good  reason  why  the  Primary  Examiner's  ruling  on  this 
point,  if  not  set  aside  before  the  case  goes  to  proofs  and 
final  hearing,  should  not  be  regarded  as  binding  upon  all 
parties  and  tribunals  in  finally  disposing  of  the  inter- 
ference. The  recent  case  of  Wentworth  vs.  Sutton,  Steele 
&  Steele,  204  O.  G.,  320,  41  App.  D.  C,  582,  is  an  ex- 
ample of  much  controversy,  and  loss  of  generic  protec- 
tion by  the  party  seeming  to  have  the  earlier  date,  all  of 
which  would  have  been  avoided  by  an  application  of  this 
rule  in  the  first  interference.  The  rule  of  the  courts  in 
applying  the  doctrine  of  the  law  of  the  case  is  a  rule  of 
reason.  Preliminary  and  interlocutory  decisions  are  re- 
garded as  binding  where  unnecessary  reconsideration 
of  the  same  question  is  thereby  avoided,  and  where  such  a 
course  is  necessary  to  secure  an  orderly  progress  to  a 
final  decision.  Preliminary  and  interlocutory  deter- 
minations are  not  binding  in  the  further  conduct  of 
the  case  where  such  a  course  will  preclude  a  fair  deter- 
mination. For  a  full  exposition  of  the  subject  of  the  law 
of  the  case  reference  is  made  to  Black  on  the  "Law  of 
Judicial  Precedents,"  Chapter  VI.  The  distinction  be- 
tween the  law  of  the  case  and  res  adjudicata,  in  short, 
is  that  the  former  has  to  do  with  the  effect  of  preliminary 
and  interlocutory  determinations  in  the  final  disposition 
of  the  same  case  and  the  latter  has  to  do  with  the  effect 
of  the  final  judgment  upon  other  suits  or  actions. 

The  reopening  of  cases  after  judgment,  in  order  to 
admit  new  evidence  or  for  reargument,  is  necessary  under 
certain  circumstances  in  order  to  do  justice  and  satisfy 
the  dictates  of  common  sense.  But  because  of  the 
general  necessity  of  limiting  the  amount  of  litigation 
which  can  be  carried  on  regarding  the  same  matter,  the 
right  to  thus  reopen  a  case  must  ordinarily  be  sought 
within  a  certain  time,  usually  in  the  term  of  court  at 
which  the  judgment  is  rendered,  and  must  be  based  upon 
a  satisfactory  showing  that  the  failure  to  fully  present  the 
case  in  the  first  instance  was  not  deliberate  or  due  to 
negligence  upon  the  part  of  the  moving  party.    Statutes 
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in  some  States  have  extended  or  removed  the  time  limit 
within  which  reopening  must  be  sought.  And  judgments 
can  ordinarily  be  set  aside  at  any  time  for  want  of  juris- 
diction of  subject-matter  or  parties,  or  for  fraud.  Th;* 
distinction  between  reopening  and  res  adjudicate  is  that 
reopening  is  sought  and  carried  on  by  further  actions 
in  the  same  proceeding,  or  by  a  separate  proceeding 
which  is  particularly  directed  to  the  setting  aside  of  the 
former  judgment,  as  in  the  case  of  a  bill  of  review;  while 
res  adjudicata  applies  to  bar  further  consideration  of  the 
same  questions  in  separate  proceedings  which  are  not 
specifically  directed  to  the  vacating  of  the  prior  judg- 
ment in  the  other  case.  Let  no  one  lightly  assume 
that  he  may  raise  in  an  independent  proceeding  questions 
which  were  passed  upon  in  another  proceeding,  merely 
because  he  has  at  his  disposal  good  grounds  for  the 
reopening  of  the  other  proceeding.  With  certain  excep- 
tions in  cases  of  judgments  void  for  want  of  jurisdic- 
tion, or  for  fraud,  the  courts  insist  that  an  attack  on  a 
prior  judgment  must  be  made  directly  in  a  proceeding 
recognized  for  that  purpose  and  not  collaterally  in  an 
independent  proceeding.  The  interference  of  Nelson  vs. 
Felsing  &  Felsing  vs.  Nelson,  142  O.  G.,  289,  32  App. 
D.  C,  420,  furnishes  an  example  of  the  application  of  this 
rule.  The  subjects  of  reopening,  review,  and  collateral 
impeachment  are  treated  in  23  Cyc.,  pages  889  to  1106, 
inclusive. 

Because  consideration  on  appeal  presents  another 
exception  to  the  rule  of  res  adjudicata,  certain  restrictions 
are  likewise  imposed  thereon.  The  appeal  must  be 
promptly  initiated;  no  new  evidence  can  be  presented, 
and  parties  are  sometimes  held  even  in  argument  to  con- 
.tentions  advanced  below. 

As  to  the  rule  of  comity  it  is  sufficient  to  say  here  that 
any  tribunal  will  incline  toward  a  prior  finding  or  ruling 
upon  the  same  point  by  some  other  tribunal,  other  things 
being  equal.  The  rule  of  comity  has  to  do  with  cases 
where  one  or  both  of  the  parties  to  one  suit  are  not  the 
same  as  in  the  other  suit  and  to  cases  between  the  same 
parties  where  the  courts  are  of  different  countries.  It  is 
not  a  binding  enforceable  rule  and  is  different  from  the 
rule  of  res  adjudicata  in  all  of  these  respects. 

The  doctrine  of  stare  decisis,  strictly  applied,  would  re- 


quire  that  any  judicial  ruling  upon  a  point  of  law  be  ac- 
cepted as  binding  ever  after  upon  all  parties  and  all 
judges  in  all  cases  in  the  same  court  and  other  courts 
of  coordinate  jurisdiction  in  the  same  state  or  country. 
But  judges  are  not  now  usually  considered  to  be  bound 
by  precedents  which  they  regard  as  clearly  wrong  unless 
such  precedents  are  very  strong  or  numerous,  or  are  by  an 
appellate  court  to  which  their  own  decisions  are  ap- 
pealable. It  is  sometimes  stated  that  precedents  are  to 
be  accepted  in  other  cases  only  in  so  far  as  they  are  help- 
ful guides  to  a  correct  conclusion.  Stare  decisis  has 
principally  to  do  with  the  interpretation  of  statutes  and 
the  laying  down  of  large  legal  principles.  It  has  nothing 
to  do  with  mere  findings  of  fact.  Comity  and  res  adjudi- 
cata  but  not  stare  decisis  are  applied  between  the  courts 
of  the  different  Federal  circuits.  A  District  Court 
is  not  bound  by  the  rulings  of  the  Circuit  Court  of 
Appeals  of  another  circuit  in  other  cases  not  between 
the  same  parties,  but  must  follow  those  of  the  Circuit 
Court  of  Appeals  of  its  own  circuit.  A  patent  may  be 
valid  in  one  circuit  and  not  in  another,  and  the  'same 
thing  may  infringe  in  one  circuit  and  not  in  another,  as 
against  different  defendants,  though  not  as  against  the 
same  defendant.  As  a  result  of  the  applicability  of  the 
rule  of  res  adjudicata,  and  not  that  of  stare  decisis,  between 
different  circuits,  it  would  seem  that  one  person  may, 
under  certain  circumstances,  have  a  right  to  use  a 
patented  article  in  a  certain  circuit  in  defiance  of  the 
patentee,  when  every  one  else  would  be  bound,  or  he 
might  be  bound  by  the  patent  though  every  one  else 
was  free  therefrom.  See  Rubber  Co.  vs.  Milwaukee  Co., 
154  Fed.,  358  (C.  C.  A.,  7). 

SPECIFIC  CONSIDERATION  OF  RES 
ADJUDICATA. 

The  related  subjects  having  been  briefly  explained,  a 
more  detailed  discussion  of  the  doctrine  of  res  adjudicata 
is  in  order.  A  leading  English  case,  known  as  the  case 
of  the  Duchess  of  Kingston  (2  Smith's  Leading  Cases,  826, 
et  seq.),  held: 

That  the  judgment  of  a  court  of  concurrent 
jurisdiction  directly  upon  the  point  is,  as  a  plea, 


a  bar,  or  as  evidence,  conclusive  between  the 
same  parties  upon  the  same  matter  directly  in 
question  in  another  court. 

From  Cromwell  us.  County  of  Sac,  94  U.  S., 
351. 

Justice  Campbell  said: 

Experience  has  disclosed  that  for  the  security 
of  rights,  and  the  preservation  of  the  repose  of 
society,  a  limit  must  be  imposed  upon  the  facul- 
ties for  litigation.  For  this  purpose  the  presump- 
tion has  been  adopted  that  the  thing  adjudged  by 
a  court  of  competent  jurisdiction,  under  definite 
conditions,  shall  be  received  in  evidence  as  irref- 
ragable truth. 

Washington,  Alexandria  &  Georgetown  S.  P. 
Co.  vs.  Sickels,  24  Howard,  333. 

Justice  Harlan  said : 

The  peace  and  order  of  society  demand  that 
matters  distinctly  put  in  issue  and  determined 
by  a  court  of  competent  jurisdiction  as  to  subject- 
matter  and  parties,  shall  not  be  retried  between 
the  same  parties  in  any  subsequent  suit  in  any 
court. 

Johnson  Co.  us.  Wharton,  152  U.  S.,  252. 

Justice  Brewer  has  said : 

Private  right  and  public  welfare  unite  in  de- 
manding that  a  question  once  adjudicated  by  a 
court  of  competent  jurisdiction  shall,  except 
in  direct  proceedings  to  review,  be  considered  as 
finally  settled  and  conclusive  upon  the  parties. 
Fayerwcather  us.  Bitch,  195  U.  S.,  277. 

Bigelow  in  his  work  on  estoppel  divides  estoppels  into 
three  classes:  (1)  Estoppel  by  record  of  court;  (2)  es- 
toppel by  deed;  and  (3)  estoppel  by  matter  in  pais,  or  the 
ordinary  estoppel  of  a  party  by  his  own  misleading  act  or 
failure  to  act.    And  he  divides  estoppel  by  record  of 


court  into  two  kinds;  one,  the  estoppel  to  deny  the  truth 
and  genuineness  of  a  court  record,  and  the  other,  the 
estoppel  to  further  litigate  in  an  independent  proceeding 
any  matter  finally  passed  upon  by  a  court  in  a  proceeding 
involving  the  same  parties,  which  is  the  estoppel  or 
bar  of  res  adjudicata.  And  this  process  of  subdivision 
may  well  be  carried  one  step  further,  while  we  are  thus 
subdividing,  by  noting  that  estoppels  to  deny  the  merit  of 
prior  judgments  are  of  two  kinds:  first,  the  estoppel  to 
further  contest  a  setttled  cause  of  action,  and  second,  the 
estoppel  to  contradict  a  determined  fact. 

Black,  in  his  work  on  judgments  and  in  his  article  upon 
judgments  in  the  Cyclopedia  of  Law  and  Procedure,  sepa- 
rates the  subject  of  res  adjudicata  into  "Bar  by  Former 
Recovery,"  and  "Conclusiveness  of  Judgment."  The 
"Bar  by  Former  Recovery,"  according  to  this  author, 
deals  with  those  cases  where  the  prior  judgment  is 
offered  as  in  itself  disposing  of  the  whole  demand; 
"Conclusiveness  of  Judgment"  deals  with  those  cases  in 
which  the  prior  judgment  is  offered  as  settling  some 
point  involved  in  the  later  case.  Both  classes  of  cases 
are  treated  in  this  paper,  but  it  seems  to  me  inexpedient 
to  make  the  whole  presentation  of  the  subject  arrange 
itself  upon  this  line  and  I  have  not  done  so.  Nor  do  the 
expressions  "Bar  by  Former  Recovery"  and  "Con- 
clusiveness of  Judgment"  seem  to  me  to  clearly  indicate 
the  distinction  which  does  in  fact  exist,  and  these  expres- 
sions will  not  be  used  herein  to  mark  the  same. 

An  application  of  the  estoppel  or  bar  of  res  adjudicata 
requires:  (1)  that  there  shall  have  been  a  final  judgment; 
(2)  that  the  prior  judgment  shall  have  been  rendered 
either  actually  or  constructively  upon  the  merits  of  the 
case;  (3)  that  the  parties  in  the  two  proceedings  shall 
be  the  same  or  privies  of  the  same  parties,  and  (4)  that 
the  same  specific  question  must  have  been  considered  and 
decided  as  a  basis  for  the  former  judgment,  or  (5)  that  the 
prior  judgment  must  have  disposed  of  the  same  demand 
or  cause  of  action,  or  (6)  of  some  non-severablc  portion 
thereof.  But  when  there  has  been  a  judgment  which 
satisfies  these  conditipns,  any  finding  made  in  support 
of  that  judgment  is  ordinarily  conclusive  in  any  other 
cases  between  the  parties;  and  further  litigation  be- 
tween them  upon  the  same  demand  and  cause  of  action  is 
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also  ordinarily  barred;  except  as  the  same  case  may  be 
reopened,  or  considered  upon  a  bill  of  review  or  upon  ap- 
peal. It  is  ordinarily  immaterial  that  the  first  judgment 
is  wrong  and  not  in  accord  with  the  true  law  or  real  fact 
and  causes  hardship.  In  Werlein  vs.  New  Orleans,  177 
U.  S.,  390,  it  was  found  that  certain  city  property  was 
not  subject  to  alieuation  in  satisfaction  of  judgments 
against  the  city,  but  the  court  nevertheless  confirmed  the 
title  of  a  private  litigant  to  this  property  because  a  prior 
suit  by  the  city  to  prevent  the  sale  thereof  had  been  de- 
cided against  the  city  and  that  decision  had  become 
final.  In  that  case,  the  fault  was  with  the  city  in  that  it 
failed  to  advance  the  proper  ground  in  its  first  suit,  but  a 
prior  erroneous  judgment,  not  reversed  or  set  aside  in  the 
regular  way,  is  ordinarily  binding  whether  the  error 
therein  is  attributable  to  a  party  or  to  the  court.  See,  also, 
Hubbell  vs.  U.  S.,  83  O.  G.,  1661  (U.  S.  S.  C.) 

Nor  is  the  operation  of  the  rule  of  res  adjudicata 
ordinarily  avoided  by  the  fact  that  the  prior  judgment 
was  rendered  in  a  case  which  was  begun  later  than  the 
case  to  which  it  is  proposed  to  apply  the  rule.  Bradley 
vs.  Eagle,  66  O.  G.,  315  (C.  C.  A.)  Nor  can  the  estoppel 
be  avoided  in  a  case  in  which  an  appeal  is  permitted,  by 
showing  that  no  appeal  was  permitted  from  the  judgment 
in  the  prior  case.  Johnson  vs.  Wharton,  152  U.  S.,  252. 
Inasmuch  as  the  rule  of  res  adjudicata  forbids  further 
litigation  of  the  same  demand,  it  applies  to  rulings  of  law 
as  well  as  to  findings  of  fact.  Mitchell  vs.  Bank,  ISO 
U.  S.,  471;  Spencer  vs.  Watkins,  169  Fed.,  379,  385. 
But  where  a  different  demand  or  cause  of  action  is  pre- 
sented, the  legal  rulings  involved  by  a  prior  judgment  do 
not  come  within  the  field  of  the  doctrine  of  res  adjudicata 
so  far  as  I  can  find,  except  as  they  underlie  some  finding 
of  fact  which  is  material,  both  to  the  former  judgment 
and  to  the  further  litigation.  Otherwise,  a  party  is  not 
estopped,  so  far  as  I  know,  from  controverting  a  ruling  of 
law  made  in  another  case,  even  though  the  parties  were 
the  same,  except  so  far  as  this  may  be  forbidden  by  the 
doctrine  of  stare  decisis.  And  the  estoppel  of  res  adjudi- 
cata acts  against  the  successful  as  well  as  against  the 
unsuccessful  party  to  the  case  in  which  the  prior  judg- 
ment was  rendered.  The  victor  can  no  more  repudiate 
the  findings  of  fact  upon  which  he  prevailed  in  one 


case,  against  the  objection  of  his  opponent,  in  another 
case,  than  can  the  loser  continue  to  urge  matters  which 
have  been  adjudged  against  him.  And  a  party,  whether 
victor  or  loser,  may  not  bring  successive  suits  upon  the 
same  demand;  nor  may  a  party  always  maintain  a  suit 
on  a  closely  related  demand  or  cause  of  action,  after  a 
first  judgment,  either  for  or  against  him. 

The  purpose  of  the  remainder  of  this  paper  is  to  discuss 
concisely,  so  far  as  relevant  to  res  adjudicate,  the  subjects 
of  (1)  Finality  of  Judgments;  (2)  Judgments  on  the 
Merits;  (3)  Identity  of  Parties;  (4)  Cases  where  some 
specific  point  which  is  material  thereto  has  been  deter- 
mined in  another  case;  (5)  Cases  where  there  has  been  a 
judgment  in  another  case  which  was  based  upon  the  same 
demand  or  cause  of  action ;  (6)  Cases  where  there  has  been 
a  judgment  in  another  case  based  upon  another  portion 
of  the  same  unitary  demand  or  cause  of  action— the 
splitting  of  unitary  demands  and  causes  of  action;  (7) 
The  doctrine  of  res  adjudicate  as  between  courts  of  differ- 
ent countries  or  states,  and  the  doctrine  as  between  pro- 
ceedings of  different  character;  and  (8)  the  exceptions 
to  the  rule  where  the  prior  judgment  is  void.  These 
eight  subjects  will  be  taken  up  in  the  order  stated. 

THE   PRIOR  JUDGMENT  MUST  BE  A  FINAL 
JUDGMENT. 

A  decision  in  a  case  prior  to  final  judgment  is  not 
ordinarily  binding  between  the  parties  in  other  cases. 
So  that  a  case  that  has  been  disposed  of  without  a  final 
judgment  and  a  case  that  is  still  awaiting  final  judgment 
ciin  not  be  made  the  basis  for  a  finding  of  res  adjudicate 
in  another  case.  Baker  vs.  Handers,  C.  D.  1897,  820  (C. 
('.  A.  2);  Black  on  Judgments,  Chapter  18,  part  2,  and 
Chapter  19,  part  2.  A  party  need  not  defend  a  plurality 
of  cases  directed  to  the  same  matter,  but  his  remedy  is 
by  a  plea  of  lis  pendens  and  not  by  one  of  res  adjudicate, 
if  none  of  the  eases  has  passed  to  final  judgment.  In 
some  jurisdictions  a  final  judgment  of  the  trial  court 
may  be  pleaded  as  ren  adjudicate  while  an  appeal  is 
pending  and  in  some  it  can  not.  Hanson  iw.  City,  101 
Fed.,  (i()5.  But  after  reversal  on  appeal  or  after  any  other 
action  vacating  the  judgment  below,  that  judgment  can 
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not  support  a  finding  of  res  adjudicata.  And  the  mere 
fact  that  an  appeal  is  permitted  is  said  never  to  render 
a  judgment  unavailable  for  the  purpose  of  the  estoppel 
of  res  adjudicata.  23  Cyc,  1232  (g).  Hubbell  w.  U.  S., 
C.  D.  1898,  498.  A  judgment  upon  motion  or  demurrer 
is  a  final  judgment  if  it  brings  the  case  to  an  end  in  the 
trial  court.  To  what  extent  such  a  judgment  bars  further 
controversy  in  other  suits  is  considered  in  the  next  sec- 
tion hereof.  The  following  cases  in  the  Patent  Office  are 
examples  of  further  contest  barred  by  a  final  decision 
from  which  an  appeal  could  have  been  prosecuted,  but 
was  not  prosecuted:  Wende  vs.  Horine,  129  O.  G.,  2858, 
29  App.  D.  C,  415;  U.  S.  vs.  Newcomb  Co.,  C.  D.  1908, 
p.  332,  30  App.  D.  C,  4G4;  In  re  Herbst,  141  O.  G.,  287, 
32  App.  D.  C,  269. 

It  would  seem  that  an  interlocutory  determination 
which  is  not  adopted  in  the  final  decision,  or  which  does 
not  automatically  stand  as  part  of  the  grounds  of  the 
final  judgment,  would  not  support  a  ruling  of  res  ad- 
judicata. Barclay  <fc  Barclay  vs.  Carter  Co.,  198  O.  G., 
238,  41  App.  D.  C-,  240,  seems  to  me  to  be  to  the  contrary, 
but  it  may  be  that  the  court  considered  the  ruling  upon 
the  demurrer  to  be  an  essential  element  of  the  final  award 
of  priority  of  adoption  and  use. 

THE  PRIOR  JUDGMENT  MUST  BE  ONE  UPON 
THE    MERITS. 

The  questions  arise  whether  a  judgment  entered  upon 
a  default,  withdrawal,  admission,  or  consent,  will  bar 
further  litigation  of  the  same  matter.  Either  party  may 
fail  to  plead  or  to  take  testimony,  or  to  comply  with 
formal  requirements,  such  as  printing.  And  a  plaintiff 
or  complainant  may  voluntarily  take  a  non-suit  or  dis- 
miss his  bill,  or  a  non-suit  or  dismissal  may  be  entered 
without  his  consent.  When  a  proceeding  ends  in  one  of 
these  ways,  is  further  consideration  of  the  same  question 
barred?  And  to  what  extent  does  a  judgment  upon 
motion  or  demurrer  bar  subsequent  consideration  in 
another  proceeding? 

There  is  a  distinction  between  the  position  of  the 
plaintiff  and  the  position  of  the  defendant,  in  the  ordi- 
nary case,  which  is  very  imporatnt  in  this  connection. 
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'Ihe  plaintiff  is  ordinarily  the  only  party  who  is  seeking 
affirmative  action.  He  alone  wants  something  done. 
The  defendant  is  ordinarily  in  possession  and  content 
with  things  as  they  are.  Therefore  a  termination  of  the 
action  or  suit,  without  an  adjudication  that  the  plaintiff 
has  or  has  not  any  case,  leaves  the  defendant  in  posses- 
sion; he  is  just  where  he  was  before  the  suit  was  brought. 
He  has  asked  for  nothing,  he  has  been  denied  nothing, 
and  has  been  deprived  of  nothing.  Except  for  the  worry, 
labor,  loss  of  time,  and  the  expense  incident  to  the  suit, 
he  has  not  been  injured,  and  the  award  of  costs  in  his 
favor  is  ordinarily  assumed  to  fully  compensate  hira  in 
these  respects.  For  these  reasons,  the  plaintiff  or  com- 
plainant, upon  the  payment  of  costs,  may  ordinarily  de- 
fault, take  a  non-suit,  or  dismiss  his  case,  at  any  time  prior 
to  the  entry  of  final  judgment,  and  even  after  a  verdict 
against  him.  And  such  non-suit,  dismissal,  or  default 
leaves  him  free  to  bring  another  action,  and  to  repeat 
the  process  without  apparent  limit  except  that  imposed 
by  statutes  of  limitation.  Homer  vs  Brown,  16  Howard, 
354;  Hughes  vs.  U.  S.,  4  Wall,  232;  Haldeman  vs.  V.  S., 
91  U.  S.,  584;  Manhattan  ra.  Boughton,  109  V.  S.,  121; 
Woodward  vs.  Davidson,  150  Fed.  Rep.,  840;  U.  S.  Co. 
us.  Bradley,  149  Fed  Rep.,  222;  Francisco  vs.  Chicago, 
149  Fed.  Rep.,  354.  But  see  Coram  vs.  Ingersal,  148  Fed., 
169,  and  Minor  vs.  Mechanics,  1  Pet.,  46.  And  a  final 
judgment  of  non-suit  entered,  against  the  plaintiff's 
protest,  on  the  ground  that  his  pleadings  or  evidence  are 
insufficient  to  make  out  a  case  or  prove  his  case,  is  like- 
wise not  a  judgment  on  the  merits  and  leaves  the  plaintiff 
free  to  bring  another  suit.  23  Cyc,  1131-1155  and  1225- 
1232. 

The  defendant,  of  course,  has  no  such  privileges.  If 
he  could  avoid  a  binding  judgment  by  defaulting,  with- 
drawing, or  resting  upon  insufficient  proofs,  he  could 
defer  indefinitely  the  action  or  relief  which  was  sought 
by  the  plaintiff;  and  the  courts  would  be  without  power 
to  secure  to  suitors  rights  of  which  they  have  been  de- 
prived, or  to  enforce  redress  for  wrongs  which  they  have 
suffered.  A  judgment  against  a  defendant  based  upon 
default,  or  upon  an  insufficiency  of  evidence  in  his  behalf, 
or  upon  a  withdrawal  without  consent,  is  therefore  of 
necessity  a  binding  judgment,  and  is  presumed  to  rest 
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upon  an  admission  or  finding  that  his  case  is  without 
merit,  though  there  has  been  no  more  actual  considera- 
tion of  the  real  facts  than  when  a  plaintiff  pursues  a 
similar  course.  23  Cyc.,  767,  1135,  1229;  Hefner  tw. 
Northwestern,  123  TJ.  S.,  747;  Last  Chance  vs.  Tvler, 
157  V.  S.,  683. 

Nor  is  it  always  true  that  a  plaintiff  can  dismiss  his 
case,  or  submit  it  upon  insufficient  evidence,  and  escape 
a  judgment  which  is  binding.  If  the  defendant  is  seeking 
affirmative  relief,  the  same  reasons  which  ordinarily 
prevent  the  defendant  from  thus  escaping  a  binding 
determination,  apply  to  the  plaintiff,  and  he  is  similarly 
bound.  And  in  any  case  where  the  defendant  success- 
fully controverts  the  plaintiff's  evidence,  or  proves  that 
no  such  facts  exist  as  are  alleged  by  the  plaintiff,  there 
should  be  a  general  judgment  for  the  defendant,  which 
is  a  judgment  on  the  merits,  conclusive  and  binding  upon 
both  parties.  23  Cyc.,  774.  And  a  judgment  based  upon 
an  admission  or  rendered  with  consent  is  usually  binding. 
Harding  vs.  Harding,  198  V.  S.,  317.  And  a  judgment 
against  a  plaintiff  purporting  to  be  on  the  merits  can  not 
be  shown  in  another  suit  by  testimony  to  have  been  in 
fact  based  upon  the  plaintiff's  default.  Lyon  vs.  Perin, 
43  O.  G.,  983  (U.  S.  S.  C);  but  it  is  said  in  other  cases 
that  the  court  will  look  to  the  substance  and  not  the 
form  of  the  prior  judgment. 

A  judgment  upon  demurrer  is  not  a  judgment  upon  the 
merits  when  it  disposes  merely  of  some  technical  point  of 
pleading  or  is  based  upon  an  insufficiency  of  allegation  in 
the  declaration  or  bill.  A  judgment  on  demurrer  conclu- 
sively establishes, the  point  ruled  upon,  and  therefore  when 
the  whole  case  is  presented  by  the  demurrer  it  is  a  bar  to 
further  litigation  of  that  subject-matter.  But  a  judgment 
upon  demurrer  does  not  as  a  rule  bar  further  considera- 
tion of  anything  but  the  exact  matter  passed  upon  or  the 
specific  point  determined.  Gould  vs.  Railroad,  91  U.  fi., 
526;  Gilman  vs.  Rives,  10  Pet.,  297;  Wiggins  vs.  Railway, 
142  U.  S.,  396;  City  vs.  Clark,  62  Fed.,  694  (Taft); 
Ohio  «s.  Fisher,  115  Fed.,  929;  and  Gilman  vs.  Norris,  46 
Fed.,  333.  Judgments  upon  motion  are  presumably 
governed  by  the  same  principles.  It  has  been  held,  how- 
ever, that  this  practice  does  not  apply  to  permit  an  in- 
terferant  to  contest  a  second  interference  upon  a  broad- 
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ened  claim  after  a  judgment  against  him  upon  the  ground 
that  the  issue  is  too  narrow  to  cover  the  common  inven- 
tion which  the  same  was  supposed  to  cover  when  the 
interference  was  declared.  Sutton,  Steel  and  Steele  vs. 
Wentworth,  204  0.  G.,  320,  41  App.  D.  C,  582.  Atten- 
tion has  already  been  called  to  Barclay  &  Barclay  vs. 
Carter  Co.,  in  which  an  applicant  for  registration  in  a 
second  opposition  was  held  barred  from  asserting  that 
the  marks  did  not  conflict,  because  of  a  decision  in  the 
first  opposition  overruling  his  demurrer  brought  upon 
this  ground,  and  a  final  judgment  in  his  favor  based  upon 
the  opposer's  failure  to  print. 

In  interferences  between  two  applicants  in  the  Patent 
Office  both  parties  are  seeking  affirmative  action;  each 
wants  a  patent,  and  judgment  for  cither  party  prevents 
the  other  party  from  obtaining  a  patent  for  the  subject- 
matter  in  issue.  Each  party  stands  as  a  plaintiff  in 
respect  to  his  own  demand  and  as  a  defendant  with 
respect  to  the  demand  of  his  opponent.  Such  an  inter- 
ference is  therefore  like  a  suit  in  which  a  cross  bill 
has  been  filed.  Neither  party  can  escape  a  binding 
judgment  by  defaulting  or  by  failing  to  prove  his  case.  The 
force  of  these  fundamental  facts  should  never  be  over- 
looked merely  because  we  do  not  clerically  entitle  each 
interference  between  parties  A  and  B,  as  B  vs.  A,  as  well 
as  A  vs.  B.  Our  practice  of  regarding  the  junior  party 
as  the  plaintiff  and  the  senior  party  as  the  defendant 
is  right  for  the  purpose  of  procuring  an  orderly 
production  of  proofs,  and  for  determining  who  shall  pre- 
vail when  no  testimony  is  taken  and  when  the  evidence 
upon  some  critical  question  is  evenly  balanced.  But  it 
would  be  unreasonable  to  take  this  view  of  an  inter- 
ference when  applying  thereto  the  practice  of  the  courts 
in  the  matter  of  a  plaintiff's  right  to  default,  or  dismiss  his 
case,  or  fail  to  prove  the  same,  and  thereafter  contest  the 
same  question  in  another  suit.  This  point  is  one  that 
must  always  be  kept  in  mind  when  applying  the  deci- 
sions of  the  courts  as  precedents  in  res  adjudicata  cases 
in  the  Patent  Office;  the  senior  applicant  is  a  plaintiff 
as  well  as  a  defendant,  and  the  junior  party  is  a  defendant 
as  well  as  a  plaintiff.  The  junior  party  may  not,  in  a 
second  interference,  contest  the  senior  applicant's  right 
to  the  patent  which  he  is  seeking,  any  more  than  a  senior 
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applicant  can  take  such  a  course  against  the  junior 
party. 

Whether  a  patentee  or  registrant  involved  in  an  inter- 
ference or  cancellation  can  be  said  to  seek  affirmative 
action  is  doubtful,  although  he  relies  on  his  own  separate 
cause  of  action  as  we  shall  see  later.  So  far  as  the  ap- 
plicant's right  to  withdraw  is  concerned,  it  would  seem 
that  a  patentee  and  a  registrant  in  such  cases  stand  in 
nearly  the  same  position  as  an  ordinary  defendant,  except 
in  the  matter  of  the  award  of  costs.  Mr.  Assistant 
Commissioner  Whitehead  has  suggested  that  in  this  situa- 
tion, and  some  others  in  the  Patent  Office  where  the 
court  precedents  will  not  support  the  estoppel  of  res 
adjudicata,  a  party  who  fails  to  fully  prove  his  case  in  the 
first  proceeding  may  be  prevented  from  asserting  any 
right  in  a  second  contest,  by  the  general  doctrine  of  es- 
toppel in  pais.  The  injury  to  his  opponent  in  useless  ex- 
pense, incurred  through  the  failure  of  the  party  in  ques- 
tion to  speak  when  he  had  an  opportunity  to  speak,  may 
well  be  held  to  estop  him  from  speaking  later.  It  would 
seem  that  in  any  contested  case  in  the  Patent  Office  we 
can  well  hold  that  a  judgment  upon  default,  or  insuffi- 
cient pleading,  or  insufficient  evidence,  is  as  binding  as 
any  other  judgment,  by  reason  of  this  extra  burden  which 
a  further  contest  would  impose  upon  the  party  who 
stood  ready  to  fully  contest  the  first  case.  And  it  has 
been  the  uniform  practice  of  the  Office  to  so  hold,  whether 
the  proceeding  involves  applicants  only  or  includes  a 
patentee  or  registrant.  A  large  number  of  interferences 
are  disposed  of  every  year  upon  the  failure  of  the  junior 
party  to  file  a  preliminary  statement,  or  to  take  testi- 
mony, or  to  adduce  sufficient  proof  to  establish  the  facts 
of  his  preliminary  statement,  or  to  print  his  testimony. 
And  in  many  of  these  cases  the  senior  party  is  a  patentee. 
But  I  have  never  heard  that  a  second  interference  had 
been  permitted  in  one  of  these  cases  because  the  judg- 
ment was  not  based  upon  the  merits. 

In  Carter  Co.  vs.  Barclay  &  Barclay,  162  0.  G.,  785, 
36  App.  D.  C,  123,  the  Carter  Co.  opposed  Barclay  & 
Barclay's  application  for  trade-mark  registration.  A 
former  opposition  by  the  Carter  Co.  to  the  same  ap- 
plication of  Barclay  &  Barclay  had  been  dismissed  be- 
cause the  opposer  had  failed  to  print  his  testimony.  The 
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plea  of  res  adjudicate  in  the  second  case  was  overruled, 
but  the  Court  of  Appeals  in  overruling  this  plea  did  not 
put  its  decision  on  the  ground  that  the  dismissal  of  the 
first  case  for  the  failure  to  print  was  not  a  decision  on  the 
merits.  The  fact  that  the  court  did  not  base  its  decision 
on  the  ground  that  a  judgment  against  a  complainant  for 
failure  to  print  does  not  preclude  a  second  proceeding, 
strongly  indicates  that  proceedings  in  the  Patent  Office 
are  not  subject  to  the  general  rule  in  this  regard,  and  that 
in  the  Patent  Office  a  judgment  against  a  complainant 
based  upon  any  default  or  upon  insufficient  evidence 
is  a  bar  to  a  second  contest,  and  this  conclusion  is  con- 
firmed by  the  fact  that  when  this  case  again  came 
before  the  Court  of  Appeals,  the  adjudication  of  priority 
of  adoption  and  use  in  the  first  proceeding  in  favor  of 
Barclay  &  Barclay  was  held  to  estop  them  from  ques- 
tioning the  substantial  identity  of  the  marks  of  the  two 
parties  in  the  second  proceeding.  Barclay  &  Barclay  vs. 
Carter  Co.,  198  O.  G.,  238,  41  App.  D.  C,  240. 

In  Ex  parte  Votey,  1905  C.  D.,  1,  Votey's  claims  were 
rejected  upon  a  judgment  against  him  in  an  interference 
proceeding.  Votey  pointed  out  that  the  judgment  was 
based  upon  his  failure  to  take  testimony  and  demanded, 
among  other  things,  that  another  interference  be  de- 
clared.   The  demand  was  denied. 

In  the  case  of  Carroll  i».  Hallwood,  135  O.  G.,  896,  31 
App.  D.  C,  165,  Carroll  was  the  senior  party  in  a  prior 
interference  where  he  unsuccessfully  urged  that  the  issue 
was  not  patentable  and  then  filed  an  abandonment 
of  the  invention  in  issue  and  took  an  adverse  judgment  of 
priority.  He  then  filed  a  narrower  claim  based  upon  the 
same  construction  and  a  second  interference  was  de- 
clared. In  this  the  subject-matter  was  held  to  be  res 
adjudicata  notwithstanding  the  fact  that  the  judgment 
in  the  first  interference  was  not  based  upon  proofs  by  the 
junior  party. 

In  Nelson  vs.  Felsing,  142  O.  G.,  289,  32  App.  D.  C, 
420,  a  patentee  was  held  estopped  from  prevailing  in  an 
interference  by  a  decision  in  a  prior  interference  between 
the  same  parties  upon  substantially  the  same  invention. 
The  prior  decision  was  based  upon  a  concession  of  priority 
by  the  patentee.  The  patentee  offered  evidence  in  the 
second  interference  to  show  that  the  concession  had  been 
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obtained  by  duress,  but  the  court  held  that  the  prior 
judgment  could  not  be  thus  collaterally  attacked. 

It  has  been  held,  however,  that  an  interferant  who 
takes  a  judgment  against  himself  on  the  record  may 
thereafter  put  the  claims  in  an  earlier  application  and 
contest  another  interference  with  the  same  antagonist. 
Thorpe  vs.  White  &  White,  91  O.  G.,  1435.  It  may  be 
that  this  practice  is  overruled  by  the  later  decision  in 
Blackford  vs.  Wilder,  127  0.  G.,  1255,  28  App.  D.  C, 
535. 

A  dissolution  is  like  a  decision  on  demurrer  in  that  it 
disposes  of  the  case  on  some  preliminary  or  formal  mat- 
ter, or  because  it  is  apparent  upon  the  face  of  the  record 
that  one  of  the  parties  has  no  case.  Dissolution  for 
vagueness  of  the  issue  does  not  bar  another  interference 
upon  corrected  issues.  Dinkel  vs.  D'Olier,  113  O.  G., 
2507.  Dissolution  on  the  ground  that  the  issue  presents 
no  invention  does  not  bar  a  second  interference  on  the 
same  issue  or  on  an  amended  issue  which  is  "not  essen- 
tially different"  from  the  prior  issue  (Rotter  vs.  Hodg- 
kinson,  213  O.  G.,  1118,  C.  A. ;  Gold  vs.  Gold,  C,  D^JQIU. 
p.  269,  34  App.  D.  C,  229)  and,  of  course,  the  second 
contest  is  not  barred  by  a  dissolution  for  anticipation  or 
lack  of  invention  where  the  new.issue  is  essentiallydiffer- 
ent  from  the  old  one.  " 

But  dissolution  on  the  ground  that  a  party  has  no  right 
to  make  the  claims  in  issue  has  been  held  to  be  a  final 
decision  on  priority  of  invention  and  to  bar  "a  further 
contest  in  a  separate  proceeding.  U.  S.  vs.  Newcomb  Co., 
C.  D.,  1908,  p.  332,  30  App.  D.  C,  464,  android  vs. 
Gold,  supra.  However,  there  is  no  distinction  which  is 
clear  to  me  between  these  cases  and  the  case  of  Moore  vs. 
U.  S.  ex  rel.  Colburn,  191  O.  G.,  293,  40  App.  D.  C.f  201, 
where  the  second  interference  was  held_not  to  be  barred 
by  the  rule  of  res  adjudicaia. 

There  is  another  question  arising  in  res  adjudicaia 
cases,  which  may  well  be  considered  in  connection  with 
the  proposition  that  the  judgment  to  be  a  bar  must  be 
upon  the  merits.  As  set  forth  in  Black's  "Judgments," 
section  733 — ■ 

.     .     .     cases  not  infrequently  arise  in  which  a 
party,  acting  upon  a  certain  theory  as  to  his 
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legal  rights,  or  as  to  the  legal  effects  of  a  given 
state  of  facts  or  transaction,  brings  his  action 
and  is  defeated,  being  unable  to  substantiate 
his  view  of  the  case,  and  afterwards  renews 
the  litigation,  without  any  change  in  the  facts, 
but  basing  his  claim  on  a  new  and  more  cor- 
rect theory.  In  such  a  case,  the  former  judg- 
ment is  no  bar  to  the  second  action.  It  is  true 
the  subject-matter  is  the  same,  but  the  cause  of 
action  set  up  in  the  former  suit  was,  as  shown  by 
the  result,  merely  illusory  and  supposititious, 
and  hence  it  can  not  be  considered  as  identical,  in 
any  just  sense  of  the  term,  with  the  true  cause 
of  action  correctly  set  up  and  supported  by  a  right 
theory  of  the  facts.  Further,  the  evidence  neces- 
sary to  sustain  the  second  action  could  not,  if  of- 
fered in  the  first,  have  altered  the  result.  And 
this,  as  we  have  seen,  is  the  one  recognized  test 
of  identity. 

But  it  is  not  enough  to  bring  a  case  within 
the  foregoing  rule  that  the  party  sets  up  new  or 
additional  reasons  why  his  contention  should  pre- 
vail. In  other  words,  a  judgment  will  be  allowed 
its  full  conclusive  effect  where  the  parties  and 
the  cause  of  action  are  the  same,  and  the  theory 
on  which  the  case  is  based  is  not  essentially  differ- 
ent from  that  formerly  litigated,  although  the 
plaintiff  now  brings  forward  new  grounds  of  re- 
covery, or  the  defendant  now  sets  up  new  grounds 
of  defense. 

See,  also,  Water  vs.  City,  160  Fed.,  41  (C.  C. 
A.,  8). 

IDENTITY  OF  PARTIES. 

A  prior  judgment  is  not  binding  upon  any  one  who  was 
not  an  actual  party  to  the  proceeding  or  in  privity  with 
an  actual  party,  except  in  the  case  of  a  proceeding  in  rem, 
and  except  in  so  far  as  one  not  a  party  may  be  bound  by  a 
ruling  of-  law  in  accordance  with  the  doctrine  of  stare 
decisis.    A  proceeding  in  rem  is  one  in  which  the  court  is 
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considered  to  deal  directly  with  the  subject-matter, 
rather  than  with  the  persons  who  are  interested  therein. 
There  are  comparatively  few  cases  of  this  kind.  Certain 
admiralty  proceedings  and  attachments  for  violations  of 
revenue  laws  appear  to  form  the  bulk  of  them.  Probate 
and  divorce  proceedings  and  some  others  are  in  quasi 
rem.  Other  proceedings  are  in  personam.  In  proceed- 
ings in  rem  no  service  is  required.  In  poceedings  in 
quasi  rem  constructive  service  may  be  had  by  publica- 
tion. In  proceedings  in  personam,  actual  legal  personal 
service  is  required.  Wells  on  Res  Adjudicata  and  Stare 
Decisis,  Chapter  38.  Judgments  in  proceedings  in  rem 
are  binding  on  everybody.  Judgments  in  proceedings 
in  quasi  rem  and  in  personam  are  binding  only  on  the 
parties  to  the  proceeding.  A  suit  upon  a  patent  is  not  a 
proceeding  in  rem.  Even  a  judgment  that  the  patent  is 
invalid  apparently  will  not  prevent  the  patentee  from 
presenting  the  patent  for  another  adjudication  in  a  suit 
aginst  another  party  and  sustaining  the  same.  U.  S.  vs. 
Am.  Bell,  128  U.  S.,  315;  Rubber  vs.  Milwaukee,  154 
Fed.,  358  (C.  C.  A.,  7). 

An  assignee  of  a  successful  defendant  can  take  advan- 
tage of  the  rule  of  res  adjudicata  to  bar  a  subsequent  suit 
against  him  by  the  same  plaintiff.  Werlein  vs.  New 
Orleans,  177  U.  S.,  390.  An  assignee  of  a  losing  defend- 
ant is  barred  from  recontesting  the  same  matter  with  the 
same  plaintiff.  Stout  vs.  Lye,  103  U.  S.,  66.  And  in 
general  those  deriving  from  a  litigant  or  otherwise  in 
privity  with  him  stand  in  his  place  for  all  purposes  so 
far  as  res  adjudicata  is  concerned.  But  the  questions  that 
arise  regarding  identity  of  parties  in  different  specific 
situations  are  almost  infinite.  Wells  on  Res  Adjudicata 
and  Stare  Decisis,  Chapters  2  to  14,  inclusive. 

It  is  sometimes  held  that  an  executor  or  trustee  suing 
as  such  is  a  different  party  from  the  same  person  appear- 
ing in  his  separate  personal  capacity.  Collins  us.  Hydom, 
135  N.  Y.,  320.  But  this  doctrine  will  not  apply  to 
permit  a  city  to  bring  a  second  suit,  in  regard  to  certain 
city  property,  on  the  theory  that  the  first  suit  was  for 
itself  and  that  the  second  suit  is  for  the  people  as  their 
trustee.  Werlein  vs.  New  Orleans,  177  U.  S.,  390.  Nor 
will  it  permit  the  United  States,  after  losing  one  suit 
in  regard  to  some  Indian  lands,  to  maintain  a  second 
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suit  on  the  theory  that  it  then  acted  for  itself  and  is 
now  acting  for  the  Indians.  V.  S.  vs.  Cal.  &  Ore.  Land 
Co.,  192  U.  ».,  355. 

The  presentation  by  a  common  assignee,  in  successive 
suits  or  interferences,  of  the  titles  of  different  assignees, 
will  be  considered  under  the  next  heading.  There  is  no 
question  in  such  a  case  but  that  the  parties  to  the  two 
cases  are  identical.  The  question  that  is  raised  is  to  what 
extent  the  litigation  of  certain  subject-matter  and  the 
advance  of  certain  titles  and  proofs  bar  further  litiga- 
tion upon  other  more  or  less  related  subject-matter,  and 
bar  the  presentation  of  other  more  or  less  related  titles 
and    proofs. 

In  the  Patent  Office,  bearing  upon  the  question  of 
identity  of  parties,  there  is  the  decision  in  Miller  vs. 
Lambert,  C.  D.  1895,  page  77,  where  a  party  was  held 
estopped  by  a  judgment  against  him  and  another  as 
joint  inventors  in  a  prior  interference  upon  the  same 
invention. 

SUBJECT-MATTER— PRIOR     SPECIFIC      DETER- 
MINATION. 

After  a  final  judgment  upon  the  merits  in  one  case, 
what  matters,  titles,  or  evidence  may  be  considered  in 
another  case  between  the  same  parties?  What  may  be 
called  the  first  rule  of  aubject-matter  is  the  following:  Any 
specific  question  whirh  in  actually  considered  and  deter- 
mined, as  a  basis  for  final  judgment  on  the  merits  in  one 
.case*  is.  settled  for  jdl.cases  between  the  same  parties. 
The  winning  party  is  bound  by  the  specific  determina- 
tions upon  which  the  judgment  in  his  favor  rested  and 
may  not  question  the  soundness  of  these  determinations 
in  a  later  proceeding  where  it  may  be  to  his  interest  to 
do  so.  And  the  losing  party  is  likewise  bound  by  any 
specific  determination  made  against  him.  It  is  only 
essential  that  the  specific  determination  thus  regarded 
as  conclusive  shall  have  been  material  to  the  decision 
rendered  in  the  first  case.  And  a  specific  determination 
can  not  be  considered  immaterial  merely  because  the 
first  judgment  could  have  been  based  on  other  grounds, 
if  it  was  in  fact  based  on  this  one,  or  because  it  was  in 
fact  based  on  other  grounds  as  well  as  on  the  one  in 


question.  It  is  immaterial  whether  the  two  suits  pertain 
to  the  same  or  to  entirely  different  matters.  Identity 
of  the  demand  or  cause  of  action  in  the  two  proceedings 
does  not  figure  in  the  application  of  this  rule.  For  ex- 
ample, a  specific  determination  of  any  fact  in  a  trade- 
mark opposition  might  well  bind  the  parties  as  to  that 
fact  in  a  patent  interference. 

In  Wilson's  Executor  vs.  Deen,  121  TJ.  S.,  525,  a  second 
suit  on  a  different  cause  of  action  was  held  to  be  barred 
because  it  presented  for  determination  merely  the 
validity  of  a  certain  lease  which  had  been  found  invalid 
in  disposing  of  the  different  demand  of  the  first  suit. 
The  court  said  of  the  prior  judgment  that  it — 

.  .  .  determined  not  merely  for  that  case,  but 
for  all  cases  between  the  same  parties,  not  only 
that  there  was  nothing  due  for  the  rent  claimed 
for  the  month  of  December,  1873  (the  demand  of 
the  first  case),  but  that  the  lease  itself  was  pro- 
cured by  fraud  and  therefore  void. 

In  New  Orleans  iw.  Citizens  Bank,  167  t).  S.,  371,  Jus- 
tice White  said: 

.  .  .  The  estoppel  resulting  from  the  thing  ad- 
judged does  not  depend  upon  whether  there  is 
the  same  demand  in  both  cases,  but  exists,  even 
though  there  be  different  demands,  when  the 
question  upou  which  the  recovery  of  the  second 
demand  depends  has  under  identical  circum- 
stances and  conditions  been  previously  concluded 
by  a  judgment  between  the  parties  or  their  privies. 

See  also  Werlein  vs.  New  Orleans,  177  U.  S.,  390;  Hard- 
ing vs.  Harding,  198  U.  S.,  317;  Southern  Pacific  Railway 
fmj.  U.  S.,  108  U.  S.,  l,and  Black's  "Judgments,"  Para- 
graphs 609-032,  and  23  Cyc,  pages  1288-1323. 

In  applying  this  first  rule  of  subject-matter  it  is  very 
important  to  bear  in  mind  that  two  different  specific 
points  often  may  be  generalized  in  the  statement  thereof 
until  an  identity  of  statement  is  reached,  but  that  an 
identity  of  the  question  previously  decided  with  the 
one    thereafter    presented,    which    depends    upon    this 
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process  of  generalization  to  bring  it  about,  is  not  suffi- 
cient to  bring  the  case  under  this  rule. 

In*  Nesbit  »s.  Riverside,  144  U.  S.,  610,  there  was  a 
second  suit,  regarding  some  bonds,  between  the  same 
parties  in  the  same  relation  of  plaintiff  and  defendant. 
The  cause  of  action  was  different  in  the  two  cases  and  the 
question  of  res  adjudicata  turned  upon  whether  the 
same  fact  was  presented  for  determination  in  both  cases. 
The  defendant  lost  the  first  case  on  the  ground  that 
certain  recitals  in  the  bonds  relieved  the  plaintiff  from 
an  investigation  of  the  total  amount  of  the  bonds  issued. 
This  investigation  would  have  shown  that  the  issue  of 
the  bonds  was  illegal  and  made  the  plaintiff  not  a  bona 
fide  holder.  The  defendant  successfully  urged  in  the 
second  suit  that  the  amount  of  the  bonds  purchased  by 
the  plaintiff  was  sufficient  in  itself  to  make  their  issue 
illegal.  The  Supreme  Court  recognized  that  each  case 
turned  on  the  bona  fides  of  the  plaintiff  in  one  and  the 
same  purchase  of  bonds,  but  looked  beyond  this  to  the 
more  specific  questions  which  were  presented  by  the 
defendant  in  the  two  cases.  These  being  entirely  different, 
the  court  held  that  the  second  contest  was  not  barred. 
The  finding  upon  the  question  of  bona  fides  was  a  deduc- 
tion in  each  case  from  a  more  specific  finding  which  was 
the  actual  specific  determination.  The  specific  question 
raised  by  the  defendant  in  the  second  suit  was  not  avail- 
able to  the  defendant  in  the  first  suit  because  the  plain- 
tiff did  not  there  disclose  the  total  amount  of  the  bonds 
which  she  had  purchased,  but  this  fact  though  dwelt 
upon  in  the  decision  was  probably  not  essential  to  the 
overruling  of  the  plea  of  res  adjudicata. 

In  Washington,  Alexandria  &  Georgetown  Steam 
Packet  Co.  vs.  Sickles,  24  Howard,  333,  Sickles  was 
plaintiff  in  two  successive  actions  for  royalties  for  the 
use  of  an  invention.  The  demands  and  causes  of  action 
were  held  to  be  different  so  that  the  question  of  res  ad- 
judicata turned  upon  whether  some  fact  which  was  es- 
sential to  the  second  case  had  been  decided  in  the  first 
case.  The  defendant,  in  the  second  case,  denied  the 
validity  of  the  contract.  The  plaintiff,  having  prevailed 
in  the  first  case  upon  the  same  contract,  contended,  in 
the  second  case,  that  the  validity  of  the  contract  was 
specifically   determined  by   the  prior   judgment.     The 


court  held  that  the  validity  of  the  contract  might  have 
been  specifically  litigated  in  the  first  case,  but  that,  so 
far  as  appeared,  it  might  not  have  been  specifically 
litigated  there.  The  fact  that  the  first  case  did  not  show 
an  actual  contest  and  consideration  of  the  specific  ques- 
tion raised  for  contest  in  the  second  was  held  to  avoid 
the  bar  of  res  adjudicate,  although  it  would  seem  as  though 
the  prior  judgment  must  have  rested  on  an  assumption, 
if  not  a  finding,  that  the  contract  existed  and  was  valid. 
The  court  said  of  the  prior  suit  in  such  cases: 

"The  inquiry  is  competent  whether  the  same 
issue  has  been  tried  and  settled  by  it." 

The  case  of  Davis  vs.  Brown,  94  U.  S.,  423,  illustrates 
the  same  point.  Two  successive  suits  were  brought  by 
Davis  against  Brown  as  an  indorser  upon  different  notes 
of  the  same  series.  Brown's  defense  in  the  first  suit  was 
that  the  maker  of  the  notes  had  not  been  sued.  The 
court  held  that  suit  against  the  maker  was  not  necessary 
and  entered  judgment  for  Davis.  Brown's  defense  to 
the  second  suit  was  an  agreement  with  Davis  by  which 
Brown  was  exempt  from  responsibility  upon  his  endorse- 
ments. Davis  urged  that  this  defense  was  not  open  to 
Brown  because  it  had  not  been  advanced  in  the  first  suit. 
The  Supreme  Court  held  that  the  new  defense  was  not 
barred,  saying: 

"When  a  judgment  is  offered  in  evidence  in  a 
subsequent  action  between  the  same  parties 
upon  a  different  demand,  it  operates  as  an  es- 
toppel only  upon  matter  actually  at  issue  and 
determined  in  the  original  action." 

At  first  glance  it  might  seem  as  though  the  second 
case  turned  upon  the  same  question  as  the  first  case; 
namely,  whether  Brown  was  responsible  to  Davis  as  an 
indorser.  But  this  is  a  general  statement  covering  two 
different  specific  questions,  one  of  which  was  the  ques- 
tion actually  considered  in  the  first  case,  and  the  other, 
the  specific  question  offered  in  the  second  case. 

The  leading  case  of  Cromwell  vs.  County  of  Sac,  94 
U.  S.,  351,  presents  a  similar  situation.  A  first  action 
upon  the  coupons  of  some  bonds  was  defeated  upon 
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proofs  that  the  issue  of  the  bonds  was  fraudulent,  there 
being  no  evidence  that  the  plaintiff  was  a  purchaser 
without  notice  of  the  fraud.  In  the  second  action  upon 
other  coupons  of  the  same  bonds,  the  same  plaintiff 
advanced  proofs  that  he  was  a  purchaser  without  notice. 
The  defendant  contended  that  these  proofs  were  barred 
by  the  prior  litigation,  but  this  contention  was  over- 
ruled on  the  ground  that  the  specific  matter  now  offered 
by  the  plaintiff  had  not  been  considered  in  the  prior  case. 
Mr.  Justice  Field,  speaking  for  the  court,  said: 

".  .  .  Where  the  second  action  between  the  same 
parties  is  upon  a  different  claim  or  demand,  the 
judgment  in  the  prior  action  operates  as  an  es- 
toppel only  as  to  those  matters  in  issue  or  points 
controverted,  upon  the  determination  of  which  the 
finding  or  verdict  was  rendered.  In  all  cases,  there- 
fore, where  it  is  sought  to  apply  the  estoppel  of  a 
judgment  rendered  upon  one  cause  of  action  to 
matters  arising  in  a  suit  upon  a  different  cause  of 
action,  the  inquiry  must  always  be  as  to  the  point 
or  question  actually  litigated  and  determined  in 
the  original  action,  not  what  might  have  been 
thus  litigated  and  determined.  Only  upon  such 
matters  is  the  judgment  conclusive  in  another 
action. 

"It  is  not  believed  that  there  are  any  cases 
going  to  the  extent  that  because  in  the  prior 
action  a  different  question  from  that  actually 
determined  might  have  arisen  and  been  litigated, 
therefore  such  possible  question  is  to  be  considered 
as  excluded  from  consideration  in  a  second  action 
between  the  same  parties  on  a  different  demand, 
although  loose  remarks  looking  in  that  direction 
may  be  found  in  some  opinions.  On  principle,  a 
point  not  in  litigation  in  one  action  can  not  be 
received  as  conclusively  settled  in  any  subsequent 
action  upon  a  different  cause,  because  it  might 
have  been  determined  in  the  first  action. 

"Various  considerations,  other  than  the  actual 
merits,  may  govern  a  party  in  bringing  forward 
grounds  of  recovery  or  defence  in  one  action,  which 
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may  not  exist  in  another  action  upon  a  different 
demand,  such  as  the  smallness  of  the  amount  or 
the  value  of  the  property  in  controversy,  the 
difficulty  of  obtaining  the  necessary  evidence,  the 
expense  of  the  litigation,  and  his  own  situation 
aft  the  time.  A  party  acting  upon  considerations 
like  these  ought  not  to  be  precluded  from  contest- 
ing in  a  subsequent  action  other  demands  arising 
out  of  the  same  transaction.  A  judgment  by  de- 
fault only  admits  for  the  purpose  of  the  action  the 
legality  of  the  demand  or  claim  in  suit;  it  does 
not  make  the  allegations  of  the  declaration  or 
complaint  evidence  in  an  action  upon  a  different 
claim.  The  declaration  may  contain  different 
statements  of  the  cause  of  action  in  different 
counts.  It  could  hardly  be  pretended  that  a 
judgment  by  default  in  such  a  case  would  make 
the  several  statements  evidence  in  any  other 
proceeding."  Boyleau  vs.  Rutlin,  2  Exch.,  665, 
681;  Hughes  vs.  Alexander,  5  Duer.,  493. 

Last  Chance  vs.  Tyler,  157  V.  S.,  683,  may  be  in  con- 
flict to  some  extent  with  these  authorities.  The  second 
suit  was  found  to  be  based  upon  a  different  demand,  but 
was  held  to  be  barred  by  a  finding  of  fact  in  the  prior 
suit  which  was  controlling  upon  the  question  raised  in 
the  second  suit.  The  defendant  had  withdrawn  his 
answer  in  the  prior  suit  and  there  was  no  actual  consid- 
eration of  the  question  in  that  case  upon  specific  affirma- 
tion and  denial.  Many  other  cases  can  undoubtedly  be 
found  to  the  same  effect.  Beloit  vs.  Morgan,  7  Wallace, 
619,  seems  also  to  be  in  conflict  with  these  cases  and 
cites  several  authorities  which  likewise  conflict  there- 
with. 

The  second  decision  of  the  Court  of  Appeals  of  the 
District  of  Columbia  in  the  opposition  of  Carter  Co. 
against  trade-mark  registration  by  Barclay  &  Barclay 
(Barclay  &  Barclay  vs.  Carter  Co.,  198  0.  G.,  238,  41 
App.  D.  C,  240),  already  twice  referred  to  herein,  fur- 
nishes an  interesting  example,  in  a  Patent  Office  case, 
of  an  estoppel  upon  the  successful  party  to  the  prior 
litigation  based  upon  a  finding  that  the  same  specific 
matter  had  been  considered  and  decided  against  him 
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in  the  prior  case.  The  first  opposition  of  the  Carter  Co. 
terminated  in  a  judgment  for  Barclay  &  Barclay  as  a 
result  of  the  failure  of  the  Carter  Co.  to  print  its  testi- 
mony. The  judgment  was  worded  "priority  of  adoption 
and  use  of  the  trade-mark  in  issue  is  awarded  to  Barclay 
&  Barclay."  In  the  second  proceeding,  which  was  held 
proper  because  Barclay  &  Barclay  had  put  their  applica- 
tion on  a  ten-year  basis  after  the  judgment  in  their  favor 
in  the  first  case,  Barclay  &  Barclay  contended  that  the 
mark  of  the  Carter  Co.  was  not  substantially  identical 
with  their  mark.  The  court  held  that  this  was  a  specific 
fact  which  was  settled  against  them  by  the  first  decision. 
A  demurrer  by  Barclay  &  Barclay,  based  upon  the 
ground  that  the  marks  of  the  two  parties  did  not  conflict, 
had  been  overruled. 

SUBJECT-MATTER— RELITIGATION  OF   THE 
SAME   DEMAND  AND  CAUSE  OF  ACTION. 

The  HpTTiftnH  is  the  th_ing_sued  for  oj^th£_telief^saught;_ 
The  cause  of  action  is  the  fact,  or  state  of  facts,  upon 
which  the  JlenmncT  is  parsed,  considered  In  connection 
witE  £He  legal  right  to  relief  alleged  to  proceed  from  such 
fact  or  facts.  6  Cyc.,  705.  The  facts  or  occurrences  are 
not  themselves  the  cause  of  action,  although  they  are 
sometimes  so  designated,  nor  is  the  abstract  legal  right, 
considered  apart  from  the  facts  upon  which  it  rests  in  the 
particular  case.  If  I  trespass  on  your  property,  the  act 
of  trespass  together  with  the  right  to  damages  is  the 
cause  of  action.  Any  special  injury  to  the  property  with 
the  right  to  further  damages  therefor  would  be  a  different 
cause  of  action,  though  a  closely  related  one.  Also,  a 
second  act  of  trespass  and  the  right  to  further  damages 
therefor  would  constitute  a  different  cause  of  action 
and  support  another  demand. 

What  may  here  be  called  the  second  rule  of  subject- 
matter  is  the  following:  After  a  final  judgment  upon  the 
merits  in  one  case,  the  same  cause  of  action  can  not  be 
relitigated.  That  the  cause  of  action  existed  or  did  not 
exist  is  settled  by  the  first  judgment,  against  all  further 
controversy  in  other  cases.  The  demand  of  the  first  suit 
is  put  at  rest  and  with  it  all  other  demands  which  amount 
merely  to  different  views  of  the  same  demand  and  are 
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part  of  the  same  cause  of  action.  The  losing  party, 
whether  plaintiff  or  defendant,  can  not  thereafter  advance 
anything,  either  as  pleading  or  evidence,  whether  pre- 
viously advanced  or  considered  or  not  previously  ad- 
vance or  considered,  to  obtain  a  different  ruling  upon 
the  same  cause  of  action.  And  a  defendant  must  put 
forth  every  defense  which  is  available  to  him  to  defeat 
the  demand  of  the  plaintiff,  except  a  set-off  or  counter- 
claim, and  these  are  also  res  adjudicata  if  pleaded  and 
adjudicated.    23  Cyc,  1195-1206. 

The  following  cases  are  examples  of  the  operation  of 
the  doctrine  of  res  adjudicata  to  prevent  a  defeated 
party  from  relitigating  the  same  cause  of  action  even 
though  new  grounds  of  recovery  or  defense  are  offered 
in  the  second  case. 

In  TJ.  8.  vs.  Cal.  &  Ore.  Land  Co.,  192  U.  S.,  355,  the 
United  States  had  sued  for  the  recovery  of  some  lands 
which  had  been  granted  by  patents.  The  ground  of 
recovery  set  up  in  the  first  suit  was  that  the  patents  had 
become  forfeited.  The  judgment  was  for  the  defendant. 
The  United  States  brought  another  suit  for  the  lands, 
this  time  on  the  ground  that  these  lands  were  excepted 
from  the  original  grant.  The  court  held  that  both  suits 
were  based  upon  the  same  cause  of  action  and  that  the 
United  States  was  therefore  bound  to  bring  forward  in 
the  first  suit  all  the  grounds  that  it  had  for  avoiding  the 
patents,  and  was  bound  by  the  decree  dismissing  that 
suit.  Justice  Holmes,  speaking  for  the  majority  of  the 
court,   said: 

.  .  .  the  whole  tendency  of  our  decisions  is  to 
require  a  plaintiff  to  try  his  whole  cause  of  action 
and  his  whole  case  at  one  time.  He  can  not  even 
split  up  his  claim,  .  .  .  and  a  fortiori  he  can  not 
divide  his  grounds  of  recovery. 

In  Werlein  va.  New  Orleans,  177  U.  S.,  390,  some  city 
lands  were  sold  by  the  United  States  marshal  upon  a 
judgment  against  the  city  in  favor  of  one  Klein.  The 
city  brought  suit  before  the  sale  was  consummated  to 
prevent  the  sale,  alleging  that  Klein  had  assigned  his 
judgment,  etc.  The  city  lost.  The  sale  was  consummated 
and  the  property  transferred  to  Werlein.    The  city  sued 
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Werlein  to  recover  the  land.  The  new  ground  was  set 
up  that  this  land  was  exempt  from  attachment  because 
of  its  special  public  character.  The  Supreme  Court  held 
that  this  would  have  been  ground  for  judgment  for  the 
city  in  the  prior  suit,  but  that  the  cause  of  action  in 
both  suits  was  the  same  and  that  the  second  suit  must 
therefore  be  dismissed  on  the  ground  of  res  adjudicata. 
Referring  to  the  first  suit  by  the  city  against  Klein,  the 
court  said: 

The  threatened  sale  might  have  been  illegal 
for  a  number  of  reasons,  based  upon  widely 
divergent  facts,  but  whatever  those  reasons  were, 
the  facts  upon  which  they  rested  were  open  to 
proof  in  the  chancery  action,  and  if  the  city  de- 
sired the  benefit  of  them,  they  should  have  been 
alleged  and  proved.  It  would  seem  to  be  quite 
clear  that  the  plaintiff  could  not  be  permitted  to 
prove  each  independent  fact  in  a  separate  suit. 

In  Davis  vs.  Brown,  94  I).  S.,  423,  the  following  clear 
statement  of  this  principle  is  found  as  a  dictum: 

So  far  as  the  demand  involved  in  an  action  is 
concerned,  the  judgment  has  closed  all  contro- 
versy; its  validity  is  no  longer  open  to  contradic- 
tion, whatever  may  have  been  said  at  the  trial  for 
or  against  it.  The  judgment  is  not  only  conclu- 
sive as  to  what  was  actually  determined  respect- 
ing such  demand,  but  as  to  every  matter  which 
might  have  been  brought  forward  and  determined 
respecting  it. 

See  also  Dowell  i«.  Applegatc,  152  V.  S.,  327;  also  St. 
Louis  vs.  Wabash,  152  Fed.,  849  (C.  C.  A.),  wherein  it 
was  held  to  be: 

.  .  .  the  indubitable  rule  of  law  that  in  a  second 
suit  between  the  same  parties  or  those  in  privity 
with  them  upon  the  same  claim  or  demand,  a 
judgment  on  the  merits  is  conclusive,  not  only  as 
to  every  matter  offered,  but  as  to  every  admissible 
matter  which  might  have  been  offered  to  defeat 
the  claim  or  demand. 
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The  important  patent  case  of  Bradley  vs.  Eagle,  C.  D., 

1894,  page  12  (C.  C.  A.),  is  an  example  of  the  rule  in 

operation  against  a  losing  defendant.    The  court  held 

I     that  a  new  defense  of  invalidity  which  could  have  been 

i     offered  in  a  prior  suit  between  the  same  parties  upon  the 

I     same  patent  does  not  escape  the  rule  of  res  adjudicate. 

!     The  second  suit  was  necessary  in  order  to  reach  parties 

who  were  in  privitj'  with  the  defendant  in  the  first  suit 

but  were  not  named  therein. 

In  the  leading  case  of  Cromwell  vs.  County  of  Sac,  94 
U.  S.,  351,  the  rule  in  those  cases  where  two  suits  are 
based  upon  the  same  cause  of  action  is  fully  stated.  Re- 
ferring to  the  first  judgment  Justice  Field  said: 

.  .  .  It  is  a  finality  as  to  the  claim  or  demand  in 
controversy,  concluding  parties  and  those  in 
privity  with  them,  not  only  as  to  every  matter 
which  was  offered  and  received  to  sustain  or 
defeat  the  claim  or  demand,  but  as  to  any  other 
admissible  matter  which  might  have  been  offered 
for  that  purpose.  Thus,  for  example,  a  judgment 
rendered  upon  a  promissory  note  is  conclusive  as 
to  the  validity  of  the  instrument  and  the  amount 
due  upon  it,  although  it  be  subsequently  alleged 
that  perfect  defences  actually  existed,  of  which  no 
proof  was  offered,  such  as  forgery,  want  of  con- 
sideration, or  payment.  If  such  defences  were 
not  presented  in  the  action,  and  established  by 
competent  evidence,  the  subsequent  allegation 
of  their  existence  is  of  no  legal  consequence.  The 
judgment  is  as  conclusive,  so  far  as  future  pro- 
ceedings at  law  are  concerned,  as  though  the  de- 
fences never  existed.  The  language,  therefore, 
which  is  so  often  used,  that  a  judgment  estops 
not  only  as  to  every  ground  of  recovery  or  defence 
actually  presented  in  the  action,  but  also  as  to 
every  ground  which  might  have  been  presented, 
is  strictly  accurate,  when  applied  to  the  demand 
or  claim  in  controversy.  Such  demand  or  claim, 
having  passed  into  judgment,  can  not  again  be 
brought  into  litigation  between  the  parties  in 
proceedings  at  law  upon  any  ground  whatever. 
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In  the  following  suits  where  the  controversy  was 
whether  two  cases  presented  the  same  or  different  causes 
of  action,  the  causes  of  action  were  held  to  be  the  same. 

Werlein  w.  New  Orleans,  177  U.  S.,  390:  This  is  the 
case  already  mentioned  where  the  city  sued  one  Klein  to 
prevent  him  from  having  some  city  lands  sold  to  satisfy 
a  judgment  against  the  city.  The  city  lost  and  the  lands 
were  sold.  The  city  then  brought  suit  against  a  purchaser 
to  recover  them.  The  ground  of  the  first  suit  was  that 
Klein  had  assigned  his  interest  in  his  judgment  against 
the  city,  and  in  the  second,  that  the  lands  were  not 
alienable  for  the  city's  debts.  The  Supreme  Court  held 
that  the  sole  cause  of  action  in  the  first  suit  was  the 
supposed  illegality  of  the  threatened  sale  and  that  the 
sole  cause  of  action  in  the  second  suit  was  the  supposed 
illegality  of  the  consummated  sale  and  that  these  were  the 
same  thing  in  different  forms.    Justice  Peckham  said: 

The  demand  in  the  later  case  is  simply  altered 
to  conform  to  the  fact  that  there  had  been  a  sale 
of  the  property. 

In  Dowell  vs.  Applegate,  152  TJ.  S.,  327,  asccond  suit 
was  brought  for  a  portion  of  the  land  that  was  sought 
in  the  first  suit.  The  plaintiff  having  failed  in  the  first 
suit  based  the  second  suit  on  a  title  to  the  portion  of  the 
land  to  which  this  suit  related,  which  did  not  apply  to 
the  entire  land.  It  was  held  that  the  cause  of  action  in 
the  two  proceedings  was  the  same. 

Also  TJ.  S.  ra.  Cal.  &  Oregon  Land  Co.,  192  U.  S„  355, 
and  Stockton  vs.  Ford,  18  How.,  418. 

In  the  following  suits  causes  of  action  were  held  to  be 
different : 

Nesbit  w.  Riverside,  144  TJ.  S.,  010.  The  holder  of 
five  bonds  issued  at  one  time  as  part  of  a  series,  first 
sued  on  the  coupons  of  two  of  the  bonds  and  won.  He 
then  sued  upon  all  of  the  bonds.  Justice  Brown  said: 

Each  coupon  is  a  separate  promise  and  gives 
rise  to  a  different  cause  of  action.  It  may  be 
detached  from  the  bond  and  sold  by  itself.  In- 
deed the  title  to  several  matured  coupons  may  be 
in  as  many  different  persons,  and  upon  each  a 
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distinct  and  .separate  action  may  be  maintained. 

Though  the  promises  are  upon  the  same  paper 
they  are  as  distinct  as  if  in  different  instruments. 

In  Cromwell  vs.  County  of  Sac,  supra,  suits  upon 
different  coupons  of  the  same  bonds  were  held  to  be 
based  upon  different  causes  of  action. 

In  Davis  r*.  Brown,  94  U.  S-,  423,  successive  suits 
upon  different  notes  of  the  same  series  and  all  subject 
to  the  same  agreement  were  held  to  be  based  on  dif- 
ferent causes  of  action. 

In  Washington  e*.  Sickles,  24  Howard,  333,  suits  for 
different  installments  of  royalty  for  the  use  of  an  in- 
vention were  held  to  present  different  causes  of  action. 

The  interesting  question  at  this  point  is:  What  is  the 
cause  of  action  in  a  contested  case  in  the  Patent  Office? 
In  a  patent  interference  the  cause  of  action  of  any  party 
is  believed  to  consist  of  all  his  inventive  acts  (so  far  as 
relevant  to  a  decision  upon  the  issue)  which  led  to  his 
production  of  the  specific  thing  upon  which  the  issue 
rents  in  his  application,  taken  in  connection  with  his 
right  to  an  award  of  priority  if  his  opponent  was  not 
prior  to  him  in  the  invention  of  the  subject-matter  of 
the  issue.  The  filing  of  his  application,  where  offered  as 
a  constructive  reduction  to  practice,  is  included  as  one 
of  his  inventive  acts.  And  an  applicant's  right  to  have 
a  patent  granted  to  him  for  the  invention  in  issue,  in 
the  event  that  he  is  the  prior  inventor  thereof,  is  prob- 
ably a  part  of  his  cause  of  action  along  with  his  right  to 
an  award  of  priority  under  such  circumstances.  It  is 
believed,  therefore,  that  each  party  to  a  patent  inter- 
ference has  a  cause  of  action  which  is  substantially 
independent  from  that  of  his  opponent.  The  patent 
interference  in  this  respect  is  unlike  the  ordinary  action 
or  suit  in  the  courts,  but  as  has  already  been  stated, 
resembles  a  suit  in  which  a  defendant  asserts  a  counter- 
claim, or  in  which  a  cross-bill  has  been  filed  demanding 
affirmative  action  for  the  defendant.  Upon  the  issue  of 
originality,  in  those  cases  where  the  invention  has  only 
been  made  once  and  the  question  is  which  party  is  the 
inventor,  the  causes  of  action  of  both  parties  are  founded 
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in  the  same  occurrences;  but  each  party's  alleged  right 
to  an  award  of  priority,  taken  in  connection  with  the 
facts  as  he  alleges  them,  probably  constitutes  his  cause 
of  action.  In  trade-mark  interferences  and  in  opposi- 
tions the  cause  of  action  is  likewise  double;  consisting 
of  each  party's  claimed  right  to  an  award,  or  to  registra- 
tion, as  founded  on  the  facts  which  he  alleges  in  support 
thereof.  In  interferences  in  which  a  patent  or  registra- 
tion is  involved,  and  in  applications  for  cancellation  of 
a  registration,  the  patentee  or  registrant  is  believed  to 
have  substantially  the  same  cause  of  action  against  his 
opponent  as  he  would  if  he  were  an  applicant.  The 
statute  gives  him  a  right  to  an  adjudication  in  his  favor 
if  he  is  the  first  inventor  or  real  owner,  and  this  right 
coupled  with  the  facts  upon  which  he  rests  this  right 
would  seem  to  constitute  a  cause  of  action  separate  from 
that  of  his  opponent. 

An  example  in  the  Patent  Office  of  consideration 
barred  because  the  same  matter  could  have  been  offered 
in  a  prior  proceeding  upon  the  same  cause  of  action, 
would  be  presented  if  a  losing  party  should  seek  a  second 
interference  onthe  same  issue,  in  order  to  prevail  by 
proof*  regarding  a  prior  machine  which  he  did  not 
attempt  _ta  pwwft  fa  fjie  former  proceeding;  also,  if  he 
should  seek  a  second  interference  in  order  to  take  testi- 
mony for  the  purpose  of  showing  for  the  first  time  con- 
cealment of  his  opponent's  invention  after  reduction 
to  practice.  The  second  contest  in  such  cases  would  so 
clearly  be  barred  by  the  law  of  res  adjudicate,  that  it  is 
not  often  pressed,  and  I  know  of  no  published  decisions 
where  such  simple  cases  were  presented. 

A  situation  has  arisen,  however,  where  the  question 
of  a  second  interference  is  believed  to  be  solved  by  the 
rule  against  successive  litigation  of  the  same  demand 
and  cause  of  action.  The  assignee  of  two  independent 
inventors,  after  losing  an  interference  with  another 
party  upon  the  application  of  one  of  his  assignors, 
sometimes  seeks  another  interference  with  the  same 
opponent  upon  the  same  invention  in  order  to  present 
the  case  of  his  other  assignor.  The  assignee  seeks  to 
present  in  the  second  interference,  as  the  basis  of  his 
demand  of  a  patent,  a  set  of  inventive  acts  entirely 
independent  of  those  which  he  presented  in  the  first 
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interference.  He  is  setting  up  the  claimed  patent  right 
of  another  person  and,  therefore,  a  different  claimed 
patent  right.  It  seems  to  me  that  he  is  asserting  a  dif- 
ferent cause  of  action  and  that,  regarding  him  merely 
as  the  plaintiff  in  both  interferences,  the  rule  of  res  ad- 
judicala  would  not  apply,  although  Powell  vs:  Apple- 
gate,  supra,  may  indicate  thatjtjvoyjd.  riut  regardless 
of  this  authority,  the  second  interference  in  such  cases 
is  believed  to  be  clearly  barred  by  the  fact  that  the 
second  interference  would  relitigate  the  same  cause  of 
action  of  the  opponent  of  the  assignee  of  two  inven- 
tors that  was  litigated  in  the  first  contest.  As  the  rule 
of  res  adjudicata  is  enforced  primarily  to  prevent  a  party 
who  presents  his  case  and  wins,  from  being  drawn  through 
another  contest  and  deprived  of  his  victory,  by  an 
opponent  whoJIaiJed  to  present  hisjvhole  case,  it  would 
seem  that  the  right  of  the  "assignee  of  two  inventors  to 
present  his  different  cause  of  action  in  a  second  case, 
would  have  to  give  way  to  the  right  of  his  opponent  to 
regard  his  single  cause  of  action,  and  the  single  demand 
which  he  rests  thereon,  as  finally  settled  by  the  first 
judgment.  In  short,  the  position  of  the  assignee  of  two 
inventors  as  a  defendant  in  the  first  interference  made 
JJt.  Ids  duty  to  Oppose  every  defense  at  his  command  to 
the  demand  of  his  plaintiff  opponent,  and  it  seems  to 
do  greater  violence  to  the  reasons  for  the  rule  of  res 
adjudicate  to  disregard  this  duty  of  his  as  a  defendant, 
than  to  disregard  his  possible  right  as  a  plaintiff  to  pre- 
sent his  different  causes  of  action  in  two  successive  in- 
terferences. The  following  decisions  holding  that  two 
interferences  can  not  be  had  under  these  circumstances 
arc  believed  to  be  justified  upon  these  considerations: 
Ex  parte  Temple  &  Goodrum,  76  O.  G.,  526;  Frickey  vs. 
Ogden,  199  0.  G.,  307. 

The  question  of  identity  of  cause  of  action  came  up 
in  the  trade-mark  opposition  of  Carter  Co.  vs.  Barclay, 
102  O.  G.,  785,  36  App.  D.  C,  123.  The  Carter  Co. 
opposed  the  application  for  registration  of  Barclay  on  the 
ground  that  the  opposer  was  the  owner,  by  prior  adop- 
tion, of  an  equivalent  mark.  A  general  judgment  was 
rendered  against  the  opposer  as  a  result  of  its  failure 
to  print  its  record.  Barclay's  application  was  then  re- 
jected on  the  ground  that  the  mark  was  non-technical, 
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ten  years  which  justifies  registration  of  non-technical 
marks.  The  Carter  Co.  brought  another  opposition 
which  the  Office  held  to  be  barred  by  the  rule  of  res  ad- 
judicata.  The  Court  of  Appeals  held,  however,  that  the 
cause  of  action  in  the  second  case  was  different,  as  a 
result  of  the  applicant's  action  after  the  first  judgment 
setting  up  the  ten  years  of  sole  use,  and  that  the  second 
contest  was  not  barred.  The  court  evidently  considered 
the  applicant  to  be  in  the  position  of  a  plaintiff  who 
first  demanded  a  technical  registration  and  then  de- 
manded a  ten  year  registration,  and  taking  this  view 
and  regarding  these  as  distinct  demands,  was  bound 
to  find  that  the  opposer's  defence  on  the  ground  that 
the  applicant  was  not  the  first  to  adopt  and  use  did  not 
preclude  the  opposer  from  later  defending  on  the  ground 
that  the  applicant  did  not  have  the  necessary  ten  years 
of  sole  use. 

SUB  JECT-MATTER— THE  SPLITTING  OF  UNITARY 
DEMANDS  AND  CAUSES  OF  ACTION. 

A  plaintiff  may  not  divide  a  unitary  demand  or  cause 
of  action  into  parts  and  sue  successively  upon  the  dif- 
ferent parts,  even  when  he  is  successful  in  the  first  suit. 
This  may  be  called  the  third  rule  of  subject-mutter. 
The  law  upon  this  subject  is  concisely  indicated  in  the 
following  extracts  from  the  Cyclopedia  of  Law  and 
Procedure,  Vol.  23,  pages  1174,  1178,  and  1180: 

Where  a  demand  or  right  of  action  is  in  its 
nature  entire  and  indivisible,  it  can  not  be  split 
up  into  several  causes  of  action  and  sued  piece- 
meal, or  made  the  basis  of  as  many  separate  suits; 
but  a  recovery  for  one  part  will  bar  a  subsequent 
action  for  the  whole,  the  residue,  or  another  part. 
A  particular  application  of  this  rule  is  that  a 
party  who  has  an  entire  claim  which  exceeds  in 
amount  the  jurisdiction  of  a  justice  of  the  peace, 
and  who,  to  bring  his  action  within  such  jurisdic- 
tion, divides  it  into  several  portions,  is  barred 
by  his  first  recovery  and  can  not  afterward  sue  for 
the  remaining  portions.    Neither  can  a  party,  by 


assigning  a  part  of  his  claim  to  another,  divide 
an  entire  cause  of  action  so  as  to  sustain  more 
than  one  suit  upon  it. 

An  entire  claim  arising  from  a  single  tort  can 
not  be  divided  and  made  the  subject  of  several 
suits;  a  judgment  upon  the  merits  in  respect  to 
any  part  will  be  available  as  a  bar  in  other  actions 
arising  from  the  same  cause,  the  rule  being  that 
plaintiff  must  include  in  the  one  action  all  the 
various  items  or  elements  of  his  damage,  and  re- 
cover all  the  compensation  he  is  entitled  to  for 
each  and  all  of  such  items,  including  prospective 
damages  in  cases  where  the  injury  was  single, 
complete,  and  not  repeated. 

The  rule  prohibiting  a  multiplicity  of  suits 
has  no  reference  to  a  case  where  the  party  has  no 
knowledge  of  his  means  of  redress ;  and  a  former  re- 
covery does  not  bar  claims  of  which  plaintiff  was 
ignorant,  although  they  existed  at  the  time  and 
might  have  been  joined.  And  some  of  the  deci- 
sions extend  this  exception  to  claims  or  items 
omitted  by  plaintiff,  not  through  ignorance  of 
them,  but  by  mere  mistake.  But  the  general  rule 
is  that  a  party  who  inadvertently,  or  by  his  own 
negligence  or  mistake,  and  without  fault  or  fraud 
of  the  adverse  party,  takes  judgment  for  a  sum  less 
than  his  actual  claim,  is  estopped  to  bring  a  second 
action  for  the  residue.  And  the  same  result  fol- 
lows where  claims  or  items  were  omitted  in 
consequence  of  the  mistake  or  erroneous  decision 
of  the  court  or  a  referee. 

A  party  is  not  ordinarily  prohibited  from  pressing  dis- 
tinct matters  in  successive  proceedings.  See  Black's 
"Judgments,"  Vol.  II,  sec.  732,  and  the  cases  cited  in 
Note  333.  The  author  quotes  from  Eastman  vs.  Porter, 
14  Wis.,  37,  which  states,  referring  to  the  rule  of  res 
adjudicata,  that  it — 

.  .  .  is  limited  in  its  application  to  those  mat- 
ters  which    the   parties,    under   their  pleadings 


35 

and  the  issue  joined  in  the  former  action,  might 
legitimately  have  controverted  and  have  had 
decided  by  the  verdict  and  j  udgment,  and 
haa  never  been  so  extended  as  to  compel  one 
party,  having  several  different  causes  of  action 
against  another,  to  join  them  in  one  action  be- 
cause they  were  of  such  a  character  that  the  law 
would  permit  their  union. 

The  rule  against  the  splitting  of  a  unitary  demand  or 
cause  of  action  best  explains  the  practice  of  Blackford  vs. 
Wilder,  127  O.  G.,  1255,  28  App.  D.  C,  535;  Wendc  vs. 
Horine,  129  O.  G.,  2858,  29  App.  D.  C,  415;  and  In  re 
Marconi,  179  O.  G.,  577,  38  App.  D.  C,  2SG.  These 
decisions  deny  the  losing  party  to  an  interference  the 
right  to  advance,  after  the  interference,  a  claim  which 
will  dominate  the  issue  of  the  interference.  Priority  upon 
the  narrower  claim  does  not  show  priority  upon  the 
broader  claim  as  a  matter  of  fact,  because  the  broader 
claim  may  be  proved  by  earlier  inventive  acts  which 
were  not  relevant  to  the  narrower  claim.  It  follows 
that  a  second  interference  upon  a  broader  claim  would 
not  be  a  relitigation  of  the  same  identical  demand.  But 
dominating  and  dominated  claims,  reading  as  they  do 
upon  the  same  specific  construction  in  either  party's 
application,  and  both  controlling  the  manufacture,  sale, 
and  use  of  the  same  specific  construction,  may  well  be 
considered  as  the  parts  of  a  unitary  subject-matter  of 
litigation;  and  the  demand  for  both  sets  of  claims,  as  a 
unitary  demand.  As  one  part  of  this  subject-matter  has 
passed  into  the  possession  of  the  successful  party  to  the 
interference  by  virtue  of  the  judgment  in  his  favor,  the 
rule  against  the  successive  presentation  of  different 
parts  of  a  unitary  demand  applies  to  estop  the  losing 
party  from  thereafter  advancing  the  other  part. 

The  same  or  equivalent  reasoning  supports  the  practice 
of  Carroll  vs.  Hallwood,  135  O.  G.,  896,  31  App.  D.  C, 
165,  by  which  the  losing  party  is  estopped  from  advancing 
any  claim  which  is  dominated  by  the  issue  if  it  reads  upon 
the  disclosure  of  the  successful  party. 

The  general  rule  against  the  splitting  of  demands  ap-  . 
plies  to  successful  parties  as  well  as  to  those  who  are  de- 
feated.   A  plaintiff  though  he  have  a  good  case  may  not 
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unnecessarily  harass  his  opponent  by  presenting  piece- 
meal demands,  as  is  pointed  out  in  the  above  quotations 
from  the  Cyclopedia  of  Law  and  Procedure.  How 
then  do  we  explain  our  practice  of  allowing  the  success- 
ful party  to  an  interference  to  advance  claims  after  the 
interference  which  dominate  the  issue  or  are  dominated 
thereby?  In  the  ordinary  case  in  court,  the  defendant  is 
in  possession.  The  successful  plaintiff  gets  what  he  asks 
for  in  the  first  suit.  It  is  impossible  to  give  him  any- 
thing else  which  he  may  later  demand,  without  taking 
the  same  out  of  the  possession  of  the  defendant  and  this 
is  what  the  courts  are  unwilling  to  do.  In  the  ordinary 
case  in  the  Patent  Office,  a  claim  advanced  by  one  party 
after  the  interference  has  not  been  made  by  the  other 
party.  It  is  something  which  has  not  been  in  the  pos- 
session of  either  party.  In  awarding  to  the  successful 
party  in  such  cases  the  newly  advanced  claim  which 
dominates  or  is  dominated  by  the  issue,  nothing  is  taken 
from  the  losing  party  which  has  been  in  his  possession. 
There  is  good  reason  why  the  losing  party  can  not  have 
such  claims,  as  we  have  seen.  But  there  appears  to  be  no 
reason  why  the  winning  party  should  not  have  them 
under  the  circumstances  stated. 

It  would  seem,  however,  where  the  losing  party  had  ad- 
vanced the  dominating  or  dominated  claims  before  the 
termination  of  the  interference,  and  particularly  where 
they  had  been  granted  to  him  in  a  patent,  that  the  situa- 
tion is  entirely  analogous  to  the  ordinary  case  in  court 
where  a  winning  plaintiff  is  estopped  from  disturbing 
the  losing  party  in  the  possession  of  anything  which  is  so 
closely  associated  with  what  was  asked  for  in  the  first 
suit  as  to  form  therewith  the  siibj  ect-matter  of  a  unitary 
demand.  It  has  been  held,  however,  in  the  case  of  Cross 
vs.  Rusby,  204  O.  G.,  321,  42  App.  D.  C,  341,  that  the 
winning  party  could  take  the  broad  claims  of  his  oppo- 
nent which  were  not  placed  in  issue,  even  though  his 
opponent  had  these  claims  in  a  patent  at  the  time  of  the 
judgment  in  the  first  interference.  The  law  of  unitary 
demand  was  not  discussed  in  this  decision.  The  fact 
that  in  Cross  vs.  Rusby  the  patent  of  the  losing  party 
was  not  in  the  interference,  and  possibly  not  known  to 
the  winning  party  before  the  judgment  in  the  interfer- 
ence, leaves  it  an  open  question  whether  a  winning  party 
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may  assert  after  the  interference  claims  dominating  the 
issue,  or  dominated  thereby,  which  were  standing  in  the 
losing  party's  application  or  patent  in  interference  during 
the  interference. 

New  claims  advanced  after  the  award  of  priority  has 
become  final  which  do  not  dominate  the  issue  and  are 
not  dominated  thereby  may  be  directed  entirely  to  a 
part  of  the  structure  or  process  disclosed  by  both  parties 
which  is  different  from  that  to  which  the  issue  was  di- 
rected; or  they  may  be  claims  which  are  broader  than 
the  issue  in  some  respects  and  narrower  in  others.  In 
either  event,  it  would  seem  that  they  would  be  governed 
by  the  same  considerations  above  set  forth  for  claims 
which  dominate  the  issue  and  are  dominated  thereby, 
if  the  subject-matter  thereof  is  essential  to  the  full  enjoyment 
of  the  invention  in  issue. 

In  other  words,  all  matter  common  to  both  parties' 
inventions  which  is  essential  to  the  full  practical  enjoy- 
ment of  the  matter  in  issue  naturally  forms  with  the 
matter  in  issue  a  unitary  subject  of  litigation.  All  pos- 
sible claims  to  such  matter  form  with  the  -claims  in  issue 
a  unitary  subject  of  demand.  Each  party  to  the  inter- 
ference stands  as  a  plaintiff  demanding  the  claims  in 
issue.  A  judgment  for  one  party  upon  the  issue  puts 
the  subject-matter  of  the  issue  into  his  possession,  and 
the  other  party  stands  as  a  losing  plaintiff  who  is  barred 
from  interfering  with  the  full  enjoyment  of  the  subject- 
matter  in  issue  by  the  successful  party  by  thereafter 
advancing  any  other  portion  of  the  same  unitary  demand. 
The  successful  party  may  advance  such  claims,  however, 
if  these  claims  were  not  obtained  or  advanced  by  the 
losing  party  before  the  judgment  in  the  interference, 
and  possibly  even  then,  as  appears  from  Cross  m.  Rusby, 
supra. 

Claims  which  do  not  interfere  with  the  full  practical 
enjoyment  by  the  winning  party  of  the  specific  structure 
or  process  upon  which  the  issue  rests  in  his  application 
may  be  advanced  by  the  losing  party  as  well  as  by  the 
successful  party,  so  far  as  any  principle  of  res  adjudicate 
is  concerned,  of  whieh  I  am  aware.  It  seems  impossible 
to  regard  the  subject-matter  of  such  claims  and  the  sub- 
ject-matter of  the  issue  as  the  parts  of  any  unitary  whole. 
The  only  reason  for  preventing  a  second  interference  in 


such  cases  that  would  not  equally  apply  to  bar  any 
second  litigation  in  court  of  matter  which  was  available 
for  litigation  at  the  time  of  a  first  suit  or  action  between 
two  parties,  must  be  found  in  the  fact  that  the  Patent 
Office  can  not  assess  costs,  and  in  the  fact  that  the 
second  interference  may  result  in  delay  in  the  issue  of  a 
patent  upon  the  subject-matter  of  the  first  interference; 
though  it  could  hardly  necessitate  any  delay  in  such 
cases.  It  has  been  suggested  that  the  losing  party  to 
the  first  interference  may  be  regarded  as  estopped  in 
these  cases  by  the  general  doctrine  of  estoppel  in  pais 
because  of  the  injury  to  his  opponent  in  the  facts  just 
noted.  Injury  to  another  arising  from  the  failure  of  a 
party  to  speak  when  he  should  speak  ordinarily  estops 
such  party  from  speaking  later.  This  suggestion  carries 
conviction  in  those  cases  where  the  unsuccessful  party 
advances,  after  the  interference,  claims  which  were  in 
his  opponent's  application  during  the  interference.  But 
it  is  not  clear,  when  neither  party  had  the  new  claims 
during  the  interference,  and  such  claims  do  not  interfere 
with  the  full  enjoyment  of  the  subject-matter  in  issue  in 
the  first  interference,  that  the  hardship  upon  the  suc- 
cessful party  incident  to  a  second  interference  would  be 
due  any  more  to  his  opponent's  inaction  than  to  his  own. 
He  had  the  same  opportunity  to  advance  claims  to  the 
different  subject-matter  during  the  prior  contest  that 
his  opponent  had,  and  apparently  the  same  duty  to  do 
so  then  if  ever,  if  there  is  any  such  duty  under  such 
circumstances. 

The  case  of  New  Departure  Co.  vs.  Robinson,  188 
0.  G.,  1055,  39  App.  D.  C,  504,  appears,  from  the  claims 
quoted  in  the  decision,  to  be  a  case  in  which  the  claims 
in  the  two  interferences  overlapped  so  that  neither  set 
of  claims  dominated  the  other.  I  have  not  attempted 
to  determine  whether  the  structure  which  supported 
the  claims  of  the  second  interference,  in  the  application 
of  the  successful  party  to  the  first  interference,  was 
essential  to  the  full  practical  utilization  of  the  structure 
which  supported  the  claims  of  the  first  interference  in 
his  application.  This  point  was  not  discussed  in  the 
decision,  but  the  subject-matter  of  the  two  sets  of  claims 
was  so  closely  interrelated  that  this  may  well  have  been 
assumed  to  be  the  case.     The  losing  party  to  the  first 


interference  was  held  to  be  estopped  from  presenting 
the  new  claims. 

THE  EFFECT  OF  A  DIFFERENCE  OF  FORUM  -  OR 
OF  A  DIFFERENCE  IN  THE  CHARACTER  OF 
THE  TWO  PROCEEDINGS. 

Whether  judgments  of  the  courts  of  foreign  countries 
bar  litigation  of  the  same  matter  in  this  country  appears 
to  be  somewhat  unsettled.  They  are  sometimes  accepted 
as  final  determinations  and  sometimes  not;  in  some 
cases  they  are  given  prima  facie  effect,  and  in  some  cases 
they  are  taken  as  persuasive.  In  Hilton  vs.  Guyat,  159 
U.  S.,  113,  it  was  held  that  the  judgment  abroad  should 
be  accepted  as  conclusive  on  the  merits  unless  some 
special  ground  is  found  for -impeaching  it.  See  23  Cyc, 
1602-1611. 

A  final  judgment  on  the  merits  by  a  competent  court 
in  one  state  is  conclusive  on  the  merits  in  the  courts  of 
every  other  state  between  the  same  parties.  This  is 
required  by  the  "Full  Faith  and  Credit"  clause  of  the 
Federal  constitution  (Const.  TJ.  S.,  Ait.  IV.,  Par.  1;  see 
also  Rev.  Stat.,  Sec.  905.)  and  is  enforced  by  the  Supreme 
Court  of  the  United  States.  Harding  vs.  Harding,  198 
U.  8.,  317;  Carpenter  vs.  Strange,  141  U.  8.,  87;  23  Cyc, 
1M6  (b),  1551  (II),  and  1553  (b). 

The  same  rule  applies  between  the  courts  of  the  dif- 
ferent Federal  circuits.  In  Rubber  Co.  vs.  Milwaukee, 
154  Fed.,  358,  it  was  said  by  the  circuit  court  of  appeals 
of  the  seventh  circuit,  referring  to  a  suit  in  the  sixth 
circuit  on  a  patent  to  Grant: 

.  .  .  The  defendant  in  that  particular  suit  has 
a  decree  on  which,  if  he  were  again  sued  on  the 
Grant  patent,  he  could  base  a  plea  of  rex  adjudi- 
caia.  That  plea  would  be  as  good  in  other  cir- 
cuits as  in  the  sixth. 

In  Kessler  tw.  Eldred,  206  U.  8.,  2S5,  Kessler  had  pre- 
vailed in  a  prior  suit  brought  by  Eldred  for  the  infringe- 
ment of  a  patent.  Mr.  Justice  Moody,  delivering  the 
opinion  of  the  court,  said  of  the  prior  judgment: 

This  judgment,  whether  it  proceeds  upon  good 
reasons  or  upon  bad  reasons,  whether  it  was  right 
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or  wrong,  settled  finally  and  everywhere  and  so 
far  as  Eldred,  by  virtue  of  his  ownership  of  the 
Chambers  patent,  was  concerned,  that  Kessler 
had  the  right  to  manufacture,  use  and  sell  the 
electric  cigar  fighter  before  the  court.  The  court 
having  before  it  the  respective  rights  and  duties 
on  the  matter  in  question  of  the  parties  to  the 
litigation,  conclusively  decreed  the  rights  of 
Kessler  to  manufacture  and  sell  his  manufactures 
free  from  all  interference  from  Eldred  by  virtue 
of  the  Chambers  patent,  and  the  corresponding 
duty  of  Eldred  to  recognize  and  yield  to  that 
right  everywhere  and  always. 

The  judgments  of  the  Federal  courts  are  binding 
between  the  same  parties  in  the  State  courts.  Dowel! 
vs.  Applegate,  152  TJ.  S.,  327.  And  the  judgments  of  the 
State  courts  are  binding  between  the  same  parties  in 
the  Federal  courts.  Stout  vs.  Lye,  103  U.  S.,  66;  Bmar 
vs.  Campbell,  177  V.  S.,  649;  Fayerweather  vs.  Ritch, 
195  U.  S.,  277.  These  rules  also  are  enforced  by  the 
Supreme  Court  of  the  United  States. 

Judgments  at  law  are  conclusive  in  equity  proceedings 
between  the  parties,  and  decrees  in  equity  are  binding 
in  proceedings  at  law  between  them.  Hopkins  vs.  Lee, 
6  Wheat,  109;  Werlein  vs.  New  Orleans,  177  U.  P.,  390; 
23  Cyc,  1221  (3). 

And,  in  general,  it  is  immaterial,  as  between  different 
civil  proceedings,  that  the  character  of  the  two  proceed- 
ings is  different.  Black's  "Judgments,"  Chapter  18, 
part   3. 

The  operation  of  the  doctrine  of  res  adjudicate  between 
civil  cases  and  criminal  cases  is  concisely  set  forth  in  the 
Cyclopedia  of  Law  and  Procedure,  Vol.  23,  page  1348, 
as  follows: 

A  judgment  or  sentence  in  a  criminal  prosecu- 
tion is  not  admissible  in  evidence  in  a  subsequent 
civil  suit,  although  the  facts  in  controversy  may 
be  the  same,  or  although  the  rights  of  the  parties 
may  depend  upon  the  same  circumstances,  ex- 
cept where  the  mere  fact  of  conviction  or  ac- 
quittal becomes  a  relevant  circumstance  in  the 
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civil  suit,  and  with  the  further  exception  that  a 
criminal  sentence  or  acquittal  will  he  admissible 
in  evidence  in  a  subsequent  suit,  civil  in  form  but 
penal  in  character,  to  enforce  a  penalty  or  for- 
feiture of  property  against  the  same  defendant, 
on  the  same  state  of  facts;  and  the  judgment  in 
the  criminal  proceedings  may  be  admissible  as 
a  species  of  admission,  particularly  when  entered 
on  a  plea  of  "guilty."  Conversely  a  judgment  in 
a  civil  action  is  not  ordinarily  admissible  as  evi- 
dence in  a  subsequent  criminal  prosecution. 

Applying  these  principles  to  contested  cases  in  the 
Patent  Office,  it  seems  clear  that  the  Commissioner  is 
bound  by  a  decision  between  the  same  parties  in  any 
State  or  Federal  court.  But  following  the  rule  which  is 
applied  in  the  State  courts,  the  second  proceeding  must 
be  instituted  and  the  judgment  relied  upon  must  be 
properly  proved  in  that  proceeding.  23  Cyc.,  1550  (3). 
And  it  would  seem  that  the  Commissioner  would  not 
be  bound  where  the  prior  ruling  was  made  in  a  proceed- 
ing in  which  proof  less  in  character  or  quantity  was  re- 
quired than  is  required  in  the  proceeding  in  the  Patent 
Office. 

The  decision  upon  priority  in  an  interference  will  not 
bar  a  suit  under  Section  4915  It.  S.  to  compel  the  Com- 
missioner to  issue  a  patent  to  the  losing  party.  And  it 
would  appear  that  nothing  determined  in  the  interfer- 
ence would  be  res  adjudicala  in  such  a  suit.  In  the  de- 
cision of  the  Supreme  Court  in  Morgan  vs.  Daniels,  C  D. 
1894,  page  285,  referring  to  a  suit  under  Section  4915 
R.  S.,  the  Court  said: 

It  is  a  controversy  between  two  individuals 
over  a  question  of  fact  which  has  once  been  settled 
by  a  special  tribunal  (the  Patent  Office),  intrusted 
with  full  powers  in  the  premises.  As  such  it  might 
be  argued,  were  it  not  for  the  terms  of  the  statute, 
that  the  decision  of  the  Patent  Office  was  a  finality 
upon  every  matter  of  fact. 

And  it  was  held  that  the  decision  in  the-  original  in- 
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terference   proceeding,    though  entitled   to  very  great 
weight,  was  not  absolutely  binding. 

The  same  doctrine  seems  to  have  been  extended  to  ordi- 
nary suits  for  infringement  under  Section  4920  R-  S.  When 
the  losing  party  to  an  interference  is  sued  by  the  suc- 
cessful party  for  infringement,  the  decisions  indicate  that 
the  defendant  is  not  precluded  from  raising  the  same 
question  of  priority  that  was  litigated  in  the  interference. 
Computing  Scale  Co.  vs.  Standard  Scale  Co.,  195  Fed., 
508  (C.  C.  A.  G);  Hillard  vs.  Remington,  186  Fed.,  334 
(C.  C.  A.  2) ;  Novelty  vs.  Brookfield,  170  Fed.,  946  (C.  C. 
A.  3) ;  Roth  vs.  Harris,  168  Fed.,  279  (C.  C.  A.  2).  These 
decisions  are  not  satisfactory  upon  this  point.  The  con- 
clusion is  reached  without  discussion,  apparently  upon 
the  authority  of  Morgan  vs.  Daniels,  supra.  But  Morgan 
vs.  Daniels  was  based  upon  the  fact  that  the  proceeding 
under  Section  4915  is  particularly  authorized  by  statute 
for  the  purpose  of  reconsidering  the  same  matter  between 
the  same  parties  and  is  believed  to  have  no  application 
to  the  suit  under  Section  4920.  Seetion  4920  R.  S.  deals 
with  the  rights  of  defendants  generally.  It  does  not  pur- 
port to  accord  to  parties  who  have  failed  in  an  inter- 
ference any  right  of  relitigation  in  contravention  of  the 
rule  of  res  adjudicate,  as  does  Section  4915.  In  Davis 
et  al.  vs.  National  Co.,  164  Fed.,  191  (C.  C.  A.),  it  was 
held  that  the  doctrine  of  res  adjudicata  did  not  apply  in 
these  cases  because  of  the  interest  of  the  public,  but  it 
would  seem  that  the  public  would  be  fully  taken  care  of 
by  the  right  of  any  other  member  thereof  than  the  de- 
feated  interferant,    when   sued,    to   make   any   proper 

In  National  Co.  vs.  Wheeler,  79  O.  G.,  1863  (C.  C.  A., 
2),  it  was  suggested  that  the  doctrine  of  res  adjudicata 
might  apply  in  these  cases,  and  this  seems  to  me  to  be  the 
correct  conclusion.  Even  if  it  be  held  that  the  suit 
for  infringement  and  the  interference  proceeding  present 
different  demands  and  different  causes  of  action,  any 
specific  matter  offered  for  determination  in  the  inter- 
ference and  actually  determined  therein,  as  a  basis  for 
the  decision  upon  priority,  would  seem  clearly  to  be  con- 
clusively and  finally  determined,  by  the  operation  of  the 
general  principles  of  the  doctrine  of  res  adjudicata 
herinabove  discussed. 
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The  authorities  cited  hold,  and  without  question 
rightly  hold,  that  the  losing  party  to  the  interference  is 
not  ordinarily  barred,  when  sued  by  the  successful  party 
for  infringement,  from  setting  up  non-infringement, 
anticipation  by  the  prior  art  other  than  his  own  alleged 
prior  invention,  or  want  of  invention. 

COLLATERAL  ATTACKS  UPON  JUDGMENTS. 

The  general  rule  is  that  a  judgment  must  be  attacked 
directly  in  the  same  proceeding  in  which  it  was  rendered 
or  in  some  other  special  proceeding  which  is  recognized 
as  a  proper  proceeding  for  that  purpose. 

The  judgment  is  not  open  to  contradiction  or 
impeachment,  in  respect  to  its  validity,  verity,  or 
binding  effect,  by  parties  or  privies,  in  any  col- 
lateral action  or  proceeding.    23  Cyc.,  1055. 

Exceptions  are  made,  however,  where  the  prior  judg- 
ment was  rendered  by  a  court  which  did  not  have  juris- 
diction of  the  subject-matter  (23  Cyc,  1070,  et  seq.), 
or  of  a  party  thereto.  And  exceptions  are  sometimes 
made  where  there  was  fraud  in  the  very  act  of  obtaining 
the  judgment.  But  a  party  can  not  show  in  a  second 
interference  that  a  concession  upon  which  the  judgment 
against  him  in  the  first  interference  was  based,  was  ob- 
tained by  duress.  Nelson  vs.  Felsing,  142  O.  G.,  289, 
32  App.  D.  C,  420. 

SUMMARY. 

A  brief  review  will  serve  as  a  conclusion.  To  render 
legal  proceedings  effective  and  to  prevent  them  from 
becoming  unduly  burdensome,  the  right  to  further  liti- 
gate after  a  first  determination  has  been  restricted  in 
many  ways.  Certain  of  the  most  important  rules  or 
principles  which  are  directed  to  this  end  constitute  what 
is  known  as  the  doctrine  of  res  adjudicate. 

The  distinctive  characteristics  of  this  doctrine  are  that 
it  applies  only  after  a  judgment  which  must  have  been 
(1)  final;  (2)  on  the'merits,  actually  or  constructively, 
and  (3)  in  a  proceeding  between  the  same  parties. 

The  operation  of  this  doctrine  is  to  bar  further  litiga- 
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tion  (1)  of  any  matter  specifically  decided  by  the  judg- 
ment or  as  a  basis  therefor;  (2)  of  the  same  demand  or 
cause  of  action,  and  (3)  of  any  part  of  the  same  unitary 
subject  of  demand  of  which  the  prior  demand  is  also  a 
part. 

Collateral  characteristics  of  the  doctrine  are  (1)  that  it 
applies  between  proceedings  in  different  States,  in  differ- 
ent Federal  circuits,  and  between  State  and  Federal 
courts,  and  (2)  that  it  applies  in  general  between  differ- 
ent proceedings  regardless  of  a  diversity  in  the  character 
thereof. 

An  exception  to  the  doctrine  is  made,  and  a  judgment 
is  open  to  attack  in  an  independent  proceeding,  in 
cases  where  the  judgment  is  absolutely  void  because 
the  court  did  not  have  jurisdiction  of  the  subject-matter 
or  of  a  party,  and  sometimes  where  there  was  fraud  in 
the  very  act  of  procuring  the  judgment. 

April  22,  1915.  , 
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Trade  Marks 

By 

J.  H.  CARNES, 
Examiner  of  Trade-Marks  and  Designs. 


A  trade-mark  may  be  generally  defined  as  a  convenient 
way  of  disclosing  the  commercial  source  or  origin  of 
goods  which  are  sold  in  trade.  The  means  commonly  em- 
ployed for  this  purpose  is  either  a  word  or  symbol,  or  a 
combination  thereof.  There  is  a  popular  impression 
that  a  trade-mark  is  a  rather  recent  device  for  indicating 
the  origin  of  goods.  While  it  is  true  that  during  the  last 
thirty  years  there  has  been  a  very  great  increase  in  the 
use  of  trade-marks  in  this  and  foreign  countries  that  have 
extensive  commerce,  it  is  not  true  that  such  use  is  in  any 
way  novel  to  these  countries. 

Excavations  establish  that  the  Egyptians,  Phcenicians, 
Romans,  and  Greeks  all  used  marks  to  identify  their  prod- 
ucts sold  in  trade.  As  we  know,  the  RomanB  were 
great  traders  and  their  marks  are  found  on  many  of  their 
products,  such,  for  instance,  as  lamps,  food  delicacies, 
and  eye  salves.  Sometimes  these  marks  were  the  names 
of  the  slaves  who  made  the  articles,  but  the  representa- 
tions of  animals  and  other  objects  were  also  used.  From 
excavations  in  Pompeii,  small  jars  containing  fish  sauces 
and  charred  loaves  of  bread  have  been  found  bearing  the 
marks  of  the  manufacturer. 

During  the  middle  ages  marks  were  commonly  used  by 
the  skilled  artisans  of  the  guilds,  and  particularly  by  the  , 
publishers  of  books. 

Coming  down  to  modern  time,  we  find  that  in  this 
country  the  extensive  use  of  trade-marks  is  substantially 
coincident  with  the  present  era  of  commercial  expansion. 
This  period  is  fairly  well  identified  by  the  commence- 
ment of  extensive  litigation  in  connection  with  the  use  of 
these  marks.  The  books  show  this  to  be  late  in  the 
eighties,  or  about  thirty  years  ago.    It  was  not  until  1845 
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that  any  State  of  the  United  States  possessed  any  laws 
relating  to  the  improper  use  of  trade-marks.  The  first 
federal  law  providing  for  registration  was  that  of  the  act 
of  1870,  whieh  was  held  to  be  invalid.  The  present  law  of 
1905  superseded  the  act  of  1881,  which  in  many  respects 
it  resembles. 

The  first  recorded  trade-mark  case  is  said  to  have 
occurred  about  the  time  of  Queen  Elizabeth.  The  first 
recorded  American  trade-mark  case  proper  was  decided 
in  the  year  1837,  and  since  that  date  up  to  and  including 
the  year  1870,  but  sixty-two  cases  were  recorded.  ("Good 
Will,  Trade-Marks,  and  Unfair  Trading,"  page  49,  by 
Edward  S.  Rogers.)  Since  1890,  however,  there  has  been 
an  enormous  increase  in  the  number  of  recorded  cases 
and  it  is  still  increasing. 

The  definition  of  a  trade-mark  previously  given,  was 
not  intended  as  a  technical  one.  Many  attempts 
to  affirmatively  define  a  trade-mark  have  been  made. 
Some  of  these  are  given  by  the  United  States  Supreme 
Court  in  the  cases  of  McLean  vs.  Fleming,  13  O.  G.,  913, 
96  U.  S.,  215;  Columbia  Mill  Co.  vs.  Alcorn  et  al„  65 
0.  G.,  1916,  150  U.  S.,  460;  and  the  other  cases  cited 
therein.  Nevertheless,  each  writer  seems  to  find  it  nec- 
essary to  make  a  new  definition,  and  in  deference  to  this 
custom  the  following  one  is  given:  A  trade-mark  is  a 
means  capable  of  exclusive  use  by  a  trader  and  affixed 
to  the  goods  sold  for  the  purpose  of  enabling  the  pur- 
chasing public  to  identify  these  goods.  The  necessity  for 
identification  is  obvious  where  the  goods  are  made  by 
more  than  one  person.  Where  the  goods  are  all  made  by 
one  person,  as,  for  instance,  the  paper  used  by  this  Gov- 
ernment for  making  its  money,  there  is  no  necessity  or 
function  for  a  trade-mark.  It  is  equally  obvious  that 
there  would  be  no  incentive  to  make  a  good  article  unless 
the  buyer  could  definitely  ascertain  its  source.  The  con- 
verse is  equally  true,  that  no  one  who  makes  an  inferior 
article  and  sells  it  desires  to  identify  it  as  his  product. 
The  buyer  who  is  satisfied  with  the  product  and  the  way 
in  which  the  business  is  conducted  by  the  trader,  be- 
comes a  regular  customer.  It  is  this  friendliness  of  the 
buyer  that  is  the  basis  of  all  good  will  in  trade.  In  fact, 
good  will  in  trade  may  be  defined  as  the*collective  friend- 


liness  of  all  the  buyers  of  an  article.  From  the  stand- 
point of  the  trader,  the  creation  and  preservation  of  this 
good  will  may  be  said  to  be  his  ultimate  object  in  adopt- 
ing the  mark.  Under  modern  conditions  of  production 
and  distribution,  the  market  is  often  an  exceedingly 
extensive  one."  This  good  will  may  become,  therefore,  a 
property  right  of  great  value,  sometimes  exceeding  all  the 
other  assets  of  the  business.  It  is  only  as  a  trade-mark 
is  representative  of  this  good  will  that  it  has  any  value. 
This  varies  from  time  to  time  directly  as  the  amount 
of  this  good  will.  Increase  this  good  will  and  the  value 
of  the  mark  increases  accordingly.  Destroy  it,  'and  the 
value  of  the  mark  is  completely  destroyed. 

Thus,  "IVORY"  for  soap,  "ROYAL"  for  baking 
powder,  "UNEEDA"  for  soda  crackers,  and  "KODAK" 
for  cameras,  are  all  well  known  trade-marks  of  great 
value.  Pobably  the  value  of  each  of  them  is  in  excess  of 
$1,000,000  for  each  letter  in  the  word.  This  value 
does  not  depend  in  any  way  upon  the  nature  of  the  words 
chosen,  because  there  are  thousands  of  names  which  could 
equally  well  have  been  selected  instead  of  the  ones  ac- 
tually chosen,  without  in  any  way  affecting  the  identifi- 
cation of  the  goods.  The  value  of  each  of  these  marks 
depends  solely  on  the  good  will  which  each,  when  used  in 
connection  with  the  respective  products,  symbolizes  to 
the  regular  buyers  of  these  products.  It  is  a  very  true 
measure  of  their  appreciation  of  the  product. 

TRANSFER  OF  THE  TRADE-MARK  RIGHT. 

It  has  been  previously  pointed  out  that  a  trade-mark 
right  is  property.  As  such,  it  has  certain  inalienable  at- 
tributes. One  of  these  is  the  right  of  the  owner  to 
transfer  it.  The  failure  to  keep  clearly  in  mind  the 
real  nature  of  this  trade-mark  right  frequently  results  in 
erroneous  notions  as  to  what  is  transferred,  with  conse- 
quent loss  to  the  transferee.  It  has  been  previously 
pointed  out  herein  that  this  property  is  none  other  than 
the  good  will  or  reputation  associated  with  the  business 
and  the  abstract  mark  is  the  means  for  symbolizing  this 
good  will.  The  subject-matter  to  be  transferred  is  there- 
fore no  abstract  right  in  the  symbol  but  the  good  will  indi- 
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cated  by  the  symbol.  This  good  will  is  necessarily 
inseparable  from  the  business,  and,  therefore,  it  is  com- 
monly said  that  a  trade-mark  may  be  transferred  only 
with  the  business  in  which  it  is  used.  Notwithstanding 
that  this  principle  is  well  established  by  many  decisions 
of  the  courts  it  is  quite  common  for  persons  to  treat 
trade-marks  as  they  do  land  and  chattels.  Such  attempts 
are  not  only  absolutely  void  for  the  reason  just  stated, 
but  also  on  the  further  ground  that  they  are  against  pub- 
lic policy  in  that  they  obviously  tend  to  promote  decep- 
tion on  the  public  generally. 

What  has  been  stated  in  connection  with  the  transfer 
of  a  trade-mark  right  is  also  true  with  regard  to  licenses 
or  attempts  to  "farm  out"  a  trade-mark,  and  for  sub- 
stantially the  same  reasons.  The  sale  of  a  man's  business 
and  good  will  carries  with  it  the  right  to  use  the  trade- 
marks associated  therewith,  unless  the  mark  is  one  pecu- 
liarly and  essentially  personal  to  the  original  proprietor. 
In  considering  the  validity  of  a  transfer,  a  court  looks 
to  the  substance  and  not  to  the  form  of  the  transaction. 
It  is  sufficient  ii  it  appear  that  the  business  and  good  will 
associated  therewith  are  transferred, 

REGISTRATION. 

It  has  been  previously  explained  that  a  trade-mark 
right  is  created  by  prior  adoption  and  use  in  trade  and 
that  this  right  is  a  common  law  one.  This  common  law 
right  must  exist  before  any  one  has  the  right  to  file  an 
application  for  registration  of  a  trade-mark.  It  is  there- 
fore clear  that  registration  can  create  no  right  in  a  trade- 
mark. (Sarrazin  vs.  W.  R.  Irby  Cigar  &  Tobacco  Co. 
Ltd.,  88  O.  G.,  387;  Einstein  t».  Sawhill,  C.  D.,  1893,  677; 
Sleepy  Eye  Milling  Co.  vs.  C.  F.  Blanke  Tea  &  Coffee 
Co.,  85  O.  G.,  1905.)  A  certificate  of  registration 
granted  by  this  Office  is  prima  facie  evidence  that  the 
registrant  is  the  owner  of  the  trade-mark  right  existing 
before  the  filing  of  the  application  which  matured 
into  the  registration.  (Sec.  16  of  the  Trade-Mark  Act  of 
Feb.  20,  1905.)  That  is  to  say,  registration  under 
the  Federal  statute  creates  a'presumption'that'the  title 
to  the  trade-mark  is  in  the  registrant.    This  presumption 


is,  however,  not  conclusive  since  the  Office  may  grant 
at  any  time  to  another,  a  registration  for  the  same  trade- 
mark right  if  the  latter  establishes  adoption  and  co- 
tinuous  use  in  trade  as  of  a  date  prior  to  that  established 
by  the  registrant.  Moreover,  the  registration  may  be 
canceled  by  this  Office  upon  a  proper  showing.  Both  of 
these  occurrences  are  common. 

There  is  a  great  deal  of  misunderstanding  and  confu- 
sion in  the  mind  of  the  public  generally  regarding  the 
nature  of  a  trade-mark  registration.  It  is  commonly 
assumed  that  a  trade-mark  registration  is  like  a  patent  in 
that  it  is  in  the  nature  of  a  grant  of  a  monopoly  to  use  the 
mark  on  the  goods  described.  This  supposed  analogy  is 
false,  as  just  explained.  Nevertheless,  this  idea  is  deep- 
seated,  and  it  probably  results  in  the  filing  in  this  Office 
of  large  numbers  of  applications  for  registratioh  that 
would  not  be  filed  if  the  applicants  understood  that  the 
analogy  is  a  false  one.  It  seems  to  the  writer  that  if  a 
brief  statement  were  inserted  in  the  Rules  Relating 
to  the  Registration  of  Trade-Marks  it  would  help  a  great 
deal  in  removing  this  misconception  of  the  general  public. 

Registrations  are  of  several  kinds;  namely,  Federal, 
State,  and  Foreign.  Federal  registration  is  limited 
to  those  trade-marks  used  in  commerce  with  foreign 
nations,  among  the  several  States,  or  with  the  Indian 
tribes.  It  is  generally  considered  preferable  to  registra- 
tion by  the  State,  because  of  the  difference  in  territorial 
extent.  Most  of  the  States  of  the  United  States  have 
statutes  relating  to  the  registration  of  trade-marks 
which  are  issued  under  the  seal  of  the  Secretary  of  State. 
As  a  rule  no  anticipatory  search  is  made.  It  has  one  ad- 
vantage over  the  Federal  registration  in  that  it  enables 
the  owner  of  a  mark  to  avail  himself  of  the  criminal  statute 
which  frequently  is  the  only  effective  means  for  handling 
infringement  by  a  person  financially  irresponsible,  in- 
cluding as  it  does  the  imprisonment  of  the  infringer  as  a 
part  of  the  penalty.  The  effectiveness  of  the  criminal 
statute  to  discourage  infringement  has  long  been  recog- 
nized in  China,  where,  it  is  said,  the  penalty  is  decapita- 
tion. 

Foreign  registration  is,  of  course,  governed  by  the  laws 
of  each  country  in  which  registration  is  obtained.    The 


laws  of  the  several  countries  vary  considerably  from 
each  other  and  differ  fundamentally  from  our  own  in  one 
important  respect,  namely,  that  the  foreign  registration 
partakes  of  the  nature  of  a  grant.  In  some  foreign 
countries  no  right  to  a  mark  whatever  exists  prior  to  regis- 
tration. The  person  first  to  register,  rather  than  the 
person  first  to  adopt  and  use  in  trade,  is  the  owner  of  the 
mark.  In  this  country  the  trade-mark  right  must  exist 
before  the  filing  of  the  application  that  matured  into 
registration.  One  of  the  practical  consequences  to  citi- 
zens of  the  United  States  is  that  foreign  registrants  may 
bar  them  from  using  such  marks  in  those  countries. 
Registrations  of  marks  that  are  well  known  in  this  coun- 
try are  frequently  obtained  in  foreign  countries  with  no 
other  object  than  that  of  extorting  money  from  the 
owner  of  the  mark  in  this  country. 

The  right  to  obtain  the  registration  in  any  country  by 
a  foreigner  is  dependent  primarily  upon  international 
agreement  of  the  nations  interested.  Representatives  of 
the  latter  meet  from  time  to  time  in  convention  to 
formulate  uniform  rules  for  all  the  countries  repre- 
sented. The  acts  of  these  representatives  are  usually 
ratified  by  the  nations.  In  this  country  such  acts  are 
not  self-executing.  That  is  to  say,  unless  ratified  by  Con- 
gress, they  are  inoperative.  (Rousseau  vs.  Brown,  104 
0.  G.,  1120.)  An  instance  of  the  failure  of  this  country 
to  ratify  the  act  of  its  representatives  is  the  provision 
relative  to  registering  collective  marks.  A  collective 
mark  differs  from  an  ordinary  trade-mark  in  that  the 
right  to  use  it  is  not  confined  to  any  single  trader  and  is, 
therefore,  not  capable  of  ownership  by  the  latter.  It  is 
generally  originated  by  a  community  or  collection 
of  individuals  and  its  use  is  restricted  to  persons  for  a 
product  which  measures  up  to  a  predetermined  standard 
of  quality.  In  Denmark  and  Ireland  such  marks  are  in 
use  for  butter  and  lace,  respectively.  These  marks 
arc  not  registrable  in  this  country  but  are  registrable  in 
some  foreign  countries,  which  have  adopted  the  plan  of 
the  international  convention.  The  laws  of  each  country 
usually  provide  that  in  order  that  a  foreigner  may  secure 
registration,  the  country  to  which  an  applicant  belongs 
must  grant  reciprocal  privileges  to  citizens  of  the  country 


in  which  registration  is  sought.  The  comparatively 
recent  abrogation  "of  the  treaty  with  Russia  has  been  held 
to  preclude  citizens  of  that  country  and  residing  therein 
from  obtaining  registration  in  this  country. 

The  process  of  obtaining  a  registration  under  the  Fed- 
eral statutes  is  in  many  cases  very  simple.  The  applica- 
tion when  filed  in  the  Office  is  searched  for  registrafons 
that  may  anticipate  it.  If  none  are  found,  and™he 
mark  as  used  is  capable  of  exclusive  appropriation,  the 
application  is  then  published  for  thirty  days  in  the  Official 
Gazette  under  the  provisions  of  section  G.  Any  one 
who  believes  himself  to  be  damaged  by  the  issuance 
of  said  registration  may  file  a  notice  of  opposition  or,  if 
such  person  claims  ownership  to  the  mark  in  question, 
he  may  file  an  application  for  registration  and  request  an 
interference  with  the  other  application,  or  he  may  do  both. 
If  no  interference  is  declared  or  no  notice  of  opposition 
filed,  the  registration  is  issued  in  due  course.  If  the 
search  discloses  a  registration  which  shows  a  mark 
which,  in  the  opinion  of  the  Office,  so  resembles 
the  mark  sought  to  be  registered  that  concurrent  use  in 
trade  would  be  likely  to  cause  confusion  and  mistake  in 
the  mind  of  the  public  or  deceive  purchasers,  then 
registration  is  refused.  When  the  difficulty  of  satis- 
factorily determining  what  this  likelihood  is  is  kept  in 
mind,  it  is  easy  to  understand  why  the  issue  between 
the  Office  and  the  applicant  often  resolves  itself  into  a 
nice  little  academic  dispute,  wherein  one  side  emphasizes 
the  relative  prominence  of  the  differences  and  the  other 
the  similarity  of  the  features  common  to  the  two  cases. 
If  the  Office  adheres  to  its  refusal  to  register,  the  appli- 
cant may  still  continue  it  by  an  appeal  to  the  Court  of 
Appeals  of  the  District  of  Columbia.  From  the  record 
before  it,  neither  side  can  demonstrate  that  the  conclu- 
sion of  the  other  is  erroneous.  In  inter  partes  proceed- 
ings, both  in  the  Office  and  outside  of  it,  the  possibility 
of  producing  proof  of  actual  confusion  in  trade  by  the 
concurrent  use  of  the  marks  offers  an  opportunity  to  re- 
duce the  question  to  one  entirely  of  fact.  Experience 
shows,  however,  that  the  opportunity  is  not  as  often 
made  use  of,  as  one  would  expect  it  would  be. 

Still  another  perlexing  question  is  that  which  relates  to. 


a  likelihood  of  deception  due  not  to  the  nature  of  the 
mark  or  the  goods  upon  which  it  is  used  but  to  the  matter 
associated  with  the  mark  and  found  on  the  label.  Courts 
of  equity  have  long  applied  the  principle  that  if  decep- 
tion is  perpetrated  and  the  perpetrator  seeks  relief  from 
infringement  no  relief  will  be  granted.  It  is  immaterial 
whether  the  deception  results  from  the  nature  of  the 
ma*  or  the  matter  associated  with  it.  The  Office  also 
refuses  registration  in  those  cases  where  the  matter  asso- 
ciated with  the  mark  is  misleading  or  deceptive  in  char- 
acter. (Levy  &  Co.  vs.  Uri,  135  O.  G„  1363 ;  The  Schuster 
Co.  vs.  Muller,  120  O.  G.,  2192.)  This  commonly  is 
known  as  "misbranding"  and  occurs  most  frequently 
where  the  statement  is  made  in  connection  with  a  mark 
used  on  goods  intended  for  human  consumption,  such  as 
foods  and  medicines.  It  has  been  held  in  Barclay  & 
Barclay,  135  O.  G-,  217,  that  the  Office,  although  not 
charged  specifically  with  the  enforcement  of  the  Food 
and  Drugs  Act  should,  in  a  spirit  of  comity,  render  such 
assistance  to  the  Department  of  Agriculture  as  will  tend 
to  promote  rather  than  place  an  obstacle  in  the  way  of  its 
enforcement.  This  obstacle  may  and  does  arise  by  rea- 
son of  the  contentions  which  are  made  by  defendants  in 
suits  by  the  United  States  for  violations  of  the  Food 
and  Drugs'  Act.  Such  defendants,  if  they  have  obtained 
registration  for  the  mark,  contend  that  the  allegations 
on  the  label  were  not  objected  to  by  the  Patent  Office  and 
this  failure  to  object  led  them  to  believe  that  they  were 
proper.  It  is  for  the  purpose  of  obtaining  evidence  of 
misbranding  if  it  exists  that  the  Office  requires  one  speci- 
men for  each  of  the  goods  for  such  products  as  foods  and 
medicines.  (Ex  parte  Sher,  197  O.  G.,  239.)  Where 
the  label  contains  statements  relative  to  the  goods  and 
their  properties  which  are  deceptive  in  character,  regis- 
tration is  refused  on  this  ground.  The  most  common 
cases  relate  to  misbranding  of  medicines.  Some  of  these 
are  twenty-four  hour  cure-alls  of  even  the  most  serious 
organic  troubles,  as,  for  instance,  cancer.  One  instance 
the  Examiner  recalls  was  that  of  a  label  which  contained 
the  allegation  that  by  applying  a  plaster  to  a  cancer  for 
not  more  than  twenty-four  hours,  the  cancer,  upon  the 
removal  of  the  plaster,  would  drop  out  and  fall  upon  the 


floor.  The  applicant  obtained  and  filed  the  affidavits  of 
three  persons  who  claimed  that  the  allegation  was  true. 
Notwithstanding  this,  the  application  has  not  been  is- 
sued. The  impression  obtained  from  reading  the  state- 
ments upon  some  labels  is  that  it  is  folly  to  grow  old 
and  a  mistake  ever  to  die.  It  is  a  significant  fact  that 
for  over  three  years  not  a  single  applicant  appealed 
from  the  refusal  of  the  Examiner  based  on  the  question  of 
misbranding  and  many  applications  have  been  refused  on 
this  ground. 

The  registrations  granted  under  the  act  of  1SS1  may  be 
renewed  under  the  provision  of  section  12  of  the  Trade- 
Mark  Act  of  February  20,  1905,  as  they  are  due  to 
expire.  The  practice  followed  is  that  based  upon  an 
interpretation  of  section  12  found  in  the  case  of  Ewing, 
Commissioner  of  Patents  vs.  Standard  Oil  Company  of 
New  York,  203  O.  G.,  1556,  May  22,  1914,  decided 
by  the  Court  of  Appeals  of  the  District  of  Columbia. 
This  practice  consists  in  merely  filing  a  petition  by  the 
owner  of  the  registration  sought  to  be  renewed,  the 
original  certificate  of  registration  and  a  fee  of  $10.  No 
drawing  is  necessary  and  no  examination  is  made  t*>  ascer- 
tain whether  the  mark  would  be  registrable  on  a  new  ap- 
plication. The  renewal  is  endorsed  on  the  original  certi- 
ficate which  is  then  returned  to  the  petitioner.  If  the 
original  certificate  is  lost,  a  certified  copy  of  the  original 
made  by  this  Office  may  be  used  instead  of  the  original. 

Although,  as  hereinbefore  stated,  registration  does  not 
create  any  trade-mark  rights,  it  may  be  said  to  create 
certain  rights  of  procedure  which  may  or  may  not  be 
valuable,  depending  upon  the  nature  of  the  business  and 
the  circumstances  of  the  trader.  If  the  business  of  the 
trader  extends,  or  is  likely  to  extend,  to  foreign  countries, 
it  becomes  a  practical  necessity  for  him  to  first  obtain 
registration  in  such  foreign  countries.  It  is  a  prerequisite 
to  such  foreign  registration,  under  the  statutes  of  almost 
all  foreign  countries,  that  the  applicant  shall  first  obtain 
a  registration  in  his  own  country.  In  such  cases  federal 
registration,  therefore,  becomes  vitally  important.  If  it 
so  happens  that  the  nature  of  the  mark  is  such  that 
registration  is  prohibited  by  any  of  the  provisions  of  sec- 
tion 5  of  the  Trade-Mark  Act  of  February  20,  1905,  the 
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applicant  for  registration  generally  weeks  to  have  the  pro- 
visions of  this  section  stretched  and  distorted  out  of  all 
recognition.  The  Office  has,  however,  held  in  effect,  in  at 
least  one  instance,  that  the  necessity  of  the  applicant  is 
no  good  and  sufficient  reason  for  judicial  legislation  by 
the  Office.  (Ex  parte  Buffalo  Pitts  Company,  89  O.  G., 
2069.) 

One  of  the  most  valuable  rights  conferred  by  the  Fed- 
eral statute  is  that  specified  by  section  27.  The  sub- 
stance of  this  section  is  that  a  trader  may  deposit  a  copy 
of  the  certificate  of  registration  with  the  Treasury 
Department,  for  the  purpose  of  preventing  the  importa- 
tion of  all  goods  into  this  country  bearing  a  similar  mark. 
In  practice,  it  is  found  exceedingly  effective.  There  are 
also  other  minor  advantages  accruing  from  registration, 
one  of  which  is  the  right  to  the  registrant  to  bring  suit 
in  the  Federal  courts  by  conferring  jurisdiction  on  such 
courts  in  certain  cases.  Another  advantage  is  the 
public  notice  given  to  others  of  his  claim  to  ownership. 
It  is  to  be  greatly  regretted  that  in  this  country  there  is  no 
certain  and  positive  way  that  a  person  wishing  to  obtain  a 
trade-mark  can  be  certain  that  someone  else  has  not  a 
prior  claim  thereto.  This  is  because  no  one  is  compelled 
to  register  his  mark.  It  is  a  fact  that  many  valuable 
marks  are  not  registered  in  the  Patent  Office.  It  is 
also  a  fact,  however,  that  the  first  place  that  a  search 
is  usually  made  for  a  mark  is  the  files  of  this  Office, 
where,  perhaps,  is  gathered  together  the  largest  number 
of  marks  in  use.  Few  persons  outside  the  Trade-Mark 
Division  realize  how  much  these  files  arc  used  Tor  the 
purpose  of  enabling  those  who  wish  to  adopt  a  mark  to 
ascertain  the  prior  claims  of  others. 

The  recent  decision  of  the  Supreme  Court  of  the  United 
Slates  in  the  case  of  Thaddeus  Davids  Co.  pa.  Davids  & 
Davids,  202  O.  (i.,  952,  233  V.  S.,  461,  indicates  that  it  is 
advantageous  to  obtain  registration  for  a  certain  class  of 
marks.  These  are  the  so-called  non-technical  marks. 
In  a  suit  for  infringement  they  usually  require  clear  proof 
that  they  do  in  fact  identify  the  goods  as  originating 
with  the  plaintiff.  They  are  registrable  only  under  the 
ten  year  proviso  of  section  5.  It  would  seem  to  follow 
from  this  decision  that  the  certificate  of  registration  is 
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as  much  evidence  of  the  ownership  of  a  non-teehnical  as  a 
technical  mark.  If  so,  then  in  such  cases  the  burden  of 
introducing  evidence  is  shifted  from  the  plintiff  to  the 
defendant,  whenever  registration  is  relied  upon  by  the 
plaintiff.  The  importance  of  this  can  be  readily  per- 
ceived when  the  difficulty  of  introducing  good  and 
sufficient  evidence  to  clearly  establish  that  a  mark 
of  this  kind  does  in  fact  indicate  origin.  In  passing,  it 
may  be  noted  that  this  decision  should  settle  to  the 
satisfaction  of  most  persons  that  the  act  of  February  20, 
1905,  is  constitutional,  since  it  passes  favorably  upon  the 
validity  of  what  has  been  generally  considered  to  be  the 
most  doubtful  clause  of  the  entire  trade-mark  statute. 
April  29,  1915. 
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What  is  Patentable  as  a  Design? 

By 

H.   I.  HOUSTON, 

First  Assistant  Examiner  of  Trade- Marks  and  Designs, 

U.  S.  Patent  Office. 


The  purpose  of  this  paper  is  to  point  out  the  principal 
guide-posts  which  bound  and  define  the  field  within 
which  the  applicant  may,  under  the  law,  seek  and  secure 
the  grant  of  a  design  patent.  In  so  far  as  is  practicable, 
the  discussion  will  be  limited  to  those  phases  of  the  ques- 
tion wherein  the  controlling  principles  differ  materially 
from  those  relating  to  mechanical  patents. 

Briefly  described,  a  design  consists  of  the  visual  char- 
acteristics displayed  by  an  object.  Designs  may  be 
divided  into  two  general  types;  one  existent  in  the 
contour  or  outlines  of  an  article,  the  other  in  a  decora- 
tion applied  to  the  surface  thereof.  The  first  type  is 
illustrated  in  the  shape  of  a  teacup,  the  second  in  the 
pattern  on  a  piece  of  wall  paper  as  defined  by  the  con- 
trasting colors.  A  single  object  may  embody  one  or  both 
forms  of  design,  and  if  both,  they  may  be  aggregated  or 
combined. 

The  elemental  factors  by  which  the  patentability  or 
nonpatentability  of  a  design  is  determined  are  dis- 
closed in  section  4929  of  the  Revised  Statutes,  which 
reads  as  follows: 

"Sec.  4929.  Any  person  who  has  invented  any 
new,  original,  and  ornamental  design  for  an 
article  of  manufacture,  not  known  or  used  by 
others  in  this  country  before  his  invention  thereof, 
and  not  patented  or  described  in  any  printed  pub- 
lication in  this  or  any  foreign  country  before  his 
invention  thereof,  or  more  than  two  years  prior 
to  his  application,  and  not  in  public  use  or  on  sale 
in  this  country  for  more  than  two  years  prior  to 
his  application,  unless  the  same  is  proved  to  have 
been  abandoned,  may,  upon  payment  of  the  fees 

1-8819 


2 

required  by  law  and  other  due  proceedings  had, 
the  same  as  in  cases  of  invention  or  discoveries 
covered  by  section  forty-eight  hundred  and 
eighty-six,  obtain  a  patent  therefor." 

Upon  a  comparison  of  the  provisions  of  this  section  of 
the  statute  with  those  of  section  4886,  which  specifies  the 
principal  prerequisites  to  the  grant  of  a  mechanical 
patent,  perhaps  the  most  striking  difference  to  be  noted 
is  that  of  the  subject-matter  to  which  the  invention  may 
relate.  Designs  for  articles  of  manufacture  alone  are 
entitled  to  protection.  A  design  for  a  machine  is  there- 
fore not  proper  subject-matter  under  the  statute  for  the 
grant  of  a  patent.  (Ex  parte  Adams,  1898  C.  D.,  115; 
Ex  parte  Steck,  1902  C.  D.,  9.) 

Patents  are  not  granted  for  designs  in  the  abstract, 
because  of  the  limitation  of  the  statute  to  designs  for 
articles  of  manufacture.  (Ex  parte  Gerard,  1888  C.  D., 
37;  Ex  parte  Adams,  1898  C.  Dv  109.)  Moreover,  a  defi- 
nite article  must  be  selected  and  illustrated  by  the  ap- 
plicant.   {Ex  parte  Whyte,  1871  C.  D.,  304.) 

By  the  recent  decision  of  Ex  parte  Fulda  {194  0;  G., 
549)  this  practice  has  been  somewhat  modified  in  the 
case  of  surface  ornamentation,  it  being  considered  suffi- 
cient compliance  with  the  statute  to  require  the  applicant 
to  specify  that  the  design  is  for  an  article  of  manu- 
facture, without  designating  or  illustrating  a  particular 
article. 

It  is  the  settled  practice  of  the  Office  at  the  present 
time  to  require  the  applicant  to  confine  his  disclosure  to 
a  single  form  of  the  design,  and  not  to  permit  the  illustra- 
tion or  description  of  any  modification  or  variation,  it 
being  left  to  the  courts  to  determine  the  essential  features 
or  gist  of  the  invention.  (Ex  parte  Hill  &  Renner,  1898 
C.  D.,  38,  and  cases  referred  to  therein.) 

The  complete  article  embodying  the  design  must  be 
illustrated  even  though  the  novel  feature  or  features 
may  not  embrace  the  whole  article.  (Ex  parte  Parker, 
1897  C.  D.,  73.)  An  exception  is  made  in  certain  cases  of 
surface  ornamentation  falling  within  the  ruling  of  ex 
parte  Fulda  (supra). 

The  most  significant  word  found  in  the  statutes  relat- 
ing to  designs  is  the  word  "ornamental."     It  defines 


an  attribute  which  must  be  existent  in  every  design  which 
is  to  successfully  weather  the  storms  of  the  Patent  Office 
or  of  the  courts.  Besides,  it  is  the  chief  guide-post 
separating  the  field  of  the  design  patent  from  that  of  the 
mechanical. 

When  used  in  relation  to  designs,  the  term  "ornamen- 
tal" designates  that  which  finds  favor  in  the  eye  of  the 
observer  by  its  appeal  to  the  esthetic  emotions.  An 
article  may  be  "ornamental"  because  of  beauty  in 
outline  or  in  surface  ornamentation,  or  because  of  the 
proper  balancing  or  harmonious  arrangement  of  its  parts. 
Objects  which  are  ludicrous,  grotesque,  or  fantastic,  if 
they  embody  artistic  merit,  fall  within  the  term  "orna- 
mental" as  here  used. 

The  fact  that  an  article  is  not  crude  or  unsightly  is  not 
sufficient  in  itself  to  render  it  "ornamental"  within  the 
meaning  of  the  statute.  Neither  does  it  present  proper 
subject-matter  for  the  grant  of  a  design  patent  merely 
because  there  is  something  new  about  its  shape  whereby 
it  can  be  distinguished  from  other  articles.  (Wright  vs. 
Lorenz,  1902  C.  D.,  370.)  It  should  positively  appear 
that  the  object  possesses  certain  characteristics  which 
render  it  distinctly  attractive  to  the  eye  of  the  observer. 
In  some  cases  the  presence  of  such  ornamental  features  is 
best  determined  by  the  effect  produced. 

In  the  case  of  certain  classes  of  articles,  such  as  cut 
glass,  jewlery,  vases,  and  silverware,  where  the  primary 
object  sought  is  the  production  of  an  article  which  shall 
present  a  pleasing  appearance,  but  little  trouble  is  ex- 
perienced. A  different  situation,  however,  is  presented 
by  those  objects  which  in  their  appearance  are  pre- 
eminently suggestive  of  mechanical  utility. 

In  the  latter  case  it  would  seem  to  be  a  salutary  precau- 
tion to  scrutinize  the  design  closely  and  to  consider  it  the 
subject  of  a  valid  patent  only  when  found  to  possess  a 
feature  or  features  distinctively  ornamental.  As  sug- 
gestive of  such  practice,  attention  is  directed  to  the  case 
of  ex  park  Bettendorf  (1907  C.  D.,  79)  wherein  the  Com- 
missioner refused  to  grant  a  patent  for  the  side  frame  of  a 
car  truck,  quoting  with  approval  the  following  language 
from  the  decision  of  the  Board  of  Examiners-in-Chief : 

"We  are  of  opinion  that  its  attractiveness  to 
such  men  lies  wholly  in  the  apprehension  of  its 


utility,  in  its  superior  adaptation  of  its  shapes  to 
utilitarian  ends.  They  see  that  the  design  is  com- 
pact lengthwise  by  reason  of  the  location  of  the 
journal-boxes  against  the  end  of  the  frame.  They 
see  that  it  is  lowered  by  making  the  inverted- 
arch  tires  farther  down  from  the  bearings  than  the 
upper  tires  are  distant  from  those  bearings.  So 
made  the  side  bar  is  not  only  lower  but  is  stronger. 
They  see  that  a  minimum  of  weight  is  attained  by 
skeletonizing  the  side  bar  by  two  openings  near  its 
ends  and  they  see  that  in  doing  that  the  old  upper 
truss  and  lower  truss  and  the  old  guides  are  made 
with  edge  flanges  which,  as  is  well  known,  add 
strength  to  them.  They  also  see  here  and  there 
cross-webs,  which,  they  well  know,  also  add  to  the 
strength  of  the  parts  on  which  they  are  made  and 
with  which  their  ends  are  connected.  All  this 
makes  the  design  attractive  to  them  as  practical 
men  in  the  art. 

"But  we  are  of  opinion  that  this  utilitarian  at- 
tractiveness is  far  from  ornamentation.  We  find 
nothing  beautiful  or  esthetic  in  the  structure." 

To  the  same  effect  are  the  rulings  in  the  cases  of  ex 
parte  Nickel  and  Crane  (1904  C.  D.,  135);  and  ex  parte 
Harthshorn  (1903  C.  D.,  170). 

A  failure  on  the  part  of  the  Patent  Office  to  follow  the 
practice  indicated  is  apt  to  lead  to  the  grant  of  patents  of 
the  character  considered  in  the  case  of  Rose  Mfg.  Co.  vs. 
E.  A.  Whitehousc  Mfg.  Co.  (201  F.  R.,  926).  The  patents 
in  controversy  related  to  vehicle  number  plate  supports, 
and  in  holding  them  invalid  the  court  said  in  part: 

"The  designs  of  the  design  patents  in  suit 
are  for  the  most  part  alike.  No.  41,389  differs, 
however,  from  No.  41,388  in  having  braces  which 
unquestionably  strengthen  the  arm,  to  which  the 
number  plate  is  attached.  It  is  not  only  apparent 
that  this  is  their  function,  but  it  is  also  established 
to  be  such  by  the  evidence.  Indeed,  every 
feature  of  these  patents  is  mechanical  and  func- 
tional, and  not  ornamental.  Even  ordinary  rivet 
heads  are  made  to  appear  as  beautiful  circles 
in  this  scheme  of  ornamentation.     If,  moreover, 


the  braces  or  supports  of  patent  No.  41,389  were 
intended  for  ornamentation,  they  apparently  failed 
in  their  mission,  but,  if  otherwise,  then  every  piece 
of  mechanism  can,  with  the  aid  of  photography 
and  the  machinery  of  the  Patent  Office,  be  readily 
crystallized  into  a  design  patent." 

Because  of  the  diverse  character  of  the  subject-matter 
involved,  but  little  information  would  be  gained  by  an 
enumeration  of  the  various  articles  which  have  been  held 
to  lack  artistic  merit  sufficient  to  render  them  ornamental 
within  the  meaning  of  the  statute.  There  is  a  class  of 
cases,  however,  to  which  reference  should  be  made. 
They  relate  to  articles  which  are  often  referred  to  as  in- 
tended for  obscure  use.  In  the  ease  of  Rowe  vs.  Blodgett 
(112  F.  R.,  61),  wherein  a  design  patent  for  a  horse- 
shoe calk  was  held  invalid  because  not  ornamental,  the 
court  said: 

"Design  patents  refer  to  appearance,  not  utility. 
Their  object  is  to  encourage  works  of  art  and  dec- 
oration which  appeal  to  the  eye,  and  the  esthetic 
emotions,  and  the  beautiful.  A  horseshoe  calk  is  a 
mere  bit  of  iron  or  steel,  not  intended  for  dis- 
play, but  for  an  obscure  use." 

Other  articles  which  have  been  held  not  ornamental 
because  intended  for  obscure  use  are,  a  washer  for  thill 
couplings  (Bradley  vs.  Eccles,  126  F.  R.,  945);  a  ribbon 
spool  for  use  in  typewriters  (Wagner  Typewriter  Co. 
et  al.  vs.  F.  S.  Webster  Co.,  144  F.  R.,  405) ;  an  insulating 
plug  for  electric  line  supports  (Williams  vs.  Syracuse  & 
S.R.Co.,  161F.R.,571). 

In  order  to  sustain  a  patent  grant,  it  is  not  sufficient 
that  the  design  be  ornamental.  Its  creation  must 
result  from  the  exercise  of  the  inventive  faculty.  Not 
only  is  this  necessary  to  bring  it  within  the  provisions 
of  section  4929  of  the  Revised  Statutes,  but  also  to  bring 
it  within  the  constitutional  provision  whereby  Congress 
may  lawfully  grant  a  limited  monopoly  to  its  creator  as  an 
inventor.  In  ex  park  Knothe  (1903  C.  D.,  42),  the 
Commissioner  said : 

"A  new  and  ornamental  design  will  be  found  in 
an  article  of  manufacture  when   there  can  be 


found  in  such  article  a  new  appearance  created  by 
inventive  process  and  serving  the  purpose  of 
embellishment.  Such  new  appearance  may  be 
superficially  applied  or  it  may  rest  more  or  less 
deeply  in  the  structure  of  the  parts,  but  it  must  be 
a  creation  of  inventive  genius,  accomplishing  the 
purpose  of  ornament  and  not  used  for  its  func- 
.  tional  value.  It  will  be  found,  weighed  and 
valued  by  the  test  of  ornament." 

In  some  of  the  decisions,  statements  are  found  to  the 
effect  that  a  lower  order  or  degree  of  invention  may  sup- 
port a  design  than  is  necessary  in  case  of  a  mechanical 
patent.  I  am  unable  to  find  a  sound  basis  for  this  assump- 
tion. An  exercise  of  the  creative  imagination  is  just  as 
essential  to  invention  in  the  field  of  art  as  in  the  field  of 
mechanics,  and  if  this  mental  ingredient  be  not  present 
in  the  resultant  product  no  protection,  under  the  statute, 
is  accorded  to  its  creator.  There  is  apparently  no  war- 
rant for  assuming  that  those  engaged  in  the  production 
of  beautiful  and  artistic  effects  are  less  gifted  in  mental 
acumen  than  those  interested  in  the  field  of  mechanics. 

Considerable  difficulty  is  often  experienced  in  deter- 
mining the  presence  or  absence  of  invention  in  a  mechani- 
cal device.  To  a  greater  extent  is  this  true  in  the  case  of 
designs  because  of  the  character  of  the  subject-matter 
involved,  and  also  because  but  few  principles  have  been 
worked  out  to  aid  in  its  determination. 

A  design  made  up  of  well-known  ornamental  features 
does  not  involve  invention  unless  they  combine  to  pro- 
duce a  new  and  distinct  ornamental  effect.  Otherwise 
it  is  a  mere  aggregation  and  unpatentable  as  such. 
(Northrup  vs.  Adams,  1877  C.  I).,  322.) 

The  choice  of  a  particular  color  or  colors  or  the  sub- 
stitution of  one  color  for  another  contributes  in  no  way 
to  the  patentability  of  a  design.  (Ex  parte  Weinberg, 
1871  C.  D.,  244;  Ex  parte  Traitel,  1883  C.  D.,  92.) 

As  to  size  and  material,  the  Court  of  Appeals  of  the 
District  of  Columbia  in  the  case  of  Tyler  vs.  St.  Amand 
(1901  C.  D.,  301)  quoted  with  approval  from  the  deci- 
sion of  the  Acting  Commissioner  of  Patents  in  part  the 
following : 

"The  material  of  which  the  article  is  made  and 


its  size  are  immaterial  in  design  cases,  since  de- 
signs relate  merely  to  form  or  appearance." 

It  has  repeatedly  been  held  that  the  adaptation  to  an 
article,  of  a  design,  old  in  another  and  even  non-analogous 
art,  does  not  involve  invention.  ( Ex  parte  Knothe,  supra; 
TJntermeyer  vs.  Freund,  1893  C.  D.,  064.) 

Moreover,  the  idea  of  forming  or  decorating  an  article 
to  represent  or  simulate  a  well-known  object  is  not  con- 
sidered as  proper  food  for  the  nourishment  of  inventive 
genius  and  a  sufficient  basis  for  the  grant  of  monopolies, 
but  is  reserved  among  the  rights  and  privileges  common 
to  all  artists  and  artisans.  (Bennage  vs.  Phillippi,  1876 
C.  D.,  135;  Foster  vs.  Crossin  et  al.,  1891  C.  D.,  304.) 

Novelty  is  essential  to  render  a  design  patentable. 
Absolute  identity  of  appearance,  however,  is  not  re- 
quired to  negative  novelty.  It  will  be  sufficient  if  the 
anticipating  design  present  a  substantial  similarity  to 
the  one  in  controversy.  (Gorham  Mfg.  Co.  vs.  White,  14 
Wallace,  511;  in  re  Freeman,  1904  C.  D.,  619;  in  re 
Schraubstadter,  1906  C.  D.,  541.)  Moreover,  this 
similarity  in  appearance  is  to  be  determined  with  refer- 
ence to  its  effect  on  the  eye  of  the  ordinary  observer  and 
not  on  that  of  an  expert,  f  Macbeth-Evans  Glass  Co.  vs. 
Rosenbaum  Co.,  199  F.  R^,  154-164;  Gorham  Mfg.  Co. 
vs.  White,  supra.) 

The  last  essential  requisite  to  patentability  in  designs, 
to  which  I  shall  make  reference,  is  that  of  originality. 
This  may  be  disposed  of  by  the  statement  that  the  word 
"original"  as  used  in  section  4929  of  the  Revised  Statutes 
has  the  same  meaning  and  effect  as  when  used  in  connec- 
tion with  mechanical  inventions. 

In  concluding  this  paper,  I  desire  to  emphasize  the 
importance  of  the  word  "ornamental"  as  used  in  the  de- 
sign statutes.  It  is  the  one  characteristic  by  which  the 
field  of  the  design  patent  is  definitely  distinguished  from 
that  of  other  patents.  Moreover,  a  design  which  does  not 
involve  ornamental  subject-matter  of  a  substantial  and 
meritorious  character  is  not  entitled  to  favorable  con- 
sideration in  this  Office  or  in  the  courts. 

April  29,  1915. 
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The  Registration  of  Prints  and  Labels 

By 

G.  E.  GARRETT, 

Assistant  Examiner  of  Trade-Marks  and  Designs, 

U.  S.  Patent  Office. 


The  registration  of  a  print  or  a  label  is  the  registra- 
tion of  a  claim  of  copyright.  (Section  10  of  the  Copyright 
Act.)  The  provisions  of  the  general  copyright  act,  in  so 
far  as  they  are  applicable,  must  be  complied  with  before  a 
valid  registration  can  be  obtained.  The  Copyright  Act 
of  June  18, 1874,  provides  inter  alia  that  the  copyrights  of 
prints  and  labels  shall  be  registered  by  the  Commis- 
sioner of  Patents.   Section  3  of  this  act  reads : 

"That  in  the  construction  of  this  act  the  words 
'engraving,  cut,  and  print'  shall  be  applied  only  to 
pictorial  illustrations  or  works  connected  with  the 
fine  arts,  and  no  prints  or  labels  designed  to  be 
used  for  any  other  articles  of  manufacture  shall  be 
entered  under  the  copyright  law,  but  may  be 
registered  in  the  Patent  Office.  And  the  Com- 
missioner of  Patents  is  hereby  charged  with  the 
supervision  and  control  of  the  entry  or  registry  of 
such  prints  or  labels,  in  conformity  with  the 
regulations  provided  by  law  as  to  copyright 
of  prints,  except  that  there  shall  be  paid  for  re- 
cording the  title  of  any  print  or  label,  not  a  trade- 
mark, she  dollars,  which  shall  cover  the  expense  of 
furnishing  a  copy  of  the  record,  under  the  seal 
of  the  Commissioner  of  Patents,  to  the  party 
entering  the  same." 

The  act  of  March  4,  1909,  is  silent  upon  the  subject  of 
prints  and  labels.  Therefore,  after  July  1 ,  1909,  the  date 
on  which  this  act  went  into  effect,  applications  for  the 
registration  of  prints  and  labels  were  refused  by  the 
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Patent  Office  on  the  ground  that  the  act  of  1874  had  been 
repealed  by  the  latter  act.  On  December  22,  1909,  the 
Attorney-General  of  the  United  States  decided  that  the 
act  of  1909  had  not  repealed  the  former  act,  in  so  far  as  it 
related  to  prints  and  labels,  and  that  it  was  still  the  duty 
of  the  Commissioner  of  Patents  to  register  copyrights 
of  prints  and  labels.  This  ruling  was  affirmed  by  the 
Attorney-General  on  May  16,  1914. 

A  print  or  a  label  may  be  registered  either  by  the 
author  or  proprietor  who  is  a  citizen  of  the  United 
States,  or  by  his  executors,  administrators,  or  assigns;  or 
by  an  alien  author  or  proprietor,  or  his  executors  or 
assigns,  who  shall  be  domiciled  within  the  United  States 
at  the  time  of  the  first  publication  of  the  work^  Registra- 
tion will  be  granted  to  an  alien  author  or  proprietor 
when  the  State  or  nation  of  which  he  is  a  citizen  or  sub- 
ject grants,  either  by  treaty,  convention,  agreement  or 
law,  to  a  citizen  of  the  United  States  the  benefit  of  copy- 
right on  substantially  the  same  basis  as  to  its  own  citi- 
zens. (Section  8  of  the  Copyright  Act.)  It  is  there- 
fore required  that  the  citizenship  of  the  author  be  stated 
when  application  is  made  by  a  proprietor  (Rule  18). 

The  statutory  requirements  which  cause  the  most  diffi- 
culty and  which  are  least  understood  are: 

1.  Publication. 

2.  Notice  of  Copyright. 

3.  Descriptiveness. 

4.  Artistic  Merit. 

These  subjects  will  be  discussed  in  the  order  men- 
tioned. 

PUBLICATION. 

Prior  to  the  going  into  effect  of  the  act  of  1909,  ap- 
plication for  registration  had  to  be  made  before  publica- 
tion, and  a  prior  publication  was  held  to  be  such  a  dona- 
tion to  the  public  as  to  bar  copyright  protection.  (Marsh 
et  al.  vs.  Warren  et  al.JlS  O.  G.,  7,  14  O.  G.,  678.)  Sec- 
tion 9  of  the  act  of  1909,  however,  provides  in  part-: 

"That  any  person  entitled  thereto  by  this  act 
may  secure  copyright  for  his  work  by  publication 


thereof  with  the  notice  of  copyright  required  by 
this  act;  and  such  notice  shall  be  affixed  to  each 
copy  thereof  published  or  offered  for  sale  in  the 
United  States  by  authority  of  the  copyright 
proprietor." 

This  section  reverses  the  former  practice  and  requires 
publication  with  notice  of  copyright  before  the  filing  of  an 
application  for  registration. 

The  common  misapprehension  is  that  it  is  unlawful 
to  place  a  copyright  notice  on  a  work  before  an  applica- 
tion has  been  filed  and  registration  secured. 

The  rules  require  that  the  date  of  publication  with 
notice  of  copyright  be  stated  in  the  application,  and  it  is 
the  practice  to  require  that  the  day,  month,  and  year  be 
stated.  The  reason  for  this  requirement  is  that  the 
period  of  twenty-eight  years  protection  begins  to  run 
from  the  date  so  set  up  and  not  from  the  date  of  regis- 
tration. The  question  as  to  how  long  an  applicant  may 
delay  after  publication  with  notice  of  copyright  before 
filing  an  application  has  not  been  judicially  determined. 
The  Register  of  Copyrights,  however,  has  held  that 
sixty  days  is  the  limit  of  time  after  publication  in  which  to 
make  application. 

Any  work  which  was  in  the  public  domain  prior  to 
July  1,  1909,  may  not  now  be  protected  by  copyright. 
(See  section  7  of  the  Copyright  Act.)  Many  applica- 
tions are  refused  registration  on  account  of  this  provi- 
sion, it  being  a  common  occurrence  for  proprietors  of 
prints  or  labels  to  use  them  for  several  years  before 
attempting  to  protect  them  by  copyright. 

A  publication  without  notice  of  copyright,  unless  by 
accident  or  mistake,  was  a  bar  to  copyright  protection 
under  the  act  of  1874.  It  would  therefore  appear 
that  the  publication  of  a  label  for  any  considerable  time 
before  placing  a  notice  of  copj'right  thereon  would  pre- 
vent the  securing  of  a  valid  registration  unless  it  could  be 
shown  that  the  omission  was  due  to  accident  or  mistake. 
(Pierce  &  Bushnell  Co.  c.s.  Werkmeister  et  al.,  72  F.  R., 
54;  and  American  Press  Association  vs.  Daily  Story 
Publishing  Co.,  120  V.  H.,  700.) 


NOTICE  OF  COPYRIGHT. 

The  form  of  copyright  notice  used  must  conform 
exactly  to  the  provisions  of  section  18  of  the  act,  and  it  is 
obvious  from  the  language  of  this  section  that  Congress 
intended  that  only  the  forms  so  provided  are  to  be 
considered  valid.  The  courts  have  held  that  a  notice 
which  is  lacking  in  any  essential  is  no  notice.  (Hoertel  re. 
Raphael  Tuck  Co.,  94  F.  R.,  844.) 

It  is  the  practice  of  the  Patent  Office  to  accept  any  one 
of  the  forms  of  notice  provided  by  this  section,  probably 
for  the  reason  that  it  has  never  been  determined  in  which 
of  the  classes  enumerated  in  section  5,  prints  and  labels 
belong. 

There  are  two  improper  forms  of  copyright  notice 
which  are  frequently  used.  The  first  and  most  common 
is  "REG.  U.  S.  PAT.  pFF."  This  is  the  form  of  notice 
of  trade-mark  registration,  authorized  by  the  Trade- 
Mark  Act  of  1905.  The  other  form  is  "LABEL  REGIS- 
TERED." Both  of  these  forms  are  objected  to  as  not 
complying  with  the  statute,  and  their  use  is  deemed  suffi- 
cient ground  for  refusing  registration.  It  appears  that 
the  publication  of  any  copies  without  a  notice  of  copy- 
right is  a  donation  to  the  public.  Section  19  requires  that 
the  notice  of  copyright  appear  on  each  copy  published. 

DESCRIPTIVENESS. 

Rule  30  of  the  Rules  for  the  Registration  of  Prints  and 
Labels,  which  is  based  on  section  3  of  the  act,  prohibits 
the  registration  of  a  label  which  is  not  descriptive  of  the 
article  on  which  it  is  used.  Its  descriptiveness,  however, 
may  be  either  by  words  or  by  pictorial  illustration.  The 
word  "REGINA"  was  held  not  to  render  a  label  descrip- 
tive of  music  boxes  {Ex  parte  Regina  Music  Box  Co., 
100  O.  G.,  1112)  while  the  representation  of  a  keg 
such  as  is  commonly  used  for  beer  was  held  sufficiently 
descriptive  of  malt  liquors.  (Ex  parte  Ruppert,  121 
O.  G.,  2327.)  In  a  recent  case  the  words  "IRISH 
EMBROIDERED  STYLE"  were  held  to  be  sufficiently 
descriptive  of  sheets,  pillow  cases,  etc.  The  name  of  the 
proprietor  of  a  label  was  held  not  to  render  the  label 


sufficiently  descriptive.     (Ex  parte  The  American  Wire 
Weavers'  Protective  Association,  94  0.  G.,  586.) 

The  term  "article  of  manufacture"  as  used  in  the 
statute  has  been  very  broadly  construed,  and  labels  for 
spring  water,  poultry,  eggs,  and  fruit  in  its  natural 
state  have  been  registered.  In  a  recent  case,  however, 
the  Commissioner  ruled  that  a  highway  was  not  an  ar- 
ticle of  manufacture.  It  would  seem  that  the  statute  has 
been  interpreted  to  mean  articles  of  merchandise  rather 
than  strictly  manufactured  articles. 

ARTISTIC  MERIT. 

Rules  29  and  30  define  prints  and  labels  as  "artistic  and 
intellectual  productions."  This  question  of  artistic 
merit  has  been  the  cause  of  many  appeals  to  the  Com- 
missioner of  Patents,  and  in  one  instance  was  passed 
upon  by  the  United  States  Supreme  Court.  In  this 
latter  case  (Higgins  et  al.  vs.  Keufel  et  al.,  55  O.  G.,  1 139) 
the  court  held  that  a  phrase  descriptive  of  the  goods  (the 
words  used  were  "WATERPROOF  DRAWING  INK") 
printed  in  ordinary  type,  did  not  constitute  a  label  which 
could  be  protected  under  the  copyright  act.  The  use 
of  a  paraph  under  some  of  the  words,  or  of  printers' 
ornamentation,  has  been  held  not  to  render  a  label 
registrable.  (Ex  parte  The  Samuel  Winslow  Skate  Mfg. 
Co.,  131  O.  G.,  692,  and  Ex  parte  3.  W.  Howe  &  Son,  123 
O.  G.,  1283.)  The  standard  of  artistic  merit  required  is, 
however,  very  low,  and  any  pictorial  illustration  or  em- 
bellishment has  been  considered  sufficient  to  warrant 
registration.  In  a  recent  case  a  label  comprising  printed 
matter  and  two  circles,  in  each  of  which  appeared  the 
letter  "G,"  was  held  to  be  registrable. 

LABELS  NOT  REGISTRABLE. 

The  act  incorporating  the  American  National  Red 
Cross  makes  it  a  misdemeanor  for  any  unauthorized 
person  or  corporation  to  use  the  insignia  of  this  society. 
Any  labels,  therefore,  which  contain  such  insignia  arc 
refused  registration. 

Prints  or  labels  which  bear  portraits  or  names  of  living 
individuals  are  refused  registration  unless  the  consent  of 


such  person  is  shown.  (Ex  parte  John  Dewar  &  Sons, 
Ltd.,  98  O.  G.,  1037.)  The  reason  for  this  practice  is  that 
it  is  against  public  policy  for  the  Government  to  grant 
protection  for  the  use  of  an  individual's  name  or  portrait 
without  his  consent. 

TITLE. 

The  title  of  the  print  or  label  must  appear  upon  the 
copies  filed  and  must  be  stated  in  the  application.  (Rules 
18  and  19,  and  ex  parte  Ruppert,  121  0.  G.,  2327.)  An 
applicant,  however,  is  not  limited  in  his  selection  of  a  title 
and  may  use  any  word  or  phrase  which  appears  on  the 
(specimens  filed.  In  one  case  at  least,  applicant  was 
allowed  to  write  the  title  on  the  back  of  the  copies.  (Ex 
parte  Pingree  Traung  Co.,  197  0.  G.,  997.) 

Appeal  to  the  Commissioner  of  Patents  from  the  action 
of  the  Examiner  of  Trade- Marks  and  Designs,  refusing  to 
register  a  print  or  label,  may  be  taken  without  an  addi- 
tional fee.  (Rule  31)  and  his  decision  refusing  registra- 
tion appears  to  be  final.  (U.  S.  ex  rel.  E.  L.  Moodie  ws. 
Butterworth,  30  O.  G.,  97;  Allen  tw.  U.  S.  ex  rel.  The  Re- 
gina  Music  Box  Co.,  105  O.  G.,  747;  and  United  States, 
ex  rel.  Lincoln  Highway  Association  vs.  Ewing,  213  O.  G., 
749. 
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The  general  practice  in  interference  cases,  as  the  same 
arise  in  the  Patent  Office,  is  now  fairly 
Introduction,  well  established,  and  may  be  understood 
from  the  Rules  of  Practice  and  from  the 
published  decisions  and  text-books.  But  special  cases 
and  unusual  questions  frequently  arise,  and  the  deci- 
sions upon  these,  though  not  always  reported,  never- 
theless form  precedents  for  subsequent  cases  involving 
similar  questions.  A  few  of  such  special  cases  have 
been  selected  for  discussion  in  this  paper. 
The  principal  examiner  in  preparing  the  notices  for 
interferences  is  required  to  arrange  the  appli- 
Order  of  cations  in  the  inverse  chronological  order  of 
Parties,  the  filing  of  the  particular  applications  in- 
volved (Rule  97;  and  Raulet  and  Nicholson  vs. 
Adams,  114  O.  G.,  1827;  1905  C.  D.,  55).  However,  if 
any  application  is  clearly  a  division  or  continuation  of 
some  earlier  application  he  is  required  to  so  state  in  the 
notice  to  the  Examiner  of  Interferences,  in  order  that  the 
latter  may  take  cognizance  thereof  and  fix  the  burden 
of  proof  with  that  fact  in  mind.  But  if  the  principal 
examiner  is  in  doubt  whether  a  particular  application 
is  in  fact  a  division  or  continuation  of  another,  he 
makes  no  mention  of  such  earlier  case,  leaving  the 
point  to  be  raised  by  formal  motion  to  shift  the  burden 
of  proof  on  behalf  of  the  party  seeking  advantage  of 


such  application  (Jackson  vs.  Patten,  150  O.  G.,  265; 
1910  C.  D.,  2). 

It  sometimes  happens,  however,  that  two  applications 
claiming  the  same  patentable  invention 
Cases  Filed  on  are  filed  on  the  same  day.    While  these 
Same  Day.  cases    are    not    numerous,    several    in- 

stances have  occurred  in  the  last  few 
years.  The  fact  that  one  application  bears  a  higher 
serial  number  than  another  filed  on  the  same  day  indi- 
cates nothing,  for  the  numbering  of  applications  filed  in 
the  Office  on  any  given  date  is  largely  a  matter  of 
chance.  Moreover,  fractions  of  a  day  are  not  recog- 
nized by  the  Patent  Office  in  the  filing  of  papers.  The 
numbers  of  such  applications  are  therefore  not  a  guide 
in  fixing  the  burden  of  proof,  since  they  constitute 
no  proper  reason  for  regarding  either  party  as  senior 
with  respect  to  the  other.  The  applications  are  in 
fact  regarded  as  having  been  filed  simultaneously.  In 
order  that  the  burden  of  proof  may  be  based  upon 
some  act  of  the  parties  themselves,  it  is  the  practice  to 
place  the  burden  upon  him  who  last  executed  his  ap- 
plication, and  such  applications  are  therefore  crranged 
in  the  inverse  chronological  order  of  the  dates  upon 
which  the  same  were  executed. 

A  case  such  as  the  above  may  present  a  novel  situation 
when  the  same  comes  on  for  deter-  . 
Priority  Awarded  to  mination  upon  proofs.  The  gen- 
First  to  Conceive  eral  rule  is  that  priority  is  awarded 
Where  Reduction  to  to  the  party  who  first  completes 
Practice  is  Sinrul-  and  demonstrates  the  practica- 
tancour.  bility    of   his   invention,    or  who 

first  constructively  reduces  to  prac- 
tice by  filing  an  application;  except  where  another,  who 
was  the  first  to  conceive  was  exercising  diligence  in  per- 
fecting his  invention  at  the  time  his  rival  entered  the 
field,  and  continued  diligent  until  his  own  reduction 
to  praciice,  either  actual  or  constructive.  But  where 
no  actual  reduction  to  practice  is  proved  by  either 
party,  and  each  is  restricted  for  this  act  to  his  filing 
date,  the  reductions  to  practice,  while  constructive, 
are  simultaneous,  and  it  is  necessary  to  determine 
by  other  means  which  of  the  two  parties  is  entitled  to  the 
award  of  priority. 


Only  one  instance  in  which  this  question  has  been 
seriously  presented  has  been  discovered.  In  that 
ease,  while  both  parties  took  testimony,  neither  actually 
reduced  to  practice,  and  the  evidence  was  held  to  show 
prior  conception  by  the  senior  party.  It  could  not  be 
said  that  he  was  the  first  to  conceive  and  the  first  to  re- 
duce to  practice,  because  the  reductions  to  practice 
were  simultaneous.  It  was  held,  however,  that  priority 
should  be  awarded  to  the  party  who  proved  an  earlier 
conception.  While  in  that  case  the  judgment  was  in 
favor  of  the  senior  party,  the  theory  upon  which  the 
judgment  was  rendered  would  appear  to  apply  to  either 
party,  and  if  the  junior  party  had  proved  the  earlier 
conception,  the  judgment  would  probably  have  been 
in  the  latter's  favor.  In  other  words,  it  is  the  sense 
of  that  decision  that,  as  between  two  parties  standing 
on  an  equal  basis  as  to  their  reduction  to  practice,  the 
award  should  be  in  favor  of  him  who  first  conceived  the 
invention.  No  question  of  diligence  seems  to  have  been 
presented  in  that  case,  but  it  is  believed  that  the  same 
conclusion  would  have  been  reached  irrespective  of  any 
question  of  diligence  which  might  have  been  presented. 
In  arriving  at  their  decision  the  Examiner  of  Inter- 
ferences and  the  examiners-in-chief  appear  to  have 
been  guided,  to  some  extent  at  least,  by  the  decision 
in  the  case  of  Smith  vs.  Foley  vs.  Anderson  vs.  Smith 
(136  O.  G.,  847;  1908  C.  D.,  210).  In  that  case  the 
applications  of  Foley  and  Anderson  were  filed  on  the 
same  day.  As  between  these  parties  there  seems 
to  have  been  no  serious  contest;  but  the  decision  of 
the  Commissioner  contains  the  statement  that  since 
neither  had  proved  actual  reduction  to  practice,  Foley 
was  entitled  to  prevail.  This  prior  decision  in  the 
case  of  Smith  vs.  Foley  vs.  Anderson  vs.  Smith,  supra, 
was  not  referred  to  by  the  Commissioner  in  his  deci- 
sion in  the  above  mentioned  case  which  has  more  re- 
cently been  before  the  Office  for  determination,  but 
he  affirmed  the  decision  of  the  Examiners-in-Chief  as 
to  all  points.  An  appeal  has  been  taken  to  the  Court 
of  Appeals  of  the  District  of  Columbia,  and  the  hold- 
ing of  the  Commissioner  upon  this  point  has  been  urged 
as  one  of  the  grounds  of  appeal. 
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In  the  case  last  referred  to  the  parties  were  claiming 
the  same  record  date  for  constructive  reduc- 
Identical  tion  to  practice.  Another  interesting  case 
Dates.  involving  a  similar  situation  arose  a  few 
years  ago  with  respect  to  record  evidence. 
Section  4887  of  the  Revised  Statutes  particularly  pro- 
vides that  an  application  for  patent  filed  in  this  coun- 
try by  a  person  who  has  regularly  filed  an  application  for 
the  same  invention  in  a  foreign  country  (if  an  adherent  to 
the  International  Convention)  shall  have  the  same  force 
and  effect  as  the  application  would  have  had  if  it  had  been 
filed  in  this  country  on  the  date  it  was  filed  in  the  for- 
.  eign  country,  provided  the  application  was  filed  in 
the  United  States  within  twelve  months  from  the  earliest 
foreign  filing  date.  In  the  case  referred  to  the  ap- 
plications in  the  United  States  were  filed  on  differ- 
ent dates,  but  each  party  had  filed  an  application 
in  Germany  for  the  same  invention  as  that  embodied 
in  his  United  States  application,  and  it  so  happened 
that  these  applications  were  filed  on  the  same  date. 
Since  the  benefit  accruing  under  the  statute  is  based 
solely  upon  the  filing  of  the  application,  no  evidence 
of  any  earlier  act  by  either  party,  such  as  conception 
or  actual  reduction  to  practice,  could  be  accepted. 
No  evidence  was  introduced  as  to  any  acts  of  invention 
in  this  country,  and  the  case  had  to  be  decided  on 
the  rights  of  the  parties  as  established  by  their  foreign 
applications.  Here  then  the  parties  not  only  were 
entitled  to  the  same  date  for  constructive  reduction 
to  practice,  but  they  were  likewise  both  restricted 
to  this  same  date  for  conception  of  the  invention.  In 
other  words,  the  parties  were  both  entitled  to  the  same 
date  for  conception  and  to  the  same  and  the  identical 
date  for  constructive  reduction  to  practice.  The  Ex- 
aminer of  Interferences  took  the  position  that  the 
burden  of  proof  was  properly  upon  the  party  last  to 
file  his  United  States  application,  and  his  opponent, 
being  the  first  to  present  in  this  country  an  allow- 
able application,  was  in  the  eyes  of  the  law  entitled 
to  a  patent  therefor,  unless  the  later  to  file  proved 
a  superior  right.  Inasmuch  as  the  only  evidence  pre- 
sented by  either  party  was  that  of  the  filing  of  his 
German  application,  it  was  held  that,  since  the  junior 


party  had  established  a  right  only  equal  to  that  of 
the  senior  party,  he  had  failed  to  sustain  the  burden 
resting  upon  him,  and  priority  was  awarded  to  the  sen- 
ior party,  the  first  to  file  in  the  United  States.  Ap- 
peal was  taken  to  the  Examiners-in-Chief.  That  tri- 
bunal was  of  the  opinion  that,  notwithstanding  the 
fact  the  German  applications  were  filed  on  the  same 
day,  the  records  of  the  German  Patent  Office  ought  to 
disclose  which  of  the  two  applications  was  in  fact 
first  presented.  The  Examiners-in-Chief  recommended 
to  the  Commissioner  that  the  case  be  remanded  to  the 
Examiner  of  Interferences  with  directions  to  call  for 
evidence  upon  this  point.  The  parties  were  required 
to  secure  the  additional  evidence,  but  when  again 
presented  the  evidence  failed  to  give  any  more  definite 
data  than  that  originally  supplied.  The  case  was 
therefore  again  decided  in  favor  of  the  party  who  first 
filed  his  application  in  the  United  States.  The  decision 
became  final  without  appeal. 
Since  the  decision  of  the  Court  of  Appeals  of  the  District 

of  Columbia  in  the  case  of  Podelsak  and 
Right  to  Make  Podelsak  vs.  Mclnnerney  (1906  C.  D., 
Claims.  558;  26  App.  D.  C,  399)  the  question  of 

the  right  of  any  party  to  make  claims 
corresponding  to  the  issue  has  been  considered  as  a 
question  ancillary  to  that  of  .priority  of  invention 
proper.  Many  such  cases  have  been  presented,  and 
when  it  is  found  that  one  of  the  parties  can  not  make 
such  claims,  priority  is  awarded  to  his  opponent.  Cases 
have  arisen,  however,  in  which  it  has  been  found  that 
the  claims  as  presented  will  not  read  upon  the  applica- 
tion of  any  party  to  the  proceeding.  While  such  cases 
are  unusual,  two  instances  have  occurred  to  the  writer's 
knowledge.  With  such  a  situation  no  award  of  priority 
can  be  made  to  either  party,  and  it  might  at  first  ap- 
pear that  such  an  interference  should  be  dissolved. 
When  the  first  case  arose  such  a  recommendation  was 
made  to  the  Commissioner.  After  hearing  tfee  parties 
he  declined,  however,  to  dissolve  the  proceeding,  and 
remanded  the  same  to  the  Examiner  of  Interferences  with 
directions  to  enter  a  judgment  to  the  effect  that  neither 
of  the  parties  was  entitled  to  make  the  claims,  and  there- 
fore neither  was  the  inventor  of  the  subject-matter 


in  issue.  This  action  was  taken  on  the  theory  that 
the  appellate  tribunals  might  come  to  a  different  con- 
clusion as  to  one  of  the  applicants,  and  if  it  should 
be  eventually  held  that  either  could  make  the  claims, 
a  true  case  of  priority  would  be  at  once  presented. 

In  the  second  case,  which  was  but  recently  presented, 
a  similar  judgment  was  entered. 

This  unusual  case  was  once  presented.  An  interference 
was  declared  between  an  application  of 
Patent  Invalid,  one  party  and  a  patent  to  another  based 
Dissolution.  upon  an  application  filed  subsequent 
to  the  filing  date  of  the  first  party. 
The  patentee  being  the  last  to  file  was  made  the  junior 
party  and  was  required  to  prove  his  case  over  that 
of  the  applicant.  Inasmuch  as  one  party  was  a  patentee 
the  only  question  to  be  determined  ultimately  was 
the  right  of  the  other  party  to  a  patent.  The  patentee 
claimed  the  benefit  under  the  International  Convention 
of  the  filing  date  of  a  certain  German  patent.  It  at , 
once  appeared  that  the  application  upon  which  the 
German  patent  was  based  was  filed  in  Germany  more 
than  one  year  before  the  patentee's  application  was 
filed  in  this  country,  and,  further,  that  the  German 
patent  issued  before  the  United  States  patent  was 
granted.  It  was  thus  apparent  that  the  United  States 
patent  was  invalid.  Moreover,  while  the  German 
patent  invalidated  the  United  States  patent  based 
upon  the  same  disclosure,  the  same  was  not  a  reference 
for  the  other  party,  because  it  was  not  sufficiently 
early  to  operate  as  a  bar.  In  view  of  the  fact  that  the 
patent  was  invalid,  and  since  the  patentee  could  not 
under  his  preliminary  statement  present  any  evidence 
other  than  his  German  application,  there  seemed  to  be 
no  reason  for  the  continuance  of  the  interference.  The 
proceeding  was  dissolved  by  order  of  the  Commissioner, 
based  upon  the  recommendation  of  the  Examiner  of 
Interferences. 
It  occasionally   happens   that   infringement  suits   and 

interference  proceedings  between  the  same 
Suspension,     parties  are  running  at  the  same  time,  as 

where  one  of  the  parties  has  obtained  a 
patent  and  sues  the  other  for  infringement.  Under 
Section  4920  of  the  Revised  Statutes  the  defendant  may 


prove  that  the  patentee  was  not  the  first  inventor,  and  in 
doing  so  may  prove  that  he  himself  was  the  real  and  true 
inventor.  To  some  extent,  therefore,  the  questions  pre- 
sented in  the  suit  may  be  the  same  as  those  to  be  deter- 
mined in  the  interference.  The  Office  is  sometimes  asked 
to  suspend  the  interference  pending  final  determina- 
tion of  the  suit.  No  suspension  will  however  ordi- 
narily be  made.  As  was  pointed  out  in  the  case  of 
McBride  vs.  Kemp  (109  O.  G.,  1069;  1904  C.  D.,  89), 
the  statute  particularly  directs  the  tribunals  of  the 
Patent  Office  alone  to  determine  the  question  of  priority 
of  invention-  between  two  or  more  parties  each  asking 
a  patent  for  the  same  invention.  Section  4904  of  the 
Revised  Statutes  specifies  when  an  interference  should 
be  declared,  and  directs  that  the  Commissioner  shall, 
when  the  proper  circumstances  arise,  institute  the 
proceeding.  It  requires  that  he  shall  direct  the  primary 
examiner  (Examiner  of  Interferences)  to  determine  the 
question  of  priority  in  the  first  instance,  and  provides 
for  appeal  to  the  Examiners-in-Chief  and  Commis- 
sioner. An  appeal  to  the  Court  of  Appeals  of  the  Dis- 
trict of  Columbia  is  provided  by  a  later  statute. 

In  view  of  the  fact,  therefore,  that  the  statute  par- 
ticularly designates  the  method  of  determining  inter- 
ferences and  provides  no  other,  it  would  be  useless 
to  suspend  the  same,  pending  determination  of  a  suit 
for  infringement,  in  which  the  question  at  issue  in 
the  interference  could  be  raised  only  incidentally  or 
collaterally.  Thus,  while  the  Office  is  in  no  way  bound 
by  any  court  decision  in  an  infringement  suit  even  though 
substantially  the  same  question  may  be  presented,  the 
principle  of  comity  is  always  respected,  and  due  deference 
given  to  decisions  of  such  character.  It  not  infrequently 
happens  therefore  that  the  tribunals  of  the  Patent 
Office  and  the  federal  courts  arrive  at  very  different 
conclusions  upon  the  same  state  of  facts.  A  recent  case 
is  in  point.  A  party  Wright  secured  a  patent.  Some 
time  after  the  issuance  thereof  another  party,  one 
Brownlee,  filed  an  application  for  the  same  invention, 
and  an  interference  was  declared.  The  invention  was  a 
gas  iron  for  laundry  purposes.  Before  the  interference 
was  declared  Wright  sued  Brownlee  in  the  District 
Court  for  the  Eastern  District  of  Pennsylvania,  for  in_ 
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fringement  of  his  patent.  The  court  held  that  the  inven- 
tion originated  with  the  defendant  Brownlee,  and  dis- 
missed the  suit  (Wright  vs.  Brownlee  et  al.,  205  F.  R., 
526).  When  the  interference  came  on  for  final  hearing, 
the  Examiner  of  Interferences,  while  not  regarding  the 
case  as  free  from  doubt,  likewise  came  to  the  conclusion 
that  the  invention  was  that  of  Brownlee,  and  decided 
with  the  trial  court  in  the  infringement  case.  Upon 
appeal  to  the  Examiners-in-Chief  this  decision  was  re- 
versed, and  that  tribunal  held  that  Brownlee  had  failed 
to  sustain  the  burden  which  was  upon  him  to  prove  his 
case  beyond  a  reasonable  doubt,  and  reversed  the  de- 
cision of  the  Examiner  of  Interferences.  In  the  meantime 
appeal  was  taken  from  the  decision  of  the  trial  court  in 
the  infringement  case,  and  the  Circuit  Court  of  Appeals 
for  the  Third  Circuit,  in  a  decision  dated  April  2,  1914, 
reversed  the  trial  court,  adopting  almost  in  toto  the  lan- 
guage of  the  decision  of  the  Examiners-in-Chief  (Wright 
vs.  Brownlee  et  al.,  212  F.  R.,  p.  157).  The  decision  of 
the  Examiners-in-Chief  was  affirmed  by  the  Commis- 
sioner on  appeal.  No  further  appeal  was  taken. 
After  an  interference  is  well  advanced,  and  particularly 
after  proofs  have  been  taken,  the 
Dissolution  in  Cases  same  will  not  ordinarily  be  ter- 
Well  Advanced.  initiated  without  a  judgment.  But 

in  special  cases  a  dissolution  may 
be  ordered  without  an  award  of  priority,  as  where  it 
very  clearly  appears  that  a  statutory  bar  exists  to  the 
grant  of  a  patent  to  one  or  more  of  the  contesting  parties 
(Neill  vs.  Commissioner  of  Patents,  82  O.  G.,  749; 
11  App.  D.  C,  584;  Oliver  us.  Felbel,  100  0.  G.,  2384; 
20  App.  D.  C,  255). 

The  case  of  Dwiggins  vs.  Reid,  Reid  and  Kelly,  recently 
before  the  Office,  developed  an  un- 
Dwiggins  vs.  Reid,    usual  and  interesting  situation.  Both 
Reid  and  Kelly.  parties    were  applicants.      The  is- 

sue consisted  of  a  large  number  of 
counts.  Testimony  was  taken  by  both  parties,  and 
the  case  submitted  for  final  disposition  upon  the  record 
thus  made.  The  Examiner  of  Interferences  divided 
the  issue,  awarding  certain  of  the  counts  to  Dwiggins 
and  the  others  to  Reid,  Reid  and  Kelly.  The  evidence 
showed,  however,  that  Dwiggins  had  built,  had  publicly 


used,  and  had  sold  a  machine  embodying  certain  counts 
of  the  issue  many  years  before  he  filed  his  application. 
The  machine  was  first  sold  in  1903  and  used  for  nearly  a 
year  in  the  manufacture  of  fencing.  It  was  then  changed 
in  some  respects,  and  the  use  continued  for  a  con- 
siderable period  of  time.  In  1905  it  was  sold  a  second 
time,  and  the  second  purchaser  continued  to  use  it,  with 
perhaps  minor  changes,  until  1909.  The  Examiner  of 
Interferences  noticed  the  fact  that  the  Dwiggins  applica- 
tion was  probably  invalid  for  all  counts  which  would 
read  upon  this  early  machine.  He,  however,  awarded 
priority  of  invention  as  the  evidence  seemed  to  require, 
but  followed  the  same  with  a  recommendation  to  the 
Commissioner  under  Rule  120,  directing  his  attention  to 
the  apparent  statutory  bar. 

The  Commissioner,  however,  thought  that  the  oath 
made  to  the  Dwiggins  application  partook  of  fraud,  and 
concluded  that  under  the  circumstances  Dwiggins  was 
not  entitled  to  an  award  of  priority.  He  accordingly 
vacated  the  judgment  of  the  Examiner  of  Interferences 
and  directed  that  if  appeal  should  be  taken  by  Dwiggins 
as  to  the  counts  which  had  been  awarded  to  Reid,  Reid 
and  Kelly,  the  Examiners-in-Chief  should  dismiss  the 
appeal.  The  appeal  was  taken,  and  was  dismissed  by 
the  Examiners-in-Chief  as  directed.  Dwiggins  then 
filed  in  the  Supreme  Court  of  the  District  of  Columbia 
a  petition  for  mandamus,  asking  that  the  Commissioner 
be  directed  to  set  aside  the  orders  referred  to.  The 
petition  was  denied.  Appeal  was  taken  to  the  Court 
of  Appeals  of  the  District  of  Columbia,  and  the  action 
of  the  lower  court  sustained  (United  States  ex  rel. 
Dwiggins  iw.  Ewing,  Commissioner  of  Patents,  214  0.  G., 
1025). 

Another  case  was  recently  presented  in  which  the 
interference  was  likewise  between  two  applications. 
When  the  evidence  was  considered,  it  clearly  appeared 
that  machines  embodying  the  issue  had  been  used  by 
the  junior  party  for  nearly  seven  years  prior  to  the 
filing  of  his  application,  and  for  four  years  prior  to 
the  filing  of  the  senior  party's  application.  It  was  ap- 
parent from  the  evidence  that  the  junior  party  was  the 
prior  inventor,  but  inasmuch  as  the  use  of  this  party's 
early  machines  was  apparently  a  bar  to  both  parties,  it 
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was  concluded  that  the  interference  should  be  dissolved 
without  an  award  to  either  party.  Since  the  machine 
had  been  in  public  use  for  many  years  it  was  held  that  the 
junior  party  was  not  entitled  to  even  a  technical  award  of 
priority.  It  was  therefore  recommended  that  the  inter- 
ference be  dissolved  without  a  judgment,  and  an  order  to 
this  effect  was  issued  by  the  Commissioner. 
A  second  interference  wiil  not  usually  be  declared  be- 
tween the  same  applications,  or  he- 
Successive  Inter-  tween  new  applications  by  the  same 
ferences.  parties  relating  to  the  same  general 

invention.  But  a  second  interference 
is  sometimes  rendered  necessary  in  order  that  the  suc- 
cessful party  in  the  first  proceeding  may  secure  the  full 
benefit  of  the  judgment  in  his  favor,  as  where  the  losing 
party  in  the  first  case  is  permitted  to  go  to  patent  with 
claims  which  should  have  been  rejected  upon  the  issue. 

In  an  interference  between  K  and  W  priority  was 
awarded  to  the  latter.  K  canceled  the  claims  cor- 
responding to  the  issue,  and  was  permitted  to  go  to 
patent  with  other  claims  which  should  have  been  re- 
jected upon  the  issue.  W  went  to  patent  without 
making  claims  corresponding  to  those  remaining  in 
K's  application,  but  which  clearly  read  upon  his  own 
disclosure  and  fell  within  his  statement  of  inven- 
tion. W  filed  a  reissue  application  embodying  the 
claims  of  K's  patent  and  demanded  a  second  interfer- 
ence. The  interference  was  declared.  On  motion  for 
judgment  by  W  on  the  ground  that  the  rights  of  the 
parties  were  determined  by  the  judgment  in  the  first 
case,  it  was  held  that  the  decision  in  the  earlier  case 
was  determinative  not  only  of  the  actual  matter  there 
adjudicated,  but  of  all  other  matter  there  in  issue  and 
which  might  have  been  adjudicated  therein,  and  priority 
was  awarded  to  W  in  the  second  interference  on  the 
ground  of  res  adjudicata. 

In  another  case  an  interference  had  been  declared 
between  A  and  H.  Upon  the  evidence  presented  pri- 
ority was  awarded  to  A.  H  canceled  claims  correspond- 
ing to  the  issue,  but  was  permitted  to  go  to  patent 
with  other  claims  only  slightly  different  from  those 
constituting  the  issue,  and  the  most  of  which  clearly 
read   upon  A's   disclosure.       After   the   patent  issued 
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A  copied  these  claims  and  demanded  a  second  inter- 
ference. The  Examiner  refused  to  declare  the  same, 
but  the  Commissioner  directed  that  the  interference 
be  instituted.  Without  waiting  for  the  filling  of  pre- 
liminary statements  A  moved  for  judgment  on  the 
ground  of  res  adjudicate.  The  motion  was  granted 
and  judgment  rendered  in  his  favor  as  to  the  issue 
of  the  second  interference  on  the  ground  that  the  subject- 
matter  thereof  was,  in  effect,  in  issue  in  the  earlier 
case,  and  the  question  of  the  rights  of  the  parties  with 
respect  to  these  claims  was  determined  by  the  decision 
in  the  earlier  proceeding. 

In  interferences  involving  three  or  more  parties  some 
unusual  questions  with  respect  to 
Evidence  (Three  or  the  introduction  of  evidence  arise. 
More  Parties.)  If  all  junior  parties  allege  dates  of 

conception  prior  to  the  senior  party's 
filing  date,  the  case  is  perfectly  simple.  Times  for 
the  taking  of  testimony  are  set  for  all  parties  in  order. 
But  where  certain  of  the  junior  parties  fail  to  overcome 
the  filing  dates  of  some  or  all  of  those  who  are  senior,  an 
unusual  situation  may  be  created. 

Take,  for  instance,  the  three-party  case.  We  may 
have,  first,  a  case  in  which  the  junior  party  fails  to 
overcome  the  filing  date  of  either  of  the  other  parties;  or, 
second,  where  he  fails  to  overcome  the  senior  party 
only;  or,  third,  a  case  in  which  the  intermediate  party 
fails  to  overcome  the  senior  party.  Any  party  failing 
to  overcome  any  senior  party  is  placed  under  an  order 
to  show  cause  on  or  before  a  time  specified  why  judg- 
ment should  not  be  entered  against  him  upon  the  record. 

In  the  first  case,  if  the  junior  party  moves  to  dissolve, 
he  should  proceed  against  both  senior  parties,  for  if  he 
eliminates  one  only,  the  other  will  still  stand  as  a  bar 
to  his  right  to  a  patent.  If  it  is  held  on  motion  to  dis- 
solve that  both  parties  can  make  the  claim,  the  junior 
party  may  then  have  the  case  set  for  final  hearing  under 
the  provisions  of  Rule  130,  in  order  that  he  may  argue 
this  same  question  as  a  basis  for  an  award  to  himself.  But 
under  such  circumstances  the  case  will  not  be  at  once 
set  for  hearing,  because  the  intermediate  party,  having 
alleged  conception  prior  to  the  senior  party's  filing 
date,   is  entitled   to   take   proofs  upon  this  question. 
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Times  for  the  taking  of  testimony  between  these  parties 
only  will  therefore  be  set,  but  the  junior  party  will  be 
permitted  to  remain  in  the  case  until  the  same  comes  on 
for  final  hearing,  so  that  all  the  questions  may  be  argued 
and  determined  at  one  hearing.  When  the  case  comes 
on  for  final  hearing,  if  it  be  found  that  neither  of  the 
other  parties  can  make  the  claim,  the  award  of  priority 
will  be  to  the  junior  party.  If,  however,  it  be  found  that 
cither  can  make  the  claim,  the  junior  party  can  not 
prevail. 

In  the  second  case,  where  the  junior  party  over- 
comes the  intermediate  party,  but  fails  to  overcome 
the  senior  party,  a  different  situation  is  presented. 
Here  the  motion  to  dissolve  need  attack  the  right  of 
the  senior  party  only  to  make  the  claim.  If  he  suc- 
ceeds in  eliminating  such  party  he  will  be  entitled,  as 
a  matter  of  course,  to  take  testimony  with  respect 
to  the  intermediate  party.  If,  however,  the  interfer- 
ence is  not  dissolved  and  the  senior  party  remains 
in  the  case,  the  standing  of  the  junior  party  is  some- 
what anomalous.  He  is  under  an  order  to  show  cause 
why  judgment  should  not  be  entered  against  him,  with 
the  senior  party  standing  as  an  apparent  bar.  But  if 
he  should  succeed  at  final  hearing  in  showing  that  the 
senior  party  can  not  in  fact  make  the  claims,  he  is 
entitled  then  to  contest  the  question  of  priority  with 
the  intermediate  party.  This  situation  not  infrequently 
occurs.  If  the  junior  party  asks  to  have  the  question  of 
the  senior  party's  right  to  make  the  claim  argued  at  final 
hearing,  he  will  be  permitted  to  remain  in  the  case;  and 
since  lie  may  establish  his  contention  that  the  senior 
party  can  not  make  the  claims,  he  will  be  permitted  to 
take  testimony  to  establish  his  rights  with  respect  to 
the  intermediate  party.  Thus  all  possible  questions 
will  be  disposed  of  at  the  same  time.  The  practice 
therefore  is  to  set  times  for  the  taking  of  testimony 
as  between  all  three  parties,  so  that  all  the  evidence 
can  be  presented  at  one  hearing. 

*  In  the  third  case,  if  the  intermediate  party  moves 
to  dissolve  on  the  ground  that  the  senior  party  can 
not  make  the  claims,  and  such  motion  is  denied,  he 
likewise  may  argue  this  same  question  at  final  hear- 
ing as  a  basis  for  an  award  to  himself.     If  he  requests 
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to  be  heard  upon  this  question,  times  will  be  set  for  all 
three  parties  to  take  testimony;  for  should  he  succeed 
in  showing  that  the  senior-  party  can  not  make  the  claims, 
he  will  be  in  position  to  contest  priority  with  the  junior 
party. 

It  sometimes  happens  that  the  operativeness  of  a  party's 
disclosure  is  attacked  by  one  of  the 
Inoperativeness,  other  parties  to  the  proceeding.  This 
question  should  first  be  raised,  if  pos- 
sible, by  motion  to  dissolve.  If  the  law  examiner  holds 
the  structure  to  be  operative,  the  other  party  not  infre- 
quently desires  to  take  testimony  to  establish  his  con- 
tention. Numerous  cases  have  arisen  in  which  such  ■ 
testimony  has  been  introduced.  The  experience  of  the 
Office  is,  however,  that  unless  the  invention  is  involved  or 
abstruse,  such  evidence  is  of  comparatively  little  value. 
In  ordinary  mechanical  cases,  the  operation  of  which 
can  at  once  be  understood,  evidence  upon  the  ques- 
tion of  operativeness  is  seldom  of  any  substantial  use. 

Where  the  junior  party  has  alleged  conception  prior 
to  the  senior  party's  filing  date,  and  is  therefore  en- 
titled to  take  testimony  on  the  question  of  priority 
proper  as  a  matter  of  course,  he  may,  while  intro- 
ducing his  testimony  on  the  main  question,  take  testi- 
mony also  on  the  question  of  operativeness.  No  special 
permission  to  take  such  testimony  need  be  secured. 
If  evidence  is  introduced  which  is  of  such  a  character 
as  to  be  useless  in  the  final  disposition  of  the  case,  the 
same  will  be  simply  disregarded,  or  struck  out  on  motion. 
But  in  those  cases  in  which  the  junior  party  has  failed 
to  overcome  the  senior  party's  filing  date,  and  desires 
to  take  testimony  on  the  question  of  operativeness  of  his 
opponent's  structure,  he  must  secure  special  permission 
to  do  so  (Lowry  and  Cowley  vs.  Spoon,  1906  C.  D., 
224;  Browne  vs.  Stroud,  1906  C.  D.,  226).  A  motion  for 
permission  to  take  such  testimony  is  necessary,  and  the 
same  must  be  accompanied  by  a  satisfactory  showing 
under  oath,  setting  forth  generally  the  facts  which  it  is 
proposed  to  prove,  and  the  witnesses  who  will  be  called 
to  establish  these  facts.  This  is  necessary  in  order 
that  the  Office  may  know  that  the  same  will  be  fact 
testimony  and  useful,  and  not  merely  the  opinion  of 
experts  upon  questions  which  the  tribunals  must  de- 


cide  for  themselves.  Where,  therefore,  a  party  de- 
sires to  take  testimony  upon  such  questions,  the  affidavits 
in  support'of  the  motion  should  make  it  clear,  generally 
at  least,  what  the  moving  party  proposes  to  establish. 
Generally  speaking,  acts  done  in  a  foreign  country 
are  not  available  as  evidence  in 
Evidence  in  Foreign  support  of  a  claim  of  priority  in 
Countries.  this  country.    But  when  the  ques- 

tion is  that  of  originality,  it  may 
be  necessary  to  secure  the  testimony  of  parties  living 
abroad.  And  where  parties  seek  the  benefit  of  foreign 
filing  dates  under  the  provisions  of  Section  4887  of  the 
Revised  Statutes,  it  sometimes  becomes  necessary  to  es- 
tablish the  facts  by  testimony.  If  the  witnesses  can  not 
be  brought  to  this  country,  or  where  the  expense  and 
trouble  of  doing  so  would  involve  hardship  greatly 
in  excess  of  that  sustained  by  an  opponent  in  taking 
the  testimony  abroad,  the  testimony  may  be  taken  in 
the  countries  where  the  witnesses  live. 

Under  the  authority  of  Section  4905  of  the  Revised 
Statutes,  authorizing  the  Commissioner  of  Patents  to 
make  rules  for  the  taking  of  testimony  generally,  a 
special  rule  has  been  promulgated  for  taking  testi- 
mony abroad  (Rule  158).  The  practice  adopted  is  the 
same  as  that  used  generally  by  the  courts  to  secure 
testimony  in  a  foreign  country.  Two  methods  are  in 
use;  first,  by  a  commission  directed  to  some  consular 
or  diplomatic  officer  of  the  United  States  residing 
in  the  country  where  the  witnesses  are  located;  and, 
second,  by  letters  rogatory  addressed  to  a  court  of 
competent  jurisdiction  in  the  country  where  the  wit- 
nesses live. 

The  number  of  cases  in  which  testimony  had  to  be 
taken  abroad  was  formerly  quite  large.  But  since 
the  decision  of  the  Commissioner  in  the  case  of  Steel 
and  Steel  vs.  Myers,  205  O.  G.,  1021,  which  permits 
a  party  to  take  advantage  of  any  foreign  application 
by  motion  to  shift  the  burden  of  proof  under  circum- 
stances recited  in  the  decision,  the  cases  wherein  it 
has  been  necessary  to  take  testimony  in  foreign  countries 
have  been  much  lessened. 

In  any  case  permission  to  take  the  testimony  must 
first  be  secured  by  motion  duly  made  and  noticed  upon 
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the  other  party.  When  it  is  shown  that  the  testimony 
is  necessary  and  probably  will  be  useful,  permission 
to  take  the  same  will  be  granted,  and  the  taking  of 
testimony  in  this  country  suspended,  unless  the  par- 
ties otherwise  agree.  The  commission  is  transmitted 
by  the  Commissioner  of  Patents  through  the  Department 
of  State  to  the  officer  to  whom  it  is  directed.  After 
the  testimony  is  taken  it  is  returned  to  the  State  De- 
partment, and  by  that  Department  transmitted  to  the 
Patent  Office. 

When  it  becomes  necessary  to  take  the  testimony 
of  witnesses  in  Germany,  a  commission  is  not  admissi- 
ble unless  the  witnesses  will  testify  voluntarily.  The 
courts  will  not  compel  their  attendance.  Therefore, 
while  commissions  are  sometimes  issued  to  consuls 
or  other  United  States  representatives  in  Germany, 
this  is  only  done  where  it  is  known  in  advance  that 
the  witnesses  are  friendly  and  will  probably  testify 
of  their  own  free  will.  Because  of  this  uncertainty, 
letters  rogatory  are  quite  commonly  used  instead. 
These  are  directed  to  the  court  having  jurisdiction 
over  the  witnesses,  requesting  that  steps  be  taken 
to  secure  the  necessary  evidence.  These  letters  are 
transmitted  through  the  State  Department  to  the  Ameri- 
can Ambassador,  who  forwards  them  to  the  German 
Foreign  Office  with  a  request  for  their  execution.  At 
that  point  they  pass  to  the  control  of  the  German 
officials,  are  transmitted  to  the  proper  court,  and, 
when  executed,  are  returned  through  the  same  channels. 

The  Department  of  State  requires  in  all  cases  a  de- 
posit of  at  least  $100  before  the  commission  or  letters 
rogatory  are  transmitted.  After  the  evidence  is  re- 
turned, any  surplus  remaining  is,  of  course,  returned 
to  the  depositor. 

Illustrations  might  be  greatly  multiplied,  but  those 
given  will  serve  to  indicate  to  some  extent 
Conclusion,  the  variety  and  character  of  questions, 
merely  incidental  or  collateral  to  priority 
proper,  which  are  presented  for  consideration  and  deter- 
mination. Many  of  the  questions  raised  in  an  interference 
are  identical  with  those  which  may  be  raised  in  an  infringe- 
ment suit,  but  there  are  others  arising  more  or  less  fre- 
quently which  never  occur  in  a  suit  in  the  federal  courts. 
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Interferences  as  the  same  arise  in  the  Patent  Office 
have  been  given  much  consideration,  and  there  is 
perhaps  no  branch  of  the  patent  law  concerning  which 
there  is  greater  difference  of  opinion.  Some  persons 
advocate  the  entire  abolition  of  interferences  in  the 
Office,  arguing  that  the  whole  matter  should  be  left  to  the 
courts,  while  others  prefer  to  have  the  statute  remain  as 
it  now  is.  Between  these  extremes  many  proposed 
modifications  of  the  existing  law  have  been  suggested* 
The  subject  is  an  inherently  complex  one.  The  very  fact 
that  there  has  been  so  much  discussion  by  men  well  in- 
formed and  competent  to  criticize,  but  that  the  law 
nevertheless  remains  as  it  was  in  1870,  is  in  itself  suffi- 
cient evidence  of  the  difficulties  in  the  way  of  any  radical 
change. 

Fundamentally,  the  system  is  a  just  one,  for  it  aims 
to  secure  the  rights  of  the  party  who  is  in  fact  and  in 
law  entitled  to  such  protection.  The  Constitution 
itself,  in  giving  to  Congress  authority  to  legislate  upon 
the  subject,  delegated  broad  powers;  but  nevertheless 
introduced  certain  limitations  which  must  be  taken 
into  consideration.  In  the  first  place  Congress  is  au- 
thorized to  secure  to  inventors  only  the  exclusive  con- 
trol of  their  creations,  and  even  this  control  must 
be  for  a  limited  time.  In  other  words,  it  was  apparently 
the  intention  of  the  makers  of  the  Constitution  that  the 
reward  should  be  to  the  party  who  in  truth  and  in  fact 
produced  the  invention;  therefore  before  any  patent 
can  be  granted  to  any  one  of  two  or  more  parties  claim- 
ing the  same  invention,  it  is  necessary  to  determine  who 
was  in  fact  the  first  inventor. 

This  fact  appears  to  have  been  early  recognized; 
for  while  the  original  law  of  1790  made  no  reference 
to  conflicting  applications,  the  law  of  1793,  which 
supplemented  that  of  1790,  contained  a  very  carefully 
worded  section  relating  thereto.  The  applications 
are  here  called  "interfering"  applications,  and  this 
is  apparently  the  first  time  in  which  the  expression 
occurs.  The  method  of  determination  specified  by 
the  statute  was  that  of  arbitration.  Even  at  that 
early  date  it  was  recognized  that  there  might  be  more 
than  two  so-called  interfering  applications,  and  the 
statute  particularly  set  forth  how  the  arbitrators  should 
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be  selected,  both  where  there  were  two  conflicting 
applications  and  where  there  were  more  than  two.  The 
section  of  the  statute  to  which  reference  has  been  made, 
reads  as  follows: 

Section  9.  And  be  it  further  enacted,  That 
in  case  of  interfering  applications,  the  same  shall 
be  submitted  to  the  arbitration  of  three  persons, 
one  of  whom  shall  be  chosen  by  each  of  the  appli- 
cants, and  the  third  person  shall  be  appointed 
by  the  Secretary  of  State;  and  the  decision  or 
award  of  such  arbitrators,  delivered  to  the  Secre- 
tary of  State  in  writing,  and  subscribed  by  them, 
or  any  two  of  them,  shall  be  final,  as  far  as  respects 
the  granting  of  the  patent.  And  if  either  of  the 
applicants  shall  refuse  or  fail  to  choose  an  arbitra- 
tor, the  patent  shall  issue  to  the  opposite  party. 
And  where  there  shall  be  more  than  two  inter- 
fering appplications,  and  the  parties  applying 
shall  not  all  unite  in  appointing  three  arbitrators, 
_  it  shall  be  in  the  power  of  the  Secretary  of  State 
'  to  appoint  three  arbitrators  for  the  purpose. 

This  was  the  law  until  1836,  when  general  changes 
in  the  patent  system  were  made.  The  law  of  1830, 
in  so  far  as  it  related  to  interferences,  remained  in 
force  until  1870,  and  Section  42  of  the  law  of  1870  is  in 
substance  identical  with  Section  4904  of  the  Revised 
Statutes,  now  in  force.  A  short  history  of  the  laws  relat- 
ing to  interferences  may  be  found  in  the  decision  of  Com- 
missioner Duell  in  the  case  of  Little  vs.  Lillic  el  ah,  1S70 
C.  D.,  207. 

May  6,  1915.  _, 
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